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Sranparp Or Company v. Cauirornia Peacu & Fie 
Growers, Inc. 


United States District Court, District of Delaware 


October 1, 1928 


Trape-Mark InrraiInceMENT—Goons oF Same Descriptive Properties. 

Figs treated with a laxative mineral oil belong to the same gen- 
eral class of goods as the oil itself, both being sold by druggists as 
specifics for the same ailment. The misuse on the former of the trade- 
mark for the latter is infringement. 

Trape-Mark InrrIncemMENtT—Use or Trape-Mark on Compounp ConTaIn- 

TAINING Propuct INDICATED. 

While the right of the buyer of trade-marked goods in bulk to 
resell them in smaller packages under the original trade-mark is 
well settled, provided the origin of the goods so sold is made clear, 
the mere fact that genuine goods are used as an ingredient gives the 
seller no right to use the trade-mark of the ingredient as the mark 
of the new article. The name of the ingredient, if used, must be used 
collaterally and in such a way as not to lead the public to believe 
that the new product and the ingredient have the same source. 

Trave-Mark INFRINGEMENT—“NvuJow” anpo “Nusox-Treatep Fics.” 

The use by defendant of the words “Nujol-treated Figs” as a 
trade-mark for figs containing a small percentage of “Nujol” in- 
fringes the latter trade-mark for a mineral oil, particularly as de- 
fendant’s carton was of substantially the same size and shape as 
plaintiff's and the word “Nujol” is printed similarly thereon. 

Trave-Mark INFRINGEMENT—ParTIEs. 

Defendant who receives figs from another party and processes, 
packs and ships them on the latter’s orders is liable for the infringe- 
ment attendant on their sale. 

Trape-Mark InrrINGeEMENT—Derens—E—ABSENCE OF PLAINTIFY’s NAME IN 

ADVERTISING. 

The fact that plaintiff's name does not always appear in its ad- 
vertising does not prevent a finding of infringement. A person whose 
mark is imitated is injured in his trade whether or not his name is 
known. The mark sells his goods. 


In equity. Suit for infringement of trade-mark. Decree for 
plaintiff. 
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Sranparp Ort Company v. Cauirornia Peacu & Fie 
Growers, Inc. 


United States District Court, District of Delaware 


October 1, 1928 


Trape-Mark InrrInceMENT—Goops or Same Descriptive Properties. 

Figs treated with a laxative mineral oil belong to the same gen- 
eral class of goods as the oil itself, both being sold by druggists as 
specifics for the same ailment. The misuse on the former of the trade- 
mark for the latter is infringement. 

Trave-Mark Inrrincement—Use or Trape-Mark on Compounp Contain- 

TAINING Propucr INDICATED. 

While the right of the buyer of trade-marked goods in bulk to 
resell them in smaller packages under the original trade-mark is 
well settled, provided the origin of the goods so sold is made clear, 
the mere fact that genuine goods are used as an ingredient gives the 
seller no right to use the trade-mark of the ingredient as the mark 
of the new article. The name of the ingredient, if used, must be used 
collaterally and in such a way as not to lead the public to believe 
that the new product and the ingredient have the same source. 

Trave-Mark INFRINGEMENT—‘NvuJow” anv “Nusor-Treatep Fics.” 

The use by defendant of the words “Nujol-treated Figs” as a 
trade-mark for figs containing a small percentage of “Nujol” in- 
fringes the latter trade-mark for a mineral oil, particularly as de- 
fendant’s carton was of substantially the same size and shape as 
plaintiff's and the word “Nujol” is printed similarly thereon. 

Trave-Mark INFRINGEMENT—PanrTIEs. 

Defendant who receives figs from another party and processes, 
packs and ships them on the latter’s orders is liable for the infringe- 
ment attendant on their sale. 

Trape-Mark INrRINGEMENT—DeFreNseE—ARBSENCE OF PLAINtTIFY’s NAME IN 

ADVERTISING. 

The fact that plaintiff's name does not always appear in its ad- 
vertising does not prevent a finding of infringement. A person whose 
mark is imitated is injured in his trade whether or not his name is 
known. The mark sells his goods. 


In equity. Suit for infringement of trade-mark. Decree for 
plaintiff. 
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William G. Mahaffy, of Wilmington, Del., for plaintiff. 
James I. Boyce, of Wilmington, Del., for defendant. 


Morais, J.: The basic question here presented is one of trade- 
mark infringement. “Nujol,” a coined, arbitrary word, was 
adopted, used and registered by the plaintiff in the year 1915 as 
its trade-mark for refined mineral oil for use in the treatment of 
constipation. Three subsequent registrations for other uses have 
been made. Between the time of its adoption and the end of 1928 
the plaintiff sold more than 27,000,000 bottles so labeled and by 
the end of 1927 it had invested more than $8,000,000 in advertise- 
ments in which “Nujol” was prominently featured. 

In 1926 “Nujol-treated Figs,’ a laxative, processed, packed 
and labeled by the defendant, appeared upon the market. To 
justify its use of plaintiff's trade-mark, the defendant takes the 
position that no one receiving a package of figs would believe that 
he was receiving a bottle of oil, that the two articles are not of 
the same class, and that plaintiff's exclusive right to the use of 
its mark is limited to goods of the same class. 

It is true, I think, that since a trade-mark confers on its 
owner no right in gross or at large, like a statutory copyright or 
a patent for an invention, United Drug Co. v. Rectanus Co., 248 
U. S. 90, 97 [9 T.-M. Rep. 1], and since its sole office is to in- 
dicate that the goods of the same general class to which it is at- 
tached emanate from a single source or reach the consumer through 
the same channels of trade, Hanover Milling Co. v. Metcalf, 240 
U. S. 403, 412-413 [6 T.-M. Rep. 149], the proprietor of a trade- 
mark is without right to forbid or exclude the use of the same 
mark, words or symbol by another upon goods of a class and 
quality so different from those of the original user as to preclude 
the probability that purchasers will be misled into believing that 
the different articles spring from a common source, Schechter’s 
Historical Foundations of Trade Mark Law, pp. 146-150, Nims 
on Unfair Competition and Trade Marks, Sec. 221, Hanover Mill- 
ing Co. v. Metcalf, supra, for in the absence of such confusion in 
the minds of purchasers the use of the mark by another brings 
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about no interference with the trade-mark owner's right of “rea- 
sonable expectation of future patronage.” E. S. Rogers, Good 
Will, Trade Marks and Unfair Trading, p. 13. 

But goods are of the same general class when either their 
general and essential characteristics are the same, Phoenix Paint, 
etc., Co. v. Lewis, 32 App. Cas. (D. C.), 285, or when, for any 
reason, they are so related or associated, either in fact or in the 
mind of the public, that a common trade-mark would probably lead 
purchasers to conclude that the several articles have a common 
origin. Duro Co. v. Duro Co., 27 Fed. (2d) 3389 (C. C. A. 8) 
[18 T.-M. Rep. 430]; Akron-Overland Tire Co. v. Willys-Over- 
land Co., 273 Fed. 674 (C. C. A. 3) [11 T.-M. Rep. 281]; Aunt 
Jemima Mills Co. v. Rigney & Co., 247 Fed. 407 (C. C. A. 2) 
[6 T.-M. Rep. 469]; Eastman Company v. Kodak Cycle Co., 15 
R. P. C. 105. 

Moreover, the owner of a trade-mark “truly arbitrary, strange 
and fanciful” is entitled to a monopoly of use for his mark in a 
wider field than is he who employs a mark not of that character. 
France Milling Co. v. Washburn-Crosby Co., Inc., 7 Fed. (2d) 
304, 306 [15 T.-M. Rep. 185]. 

“Nujol” and “Nujol-treated Figs’ are both offered to the 
public as a specific for the same human ailment. Both are sold 
by druggists. They are exhibited side by side on their shelves. 
That they are of the same general class and that a common mark 
must inevitably lead to the belief of common origin cannot, I think, 
be open to serious doubt. 

In further justification of its use of the word “Nujol,” the 
defendant relies upon the fact, established by the evidence, that 
the figs are treated with plaintiff's product, “Nujol,” bought in 
the open market. It contends that in view of this fact it is mani- 
fest that the designation of the product as “Nujol-treated Figs” 
is wholly accurate, that the statements made upon the cartons are 
true, that if purchasers are led into mistakes such consequence is 
not due to any false representation and that it is well established 
that equity will not enjoin the telling of truth. 
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That equity will not enjoin against telling the truth may be 
accepted as a sound general principle. Delaware and Hudson 
Canal Company v. Clark, 13 Wall. 811. It is likewise clear that 
one who buys another’s goods may—ordinarily, Bourjois & Co. v. 
Katzel, 260 U. S. 689 [13 T.-M. Rep. 69]—use, or sell them with 
the latter’s trade-mark upon them. Corham Mfg. Co. v. Emery- 
Bird-Thayer Dry Goods Co., 92 Fed. 774, Vitascope Co. v. United 
States Phonograph Co., 83 Fed. 30. 

Again, the right of the purchaser of genuine trade-marked 
bulk goods to divide the bulk into smaller quantities and sell the 
smaller packages under the trade-mark, though not so broad and 
general as to exist under all circumstances, Krauss v. Jos. R. 
Peebles’ Sons Co., 58 Fed. 585, Coca-Cola Co. v. Bennett, 238 
Fed. 513 (C. C. A. 8) [7 T.-M. Rep. 159], Knight v. Milner, 283 
Fed. 816, is well recognized, particularly if clear disclosure is made 
that the dividing and repacking are not done by the owner of the 
mark. Russia Cement Co. v. Frauenhar, 133 Fed. 518, Apollinaris 
Co. v. Scherer, 27 Fed. 18. 

The mere fact, however, that genuine goods are used by their 
purchaser as an ingredient of a combination confers no right upon 
him to use the trade-mark of that ingredient as the trade-mark 
for the new article. Ingersoll v. Doyle, 247 Fed. 620 [8 T.-M. 
Rep. 183]; Lambert Pharmacal Co. v. Listerated Co., 24 Fed. (2d) 
122 [18 T.-M. Rep. 113]. But such purchaser may state the 
nature of the component parts, the source from which they were 
derived and may use on his own labels or cartons the name desig- 
nating the purchased ingredient to show the true relation of that 
ingredient to the new article or combination offered by him for 
sale, provided such names be used collaterally and in a manner not 
to lead the public to believe that the new product and the ingredient 
emanate from the same source. Prestonettes, Inc. v. Coty, 264 
U. S. 359 [18 T.-M. Rep. 135]. When, however, a defendant 
makes use of another’s trade-name or trade-mark the burden is 
upon him to justify such use and to show that the right, if any 
has been exercised with reasonable regard to the rights of the 
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owner of such name or mark. Jacobs v. Beecham, 221 U. S. 253, 
Hitchman Coal & Coke Co. v. Mitchell, 245 U. S. 229, 253. 

The defendant has not met this burden. Defendant’s carton 
is in size and shape practically the same as that of plaintiff. On 
the face and the two sides of its carton defendant places the words 
“Nujol-treated Figs” in vertical order so that the word “Nujol” 
appears thereon in the same place and in substantially the same 
sized type as on plaintiff's cartons. Horizontally across the back 
of its carton at the top is “Nujol-treated Figs.’ There, also, em- 
phasis is placed upon the first as well as upon the last word. 

Three paragraphs of descriptive and commendatory matter 
follow. Therein “Nujol” appears three times and in each instance 
it is made prominent by type much larger than that employed 
for any other words of the text. Moreover, “Nujol” is thus em- 
phasized, notwithstanding the cartons when packed contain at 
least 98.78 per centum of figs and not more than 1.22 per centum 
of Nujol. The figs will retain no larger quantity. Even this 
amount evaporates more or less slowly with the result that some 
packages were found to contain a much smaller quantity or none. 

The Nujol content of the package is nowhere stated either 
directly or indirectly upon the carton. The manner in which de- 
fendant has made use of plaintiff's trade-mark cannot do other- 
wise, I think, than to lead purchasers to believe that “Nujol” and 
“Nujol-treated Figs’ have a common origin. 

The defendant seeks to prevent a finding of confusion upon 
the further ground that many advertisements of “Nujol” do not 
contain the name or other indication of the identity of its manu- 
facturer or producer. But “a person whose name is not known, 
but whose mark is imitated, is just as much injured in his trade 
as if his name was known as well as his mark. His mark, as 
used by him, has given a reputation to his goods. His trade de- 
pends greatly on such reputation. His mark sells his goods.” 
Powell v. The Birmingham Vinegar Brewery Company, Ltd., 13 
R. P. C. 235, 250, Walter Baker Co. v. Slack, 180 Fed. 514, 518, 
Coca-Cola Co. v. Koke Co., 254 U. S. 148, 146 [10 T.-M. Rep. 
441]. 
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Defendant’s use of plaintiff's trade-mark stakes the reputa- 
tion of the plaintiff upon the character of the defendant’s goods. 
Bourjois §& Co. v. Katzel, supra. The plaintiff is not required to 
submit to this hazard. Moreover, the wrongful use of the trade- 
mark of another is of itself evidence that the person making such 
improper use intended to defraud, to palm off his goods as an- 
other’s. Lawrence Mfg. Co. v. Tennessee Mfg. Co., 138 U. S. 537, 
549. 

Lastly, the defendant asserts that it is solely a manufacturing 
concern; that it neither owns nor sells figs or anything else; that it 
receives figs from California Peach and Fig Growers Association, a 
California corporation, not a party to this suit, processes, packs 
and then ships them “as and when directed in the name of and/or 
according to directions of the California corporation,” and that, 
consequently, it, the defendant, is not an infringer, particularly a 
primary infringer, of plaintiff's mark. 

But it appears from the evidence and from defendant's an- 
swers to plaintiff's interrogatories that the experiments looking to 
the marketing of “Nujol-treated Figs” were made by or for the 
defendant, that defendant is the entity that makes the cartons 
carrying the infringing mark, the entity that packs the figs treated 
by it in the cartons bearing that mark, and the entity that actually 
starts the product so processed, packed and illegally marked, into 
the channels of trade. 

The marketing is done by Sunland Sales Cooperative Asso- 
ciation of Fresno, Calif., under a tripartite contract between that 
association, the defendant and the California Peach and Fig 
Growers Association. These facts support the allegations of the 
bill of complaint and make it obvious that defendant is an in- 
fringer of plaintiff's mark. Upmann v. Forester, 24 Ch. Div. 231. 

Since defendant’s infringement lies not in the use of the word 
“Nujol” but in its misuse, or manner of use, not every use of the 
word by the defendant will be enjoined. But it may not be used 
as a part of the name, or otherwise, to indicate defendant’s goods. 
It may be used collaterally to disclose that “Nujol” is a constituent 
of defendant’s product, and the amount or percentage of “Nujol” 


RALSTON PURINA CO. V. SANIWAX PAPER CO. 7 


put or to be found therein. Coty, Inc. v. Leo Blume, Inc., 24 
Fed. (2d) 924, 925-926 [18 T.-M. Rep. 263]. 

To the end, however, that the future advantages to the de- 
fendant and the corresponding loss to the plaintiff arising inevit- 
ably from the past misuse of plaintiff's mark, may, for plaintiff's 
benefit, be brought promptly to a termination, the use of the word 


“Nujol” by the defendant on its cartons elsewhere than upon the 
back will be enjoined. 


A decree otherwise in substantial conformity with that set out 
in Francois Joseph de Spoturno Coty v. Prestonettes, Inc., 12 


T.-M. Rep. 279, and approved by the Supreme Court in 264 U. S. 
359, may be presented. 


Ratston Purina Co. v. Sanrwax Paper Co. 
(26 Fed. [2d] 941) 


United States District Court, Western District of Illinois 


February 8, 1928 


Trave-Mark INFrRINGEMENT—SIMILARITY oF Goons. 

In a suit for infringement of a trade-mark, the offending mark 
must be used on goods of the same class as those of the owner of the 
mark, but not necessarily on the same species of goods. 

Unrar Comperition—Bastis. 

The doctrine of unfair competition as now applied by the courts 
is broad enough to reach any device whereby a manufacturer can sell 
goods of his manufacture as goods of a different origin. 

Unrairn Competitrion—MiIsteapInc Mark or Oricin. 

A manufacturer of flour had been accustomed to furnish to bakers 
using its flour bread wrappers bearing a checkered marking and the 
words “Purina Whole Wheat Bread,” such wrappers being intended 
for application to bread made from the plaintiff’s flour. When wrap- 
pers so used have come to indicate to the public bread made from the 
plaintiff's flour, the use of similar wrappers upon bread not made from 
the plaintiff's floor is unfair competition, since thereby the goodwill 
of the plaintiff's flour may be impaired or destroyed. 





In equity. Suit to enjoin trade-mark infringement and unfair 
competition. Decree for plaintiff. 
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Edwin E. Huffman, of St. Louis, Mo., for plaintiff. 
Chappell & Earl, of Kalamazoo, Mich., for defendants. 


Raymonp, D. J.: The bills of complaint in the above cases 
are based upon alleged unfair competition in trade and infringe- 
ment of trade-mark. Both involve substantially the same prin- 
ciples and have been submitted and considered together. 

Plaintiff, having its principal office at St. Louis, Mo., is en- 
gaged in the manufacture and sale of whole wheat flour, whole 
wheat breakfast food, bran food, and stock and poultry feeds 
under sundry names. The defendant Saniwax Paper Company, 
having its principal office at Kalamazoo, Mich., is engaged in the 
manufacture and sale of waxed bread wrappers. Defendants John 
McDonald and James McDonald are bakers, doing business at 
Ludington, Mich., under the name of Ludington Baking Company, 
and are using bread wrappers manufactured by the Saniwax Paper 
Company, which are claimed by plaintiff to be so designed as to 
amount to unfair competition and infringement of trade-mark 
rights. 

The complaint filed in suit 2095 is based upon the sale by 
the Saniwax Paper Company of similar bread wrappers to the Off 
Baking Company of Keokuk, Iowa. It appears that the plaintiff 
has for upwards of 30 years been engaged in the manufacture of 
flour, animal feeds, and breakfast food; its sales extending through- 
out the United States. About the year 1900 it adopted as a gen- 
eral trade-mark, which has since that time been applied to sub- 
stantially all of its products, what is referred to as “checkered 
marking’’; this consisting of two or more rows of colored squares, 
and, so far as applied to the products involved in these cases, of 
red checkers on a light background. This marking has been ap- 
plied to packages and bags of whole wheat flour, and to loaves 
of bread made from plaintiff's flour; the design being imprinted 
on sheets of waxed paper in which the loaves are wrapped for 
sale. For the past 16 years, in order to promote sale of its whole 
wheat flour, plaintiff has furnished to bakers bread wrappers bear- 
ing the checkered mark and the words “Purina Whole Wheat 


as 
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Bread,” and granted permission to apply these wrappers to bread 
made from plaintiff's whole wheat flour. 

It is the claim of plaintiff that these wrappers identify in the 
minds of the public bread baked from its flour, and constitute the 
means by which its advertising becomes effective to induce the 
purchase of bread so baked. The evidence discloses that a large 
and growing business has thereby been developed, and there can 
be no question that the quality of plaintiff's whole wheat product 
and extensive advertising in connection therewith have created a 
large demand for its product. 

The Ludington Baking Company purchased from the defend- 
ant Saniwax Paper Company waxed bread wrappers with check- 
ered trade-markings; the checkered design being confined to three 
rows of checkers on each end of the wrapper, the wrappers also 
carrying designs of blue birds together with the names of the 
bakers. The Off Baking Company wrapper, also purchased from 
the Saniwax Paper Company, is completely covered with the 
checkerboard design. It is unnecessary to give further detail of 
the similarity existing among these various designs. It is sufficient 
to say that after careful consideration the court is convinced that 
the similarity is sufficient to lead to confusion in the minds of pres- 
ent and prospective customers as to the origin of the product. 

It is urged by the defendants that there can be no unfair 
competition where there is no actual competition in business; that 
plaintiff company is not now and never has been engaged in the 
baking business, or in the manufacture and sale of bread; that there 
is no evidence showing any competition between plaintiff, a manu- 
facturer of whole wheat flour, and Ludington Baking Company, 
of Ludington, and the Off Baking Company, of Keokuk, Iowa, who 
are bakers of bread. It is also urged that there is no proof of 
any competition with the Saniwax Paper Company, whose sole 
business is to manufacture bread wrappers. It is said that there 
is in fact no competition between plaintiff and defendants, that 
there is no evidence of any actual confusion in the minds of the 
public, and that any trade rights that may exist in “Purina Whole 
Wheat Bread” or in “Purina Whole Wheat Bread” wrappers ap- 
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plied to whole wheat bread, reside in the baker making the bread 
or using the wrappers, and not in the manufacturer of the flour. 

These contentions lose sight of the widening scope of pro- 
tection accorded by the courts in the field of unfair competition. 
This trend is indicated by cases hereinafter referred to, from 
which it appears that relief is frequently granted in the absence 
of technical trade-mark infringement, and may rest solely on the 
single issue of unfair competition, which does not necessarily in- 
volve unfair competition in the sale of goods, but the unfair ap- 
propriation and use of a competitor's mark, with the intention to 
profit in the sale of goods of a related character. 

To sustain a charge of infringement of a trade-mark the 
owner must have used it on the same class of goods, put out by 
the alleged infringer, but not necessarily on the same species of 
goods. Nieman v. Plough Chemical Co., 22 F. (2d) 73, 78 
(C. C. A—6) [18 T.-M. Rep. 95]. In the case of Hudson Motor 
Car Co. v. Hudson Tire Co., (D. C.) 21 F. (2d) 453 [17 T.-M. 
Rep. 459], a tire company was enjoined from using the name, 
phrase, and triangular trade-mark used by an automobile manu- 
facturer. 

In the case of Wall v. Rolls-Royce of America, Inc. (C. C. A.) 
4 F. (2d) 383 [15 T.-M. Rep. 239] it was recognized that the 
sale of an unsatisfactory Rolls-Royce radio tube would sow dis- 
trust of the excellence of the product which the words “Rolls- 
Royce” had previously stood for. 

It has been held that the trade-mark “kodak” on cameras 
was infringed by “kodak” on bicycles (Eastman Photographic 
Materials Co., Ltd. v. John Griffiths Cycle Corp., Ltd., 15 Rep. 
Pat. C. A. S. 105, 110), and that the trade-mark “Aunt Jemima” on 
flour was infringed by “Aunt Jemima” for syrup (Aunt Jemima 
Mills Co. v. Rigney §& Co. [C. C. A.], 247 F. 407, L. R. A. 1918 C, 
1039) [8 T.-M. Rep. 163]. The Sixth Circuit Court of Appeals 
has held that a trade-mark for a magazine might be infringed by 
a similar mark on hats, although there was no actual market com- 
petition between the products. Vogue Co. v. Thompson-Hudson 
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Co. et al., 300 F. 509, 512 [13 T.-M. Rep. 349]. In the latter case 
it is said: 

“We come, then, to what is called ‘unfair competition.’ This is noth- 
ing but a convenient name for the doctrine that no one should be allowed 
to sell his goods as those of another. This rule is usually invoked when 
there is an actual market competition between the analogous products of 
the plaintiff and the defendants, and so it has been natural enough to 
speak of it as the doctrine of unfair competition; but there is no fetish 
in the word ‘competition.’ The invocation of equity rests more vitally 
upon the unfairness. If B. represents that his goods are made by A., and 
if damage therefrom to A. is to be seen, we are aware of no consideration 
which makes it controlling whether this damage to A. will come from 
market competition with some article which A. is then manufacturing or 
will come in some other way.” 

The fact that actual confusion has not been established is not 
controlling. If casual and unwary purchasers of average intelli- 
gence were likely to be deceived, this is sufficient ground for relief. 
See Nieman v. Plough Chemical Co., supra. 

It has long been recognized that a trade-mark may indicate, 
not necessarily the maker of the goods, but the origin of the goods, 
and there would seem to be no good reason why a manufacturer 
of flour may not by proper means indicate to consumers of bread 
that the origin of its principal ingredient is from a certain source. 
See Potter-Wrightington v. Ward Baking Co. (D. C.), 288 F. 597; 
Id. (C. C. A.) 298 F. 398 [13 T.-M. Rep. 305]; G. & C. Mer- 
riam v. Saalfield (C. C. A.), 198 F. 369 [7 T.-M. Rep. 110]; 
DeVoe Snuff Co. v. Wolff (C. C. A.), 206 F. 420 [T.-M. Rep. 
433]. 

It is insisted by defendant that, inasmuch as plaintiff does 
not bake bread, but is engaged in the sale of whole wheat flour, 
any trade-mark rights existing in whole wheat bread, or in whole 
wheat bread wrappers applied to whole wheat bread, accrue solely 
to the baker using them, and not to the manufacturer of the flour. 
But it is not essential to property in a trade-mark that it should 
indicate any particular person as the maker of the article to which 
it is attached; it may represent to the purchaser the quality of 
the things offered for sale, and in that case is of value to any per- 
son interested in putting the commodity, to which it is applied, 
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upon the market, and he is entitled to protection in its use. See 
Godillot v. Harris et al., 81 N. Y. 263. 

It seems to the court that the business of baking bread is 
so intimately and necessarily connected with the production of a 
proper quality of flour that the public may easily be confused 
as to the source of the principal ingredient of the bakers’ product. 
By the practices here conceded the benefits of a good will resulting 
from reputable products and extensive advertising might be ap- 
propriated by others than the owners, or the good will be in part 
destroyed by placing on the market bread of an inferior quality, 
so marked as to lead the public to believe that the source of the 
flour used was the same. Both are concerned with different phases 
of the same general activity—the conversion of wheat into bread. 
That plaintiff has acquired in connection with its checkerboard 
design a good will of value cannot be questioned. That defendants’ 
use of a checkerboard design, so closely resembling, to the casual 
customer, that of plaintiff, would enable defendants to share in 
plaintiff’s good will, is clear. 
Plaintiff may have decrees for injunctions as prayed. 


BurraLto YELLow Cas Co. v. Baureis 
(220 N. Y. Supp. 343) 


New York Supreme Court, Erie County 
August 2, 1928 






Unram Competition—Cortor—Seconpary MEANING. 
No one can acquire an exclusive right to use the primary colors 
as such. When, however, a business has been established and a good- 
will built up by the use of a color scheme on taxicabs equity will 
protect the rights of the proprietor in the application of the doctrine 
of “secondary meaning” attaching to a device not originally distinctive 
in character. 
Unram Competrrion—Evmence. 
Plaintiff may make out a cause of action for unfair competition 
without proof of active deception by the defendant, where the court 
is convinced that the imitation was deliberately planned to deceive. 
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Unram Competirion—Evipence. 

The fact that the defendant in imitating the appearance of plain- 
tiff’s cabs placed upon his own a telephone number resembling that of 
plaintiff and with the same exchange although it was a number 
through which the defendant could get no business is evidence of a 
deliberate intent to practice deception in the dressing of his cabs. 

Unram Competirion—YeELLow Coror on Taxicass. 

After plaintiff had educated the public to identify its taxicabs by 
the use of yellow color on the bodies together with other character- 
istic features of coloring, the adoption by the defendant of a yellow 
color for his competing cabs is unfair competition and should be en- 
joined. 

Unram Competirion—Accountine. 

Where it is manifestly impossible to get at anything tangible in 
the way of a calculation of profits derived from the unfair competi- 
tion an accounting will not be ordered. 

In equity. Suit for unfair competition. Judgment awaiting 


injunction. 


Wilbur B. Grandison (Ethan W. Judd, of counsel), both of 
Buffalo, N. Y., for plaintiff. 
John H. Clogston, of Buffalo, N. Y., for defendant. 


Noonan, J.: The plaintiff is a domestic corporation, operat- 
ing a large number of taxicabs and “sight-seeing” cars in the city 
of Buffalo, N. Y., and vicinity, and the defendant is the owner 
and operator of four taxicabs, which are painted almost exactly 
like the great majority of taxicabs owned and operated by the 
plaintiff. On the ground that this is unfair competition, the plain- 
tiff seeks to perpetually enjoin and restrain the defendant from 
operating taxicabs which so nearly resemble its taxicabs as to de- 
ceive or tend to deceive the public. 

The plaintiff has been continuously in the taxicab business 
in Buffalo and vicinity since May, 1921. In May, 1922, the first 
“yellow cabs” were used in Buffalo by the Buffalo Taxi Service & 
Sight-Seeing Company, Inc., which put eight cabs into public serv- 
ice. On account of their distinctive color, they were quickly known 
as public and not private cars. Business increased, and additional 
cabs were purchased from time to time, so that said company had 
52 yellow cabs for service in Buffalo and vicinity, when, on or 
about September 1, 1926, the plaintiff acquired all the rights, 
title, and interest in and to the business of said Buffalo Taxi 


































a ea HE eS 


ne cae rhe 2 OT Ae ye a 








14 NINETEEN TRADE-MARK REPORTER 


Service & Sight-Seeing Company, Inc., including the ownership, 
operation, and good will of the entire line of taxicabs known as 
“Yellow Cabs,” and then being operated on the streets of Buffalo 
and vicinity, so that the plaintiff becomes entitled to all the rights 
and benefits that had accrued to said company, and any reference 
herein to the plaintiff is deemed to include its said predecessor 
in interest. 

From a small beginning, the plaintiff, by advertising, strict 
attention to business, and other legitimate methods, built up a 
large and valuable business. It owns and maintains a large garage, 
with adequate telephone service, and substations at strategic points, 
where its cabs may be quickly obtained, and at the commencement 
of this action it had 75 “yellow cabs” in service. The “yellow 
cabs” used by plaintiff have all been of the same general design, 
although the later ones are a little larger; but the painting is their 
distinctive characteristic. From the very beginning the top and 
running gear have been painted black. At first, the hood was 
also black, but for some five or six years past the entire body and 
wheels, except tires, have been an orange-tinted yellow. The 
words “Yellow Cab” are painted on all the rear doors, and the 
plaintiff's telephone number, “Tupper 8300,’ on all the front 
doors. Recently, however, the telephone number has been placed 
on both sides of the hood of the new cars. In the space between 
the hood and front doors, the rates of fare are stated. Across 
the rear, just above the body, is the following: “Yellow Cab— 
Tupper 8300,” and above the rear window is the number of the cab. 

The defendant started in the taxicab business in the late fall 
of 1927, with a taxicab that he purchased from a man known as 
“Jack.” It was painted generally like the “yellow cabs” of the 
plaintiff, but a lighter shade of yellow. The telephone number, 
Tupper 9339, the cab number, and the lettering on the doors and 
elsewhere, were all in the same relative positions as on the cabs 
of the plaintiff, but the wording was changed. In place of “Yellow 
Cab,” on the rear doors, defendant put the following: — 
Tupper 9339 was the telephone in “Jack’s” rooming house. The 
defendant was not permitted to use this number, and changed to 
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Tupper 9869, which was a “‘pay station” in a public garage, with- 
out any one to answer the incoming calls. The defendant did not 
go regularly to this garage to answer any calls that might come 
in. He deliberately selected a number in the Tupper exchange, 
where plaintiff's number had to be, which obviously would not 
help him secure any business. Soon after starting in business, the 
defendant bought three new Nash sedans, which, outwardly, at 
least, closely resembled the taxicabs of plaintiff. They were all 
painted a dark blue, but the defendant immediately had these new 
sedans repainted exactly like the yellow cabs, including the black 
stripes, except the telephone number and the lettering on the sides 
and back. When this was done, there were many other colors and 
color schemes available for defendant’s use in entering the taxi- 
cab business with an effective line of taxicabs. Instead of doing 
this, his imitation of the plaintiff's cars was deliberate and has 
been persistent. His cars in outward appearance are so nearly 
like those of the plaintiff, in almost every particular, that it is 
apparent that the traveling public might be deceived thereby. 

The plaintiff contends that the deliberate imitation of its 
taxicabs by the defendant, particularly as to the coloring or paint- 
ing scheme, was a deliberate plan of the defendant to secure busi- 
ness that would naturally go to the plaintiff, and thus is unfair 
competition, and it has come into the court for such relief as the 
law will give. 

While it is true that no one has an exclusive right to the use 
of the primary colors (Buffalo Tazi Service § Sight-Seeing Co. v. 
Howell, 125 Misc. Rep. 780, 212 N. Y. S. 288 [16 T.-M. Rep. 
32]), the courts have protected the rights of those who have estab- 
lished a business and acquired a good will by the use of color 
schemes on vehicles under the so-called “doctrine of secondary 
meaning,” which is stated in 38 Cyc. 769, as follows: 


“Words or names which have a primary meaning of their own, such 
as words descriptive of the goods, or the place where they are made, 
or the name of the maker, and which are not capable of exclusive appro- 
priation as a trade-mark, may nevertheless, by long use in connection with 
the goods or business of a particular trader, come to be understood by the 
public as designating the goods or business of that particular trader. 
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Such words have both a primary and secondary meaning. In their primary 
descriptive sense, they are publici juris, and all the world may use them; 
but they must be used in such a way as not to falsely convey the second- 
ary meaning, for this would constitute unfair competition as tending 
directly to pass off the goods or business of one man as and for that of 
another. This is what is known as the doctrine of secondary meaning. 
Its perception by the courts was the genesis of the law of unfair com- 
petition as distinguished from technical trade-marks. In all this class 
of cases, where the word, name, or other mark or device is primarily 
publici juris, the right to relief depends upon the proof. If plaintiff 
proves that the name or word has been so exclusively identified with his 
= or business, and his alone, he is entitled to relief against another’s 
eceptive use of such terms. If he fails in such proof, he is not entitled to 
relief. There is an exclusive right to the secondary meaning of a name, 
which has been deemed a property right, in the same sense that technical 
trade-marks are property. This exclusive right is strictly limited to the 
secondary meaning of the word. Use by others may not be absolutely 
prevented. Merely the misleading manner of using it will be enjoined, 
leaving defendant at liberty to use it in all honest ways not deceptive. It 
is the duty of the court to regulate the use which may be made of this 
class of names so as to preserve the rights of both parties with as little 
injury to either as is possible. Practically the whole law of unfair com- 
petition is an application of these principles. Unfair competiton by 
means of generic, descriptive, personal, and geographical names are common 
instances.” 


This same principle is upheld in Nims on Unfair Competition, 
pp. 28-60, and by numerous decisions of the courts. In Tazi § 
Yellow Tazi Operating Co. v. Martin, 91 N. J. Eq. 233, 108 A. 
763 [10 T.-M. Rep. 231], the court said: 


“It is unfair trade, for which an injunction will issue for competitors 
to paint their taxicabs so that by the ordinary patron they are not dis- 
tinguished from those of complainant, which had earned a patronage and 

will under a peculiar and distinctive painting of its cabs; the pre- 
ominant feature being the conspicuous yellow body. The defendants are 
barred by their intentional fraud of the plea of common property in color.” 

See, also, American Yellow Taxi Operators v. Quinn, 118 
Misc. Rep. 499, 194 N. Y. S. 623 [12 T.-M. Rep. 164]; Checker 
Cab Mfg. Co. v. Sweeney, 119 Misc. Rep. 780, 197 N. Y. S. 284 
[13 T.-M. Rep. 58]; Yellow Cab Corporation of Rochester v. 
Korpeck, 120 Misc. Rep. 499, 198 N. Y. S. 864 [13 T.-M. Rep. 
204, 282]; Yellow Cab Co. v. Creasman, 185 N. C. 551, 117 S. E. 
787, 28 A. L. R. 109 [13 T.-M. Rep. 327]. 

In Yellow Cab Co. v. Creasman, supra, the court said: 


“That while there are numerous points of slight variation, and dif- 
ferences in both the details of structural design and shades of color, between 
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the cabs of the plaintiff and defendant, these differences are not sufficient 
to render the respective cabs distinctive from ordinary observation; that 
the outstanding distinctive features of the yellow color in combination 
with black on the cabs of both plaintiff and defendant are so similar as to 
render the differences and variations insignificant and unnoticeable, the 
general appearance of both being a yellow cab.” 

The doctrine seems to be pretty well established that the first 
person in the field with a distinctive color scheme, who builds up 
a paying business, will be protected by the court from the com- 
petition of those who thereafter attempt to profit by imitating 
the first established business. Yellow Cab Co. of San Diego v. 
Sachs et al., 191 Cal. 288, 216 P. 33, 28 A. L. R. 105 [13 T.-M. 
Rep. 373]. 

To entitle the plaintiff to relief, it is not necessary for it to 
show actual deception by the defendant. Taendsticksfabriks Ak- 
ticbolaget Vulcan Co. v. Myers, 189 N. Y. 364, 84 N. E. 904; 
Dunlap & Co. v. Young, 68 App. Div. 137, 74 N. Y. S. 184; Dut- 
ton & Co. v. Cupples, 117 App. Div. 172, 102 N. Y. S. 309. 
Neither is it necessary for the plaintiff to show fraudulent intent, 
where the court is convinced that the imitation was planned to 
deceive; for the court has a right to assume that every one must 
be understood to have intended to do and abide by the consequence 
of his own deliberate act. Burrow v. Marceau, 124 App. Div. 665, 
109 N. Y. S. 105; Dunlap & Co. v. Young, 68 App. Div. 137, 74 
N. Y. S. 184; Yellow Cab Co. v. Creasman, supra. 

Undoubtedly, the plaintiff was the first in the field here in 
the use of the “yellow cabs,” and long before the defendant started 
in business the yellow color was a feature which quickly distin- 
guished this cab from a private car. Buffalo Tazi Service § Sight- 
Seeing Co. v. Howell, supra. From all the facts in the case, it 
seems to me that the defendant’s taxicabs were operated deliber- 
ately, with an intention to deceive, and to obtain business that 
otherwise would naturally go to the plaintiff. This is unfair com- 
petition, and consequently the plaintiff is entitled to a permanent 
injunction, restraining the defendant from the use of any taxicab 
which so resembles the yellow taxicabs of the plaintiff as to deceive 
or tend to deceive the public. 
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The plaintiff has asked for an accounting, but it is manifestly 
impossible to get at anything tangible in a matter of this sort. The 
plaintiff may have a judgment in its favor and against the defend- 
ant, with costs, permanently restraining the defendant, on and 
after September 1, 1928, from using any taxicabs that imitate the 
yellow cabs of the plaintiff, either as to color or other markings on 
the body of the car, which will tend to deceive the public who would 
be apt to use the yellow cabs of the plaintiff. 

Let findings and judgment be prepared accordingly. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Cancellation—Act of 1920 


Rosertson, C.: Held that Marshall Field & Company had 
not established that it had used, during the one year prior to the 
filing of the applications on which registration of certain marks 
had been granted under the Act of 1920 to Theodore Trivers 
the use of substantially the same mark and therefore had not 
established a ground for cancellation of the registrations. 

The ground of the decision is that the testimony of certain 
witnesses, who merely stated the date when the use of the mark 
was commenced but introduced no documentary evidence, though 
one of the witnesses stated such evidence could be produced, and 
gave no circumstances by which they could fix the date when the 
use began, was insufficient to establish such use. 

With reference to the decision in the case of McCaulay v. 
Malt-Diatase Company, 338 O. G. 4; 55 App. D. C. 277; 4 (2d) 
Fed. Rep. 944 [15 T.-M. Rep. 253], which was relied upon by 
the Examiner of Interferences, it was pointed out that in that 
decision the court did not hold that documentary evidence was 
never necessary, but only that it was unnecessary “if the oral 
testimony is sufficient to establish proof.” 

He then said: 
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“The present case differs from what the record of the McCaulay case 
shows in that the witnesses in that case undertook to fix the date with 
reference to other facts, such as the time when the party McCaulay went 
into business and the date of the state prohibition act, which necessitated 
a change in business. Here there is nothing whatever but the bald state- 
ment of the salesmen that they commenced to use the mark as early as the 
spring of 1924. It is to be noted that the principal witness states three 
different periods at which this mark was used on different goods, but he 
does not specify how he fixes those three dates of use. It evidently would 
‘have been an easy matter, if documentary evidence existed, such as a 
sales slip or records showing when the labels were made, to have pro- 
duced such documentary evidence.” ’ 


Color 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for lawn mowers, the pictorial representa- 
tion of a lawn mower handle colored red, with the words “Red 
Handle” placed therebeneath. 

The ground of the decision is that the mark amounts to 
nothing more than the painting of a handle red, which would not 
be regarded as a trade-mark. 

In his decision the First Assistant Commissioner stated that 
the pictorial representation of a handle is equivalent to the name 
of the handle and the words placed beneath the representation 
merely emphasize that the handle is a red handle and noted that 
the specimens showing use indicated a fanciful composite mark, 
but that these features were not included in the mark as sought to 
be registered. He then said: 


“If the applicant sought registration, as a trade-mark, of the repre- 
sentation of a red handle and in applying the mark to the goods merely 
painted the handle red, it would seem registration was barred for the 
reasons set forth in the decisions relied upon by the examiner. Where it 
is common in the art to paint the handle of an implement or tool for pro- 
tective and ornamental purposes, there would seem to be nothing of a 
trade-mark nature in merely changing the color of the paint since the 
latter would still continue to serve its utilitarian purpose and the public 
would, presumably, so interpret the appearance of the paint upon the 
handle.” 


He then noted that under the Leschen case (201 U. S. 166) 
a particular design painted upon the goods in the form of a circle, 


* Marshall Field & Company v. Theodore Trivers, 151 M. D. 853, No- 
vember 30, 1928. 
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square, etc., would constitute a registrable trade-mark, but that 
there is no prominent or necessary part of a lawn mower which 
may be said to be a circle, square, triangle, etc., and then said: 


“. ... but the handle of a lawn mower is an integral functional part 
of its permanent structure and the words ‘red handle’ merely describe that 
character or quality of the goods. The pictorial representation of the 
handle is but the equivalent of the descriptive words.” * 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for stoves and ranges, a door handle colored green, 
which color contrasts with the color of the enamel on the door, 
since such coloring would not be understood as a trade-mark. 

In his decision the Assistant Commissioner said: 


“It is common practice to paint different parts of variours articles of 
trade with contrasting colors for utilitarian and ornamental purposes, and 
not for the purpose of indicating the producer or owner of such articles. 
Such contrasting colors as ordinarily employed produce no other effect 
upon the public mind than that of ornamentation. It is only in those 
cases in which the contrasting colors are of such a nature, or bear such 
relationship to the article as to have no other function than that of iden- 
tification. .... that they function as trade-marks. .. . 

“Moreover, no one may be permitted to exclude other manufacturers 
from following the established practice of the trade in using contrast- 
ing colors for the parts of articles of trade.” * 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for gas and gasoline stoves, a stove having its 
controlling handle red on the ground that such color of the handle 
is not a trade-mark. 

In his decision, after stating that whether a mark functions 
as a trade-mark depends upon the effect it produces upon the mind 
of the public and, if the mark impresses the public as being merely 
for utilitarian or ornamental purposes, it is clearly not a trade- 
mark, the Assistant Commissioner said: 

“It being common practice to paint the different parts of machines 
or articles of manufacture various colors for the purpose of ornamenta- 
tion, it is believed that the applicant’s red controlling handle would pro- 


duce no other effect upon the mind of the public than that it is for 
ornamentation. It is only in those cases in which the contrasting colors 


?Ex parte The Thomas Mfg. Co., 151 M. D. 138, November 20, 1928. 
*Ex parte Albert H. Tinnerman, 151 M. D. 841, November 21, 1928. 
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would be likely to function as identification marks ... . that such colors 
may constitute trade-marks.” * 


Conflicting Marks 


Moore, A. C.: Held that applicant is not entitled to register 
the notation “Peroxogen,” as a trade-mark for hydrogen peroxide 
bleaching compounds, in view of the prior use by opposer of the 
notation “Dioxogen,” as a trade-mark for antiseptic and disin- 
fectant compounds. The ground of the decision is that the marks 
are deceptively similar. 

In his decision the Assistant Commissioner referred to certain 
court decisions involving the same parties and held that, in view 
thereof, registration was prohibited by the statute. 

With reference to the applicant’s contention that the Examiner 
should have permitted her to urge lack of ownership of the mark 
on the part of the opposer, the Assistant Commissioner said: 


“ 
. 


. . it may be stated that a trade-mark use of a mark is not neces- 
sary in a proceeding of this kind. If the opposer can show in any way 
that it would probably be damaged by the registration of the applicant’s 
mark, it has the right to bring opposition proceedings. There is nothing 
in the trade-mark statute which says that a person must; own a trade- 


mark, registered or not, before he can oppose the registration of the mark 
»6 


to another person. 


Moore, A. C.: Held that applicant is not entitled to register 
the notation ‘“‘Dorothy Junior,” as a trade-mark for misses’ dresses, 
in view of the prior registration by another of the term “The 
Dorothy” for children’s dresses. 

The ground of the decision is that, the goods being the same, 
the marks are deceptively similar. 

In his decision the Assistant Commissioner said: 

“In the applicant’s mark, the word ‘Junior’ qualifies the word 
‘Dorothy, and would suggest to the average member of the public that 


the purpose of its use is to have a qualifying effect upon the registrant’s 
mark “The Dorothy.” * 


*Ex parte American Stove Company, 151 M. D. 849, November 27, 
1928, 

*The Oakland Chemical Company v. Rose Nerenstone Bookman, 151 
M. D. 808, November 1, 1928. 
*Ex parte The Bijou Dress Co., 151 M. D. 815, November 5, 1928. 
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Kinnan, F. A. C.: Held that opposition to the registration 
by applicant of the letters “I G A,” as a trade-mark for canned 
vegetables, brought by the Neighbor Products Company, which had 
registered a mark identical therewith, except for the size of the 
middle letter, as applied to macaroni, noodles and spaghetti and to 
rolled oats and mustard, should not be dismissed on motion. 

The ground of the decision is that it is not so entirely clear 
that the goods are not of the same descriptive properties that the 
opposition should have been dismissed without giving the opposer 
an opportunity to take testimony. 

In his decision, after referring to the case of California Pack- 
ing Corporation v. Price-Booker Manufacturing Co., 308 O. G. 
451; 52 App. D. C. 259 [13 T.-M. Rep. 62], in which the Court 
of Appeals had reversed a decision of this office dismissing an op- 
position to the registration of a trade-mark for food products in- 
cluding mustard and pickles, brought by the owner of that mark 
as applied to canned fruits and canned vegetables, and noting that 
the court had pointed out that persons seeing the mark on a con- 
tainer of pickles would be likely to assume that they were pro- 
duced by the same concern that produced the canned fruits or 
vegetables, the First Assistant Commissioner said: 


“It is not deemed this adjudicated case is so readily differentiated 
from the case at bar as to justify the examiner’s ruling to terminate the 
proceeding on a motion to dismiss. It is not so clear that the Court would 
have reached a different conclusion with respect to the mustard if the 
pickles had not been included in the goods upon which the appellee ap- 
plied its mark. It may be noted that corn flakes which appear in flattened 
particles like rolled oats are frequently used as a breakfast cereal as a 
substitute for the latter and are put up in quite similar packages.” ’ 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the notation “Stylease,” as a trade-mark for leather, cloth 
and rubber boots, shoes and slippers. 

The ground of the decision is that the mark is descriptive of 
the goods. 

In his decision, after referring to a prior application of the 
same applicant in which registration was refused of the words 


* Neighbor Products Company v. Oostburg Canning Company, 151 Ms. 


Dec. 817, November 6, 1928. 
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“Style Ease,” as a trade-mark for the same goods, and referring 
to a number of decisions discussing the difference between words 
which are not registrable because descriptive and those which are 
registrable because merely suggestive, the First Assistant Com- 
missioner said: 

“The word ‘style’ must be deemed purely and merely descriptive of 
the goods. The appearance of this word upon shoes could have only one 
significance to the purchasing public and that would be that the shoes 
were stylish or made according to style or were in style. . . . The word 
‘ease’ if alone applied to shoes would certainly convey to the average 
purchaser the idea or the information that the shoes were claimed to be 
easy on the feet or easy for the wearer. In common language a shoe is 
frequently referred to as being ‘easy. The expression ‘as easy as an 
old shoe’ has been current for a generation. . . . Putting two words to- 
gether, it must be held, is so common in various trades and even in con- 
nection with marks applied to these same goods, as indicated in the deci- 
sions above noted, that two descriptive terms thus connected would still 
be descriptive to the average purchaser. When pronounced they sound 


the same as if separated and many purchasers would hardly note the 
absence of the one letter ‘e.’”* 


Cancellation 


Kinnan, F. A. C.: Held that the Baltimore Paint and Color 
Works is not entitled to register, as a trade-mark for paints, the 
words “Surface Insurance Policy Products,’ the word “Prod- 
ucts” being disclaimed, in view of the prior use and registration 
by the Bennett Glass and Paint Company of the words “Property 
Life Insurance,” and these same words as part of a composite 
mark, as trade-marks for the same goods, and the registration 
should be cancelled. 

In his decision, after noting the stress registrant laid upon the 
smallness of petitioner's business and the limited territory in which 
it was carried on and holding that petitioner had established such 
use of its mark in interstate commerce as to justify a holding of 
likelihood of confusion if the marks were conflicting, he said: 


“Since paint, as a matter of course, is applied to a surface, it does 
seem a fair conclusion that the purchasing »ublic would be likely to con- 
fuse the origin of the goods of the two parties and would be likely to re- 
member them by the word ‘insurance.’ There is a general significance in 
connection with both marks that the use of the paint insures protection 


*Ex parte Herbert W. Hanan, 151 M. D. 815, November 6, 1928. 
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to the surface or material to which the paint is applied. There is no 
record of any similar slogan including the word ‘insurance’ having been 
previously applied to this class of goods and it would seem the registrant 
having an unlimited field before it from which to select its trade-mark 
should not have approached so closely to that of the petitioner.” ° 


Moore, A. C.: Held that applicant is not entitled to register 
the notation “Wilstay,” as a trade-mark for lingerie pins, in view 
of the prior registration by opposer of the term “Wilsnap,” as 
a trade-mark for the same class of goods. 

The ground of his decision is that the goods are of the same 
descriptive properties and the marks deceptively similar as applied 
thereto. 

With respect to the marks, the Assistant Commissioner said: 


“ 


.... 4 comparison of the two marks shows that they are identical as 
to the first four letters and differ only as to the last three. Both marks, 
when associated with ladies’ wearing apparel suggest the idea of instru- 
ments for holding the apparel in proper position. The mark ‘Wilstay’ 
suggests permanency; the mark ‘Wilsnap’ also suggests permanency, but 
with a snapping action. The two are so closely related in form and sug- 
gestion as to be likely to cause confusion in trade when appropriated con- 
currently to goods of the same descriptive properties. The testimony 
shows that: confusion has actually occurred.” 


With respect to the goods, he said: 


“. ... it must be held that the goods of the respective parties possess 
the same descriptive properties. It is true that they differ from each 
other structurally, but both belong to the same class of goods and possess 
substantially the same function and mode of operation.” ” 


Moors, A. C.: Held that applicant is not entitled to register 
the term “Purilla,” as a trade-mark for aluininum kitchen and table 
utensils, in view of the prior use by opposer of the word “Pris- 


cilla,” as a trade-mark for the same class of goods, on the ground 


that the marks are so similar that, as applied to the same class 
of goods, their use would be likely to cause confusion. 
In his decision the Assistant Commissioner said: 


“A comparison of the two marks shows that each is a three-syllable 
word, that both begin with the letter P, and conclude with the letters illa, 
and that the first syllable of each word contains an r. Moreover, it is 


* Bennett Glass and Paint Co. v. Baltimore Paint and Color Works, 
151 M. D. 818, November 6, 1928. 

“The Wilson Fastener Co. v. Ruth Freedman, 151 M. D. 832, Novem- 
ber 13, 1928. 
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true, as suggested by the opposer, that ‘Priscilla’ is sometimes pronounced 
as if spelled Persilla. There are some differences in the spelling and sound 
of the first syllable of the two words, observable on comparison, but it is 
believed that such differences would not be carried in the mind of the 
average member of the public. If observed and remembered the average 
member of the public would be likely to think that they were mere variants 
on the same class of goods.” * 

“.... As has been stated many times by the Court of Appeals of the 
District of Columbia, the entire vocabulary and the inventive imagination 
are at the service of one selecting a trade-mark, and no excuse is apparent 
for the adoption of a mark closely approximating that of an earlier user 
on the same class of goods.” ™ 


Moore, A. C.: Appeal by the applicant, Schoen & Turkell, 
Inc., from the decision of the acting Examiner of Interferences 
sustaining the opposition of the opposer, Fashion Park, Inc., to 
the registration by the applicant of its trade-mark consisting 
primarily of the notation “Style Park” for men’s clothing, namely, 
suits, topcoats and overcoats. 

The opposer alleges prior adoption and use of its trade-mark 
“Fashion Park” and ownership of three prior registrations in 
which “Fashion Park” constitutes an essential element, viz., No. 
130,566, No. 181,225 and No. 160,277; and contends that it would 
be damaged by the registration of the applicant’s mark. 

The specific grounds alleged for the appeal are that the act- 
ing Examiner of Interferences erred in holding that the registra- 
tion of the applicant’s mark would be likely to result in confusion 
in trade between the goods of the applicant and those sold under 
the opposer’s trade-mark; and in deciding the cause on the de- 
cisions referred to in his decision, rather than on the recent 
decisions of the Commissioner of Patents against the opposer 
relied upon by the applicant. 

It seems to be conceded that the opposer was prior to the 
applicant in adoption and use of their respective trade-marks, 
and that the goods of the parties are of the same descriptive 
properties. The only question for decision, the:efore, is whether 
the two marks so nearly resemble each other as to be likely to 


* Leyse Aluminum Company v. Illinois Pure Aluminum Co., 151 M. D. 
847, November 26, 1928. 
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cause confusion or mistake in the mind of the public or to deceive 
purchasers. 

The opposer’s mark has been judicially interpreted as con- 
sisting broadly of the notation “Fashion Park” (Rosenberg Bros. 
§& Co. v. Kassman § Kessner, Inc., 10 F. R. (2d) 904 [15 T.-M. 
Rep. 59]; and Rosenberg Bros. § Co. v. Elliott, 7 F. R. (2d) 962 
[15 T.-M. Rep. 295]). 

A comparison of the two marks, with the above interpretation 
of the opposer’s mark, shows that they differ from each other only 
as to the first word, the applicant using the word “Style,” and 
the opposer the word “Fashion.” The acting Examiner of Inter- 
ferences admitted that these words differ in appearance and sound, 
but held them to be the same in significance. 

I find no error in this holding. The two words, when used 
with respect to manner of dress, are well-recognized synonyms, 
and create in the mind the same impression. The purchasing 
public would not be likely to carry the distinction between the 


two marks and if they did, they would be likely to think they 
were merely variants of the same mark. 


The decisions noted in the applicant’s brief have been con- 
sidered, but none of them is found to be controlling of the instant 
case. In each of them the two marks differed from each other 
as to meaning. In the instant case “Style Park” and “Fashion 
Park” convey the same thought to the public. 


The decision of the acting Examiner of Interferences is 
affirmed.'? 


Descriptive Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for corsets, brassieres and girdles, a mark 
consisting of the word “Youthfulform” arranged upon a pennant. 

The grounds of the decision are that the mark is merely 
descriptive of the goods, that it is not the name of a firm, corpora- 


* Fashion Park, Inc. v. Schoen & Turkel, Inc., 151 M. D. 890, Decem- 
ber 31, 1928. 
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tion, etc., and, if it could be so considered, is not written in any 
distinctive way. 


With reference to the question of descriptiveness, the First 
Assistant Commissioner said: 


“That the notation is descriptive seems obvious and hardly open to 
debate. To the average purchaser such notation would merely mean that 
the apparel was of such a character or quality as to give to the wearer a 
youthful form. The fact that the notation is placed upon an outline of a 
pennant does not rob the notation of its descriptiveness. The statute, 
Sec. 5 (b) of the Act of February 20, 1905, as amended, does not provide 
for registration of a descriptive mark merely because it has added to it 
some rather inconspicuous features which may be said to be fanciful, if the 
effect of the mark, as a whole, upon purchasers would be to merely convey 
a description of some characteristic or quality of the goods.” 


With reference to the name of a corporation, he said: 


“It is evident, however, that this word is not the name of the ap- 
plicant nor of any firm or corporation. The applicant is merely doing 
business under a certain trade-name of which this notation is but a part. 
Obviously, this notation is not the applicant’s name, neither is it the name 
of a firm, nor of a corporation. It is merely a part of a trade-name or 
business name under which the applicant conducts her business. . . . Even 
if it could be held the notation was the name of a firm, individual, or 
association, it is not written, printed, impressed, or woven in any par- 
ticular or distinctive manner. While there are some peculiarities of the 
initial letter and the two letters ‘f’ are extended below the word, yet these 
features are not so distinctive as to impress the average purchaser that 
there is anything especially or peculiarly distinctive about the notation.” ” 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for supports for arches and other parts of the 
feet, the word “Surgeon’s,” with the conventional prescription sign 
appearing thereabove. 

The ground of the decision is that the mark is merely descrip- 
tive, as indicating that these arch supports or foot braces were 
made in accordance with a surgeon’s prescription. 

In his decison, after noting applicant’s argument that the 
symbol appearing in its mark stands for recipe and that applicant 
does not use it to indicate a prescription or recipe and it is there- 
fore used fancifully, the Assistant Commissioner said: 


“The use of the abbreviation of the word recipe, as usually written 
in medical prescriptions, in connection with the word ‘Surgeon’s,’ conveys 
to the public mind the idea that the brace was made according to a sur- 


% Ex parte Loretta F. Tighe, 151 M. D. 820, November 7, 1928. 
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geon’s prescription. The mark, therefore, is either descriptive of the 
character or quality of the brace to which it is applied, or else, deceptive, 
and in either case, it is not registrable.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the notation “Tennis-Golf,” as a trade-mark for knitted 
sport and outing dresses, shirts, jackets and hats on the ground 
that the mark is merely descriptive of the goods. 

In his decision, after referring to applicant’s argument based 
upon prior registrations and noting that the conditions with 
reference to at least some of the registrations referred to are not 
entirely parallel to the case involved here, he said: 


“It will hardly be denied that either of these words used alone is 
descriptive of the goods. To state a dress or a jacket is a tennis garment 
or a golf garment is merely to state that it is especially designed or adapted 
for use in playing tennis or golf. The same garment may be used for 
either one of these sports. A tennis garment is likewise a golf garment 
and this fact is understood by those purchasing and using such a garment. 
To designate these garments as ‘Tennis-Golf? garments would be merely 
to call them by their descriptive names.” * 


Duplicate Registrations 


Moore, A. C.: Held that applicant which had previously 
registered, under the Act of 1920, a mark consisting of a circle 
with a bar thereacross having the word “Standard” thereon, is 
not entitled to register, under the Act of 1905, that same mark 
with certain parts thereof colored, on the ground that a party may 
not be permitted to secure a registration of the same mark under 
each of the acts. 

In his decision, after noting with reference to the suggestion 
of the Examiner that “Standard” is descriptive, that the applicant 
had previously secured registration of that word under the ten- 
year clause of the Act of 1905 and that, in view thereof, there 
may have been error in requiring a disclaimer of the word “Stand- 
ard” and further noting the registration under the Act of 1920, 
the Assistant Commissioner said: 


“ Ex parte Arrowsmith Mfg. Co., 151 M. S. 822, November 9, 1928. 
* Ex parte Darius D. Coldren, 151 M. D. 839, November 20, 1928. 
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“The applicant may not be permitted to secure two registrations of 
substantially the same mark when appropriated to substantially the same 
goods, and having secured registration under the 1920 Act, it is estopped 
to now secure registration under the 1905 Act. It is observed that only 
those marks ‘not registrable under the Act of February 20, 1905, may be 
registered under the 1920 Act.” * 


Goods of Different Descriptive Properties 


Moore, A. C.: Held that the applicant is entitled to register 
the notation “White Cap” for plain and self-rising flour, notwith- 
standing the prior use by opposer of the same mark as a trade- 
mark for baking powder. The ground of the decision is that the 
goods of the parties are not of the same descriptive properties. 

In his decision the Assistant Commissioner said: 


“It is true that baking powder and flour are closely associated in use, 
but here their relationship ceases. Their general and essential charac- 
teristics are certainly not the same. They do not meet the test as to 
whether there is such a sameness in the distinguishing characteristics of 
the goods as to be likely to mislead the general public.” ” 


Moore, A. C.: Held that The Great Atlantic & Pacific Tea 
Co. is not entitled to register the notation “Quaker Maid” for 
certain canned goods, such as sweet corn, in view of the prior 
registration and use by the Worden Grocery Company of the term 
“Quaker,” as a trade-mark for canned vegetables. 

The ground of the decision is that the goods are of the same 
descriptive properties, the marks deceptively similar and the 
Worden Grocery Company was the first to adopt and use its mark. 

The Assistant Commissioner also held that the applicant 
was not entitled to urge that there was no likelihood of confusion 
in view of the fact that it, in effect, suggested the declaration of 
an interference and when it was declared made no motion to 
dissolve. 

With respect to the latter point he said: 


“The record shows that during the pendency of the applicant’s ap- 
plication it suggested that an interference should be declared so as to 
establish the rights of the parties involved. Such suggestion carried with 
it the inference that the applicant was of the opinion that there were 


* Ex parte Standard Oil Company, 151 M. D. 826, November 10, 1928. 
The Heekin Co. v. Lawrenceburg Roller Mills Co., 151 M. D. 809, 
November 2, 1928. 
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conflicting trade-mark rights as between it and the Worden Grocery Com- 
pany. The Examiner of Trade-Marks was of the same opinion and ac- 
cordingly instituted the interference. No motion was made to dissolve 
the interference and the parties took testimony on the question of priority. 
It is now too late to raise questions which should have been raised and 
decided during the preliminary stage of the proceedings.” 


Kinnan, F. A. C.: Held that the Arrow Emblem Co., Inc., 
was entitled to register, as a trade-mark for collar buttons, the 
word “Arrow,” with the representation of an arrow piercing the 
letters, notwithstanding the prior use by Cluett, Peabody & Co. 
Inc., of the term “Arrow,” as a trade-mark for collars, shirts and 
other articles of men’s wear; and that the registration which it 
had previously obtained ought not to be cancelled. 

The ground of the decision is that the goods are not of the 
same descriptive properties. 

In his decision the First Assistant Commissioner said: 


“The law is well settled that if the goods do not possess the same 
descriptive properties, registration of the same mark to different parties 
is proper.” 

And then, after pointing out that the testimony showed large 
business by the petitioner for cancellation, that the registrant had 
been using its mark for a number of years and that there was 
certain correspondence in the record which would show that the 
petitioner was not ignorant of that use and referring to certain 
decisions as to what constitutes goods of the same descriptive prop- 
erties and particularly to the President Suspender Company case 
(3382 O. G. 5; 55 App. D. C. 147), in which suspenders were held to 
be of the same descriptive properties as shirts or underwear, he 
said: 

“From analogy, since collar buttons are used solely to hold the collars 
or the shirts in place, they, like the garters or suspenders, are wearing 
apparel and are goods having the same descriptive properties. The fact 
cannot be overlooked, however, that collar buttons are generally made of 
metal, and this is specifically true of the registrant’s goods, and metal 
working is not usually done in the same factories which would make the 
collars or shirts. There is a wider distinction in the mind of the pur- 


chasing public between metal goods of the kind here being considered and 
woven or knitted fabrics made into garments and collars as are the peti- 


* The Great Atlantic & Pacific Tea Co. v. Worden Grocery Co., 151 
M. D. 811, November 3, 1928. 





ret Ft Se a NE OH 052 





—_—— 
———— eee 








DECISIONS OF THE COMMISSIONER OF PATENTS 31 


tioner’s goods. There is an inherent difference that would not be readily 
overlooked by purchasers notwithstanding the fact, fairly established by 
the testimony, that both classes of goods are sold by haberdashers and 
are included in the general term ‘men’s furnishings.’ ” 

After further noting that there had been some effort to show 
actual confusion and noting that the petitioner for cancellation had 
not established that it had ever sold collar buttons separately from 
the incidental sale of a species of fastener used to hold a garment 
in shape, he said: 

“While broadly the term ‘collar button’ may be justly applied to the 
simple fasteners inserted in the shirt or other garment to hold it in place 
or in shape while it is being handled prior to its sale yet those are not the 
kind of i the registrant sells and to which it applies its mark. 

. While mindful of the rule that doubts must be resolved against 
the newcomer yet the long years that have lapsed during which the 
registrant has built up its trade and obtained possession of a certain 
valuable good will in connection with its business, which it appears to have 
secured without interference or objection during such period by petitioner, 


all lead to the conclusion that the registration should not at this late date 
be cancelled.” ” 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the word “Eureka,” with a paraph thereunder, as a trade- 
mark for electrically operated washing machines and ironing 
machines, in view of the prior use and registration by opposer 
of that word as a trade-mark for electric vacuum cleaners. 

The ground of the decision is that the goods are of the same 
descriptive properties and therefore the second user is not entitled 
to registration. 

In his decision the First Assistant Commissioner held that the 
registration could not be refused on the ground that the mark was 
the name of the opposer. 

With respect to the goods, the First Assistant Commissioner, 
after referring to the evidence and noting that neither party had 
used the mark upon the exact goods of the other party, said: 


“The view is pressed by the opposer that the goods, being electrically 
operated cleaning devices, possess the same descriptive properties. It is 
believed the holding in the Simplex Electric Heating Co. v. The Ramey 
Co., 243 O. G. 793; 46 App. D. C. 400 [7 T.-M. Rep. 266], is conclusive 
that the goods of both parties possess the same descriptive properties. In 


* Cluett, Peabody & Co., Inc. v. Arrow Emblem Co., Inc., 151 M. D. 
812, November 3, 1928. 
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that adjudicated case the trade-mark ‘Simplex’ was, as here, a name in 
common use in our language. It had been registered as a trade-mark 
previous to the adoption and use by either party upon a very large 
variety of goods and neither party was entitled to such a broad inter- 
pretation of its rights as it would have been had the mark been purely 
fanciful and created as a new notation by the first party to adopt and use 
it as a mark. Further, in that adjudicated case, the identical goods here 
under consideration were involved. ... It is not seen the fact that the 
Simplex Electric Heating Company used its mark upon a very large 
number of devices, none of which was any more nearly related to the 
vacuum cleaners than the ironing machines and laundry machines, dis- 
tinguishes that case from the case at bar.” 


With reference to the mark being the name of the corporation 
he said: 


“It is deemed the holding of the Supreme Court in the case of Ameri- 
can Steel Foundries v. Robertson, Commissioner of Patents, and Simplex 
Electric Heating Company, 342 O. G. 711; 269 U. S. 372 [16 T. M. Rep. 
51], is conclusive against the contention of the opposer that the applicant 
is seeking registration of the corporate name of the opposer. The word 
‘Eureka’ is only one word of such corporate name, is a common word in 
the English language, and has been many times registered for various 
electrically operated devices.” ” 


Moore, A. C.: Held that an interference involving an applica- 
tion to register a mark consisting primarily of the word “Speed,” 
as used on oils and greases; an application to register a mark con- 
sisting of the word “Hi-Speed,” as used on gasoline; and the 
registration of the mark “Speedene,” as used on gasoline and oils, 
was properly dissolved as to the latter mark. 

In his decision, after noting that when the mark “Speedene’”’ 
was registered other marks including the word “Speed” had been 
registered for the same class of goods, he said: 


“In view of the many marks registered, referred to by the Examiner 
and the Rio Grande Oil Company, for the same class of goods, in which 
the word ‘Speed’ forms an essential part, it seems evident that neither of 
the parties to this interference is entitled to such a broad interpretation of 
its respective trade-mark rights as to include the marks of the other 
parties. If the mark ‘Speedene’ is not confusingly similar to the prior 
registrations above noted, it is not confusingly similar to the marks ‘Speed’ 
and ‘Hi-Speed.’”* 


* Eureka Vacuum Cleaner Co. v. Eureka Sales Co., 151 M. D. 835, 
November 19, 1928. 

™The Hickok Producing Co. v. The M. & M. Co. v. Rio Grande Oil 
Co., 151 M. D. 834, November 19, 1928. 
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Goods of Same Descriptive Properties 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the notation “Palm Beach,” as a trade-mark for men’s 
underwear and nightwear, in view of the prior adoption, use and 
registration by opposer of the same notation, as a trade-mark for 
textile fabrics and clothing made therefrom. 

In his decision, after noting the large amount of business 
done by the opposer and that the mark had been used many years 
before the applicant claims adoption; that the opposer manufac- 
tures and sells piece goods, with an arrangement with the manu- 
facturers whereby the latter put the trade-mark on the manufac- 
tured goods; and further noting that, as a general rule, the gar- 
ments made by the applicant are not made of the goods upon 
which the opposer uses its mark and referring to the applicant’s 
contention that the opposer is not entitled to a broad interpreta- 
tion of its trade-mark rights, since originally the mark as used 
was suggestive, if not descriptive, of the goods, as indicating goods 
conducive to health, comfort and pleasure, the First Assistant 
Commissioner said: 


“The goods of both parties, when it is considered that the opposer’s 
mark actually appears upon the made-up goods put out by its licensees, 
are wearing apparel sold by the same merchants to the same class of cus- 
tomers and the goods of both parties may be worn by the same individuals. 
While it is true there is no probability of confusion of goods since no one 
would confuse a coat with an undergarment, yet if one were familiar with 
the fabrics of the opposer and the garments made from them and would 
see the same mark upon the undergarments of the applicant, such person 
would, it is believed, be readily deceived in thinking all these goods had 
the same origin. It is held that there is reasonable probability of con- 
fusion of origin and that the applicant should be denied registration.” * 


Interference 


Moore, A. C.: Held that American Company of Arkansas is 
not entitled to register the words “Flake White” for blended 
wheat flour and the Pfeffer Milling Company is entitled to register 
those words as a trade-mark for self-rising wheat flour on the 


* Goodall Worsted Co. v. Sexton Mfg. Co., 151 M. D. 850, November 
28, 1928. 
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ground that the latter was the first to adopt and appropriate the 
mark to its goods. 

In his decision, after referring to the fact that the American 
Company of Arkansas seeks to raise the question, previously raised 
on a motion to dissolve, that the other party had no right, under 
the law, to registration, and that there was no interference between 
the marks of the two parties, and noting that these questions had 
been decided adversely to that party on a motion to dissolve, the 
Assistant Commissioner said: 


“On the appeal from the decision of the Examiner of Interferences, 
only the question of priority of adoption and use of the mark in question 
and those questions ancillary to that of priority are properly brought 
up for decision. If, as contended by the appellant, the marks are regis- 
trably different from each other; in other words, if the appellant’s mark 
does not consist of the mark in issue, viz., the words ‘Flake White,’ then 
the Examiner of Interferences properly held that the Pfeffer Milling 
Company was the first to adopt and appropriate said mark to self-rising 
wheat flour. 

“As to the registrability of said mark, the Examiner of Trade-Marks 
has so held, and no such clear error is found in his decision as would 
justify its overruling or modification.” 


With reference to the question whether the American Com- 


pany of Arkansas is entitled to the registration which it seeks 
because of the disclaimer of the words, he said: 


“It is observed that the American Company of Arkansas has filed 
in its application for registration a disclaimer of the words ‘Flake White’ 
apart from the remainder of the trade-mark. Whether said disclaimer 
renders its mark registrable is a question for the Examiner of Trade- 
Marks to decide in the first instance.” * 


Moore, A. C.: Held that applicant is entitled to register, as 
a trade-mark for men’s and boys’ shirts, a mark consisting of the 
general outline of a tower with the words “The New Yorker” 
written thereacross. 


In his decision the Assistant Commissioner held that the words 
were not geographical and therefore it was not necessary that they 
should be disclaimed in order to render the mark registrable. 

In his decision, after referring to the decision of the Supreme 
Court in the Hamilton-Brown Shoe Company case (240 U. S. 251; 


** American Company of Arkansas v. Pfeffer Milling Co., 151 M. D. 828, 
November 10, 1928. 
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225 O. G. 1441 [6 T.-M. Rep. 169]), which involved the mark 
“American Girl,’ and noting that the terms “New Yorker” and 
“American Girl’ are used respectively to designate a person liv- 
ing in New York and a girl living in America, the Assistant Com- 
missioner said: 


“They have reference to a person, and do not in any sense have a 
geographical or descriptive signification with respect to the merchandise 
with which the terms are associated in trade. 

“They do not signify that the merchandise is manufactured in America, 
generally, or in New York, specifically; nor do they indicate the quality 
or characteristics of the merchandise. They are fanciful terms arbitrarily 
selected to designate the manufacturers or owners of the respective arti- 
cles of merchandise to which they are appropriated.” * 


Labels 


Moore, A. C.: Held that applicant is not entitled to register 
a label, which did not identify the goods upon which it was said 
to have been used and which included thereon a representation of 
the United States flag. 

With reference to the first question, after referring to the 
rules of this office with relation to labels which require that to be 
registrable the label must identify the goods, the Assistant Com- 
missioner said: 


“The appellant’s label is neither ‘descriptive’ of any article of manu- 
facture, nor does it ‘indicate’ any particular article of manufacture.” 

With reference to the second question, after citing two deci- 
sions holding that it is against public policy to use the government 
insignia for advertising purposes, he said: 


“Moreover, by analogy to the law of trade-marks (Section 5 of the 
Act of February 20, 1905), which inhibits the registration of a mark 
which ‘consists of or comprises the flag .... of the United States or any 


simulation thereof . . . .,’ the appellant’s label was properly refused regis- 
tration.” ” 


Non-conflicting Marks 


Kinnan, A. C.: Held that applicant is entitled to register 
the notations “PlanTobac,” “StocTobac” and ‘“FumeTobac,’ - the 


** Ex parte Levin & Harris Shirt Co., Inc., 151 M. D. 827, November 10, 
1928. 
* Ex parte George W. Heene, 151 M. D. 852, November 30, 1928. 
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middle ““T” in each being larger and higher than the other letters, 
as trade-marks, respectively, for insecticides; insecticides, vermi- 


fuge and systemic tonic; and fumigants, insecticides and fungicides, 


notwithstanding the prior use by opposer of the words “Dip To- 
bacco,” in association with the representation of a tobacco plant, 
as a trade-mark for a composition including nicotine and tobacco, 
which is to be added to water to form a solution to be used as a 
sheep and cattle dip; and that the oppositions were properly dis- 
missed on motion. 

The ground of the decisions is that the term “tobacco” is 
descriptive of the goods and that applicant’s marks, as used on 
its goods, are not deceptively similar to opposer’s mark. 

In his decision in Opposition No. 8450, after referring to 
the opposer’s argument that confusion in trade will result because 
of the common use of the term “tobacco” or an abbreviation there- 
for and that the words “dip” and “tobacco” are fanciful, as they 
are used, and noting the settled doctrine that an opposition should 
not be dismissed on motion except in a perfectly clear case, the 
First Assistant Commissioner said: 


“The word (tobacco) is clearly descriptive, is the recognized name of 
the principal constituent of both products, and no legal rights of the 
opposer are invaded by the applicant’s use of its notation. The repre- 
sentation of the tobacco plant is but the equivalent of the word tobacco. 
The opposer, having no trade-mark rights in connection with the notation 
used upon its goods, can sustain its standing in the proceeding only upon 
the ground that it is using the words ‘Dip Tobacco’ in a descriptive sense. 
To the extent the applicant’s mark includes the word ‘tobacco,’ or its nota- 
tion would be so interpreted by the public, it has a right in common with 
others to so describe or refer to its goods. ... 

“The somewhat fanciful arrangement of the two words connected as 
one, with one letter eliminated and the letter “T’ made larger, constitutes 
substantially all the applicant is entitled to claim and register as its 
trade-mark. If damage results to the opposer such must be held, as noted 
by the Examiner of Interferences, ‘damnum absque injuria.’” 


The other two oppositions were dismissed for the same rea- 
sons.”° 


.Moore, A. C.: Held that applicant is entitled to register, as 
a trade-mark for jelly powders, the notation “Enzo Jel,” notwith- 


7° Consumer’s Tobacco Co., Inc. v. Uniform Products Co., 151 M. D. 
823, 824 and 825, November 9, 1928. 
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standing the prior adoption and registration by opposer of the term 
“Jell-O,” as a trade-mark for goods of the same descriptive prop- 
erties on the ground that, since the term “Jel” or “Jell” is descrip- 
tive, the marks of the respective parties are not deceptively similar. 

In his decision, after noting the statement of the Examiner 
of Interferences that in recent oppositions the word “Jel” or “Jell” 
had been held to be descriptive, the Assistant Commissioner said: 


“There is no similarity between the two marks either as to appearance, 
sound or suggestion, except as to the word ‘Jel’ or ‘Jell’ which is de- 
scriptive and as such not registrable. It appears from the record that 
there are many trade-names for jelly powders in which the word ‘Jell’ 
forms a part of the name. 

“The controlling part of the applicant’s mark is the word ‘Enzo,’ de- 
rived from the applicant’s surname Enz, to which is added the suffix O. 
There is nothing in the opposer’s mark which corresponds in any par- 
ticular to the applicant’s surname.” ” 


Moore, A. C.: Held that applicant is entitled to register the 
notation “Star Boys,’ as a trade-mark for soft drinks, notwith- 
standing the prior adoption and use by opposer of the notation 
“Big Boy,” as a trade-mark for the same class of goods on the 
ground that, in view of the common use of the word “Boy” in 
connection with the trade-marks for this class of goods, the marks 
of the two parties cannot be regarded as deceptively similar. 

In his decision, after noting that a number of registrations 
had been granted for goods of the class in question which included 
the word “Boy” and that the notation “Big Boy” had been several 
times registered as a trade-mark for other goods, the Assistant 
Commissioner said: 


“As the opposer was not the originator of the mark ‘Big Boy, and as 
he was not the first to include in a trade-mark for soft drinks the word 
‘Boy’ and a qualifying word, such as ‘Toy,’ it is not entitled to such a 
broad interpretation of its trade-mark rights as to exclude the applicant’s 
trade-mark, ‘Star Boys,’ from registration.” * 


Kinnan, F. A. C.: Held that applicant is entitled to register 


the term “Roto-Verso,” as a trade-mark for laundry washing ma- 
“= Postum Cereal Co., Inc. v. Enzo Jel Co., 151 M. D. 842, November 
21, 1928. 
* Taylor-Long Company v. Sam A. Jessup, 151 M. D. 843, November 
22, 1928. 
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chines, notwithstanding the prior adoption and use and registration 
by opposer of the mark “Rotarex,” as applied to the same goods, 
on the ground that, the prefixes “Roto” and “Rotar” being descrip- 
tive and the marks not otherwise similar, there is no likelihood of 
confusion. 

In his decision, after noting that opposer had established that 
it was the first to use its marks and had built up a large business 
and referring to the testimony as showing that the term “Rotar”’ 
indicates that the machine is a rotary machine, he said: 


“There seems to be no other conclusion possible than that these 
prefixes ‘Rotar’ and ‘Roto’ are so descriptive of the goods as to be public 
property, ineapable of exclusive appropriation by anyone and incapable 
of indicating origin or ownership of such goods. There is no similarity 
between the two suffixes of the marks. That of the applicant suggests that 
there is a reverse movement of the rotary portion of the machine. .. . 
The purchasing public, it is deemed clear, would not attach any such 
significance to this suffix ‘Ex.’ It is believed correct to hold that there is 
no similarity of meaning and, of course, there is no similarity in sound or 
spelling in the two suffixes of the two marks.” 

Then, after noting the fact that many registered marks in- 
clude the prefix “Rota,” “Rotar” or “Roto,” as suggesting rota- 
tion of some part of the machine, he said: 


“They tend to support the conclusion that the average purchaser 
would give this descriptive significance to the prefixes of both of these 
marks. It is believed the holding in the various cases relied upon by the 
Examiner of Interferences and by the, applicant, .... warrant the con- 
clusion that the opposition should be dismissed.” * 


Part of Corporate Name 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the term “Duratex,’ as a trade-mark for men’s soft felt 
hats, in view of the established prior incorporation of The Duratex 
Company, which company it appears deals in imitation leather, 
coated textile fabrics, floor coverings and textile fabrics composed 
wholly or partially of cotton, wool or mohair. 

In his decision, after noting applicant’s argument that, since 
its mark does not include the word “Company,” it is not seeking 
registration of the complete corporate name and, therefore, the 


” Apex Electrical Mfg. Co. v. Landers, Frary & Clark, 151 M. D. 845, 
November 23, 1928. 
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question of the character or class of goods must be considered and 
that the applicant’s goods are so different from those of the cor- 
poration as to warrant registration under the Simplex case, 342 
O. G. 711, 269 U. S. 872 [16 T.-M. Rep. 51], the First Assistant 
Commissioner said: 


“It is deemed the applicant has adopted substantially the entire cor- 
porate name of The Duratex Company. The only distinguishing word 
of such name is ‘Duratex.’ The word ‘Company’ is so far common to all 
firms and corporations as to be ignored or eliminated in considering a 
case of the character here in issue.” 

And, then, after noting that in the Simplex case the corporate 
name included, in addition to the mark, other words besides the 
word “Company,” said: 

“Where, as in the case at bar, there is only one word in the cor- 
porate name beside the word ‘Company’ which is not distinguishing at all, 
is common to almost all firms and corporations, and must be ignored, 
an applicant seeking to register that solitary distinguishing word is be- 


lieved to fall within the absolute prohibition of the statute” (quoting from 
Simplex decision).” 


Prints 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register a print advertising tie-cleaning service. The ground of 
the decision is that a print is not registrable under the Act of June 
18, 1874, unless it describes the goods, and that this is not true 
of the print sought to be registered. It appears that the print 
comprises a diamond-shaped outline within which are the words 
“Did you ever have your Ties Cleaned. They come back with all 
their original respectability,’ and a further statement as to the 
cost of the cleaning. 

In his decision, after referring to applicant’s argument that 
the statute should be interpreted as meaning that the print or label 
itself may be regarded as the article of manufacture contemplated 
by the statute, the First Assistant Commissioner said: 


“The language of the statute must be given its natural meaning and 
as it is unambiguous, there would seem to be no warrant for giving it an 
unusual construction. The fact that the statute confines the registration 
of prints and labels in the Patent Office to those designed to be used for 


* Ex parte Klein & Co., 151 M. D., 804, October 29, 1928. 
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‘any other articles of manufacture’ seems conclusive that the print must 
be for some article of manufacture other than itself. The terms of the 
statute do not appear to support the view that the print itself may be 
the article of manufacture contemplated by the Act. This section of the 
copyright law was enacted as long ago as 1874 and for almost a third of a 
century has been consistently construed by the various officials of this 
Office as requiring that the print shall be designed for an article of manu- 
facture other than the print itself and other than those ‘connected with 
the fine arts.” 


After referring to certain decisions of this Office and of the 
courts, he said: 


“In the case of Higgins et al. v. Keuffel et al., 55 O. G. 1139, 140 U. S. 
428, the Supreme Court of the United States made a very clear distinction 
between trade-marks and labels and in doing so made it plain that a label 
or print is intended to indicate the article to which it is attached. The 
Court said: 

“*A mere label is not intended to accomplish any such purpose 

(as accomplished by a trade-mark), but only to indicate the article 

contained in the bottle, package, or box to which it is affixed.’ 

“While the precise point raised by applicant was not before the Court 
in this last noted case, yet that decision makes it clear the Court inter- 
preted the statute as requiring a print to indicate the article upon which 
it is to be used.” ™ 


Kinnan, F. A. C.: Held that a print which bears no designa- 
tion of an article of manufacture, but contains in the Polish words 
which mean in the English language “Polish Grocer,” is not regis- 
trable under the Trade-Mark Act of 1874, since that print does 
not describe the goods. 

The reasons of this decision are the same as that given in 
Ex parte Ervin Press Corporation, supra (p. 39 ante).** 


Registration by Consent 


Kinnan, F. A. C.: It had been held, in a decision rendered 
October 4, 1928, that a trade-mark for oil burners consisting of a 
triangle having therein the letters “T D C,” arranged in a dis- 
tinctive manner, and with the representation of an arrow passing 
horizontally through the triangle, was not registrable, in view of 
the prior registration by the Socony Burner Corporation of the 


** Ex parte the Ervin Press Corp., 151 M. D. 728, August 6, 1928. 


“ Ex parte Everybody’s Daily Publishing Co., 151 M. D. 732, August 
6, 1928. 
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words “Arrow Oil Burner,” shown pierced by an arrow, since it 
was thought that, in view of the inclusion of the arrow, confusion 
would be likely. Upon reconsideration, accompanied by a letter 
signed by the registrant, consenting to the use by the applicant of 
its mark, that holding was withdrawn. 

In the latter decision the First Assistant Commissioner said: 


“This letter consenting to such use by the applicant company of the 
mark sought to be registered by it is interpreted to mean that the Socony 
Burner Corporation deems confusion in trade improbable and, since the 
mark of the applicant company is, except as to the portions of the arrow 
disclosed, quite dissimilar to that of the Socony Burner Corporation, it is 
believed registration should be granted.” * 


Surname 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register as a trade-mark for manicuring sets his own name written 


in a well-known style of type and with a paraph extending there- 
beneath at the end. 


In his decision, after referring to a catalogue as showing the 
style of type, the First Assistant Commissioner said: 

“The sole distinction relied upon, in consequence, resides in a paraph 
at the end of the name which extends beneath the entire notation. A 
paraph is very common in connection with names and was present in the 
word ‘Flanders’ which was decided in the case of Flanders and Flanders 
Manufacturing Company v. The Studebaker Corporation, 197 O. G. 241 
[3 T.-M. Rep. 460], cited by the Examiner, not to be registrable because 


not written in such a distinctive and peculiar manner as to make the name 
registrable as a trade-mark. 


* * * #* 


“It is believed the surname is not written or printed in a particular 
or distinctive manner as required by the statute.” ™ 


Use of Mark 


Kinnan, F. A. C.: Held that the applicant is entitled to 
register, as a trade-mark for overall jumpers, a mark consisting 


of the representation of a ribboned seal, having the word “Chrysler” 
displayed thereacross. 


* Ex parte The Tinken-Detroit Co., 151 M. D. 844, November 23, 1928. 
* Ex parte John Salm, 151 M. D. 752, August 14, 1928. 


ree os 
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The Examiner of Interferences had held that the use of this 
mark upon overall jumpers was not a trade-mark use, but merely 
an advertisement of the automobiles sold by the applicant. 

In his decision reversing this holding of the Examiner, the 
First Assistant Commissioner said: 


“The device is clearly enough a fanciful trade-mark when used upon 
overalls, if in fact, the applicant has so used it to indicate the goods 
or their origin. The oath of the officer of the applicant corporation estab- 
lishes a prima facie case of trade-mark use upon this class of goods and, 
in the absence of any evidence to the contrary, establishes a prima facie 
right to registration. The fact that the mark has been registered upon 
automobiles, parts thereof and tire covers, does not raise a bar to regis- 
tration of the mark upon overall jumpers if the applicant applies it as 
a trade-mark and deals in such garments. It is deemed under all the 
conditions present, the Office is not justified in taking the position that 
the applicant has not used the mark on this class of goods as a trade- 
mark, notwithstanding the location and the size of the design, and it is 
believed the mark should be registered.” * 


* Ex parte Chrysler Sales Corporation, 151 M. D. 715, July 25, 1928. 
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Jas. H. Forspes Tea & Corres Co. v. Tue Ranney-Davis 
MERCANTILE Co. 


United States Circuit Court of Appeals, Eighth Circuit 
November 26, 1928 


Unram Competition—GeocraPHicaL Term—“‘Santa Fe.” 
Appellant’s use of the geographical term “Santa Fe,” as a trade- 
mark for coffee since the year 1915, has not given to the words a 
secondary meaning, as distinguishing its goods, particularly inasmuch 


as appellee has used the same words extensively on coffee since the 
year 1908. 


Unram Competition—Imiratine PackaGes AND CoNTAINERS oF Goons. 
Where the coffee packages of appellee were marked in such a 
manner as plainly to distinguish them from those of appellant, and 


to advise the public as to the source of the product, there was no 
unfair competition. 


In equity. Suit for trade-mark infringement and unfair com- 


petition. From a judgment dismissing the complaint, plaintiff 
appeals. Affirmed. 


Hugh K. Wagner, of St. Louis, Mo., for appellant. 
W. F. Lilleston (A. M. Dean, R. R. Vermillion, Earle W. 
Evans and Joseph G. Carey, on the brief), for appellee. 


Before Van VaLkENBURGH and Boortn, Circuit Judges. 


VaLkEeNnBuRGH, C. J.: This is a suit for infringement of what 
is termed a common law trade-mark, amounting substantially to a 
trade-name, which, it is claimed, has been used so long, and in 
such manner, as to stamp and identify the goods of complainant 
in the eyes of the purchasing public. Appellant has a registered 
trade-mark under the names “Forbes Santa Fe Trial,’ registered 
November 16, 1915, used for coffee, foods and ingredient of foods. 

Appellee likewise has a registered trade-mark (Santa Fe 
brand), of date September 13, 1921, used for a great variety of 
foods and ingredients of foods, including coffee. In the statement 
filed in the Patent Office it is said: 

“No claim is made to the use of the words ‘Santa Fe Brand’ 
apart from the mark shown on the drawing.” 
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Reference to these registered marks is in a way superfluous, 
for the reason that neither party counts upon registry. However, 
the fact that such marks have been registered become interesting 
in view of the character of the litigation. It is perhaps significant 
that complainant does not rely upon registry; presumably, because 
it has little confidence that the words employed are susceptible 
of appropriation as a true trade-mark. The case, therefore, 
resolves itself into an action to recover for unfair trade. The 
difficulty of defining the precise gravamen of the suit, because of 
the terms employed in the complaint, is thus voiced by the trial 
judge: 

“It has been somewhat difficult in this suit to ascertain the true nature 
of the case from the pleadings of the complainant. While it appears 
from the proofs both parties have registered trade-marks or trade-names, 
a reading of the complaint discloses this is not brought for the purpose 
of enjoining defendant from the use of a trade-mark or trade-name by 
it exclusively adopted by registration under the statutes. In fact, the 
name which forms the entire gravamen of the contention between the 
parties, ‘Santa Fe,’ has occupied such a place in the history of our 
western country there can be no doubt but that the same on account 
of its historical use could not be properly registered or claimed for 
exclusive use by any one. It then being clear from the pleadings and 
proofs the suit of the plaintiff cannot be regarded as one for infringement 
of complainant’s trade-mark or trade-name, it must be held the suit is 
one to restrain unfair competition in business and for an ascertainment 


of damages sustained by complainant by reason of such unfair and 
unlawful competition in business.” 


The word “Santa Fe” is insisted upon by appellant as the 
dominant feature of its alleged trade-name, and it is contended 
that appellee infringes by using that word upon its packages con- 
taining coffee. It is, of course, true that where words, not subject 
to appropriation as a trade-mark, have come, through long use, 
to denote the particular manufacturer or vendor, of a specific com- 
modity, relief against unfair competition may be awarded. Where 
it is charged that they are used to deceive the purchasing public 
on the question of origin, the applicable rule is thus stated: 


“One who so names and dresses his product that a purchaser who 
exercises ordinary care to ascertain the sources of its manufacture can 
readily learn that fact by a reasonable examination of the boxes or 
wrappers that cover it has fairly discharged his duty to the public and to 
his rivals, and is guiltless of that deceit which is an indispensable element 
of unfair competition.” Wrisley Co. v. Iowa Soap Co. (C. C. A. 8), 
122 Fed. 798, and cases cited. 
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Unless, therefore, the word “Santa Fe,” a purely geographical 
term, has been so appropriated as to have acquired a secondary 
meaning to the use of which complainant has become exclusively 
entitled, no evasion of its rights appears. The case as pleaded 
and presented turns largely upon two considerations: First, 
priority of use, and second, whether the goods of appellee, as 
marked, are likely to deceive. The record contains substantial 
evidence to the effect that appellee used the name “Santa Fe” in 
connection with its coffee and other products in a wide territory 
as early as 1908. Appellant does not pretend to have used its 
name earlier than in the spring of 1915. The district court so 
found the facts, and there is, in our judgment, substantial evidence 
to support its conclusion. Upon the second point the exhibits, too 
extended for incorporation in this opinion, disclose that the coffee 
packages of appellee are marked in such manner as plainly to dis- 
tinguish them from those of appellant, and also to advise the public 
of the source of manufacture and the business firm by which those 
products are put out and offered for sale. Wrisly Company v. 
Iowa Soap Company, supra; Wolf Bros. § Company v. Hamilton- 
Brown Shoe Co. (C. C. A. 8) 206 Fed. 611 [8 T.-M. Rep. 415], 
affirmed 240 U. S. 251 [6 T.-M. Rep. 169]. The decree of the 
trial court dismissing the bill was right and is affirmed. 


Automatic Exectric, INc. v. Nortu Exectric MANUFACTURING 
Co. 
(28 F. [2d] 979) 


United States Circuit Court of Appeals, Ninth Circuit 


November 7, 1928 


Trape-Marxs — Descaiptive Term —“P-A-X” ror Patvate Avromatic 
EXxcHANGES. 

The abbreviation “P-A-X,” used by appellant on parts of its 

private automatic telephone exchanges, held not a valid trade-mark, 


? { because descriptive of such exchanges and being so understood in the 
trade. 
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Unrairr Competition—Descarirptive TERM. 
In the absence of proof of “passing off,” or intent to deceive on 
the part of the defendant, its use of the letters “P-A-X” to describe 
its private automatic exchanges held not unfair competition with the 


plaintiff. 
In equity. Action to restrain alleged unfair competition. 


From judgment dismissing the complaint, plaintiff appeals. 
Affirmed. 


Hull, Brock & West, of Cleveland, Ohio; (Clarence E. Mehl- 
hope and Walter A. Scott, both of Chicago, IIl., on the 
brief), for appellant. 

Richey & Watts, of Cleveland, Ohio, for appellee. 


Before Denison, Moorman, and KNnappeEn, Circuit Judges. 


Moorman, C. J.: This is a suit to restrain infringement of a 
trade-mark and for an accounting for unfair competition in its use. 
Both parties are manufacturers of telephone equipment. The 
trade-mark in question consists of the letters “P-A-X,” an abbrevia- 
tion of the words “Private Automatic Exchange.” The District 
Court held that this abbreviation was not a valid trade-mark and 
that there had been no unfair competition. 

A private automatic exchange is a telephone system for schools, 
hospitals, offices, and like institutions with no outside line connec- 
tion. When manufacturers of telephone equipment first began to 
install these systems, it became necessary, as pointed out by the 
court below, to give them a name. The name given them was 
Private Automatic Exchange—a name descriptive of the system. 
Plaintiff was one of the earliest manufacturers of these exchanges 
—perhaps the earliest. It claims to have originated the name 
P-A-X for its particular system, and to have used it in its corre- 
spondence and advertising as early as 1913. It did not attach the 
name to any of the parts of its exchange until as late as 1919. 
Defendant claims an earlier use on its parts, but we assume for 
present purposes that its use was in all respects later. 

The letter ‘““X” is well understood in the telephone industry 
to be an abbreviation of the word “Exchange.” The evidence 
shows that telephone equipment has been designated by the initials 
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of the name of the equipment almost from the beginning of the tele- 
phone business in this country, as, for example, C. B. X. is an 
abbreviation of Common Battery Exchange, P. B. X. of Private 
Branch Exchange, P. A. B. X. of Private Automatic Branch Ex- 
change, C. A. X. of Community Automatic Exchange, and M. A. X. 
of Main Automatic Exchange. In a book, entitled “Automatic Te- 
lephony,” published in this country in 1914, a Private Automatic 
Exchange was called P. A. X., Private Branch Exchange P. B. X., 
and a Community Automatic Exchange C. A. X. Similar designa- 
tions of exchanges and other telephone equipment are to be found 
in later publications in this country and in Great Britain. Plaintiff 
itself, in its correspondence with defendant, referred to defendant’s 
Private Automatic Exchange as P-A-X, and as “your P-A-X’s.” 
There was no showing by plaintiff that the term was ever under- 
stood or accepted either in the trade or by the public as denoting 
or signifying plaintiff's product; it is now and has been from its 
beginning the abbreviated name of a particular kind of exchange. 
It is, of course, not subject to appropriation as a trade-mark. 
Tobacco Works v. Tobacco Co. (C. C. A.) 5 F. (2d) 469; Standard 
Paint Co. v. Manufacturing Co., 220 U. S. 446, 31 S. Ct. 456, 55 
L. ed. 586 [1. T.-M. Rep. 10]. 

The lower court was also right in holding that there was no 
unfair trade competition. Private automatic exchanges are not 
kept in stock by manufacturers, but are built to fit into the particu- 
lar service for which they are ordered. They involve the outlay of 
a considerable sum of money and necessarily invite careful consid- 
eration from the purchaser. Often, if not generally, they are pur- 
chased upon competitive bids. Instances are cited by plaintiff in 
which it is said that purchasers confused defendant’s exchange with 
plaintiff’s. In one instance the sale was made by an independent 
dealer who bought and sold defendant’s product. For the action 
of this dealer defendant was not responsible, and, besides, we fail 
to perceive that there was any intention on his part to confuse or 


mislead the purchaser. The other instances concern exchanges 
that were installed by defendant about which the plaintiff received 
letters complaining of defects. We find nothing in any of them 
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that brings defendant within the inhibition of palming off its goods 
on the public as and for the goods of plaintiff. 
The judgment is affirmed. 


GraF Bros., Inc. v. HeNry Marks & Harry C. FRANKEL, TRADING 
As THE GLoray Company 


United States District Court, Eastern District of New York 


January 2, 1929 


Descriptive AND SuGcestive Terms—“H yao.” 
No one can appropriate a word or expression properly descrip- 
tive of the article, its qualities, ingredients and characteristics. A 
distinction is, however, made between words which are descriptive 
and those that are merely suggestive. “Hyglo” is in the latter class. 
INFRINGEMENT—CONFLICTING Marks. 
The word “Gloray” does not infringe “Hyglo,’ both being used 
on nail polish and manicuring preparations. The presence in each 
of the syllables “Glo” does not make them conflict. Plaintiff has a 
right to the word “Hyglo” in its entirety, but no exclusive right to 
its component parts when used in an entirely different combination. 
INFRINGEMENT—TEsT. 


The test of infringement is liability to confusion by one who has 

no definite or clear recollection of the real mark. 
Unrar Competition—Dnressine or Goons. 

In spite of certain similarities in the script lettering and form 
of containers used by the parties, the differences between the respec- 
tive packages are not sufficient to mislead and deceive the ordinary 
purchaser. No evidence of confusion was offered. 

In equity. Suit for alleged infringement of trade-mark and 


counterclaim for alleged unfair competition. Dismissed as to both. 


David Steckler, of New York City, for plaintiff. 
Munn, Anderson & Munn (Albert J. Clark, of counsel), all of 
New York City, for defendants. 


CampsBeELL, D. J.: Plaintiff sues to restrain an alleged in- 
fringement of a registered trade-mark and for damages, and defend- 
ant counterclaims for alleged unfair competition. 

In December, 1914, Oscar L. Graf, who had been manufactur- 
ing manicure preparations including nail polish in cake and powder 
form under the mark of “Hyglo,” applied for registration, which 
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was granted March 16, 1925. The goods to which the mark was 
appropriated included nail polish. 

The mark is shown in the application in straight block type. 

Manicure preparations were manufactured and sold by the 
father of Joseph L. Graf, who was a licensee. 

In December, 1919, plaintiff was incorporated and by mesne 
assignments the mark was transferred to the plaintiff which is now 
the owner thereof. 

In January, 1919, plaintiff applied to extend the mark to other 


products and a further registration was granted on October 21, 
1919. 


The mark in this registration is shown in a slanting block type. 
In 1920 plaintiff began the manufacture of liquid nail polish. 
In the early part of 1927 plaintiff changed the form of its 
mark from the slanting block type to a script form and began the 
use of a silent salesman of the same color as the container. 
Plaintiff in the beginning used an octagonal-shaped bottle, 


quarter-ounce size, with a blue label on white, packed in a small 
paper box or container of the same color as the label. 

In the early part of 1927, plaintiff began to use a common 
form of bottle, the same as that used by defendants, and changed 
the color of the label and container to green and has continued 
their use. 

About March, 1922, the defendants became copartners and 
adopted the word “Glo-Ray” which it applied as a trade-mark to 
its nail polish and nail polish remover, and also used as a part of 
its trade-name. 

On November 30, 1925, defendants filed an application for 
registration of their said mark, which was granted on April 13, 
1926. The mark in this registration is shown in script type. 

Defendants created a display carton in connection with the 
sale of their nail polish and nail polish remover. 

The word “Hyglo” which forms the plaintiff’s trade-mark is 
suggestive, but not descriptive. 

No person has a right to appropriate to himself exclusively 
any word or expression which is properly descriptive of the article, 
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its qualities, ingredients and characteristics, but a distinction is 
made between words which are descriptive and those which are 
merely suggestive. LeBlume Import Co. v. Coty, 293 Fed. 344, at 
351 [13 T.-M. Rep. 283]; O’Rourke v. Central City Soap Co., 26 
Fed. 576, at 578; Chapin-Sacks Mfg. Co. v. Hendler Creamery 
Co., 231 Fed. 550, at 551; Keasbey et al. v. Works et al., 142 N. Y. 
4567; Leonard v. White’s Golden Lubricator Co., 88 Fed. 922; 
Automatic Recording Safe Co. v. Bankers’ Reg. Safe Co., 224 Fed. 
506 [5 T.-M. Rep. 894]; New York Mackintosh Co. v. Flam, 198 
Fed. 571 [2 T.-M. Rep. 324]. 

Plaintiff's registered trade-mark is valid. 

The defendants’ trade-mark “Glo-Ray” is not descriptive, and 
to use it is not even suggestive. 

To find infringement, the test is liability to confusion by one 
not having a definite or clear recollection of the real mark, Northam 
Warren Corporation v. Universal Cosmetic Co., 18 Fed. (2d) 774 
[17 T.-M. Rep. 203], or as it is otherwise expressed, “The test is 
not visual comparison, but is memory comparison.” The Best 
Foods v. Hemphill Packing Co., 5 Fed. (2d) 855 [15 T.-M. Rep. 
208}. 

In my opinion no such confusion would result. 

It certainly would not with me and I do not believe it would 
with the average person, and no evidence that was offered would 
create any doubt in my mind as to the correctness of my belief. 

The only similarity which plaintiff points out is that “Glo” is 
found in both marks. 

The plaintiff has the right to the word “Hyglo” in its entirety, 
but it has no exclusive right to the component parts thereof when 
used in an entirely different combination. Beckwith v. Commr. of 
Patents, 252 U. S. 588, 64 L. ed. 705 [10 T.-M. Rep. 255]; 
Loughran v. Quaker City Chocolate § Confectionery Co., 296 Fed. 
822 [14 T.-M. Rep. 79]; S. R. Feil Co. v. John E. Robbins Co., 
220 Fed. 650 [5 T.-M. Rep. 163]. 

The word “Hyglo” has the meaning of the words high glow. 

The word “Glo-Ray” is arbitrary and has no meaning. 
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The word or portion of a word “Glo” is found in many trade- 
marks and plaintiff has no exclusive right therein. 

The defendants do not infringe. 

While there is much greater similarity in the appearance of 
the articles manufactured and sold by the respective parties since 
plaintiff in the early part of 1927 changed the form of its mark to 
script used by defendants, and the form of its bottle to that used by 
defendants, than existed before that time, still the differences are 
such and the names are so different that I cannot find that the 
similarity is sufficient to create a false impression in the public 
mind or to mislead and deceive the ordinary purchaser in the exer- 
cise of ordinary care and caution; therefore the defendants are not 
entitled to redress. 

The differences in the display carton or silent salesman of the 
parties are real and the defendants were not the first persons to 
practice the idea. 

That purchasers have not been mislead is shown by the very 
witnesses called by the defendants. 


The counterclaim for unfair competition has not been sus- 
tained. 


A decree may be entered dismissing the complaint and also 
dismissing the counterclaim, and, as both sides have lost, no costs 
will be allowed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Moore, A. C.: Held the Waco Cocoa-Cola Bottling Company, 
assignor to the Orange Frost Company, is not entitled to register, 
as a trade-mark for non-alcoholic, maltless beverages, the term 
“Orange Frost,” in view of the established prior use by the F. B. 
Chamberlain Company of the term “Jack Frost,” as a trade-mark 
for beverage syrups. 
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The ground of the decision is that the goods are of the same 
descriptive properties and that the marks are so similar that their 
use on these goods would be likely to cause confusion. 

It appears that the record in this case is substantially the same 
as the record in an interference involving the F. B. Chamberlain 
Company and the Orange Frost Company on an application to 
register “Jack Frost,” which interference had been finally decided. 

With reference to the question of res adjudicata as to what 
was established in that interference, the Assistant Commissioner 
said: 

“Inasmuch as the application for registration here involved is and 
was during the entire proceeding owned by the Orange Frost Company, 
the parties in interest here are the same as the parties in the interference 
and whatever was decided in that interference is res adjudicata as between 
these parties. One of the things decided in that interference was that 
the F. B. Chamberlain Company had established that it had used the 
mark “Jack Frost” on beverage syrups as early as May 11, 1923. This is 
earlier than any date claimed, or testified to, of use of the mark here 


involved, either by the Waco Coca-Cola Bottling Company, the original 
applicant, or its assignee, the Orange Frost Company.” 


With reference to the question of the similarity of the goods, 
the Assistant Commissioner, after noting that in Ex parte Allgoever, 
183 O. G. 505, it was held that soft drinks and concentrated syrup 
for flavoring beverages constitute goods of the same descriptive 
properties and further noting that no decision had been cited over- 
ruling that case said: 


“The goods of the parties here bear the same relation to each other 
as the goods in that case. As stated above, it has been finally decided 
as early as 1923 that the opposer was selling a beverage syrup, that is, 
a syrup in concentrated form designed to be used in making a beverage. 
It is not seen to be material whether the applicant is selling what is 
colloquially known as ‘pop’ or some other form of a soft drink. When 
the beverage syrup of: the opposer is used as it is intended to be used, a 
similar drink, whether made with carbonated water or not, would be 
produced to that sold by the applicant.” 


With reference to the similarity of the marks he said: 


“The word ‘Orange’ in the applicant’s mark, exclusive use of which, 
by the way, has been disclaimed, is merely an indication of the flavor, 
and the words ‘Jack Frost’ would convey to the purchasing public the 
same suggestion as would the mark of the application except as to the 
flavor. Nor is it thought that any of the registrations referred to nor the 
fact that ‘Jack Frost’ has been used on other goods so limit the opposer’s 





DECISIONS OF THE COMMISSIONER OF PATENTS 53 


rights as to justify granting registration of the term ‘Orange Frost’ for 
goods of the same descriptive properties as those on which ‘Jack Frost’ 
had been earlier used. 


“In the application as here filed, the words ‘Orange Frost’ appear 
as two separate words, written in script type, one above the other. Inso- 
far as this tends to differentiate the mark from the ‘Jack Frost’ mark, 
it is to be noted that in certain of the labels in evidence as Exhibit 3 and 
Exhibit 12 it appears that the Orange Frost Company actually used these 
words quite differently, namely, with the word ‘Frost’ in very large type 
and the word ‘Orange’ in much smaller type thereabove.” * 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register the notation “Arctic Sea,” as a trade-mark for canned crab, 
in view of the prior registration of the term “Arctic,” as a trade- 
mark for canned salmon, on the grounds that the goods are of the 
same descriptive properties and the marks are so similar that, as 
used thereon, they would be likely to cause confusion in trade. 

In his decision, the First Assistant Commissioner, after noting 
applicant’s argument that the word “Arctic” is geographical and 
cannot be exclusively appropriated by anyone, said: 


“ 


. ... by the same token, the notation ‘Arctic Sea’ is geographical 
and would suggest to purchasers that the crabs came from the Arctic Sea. 
.... In any event, it is believed the goods upon which the registrant uses 
its mark and those upon which the applicant uses its mark belong to the 
same class and possess the same descriptive properties. ... It is believed 
entirely plain that anyone familiar with the registrant’s goods under its 
mark and seeing the applicant’s goods under the latter’s mark in the same 
class of stores where both products would be sold would be quite likely 
to presume the applicant’s goods originated with the registrant.” ? 


Kinnan, F. A. C.: Held that applicant is entitled to register 
the notation “Silver Steel,” as a trade-mark for files, in view of the 
previous registrations of this mark as a trade-mark for saws, the 
original registration having been obtained under the Act of 1870. 

In his decision, after noting that the Examiner based his hold- 
ing upon a decision a number of years ago by a former Commis- 
sioner holding that “Silver Steel” is descriptive of saws and re- 
ferring to the evidence upon which that holding was made, the 
First Assistant Commissioner said: 


1 F. B. Chamberlain Co. v. Waco Coca-Cola Bottling Co., 151 M. D. 871, 
December 13, 1928. 


* Ex parte North American Mercantile Co., 151 M. D. 875, December 
17, 1928. 
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“Registration, in consequence, should be denied without more were 
it not for the fact that the applicant may be said to have fairly estab- 
lished a prima facie case of use of this mark upon saws from as early 
as 1875.” 


Then, after pointing out that applicant had registered the 
mark as applied to saws under the Act of 1870, under the Act of 
1881 and the Act of 1905 and that the last registration had been 
renewed, he said: 

“These registrations would indicate that the officials of the Patent 
Office have repeatedly ruled such notation registrable as a trade-mark 
used upon saws. Files are deemed goods of the same descriptive proper- 
ties as saws, both operating by cutting the material worked upon, the 
difference being somewhat one of degree. Under these circumstances, 
it is thought the registration applied for should be granted.” 

And then, after noting that the prior registrations were not 
obtained under the ten-year clause of the Act of 1905 and that the 
present application was not made under the provision of the Act of 
1920 permitting an extension of a mark registered under that clause 
of the act to include goods upon which that mark had been subse- 
quently used, he said: 


- 


. yet the facts presented in the instant case bring it within the 
spirit of these two Acts and it is believed the applicant should be per- 
mitted to register a mark for use upon files which it used upon saws from 
a period long preceding ten years prior to the Act of February 20, 1905.” * 


Moore, A. C.: Held that applicant is not entitled to register 
the notation “Style Park,” as a trade-mark for men’s clothing, in 
view of the prior use and registration by opposer of certain marks 
including the term “Fashion Park.” 

In his decision, after pointing out that opposer’s mark had 
been judicially interpreted as consisting broadly of the notation 
“Fashion Park,” the Assistant Commissioner said: 


“A comparison of the two marks, with the above interpretation of 
the opposer’s mark, shows that they differ from each other only as to 
the first word, the applicant using the word ‘Style,’ and the opposer the 
word ‘Fashion. The acting Examiner of Interferences admitted that 
these words differ in appearance and sound, but held them to be the 
same in signification. 

“I find no error in this holding of the acting Examiner of Interfer- 
ences. The two words, when used with respect to manner of dress, are 
well-recognized synonyms, and create in the mind the same impression. 


*Ex parte E. C. Atkins & Co., 151 M. D. 876, December 19, 1928, 
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The members of the purchasing public would not be likely to carry the 
distinction between the two marks and if they did, they would be likely 
to think they were merely variants of the same mark.” * 


Moore, A. C.: Held that applicant is entitled to register the 
word “Society,” as a trade-mark for dress shirts, negligee shirts, 
blouses, and pajamas, notwithstanding the prior use and registra- 
tion by opposer of the same term as a trade-mark for men’s coats, 
overcoats, vests, trousers, etc. 

The ground of the decision is that, the word having been used 
by others either as a trade-mark or part of a trade-mark, the goods 
of the two parties are not so similar that the use of the mark 
thereon would be likely to cause confusion. 

In his decision the Assistant Commissioner, after noting that 
in the answer a number of registrations including the word 
“Society” had been cited and referring to a decision of the District 
Court of the Southern District of New York in which it was 
pointed out that the word “Society” is not a fanciful word but is 


somewhat descriptive and noting that the acting Examiner of Inter- 
ferences had held that, in view of the prior registration, it appeared 
that the public as well as the office recognized a line of distinction 
between outer clothing and wearing apparel worn beneath the 
outer clothing, said: 


“I agree with the acting Examiner of Interferences that as the opposer 
did not originate the trade-mark ‘Society,’ and was not the first to appro- 
priate said mark to wearing apparel, it is not entitled to such broad pro- 
tection of its trade-mark rights as to exclude the applicant’s mark from 
registration.” © 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register a composite mark used on cakes and cake mixtures, consist- 
ing of a scroll partly unrolled, each end being supported by pictorial 
device of a small girl, while beneath the scroll and between the two 
girls appear the words “Mary Jane Cake,” the word “cake” appear- 
ing upon a paraph under the words “Mary Jane,” in view of the 

‘Fashion Park, Inc. v. Schoen & Turkel, Incorporated, 151 M. S. 890, 
December 31, 1928. 


5 Alfred Deeker & Cohn, Inc. v. S. Liebovitz & Sons, Inc., 151 M. D. 
905, December 31, 1928. 
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registration and use by opposer of the notation “Mary Jane” upon 
candy, also of a mark consisting of a representation of a little girl 
eating a piece of candy, and the words “Mary Jane.” 

After noting that the opposer had been long in the field before 
the applicant adopted his mark, and had built up a very valuable 
good will under its trade-mark, and that the common feature of the 
respective marks was the name “Mary Jane,” the First Assistant 
Commissioner said: 


“It is clear enough candy and cakes are frequently bought from the 
same dealers by the same class of customers and that these latter include 
children, servants and foreigners unfamiliar with the English language, 
and such goods are frequently ordered over the telephone. Purchasers 
also give very little thought in obtaining goods for which such a small 
price would be asked. It is believed quite obvious that customers would 
call for the goods by the name ‘Mary Jane,’ and under these conditions, 
if the goods belong to the same general class, confusion would be not 
only probable but almost inevitable.” 


With respect to the similarity of the goods, he said: 


“It has been contended by the applicant that the goods do not belong 
to the same class in the sense that they do not possess the same descrip- 
tive properties as these terms have been interpreted in the adjudicated 
cases to which attention has been invited in the briefs. While the 
opposer notes that cakes and candy are frequently made by the same 
manufacturers or dealt in by the same jobber, the applicant urges 
that even when this is true manufacturers make such goods in separate 
rooms or departments and jobbers handle many other goods besides cakes 
and candy, which other goods clearly do not possess the same descriptive 
properties. It is deemed, however, that cakes and candies belong to the 
general class of confections which are defined as sweet meats. Sweet 
meats are generally considered those which are sweetened by sugar or its 
equivalents. The fact, therefore, that the goods of the opposer and of the 
applicant would be sold to the same class of customers by the same stores, 
handled in many instances by the same jobbers, would be likely to be 
called by the same name, ‘Mary Jane,” and that both candies and cakes 
belong to the general class of confections or sweet meats, is persuasive 
that confusion of origin is quite probable if the goods appeared in the 
same market under the marks here being considered.” ° 


Descriptive Terms 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for motion picture films, the term “Cinegraph,”’ 
since this word is merely descriptive of the goods. 


* Charles N. Miller Company v. Charles F. West, 151 M. D. 912, Jan- 
uary 8, 1929. 
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In his decision, after noting the applicant’s contentions that 
the word sought to be registered is not identical with the recog- 
nized English word “‘cineograph” and that that word, though in the 
dictionary, has never been more than a suggested word and, if ever 
in actual use, is now obsolete, the Assistant Commissioner said: 


“The word is derived from the Greek words kineo, move, and grapho, 
write, and clearly directs the mind to the art of portraying moving pic- 
tures. It is not understood that the word, with its many modifications, 
is confined in use to the projected moving picture... . 

“It must be accepted as true that the word, with its various modifica- 
tions, has been loosely used in the language of the motion picture art, to 
designate not only the projected moving picture, but also a camera for 
producing motion pictures and the means by which the pictures may be 
projected. Being a recognized descriptive English word used in the motion 


picture art, it should be left to the free use of all who are interested in 
this art.”* 


Moore, A. C.: Held that applicant is not entitled to register 
the notation “Steel Bound,” as a trade-mark for loading platforms, 
since his notation is descriptive of the goods. 

In his decision the Assistant Commissioner said: 


“Whether a mark functions as a trade-mark depends upon the effect 
it produces on the public mind. If it directs the public mind to the author 
or owner of the goods, it functions as a trade-mark; but if it directs the 
public mind to the character or quality of the goods with which it is 
associated, then it is descriptive and not registrable under the statute. 

“It is believed that the applicant’s mark directs the public mind to 
the character or quality of the goods. It plainly states that the applicant’s 
loading platforms are steel bound; that they are steel protected, strong 
and durable. 

* * ” - * 

“It seems evident that any manufacturer or owner of steel bound 
loading platforms could with equal truth designate such platforms as 
steel bound. 

“It may be noted in this connection that the applicant has given a 
too restricted meaning to the term ‘bound.’ This is a very broad term, 
and is sometimes used in a protective sense, as the book is bound, indicat- 
ing that it is provided with a protecting cover or binding (see New 
Standard Dictionary).” * 


Goods of Different Descriptive Properties 


Kinnan, F. A. C.: Held that applicant is entited to register, 
as a trade-mark for ice cream cones, a mark consisting of the words 


‘Ex parte Eastman Kodak Co., 151 M. D. 864, December 6, 1928. 
* Ex parte The Stuebing Truck Co., 151 M. D. 889, December 31, 1928. 
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“The American Beauty Rose” arranged in a shield-shaped border, 
having a pictorial representation of a rose upon one side thereof, 
notwithstanding the prior use by the opposer of the words “Ameri- 
can Beauty” and the pictorial representation of two roses, as a 
trade-mark for crackers and biscuits, and the registration of the 
words “American Beauty” alone for biscuits. 

The ground of the decision is that, although the marks are 
quite similar, the goods are not such, especially in view of the 
manner in which the goods of the applicant are sold to the con- 
sumer, and that the use of the two marks would be likely to cause 
confusion. 

With respect to the marks, after noting that the opposer had 
established a very much earlier use of its mark and the differences 
between the marks are minor and much exceeded by the similarities, 
the First Assistant Commissioner said: 

“While the words ‘American Beauty,’ appearing alone, as in the 
opposer’s registered mark, would not necessarily indicate the American 
beauty rose, but might well refer to almost any other thing made in 
America which could be called beautiful, yet when used in connection with 


the pictorial representation of a rose, or roses, these words as employed 
in both marks refer to the flower.” 


With respect to the goods, after noting that ice cream cones 
are made to some extent at least of the same materials as biscuits 
and crackers and that some manufacturers produce both kinds of 
goods, the First Assistant Commissioner stated that if applicant’s 
goods were packaged and sold like the opposer’s, it would seem that 
confusion would be probable, and then said: 


“It must be understood, however, that the opposer sells its goods in 
small packages and they reach the ultimate consumer, as a general rule, 
in such packages. On the other hand, the applicant sells his ice cream 
cones to the ultimate consumer one at a time and not as a separate com- 
modity, but as a receptacle for the ice cream sold with it. The consumer 
may be said never to ask for the applicant’s goods apart from the ice 
cream, but substantially always to ask for the ice cream and to receive 
the container as an incident of the purchase... . 

“It has not been overlooked that the opposer has shown its goods are 
sold in packages to druggists and dispensers of confections and ice cream 
and that such merchants or dispensers buy the applicant’s product in 
small packages or cartons. Such purchasers, however, are of a character 
that would be less likely to be misled by the similarities of the mark upon 
these specifically different goods. They are not of the class noted in the 
case of National Biscuit Company v. J. B. Carr Biscuit Company, 330 
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O. G. 669; 55 App. D. C. 146 [14 T.-M. Rep. 516], wherein the class of 
purchasers was stated to be ‘persons unable to read, including children, 


servants, foreigners, and uneducated persons,’ as well as those ordering 
the goods over the telephone.” ° 


Moors, A. C.: Held that applicant is entitled to register the 
word “Elaine,” as a trade-mark for women’s dresses, notwithstand- 
ing the prior registration and use by the opposer of the mark 
“Elene,” as a trade-mark for women’s hats. 

The ground of the decision is that, while the marks are confus- 
ingly similar, the goods are not of the same descriptive properties. 

With reference to the applicant’s argument that the opposer 
had not proven actual use of the trade-mark “‘Elene,” the Assistant 


Commissioner said: 


“The acting Examiner of Interferences correctly held that the validity 
of an opposer’s trade-mark may not be collaterally attacked in an opposi- 
tion proceeding. In fact, the validity of such registered trade-mark is 


not a necessary prerequisite to the opposer’s right’ to oppose the registra- 
tion of the applicant’s mark.” 


With respect to the holding that the marks are confusingly 


similar, he said: 


“They are both Christian names of two syllables, and of the same 
pronunciation. They differ but slightly in appearance, the accented ‘E’ 
of the one being substituted for the letters ‘ai’ of the other. The average 


member of the purchasing public would regard the two as mere variants 
of the same trade-mark.” 


With respect to the goods, he said: 


“, ... the respective goods of the parties do not possess the same 
descriptive properties and that in view of the prior registrations of the 
mark ‘Elaine’ for women’s wearing apparel, viz., corsets and hosiery, 
opposer is not entitled to such a broad interpretation of its trade-mark 
rights as to include women’s, misses’, and children’s dresses. They are not 
ordinarily produced by the same manufacturers, and certainly do not 
possess the same general and essential characteristics.” ” 


Interference—Abandonment 


Kinnan, F. A. C.: Held that the C. R. Hurd Brokerage 
Company is not entitled to register the term “Ligthning,” as a 

* National Biscuit Co. v. Joseph W. Sheridan, 151 M. D. 883, Decem- 
ber 28, 1928. 


* Associated Merchandising Corp. v. Sarner & Schlesinger, 151 M. D. 
892, December 31, 1928. 
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trade-mark for tapioca, since it had been established that the 
Minute Tapioca Company and its predecessors in business had 
used the same mark on tapioca prior to any date of use established 
by the Hurd Company and its predecessors in business and that 
such use had not been abandoned. 

In his decision, after noting that the original mark used by 
the predecessors of the Minute Tapioca Company consisted of the 
pictorial representation of an arm and hand, the latter grasping a 
bundle of jagged irregular lines indicating lightning flashes, and the 
words “Lightning Tapioca,” and that the Minute Tapioca Company 
had registered the same mark, omitting the arm and hand, and that 
the mark of the Hurd Company showed the words “Lightning 
Tapioca,” and an irregular line representing pictorially a flash of 
lightning, the First Assistant Commissioner said: 


“The marks are thus so nearly identical, the main features being 
wholly so, that it is deemed the marks are the same. The marks being 
essentially the same and the goods being also identical, it is clear both 
parties are seeking to occupy the same field.” 


Then, after noting that there was no dispute as to the alleged 
dates of adoption and use, but that the Hurd Company contended 
that the Minute Tapioca Company had abandoned the mark 
“Lightning” and that the use by that company of a special name 
for an article to be sold at a reduced price and using another name 
for the same article when sold at a higher price was not sanctioned 
by law, the First Assistant Commissioner said: 


“It may be stated that if it were satisfactorily established the Minute 
Company used both marks, ‘Minute’ and ‘Lightning, in the way alleged 
by the appellant that fact would not bar the rights of the Minute Com- 
pany to the mark ‘Lightning.’ Such use of the two marks as is claimed 
by the appellant to have been practiced by the Minute Company is not 
such a fraud or deception as would justify the Patent Office in a finding 
against such company on the ground that it had come into this Office with 
‘unclean hands.’ ” 


With reference to the question of abandonment, he said: 


“There are no satisfactory proofs upon which a holding of abandon- 
ment by the Minute Company of the mark can be based. It is of no 
importance to the issue here that such company used another mark and 
used it to a greater extent than the mark here being considered. There 
is no showing of actual abandonment nor of an intent to abandon the 
use of the mark by the Minute Company.” 
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With respect to the argument that the Minute Company aban- 
doned the use of the representation of the arm and hand, thereby 
making its mark more closely resemble that of the Hurd Company, 
he said: 


“Even if this is established the predominant and distinguishing features 
of the two marks are so nearly identical and the differences so slight that 
such fact would be immaterial. As above noted the marks are substantially 
the same, the goods are the same, and confusion would be inevitable if 
they appeared upon these goods in the same markets. This would be true 
if the representation of the arm and hand were present in the mark as 
now used by the Minute Company.” * 


Licensee as Applicant 


Kinnan, F. A. C.: Held that Inecto, Inc. is entitled to regis- 
ter, as a trade-mark for hair dye, the term “Inecto,” notwithstand- 
ing the prior registration of this mark by Inecto, Ltd., of London, 
England, by which the applicant had been exclusively licensed to 


manufacture and sell the goods in the United States. 

In his decision, after stating that there had been submitted a 
copy of the agreements whereby applicant was given a sole and 
exclusive license to manufacture and sell in the United States the 
proprietary article known as “Inecto,” the First Assistant Com- 
missioner said: 

“Accepting the copies of these documents as genuine, it would appear 
the applicant is the successor of the registrant, so far as the manufactur- 


ing and selling, of the goods under the trade-mark in this country: is con- 
cerned, and should be regarded as the owner of the mark.” 


With reference to the fact noted by the Examiner that the 
license from the British company contains a clause that that license 
is revocable by either party upon thirty days notice, he said: 


“.... but since there is no evidence that the license has been revoked, 
and the applicant states it has not, it is believed) the applicant has estab- 
lished a prima facie case entitling it to registration. Ex parte General 
Motors Corporation, 347 O. G. 1047.” 


"C. R. Hard Brokerage Co. v. Minute Tapioca Co., 151 M. D. 893, 
December 31, 1928. 


* Ex parte, Inc., 151 M. D. 866, December 10, 1928. 
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Non-conflicting Marks 


Moore, A. C.: Held that applicant is entitled to register 
two marks consisting of the word “Epco’ appearing on the pic- 
torial representation of an automobile and the same term on the 
pictorial representation of an airplane, as trade-marks for gasoline, 
notwithstanding the prior adoption and use by the opposer of the 
term “Esso,” as a trade-mark for the same goods. 

The ground of the decision is that, in view of the common use 
by oil companies of similarly formed trade-marks including “Co.” 
the marks are not so similar as to be likely to cause confusion in 
trade. 

In his decision, after noting that the opposer first used its 
monogram “So” and subsequently modified it by spelling out the 
first letter, as “Ess,” that the first two letters of applicant’s mark 
are part of his surname and it had been common practice with 
petroleum companies to use trade-marks formed of their initials or 


the initial syllables of their names and the letters “Co” and stating 
that opposer’s mark “Esso” was more nearly like the previously 
registered mark “Esso” than it was like applicant’s mark, the 
Assistant Commissioner said: 


“Where many individuals, companies and corporations dealing in the 
same articles of trade have adopted and appropriated to their respective 
articles trade-marks closely resembling one another, the members of the 
purchasing public are required to exercise unusual care in making their 
selections in order to avoid mistake, and when exercising such care, it is 
believed that the applicant’s marks would be readily distinguished from 
the opposer’s mark and that there would be no likelihood of confusion 
or mistake. There has been furnished no evidence showing that any such 
confusion or mistake has occurred.” * 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for rules, both folding and extension, the notation 
“Blue End,” accompanied by the coloring of the ends of the sec- 
tions blue, notwithstanding the prior use by opposer of a mark 
consisting of the notation “Red End,” accompanied by coloring the 
ends of the sections red. 


Standard Oil Company (of New Jersey) v. Clarence W. Epley, 
151 M. D. 869, December 12, 1928. 
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The ground of the decision is that, it being common for manu- 
facturers to color goods in various ways, purchasers are accustomed 
to note contrasting colors and therefore the marks in question 
would not be likely to cause confusion in trade. 

In his decision, the Assistant Commissioner, after noting that 
there was no evidence that the opposer had ever colored the ends 
of the sections of its rules blue and no suggestion that the applicant 
had ever employed any color except blue, the First Assistant Com- 
missioner said: 

“If there is probable confusion, it rests upon the ground that one 
familiar with the opposer’s goods, with the red ends and the notation 
used upon them, would be likely to purchase by mistake the goods of the 
applicant for those of the opposer... . 

“It must be held satisfactorily settled that color alone can not con- 
stitute a valid trade-mark (citing decisions). . 

“It must be deemed that even if the opposer were the first to color 
the ends of rules of the character here being considered with a red color, 
such opposer could not be granted a breadth of protection that would 
exclude all others from subsequently using any color, however different 
from that used by the opposer, upon the same class of goods. It is so 
common to color various goods that purchasers are quite accustomed to 
note the contrasting colors employed and it would seem the distinctive 


color adopted by the applicant would be considered by purchasers as in 
sharp contrast to the color adopted by the opposer.” * 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for swimming suits, a mark consisting of the repre- 
sentation of a girl attired in a bathing suit, cap and shoes, standing 
on a diving board in a position as if about to spring into the water, 
with the word “Hollywood” thereabove, notwithstanding the prior 
adoption and use by the opposer of a mark for the same goods con- 
sisting of the pictorial representation of a girl, her arms and lower 
limbs extended, attired in a bathing suit, cap, and stockings, and 
appearing to be in the air in the act of diving. 

The ground of the decision is that marks of this general char- 
acter had been used on these goods before either of the parties used 
its mark and in view thereof the marks are not so similar as to 
be likely to cause confusion. 


* Lufkin Rule Co. v. Master Rule Mfg. Co., Inc., 151 M. D. 877 Decem- 
ber 20, 1928. 
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In his decision, after noting that, in view of the earlier use 
by the opposer and the fact that the latter had expended large sums 
of money in advertising its goods, all doubt should be resolved 
against the applicant and noting that in some instances the bathing 
suits in the two marks were similarly colored, the First Assistant 
Commissioner said: 

“It must be noted that the respective representations of the figures 
in the two marks are quite dissimilar. There is nothing in the position 
of the figure of the applicant’s mark which suggests the very unusual 
attitude or position of the figure of the opposer’s mark. . .. Unless it 
can be held the opposer is entitled to the broadest possible interpretation 
of its trade-mark rights in connection with the representation of a female 


figure wearing a bathing suit and in the act of diving, or even in the 


position preliminary to making a dive, opposer cannot succeed in the 
instant case.” 


Then, after noting that the record showed that other parties 
had used representations of a girl clad in a swimming suit, as trade- 
marks for such goods, he said: 

“It may be said that such a representation could not be appropriated 
in any event as a trade-mark for such goods since such a representation 
would be merely that of the goods themselves in the position in which 
they are ordinarily used and others engaged in this same business would 
have a right to so illustrate their goods. These facts, therefore, lead to 
the conclusion that the differences between the particular representations 


of the girls and their positions are such that confusion in trade would not 
be likely.” * 


Moore, A. C.: Held that applicant is entitled to register the 
term “Durex,” as a trade-mark for bearings for shafts, notwith- 
standing the prior adoption and use by opposer of the term “Duro” 
as a trade-mark for motors, switches, engines, pneumatic pressure 
systems for pumping water, etc. 

The grounds of the decision are that, in view of the fact that 
the term “Duro” had not been originated by the opposer, but had 
been used on various classes of goods, there was, in view of the 
specific differences of the goods of the two parties, no likelihood of 
confusion by reason of the contemporaneous use of the marks and 
that the term “Duro” is not the corporate name of the opposer. 


* Jantzen Knitting Mills v. West Coast Knitting Mills, 151 M. D. 885, 
December 29, 1928. 
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In his decision, after referring to the prior registrations of the 
term “Duro,” one of which was for babbitt metal, a well-known ma- 


terial from which bearings are made, the Assistant Commissioner 
said: 


“The marks of the parties being specifically different, and their goods 
having specifically different properties, the opposition must fail unless it 
shall appear that the opposer was the originator of the mark ‘Duro,’ 
and that the relationship of the mark and the opposer has become so 
fixed in the mind of the public as to suggest that all goods to which the 
mark ‘Duro’ is affixed are the goods of the opposer. 

* ~ * * * 


“It may be true that the merchandise of none of these registrations 
prior to opposer’s registration No. 52,336, is of the same descriptive 
properties as the applicant’s metal bearing, or of the goods to which 
the opposer’s various registrations are appropriated, as suggested by 
opposer, but it is equally true that the relationship between the applicant’s 
metal bearing and the opposer’s various articles of trade is equally remote 
as is opposer’s various articles of trade remote from the metal trimmings 
and plumbers’ supplies of registration No. 35,364. As a matter of fact 
the applicant’s metal bearing has not the same descriptive properties 
as any of the opposer’s goods. The opposer is not manufacturing and 
selling bearings as a separate article of trade, hence, there can be no 
competition between its goods and the applicant’s bearing.” 


With reference to the contention that the applicant’s mark con- 
sists merely in the opposer’s corporate name, the Assistant Commis- 
sioner, after pointing out that the term “Duro” had been used by 
other companies as parts of their corporate name, said: 


“The record establishes beyond doubt that the opposer did not originate 
the word ‘Duro,’ and was not the first to use it either as a trade-mark 
or as a corporate name. The word ‘Duro,’ therefore, has not become so 
identified with the opposer corporation that whenever used it designates 
to the mind of the public the opposer corporation; that it is any more 
calculated to denote to the public the opposer corporation than any of the 
other corporations, in which the word is embodied (citing decisions).” 


And then, after referring to the two Duro cases [17 T.-M. 
Rep. 420, and 344 O. G. 1058; 56 App. D. C. 156], he said: 


“In the last named decision which was followed in the decision first 
named, the Court did not have before it for consideration the prior regis- 
trations of the word ‘Duro, and the prior use of said word as a part or 
the whole of corporate names... . 

“The Simplex decision (342 O. G. 711; 269 U. S. 372) and the Three 
In One Oil Company decision (368 O. G. 3; 57 App. D. C. 356), supra, 
are regarded as controlling of the facts involved in this case.” * 


% The Duro Co. v. General Motors Corp., 151 M. D. 900, December 31, 
1928. 
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Moore, A. C.: Held that applicant is entitled to register the 
notation “San-Duro,” as a trade-mark for toilet seats and covers, 
notwithstanding the prior use and registration by opposer of the 
term “Duro” as a trade-mark for filters, pressure tanks, pneumatic 
systems, etc. 

The grounds of the decision are in substance the same as those 
of the preceding decision. 

With reference to the marks, the Assistant Commissioner said: 


“A comparison of the applicant’s mark with the opposer’s mark shows 
that they are alike only as to the word ‘Duro, which, as shown by the 
registrations noted by the applicant, is one of a large class of words 
which have for a great many years been much used by reason of their 
peculiar suggestive meaning. The word ‘Duro’ clearly suggests to the 
public mind the idea of durability. 

“The applicant’s mark comprises not only the word ‘Duro, but, in 
addition, the prefix ‘San,’ which suggests the idea that the applicant’s 
goods are sanitary. This thought is absent from the opposer’s mark. 

“The two marks, therefore, differ from each other not only as to 
appearance, but also as to suggestiveness.” 


With reference to the goods, he said: 


“A comparison of the applicant’s goods, with the opposer’s goods 
shows that they have not the same descriptive properties. None of the 
opposer’s goods have the same general and essential characteristics as the 
applicant’s closet seats and covers (citing decisions). Nor is there any 
evidence of record showing that the opposer manufactures or sells, closet 
seats and covers. There is, therefore, no competition in trade between 
the opposer and the applicant (citing decisions).” * 


Opposition—Who May Oppose 


Kinnan, A. C.: The Brockton Shoe Manufacturing Com- 
pany, Inc., has appealed from the decision of the acting Examiner 
of Interferences denying its motion to dismiss the opposition and 
has filed a petition asking that, in the exercise of the supervisory 
authority of the Commissioner, that appeal be entertained. 

The notice of opposition, which is very brief, states that the 
trustees for Arch Preserver Shoe Patents, a partnership, is the 
owner of three certain specified trade-marks ‘“‘as of record” and 
that the trade-mark shown in the application of the Brockton Shoe 


"The Duro Company v. Phenolic Products Corporation, 151 M. D. 
896, December 31, 1928. 
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Manufacturing Company, Inc., so closely resembles these trade- 
marks as to be likely to cause confusion. 

No certificates of transfer were filed but the applicant has 
put on record a copy of an instrument wherein Charles A. Brown 
and Berenice Brown transferred to three trustees their rights in 
certain patents and trade-marks. The only trade-mark mentioned 
in the schedule attached to the instrument of transfer is 113556. 
This presumably is the registration meant where, in the notice of 
opposition, reference is made to registration No. 113356. 

The applicant contends that the motion to dismiss should have 
been granted because the opposer is setting up merely a sham title 
and that, having alleged that it was the owner of certain trade- 
marks and registrations “as of record,” it is not entitled to set up 
any other title than what is shown by the records of the Patent 
Office. 

It is further argued that the paper of record herein appointing 
the trustees does not show title in any trade-mark, not even in the 
one enumerated, and further, that the trustees named in that in- 
strument are neither a firm or corporation, which alone, under sec- 
tions 6 and 29, is entitled to file an opposition. 

It is well settled that no appeal lies from the denial of a 
motion to dismiss an opposition, nor is it thought that any case has 
been presented which justifies action under the supervisory author- 
ity of the Commissioner. 

It would seem that the definitions given in the trade-mark 
law of the term “person’’ would be broad enough to include these 
trustees, especially if the instrument in question forms what is 
known as a common law trust. It is true that the name trustees 
for Arch Preserver Shoe Patents is not given to the trustees by 


the instrument itself, but it would seem that this is a matter of 
proof. 


Furthermore, even if it should develop that the trustees are not 
the owners of the two registrations not recited in the instrument 
itself or that, because of the wording of the notice of opposition, 
they are not entitled to rely upon the ownership of these two, there 
is still the question to be decided whether the mark sought to be 
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registered is deceptively similar to the registration named in the 
instrument of transfer. It cannot be held, therefore, that any case 
has been made out for action under the supervisory authority of the 
Commissioner. 

Request was made that this petition be set for hearing. It is 
not customary to set petitions of this kind for hearing and no 
reason is seen for making an exception of this case. 

The petition is denied.'® 


Ornamental Feature of Goods 


Moorg, A. C.: Held that Bonney Force & Tool Works is not 
entitled to register, as a trade-mark for wrenches, a mark consist- 
ing of a picture of a wrench and described as consisting of a rough 
and dull nickel finish on the wrench bar and a buffed and polished 
nickel finish on the lateral faces of the heads thereof, since this 
appearance of the wrench does not constitute a trade-mark and 


would produce no effect upon the mind of the public other than 
that of ornamentation. 
In his decision the Assistant Commissioner said: 


“I am of the opinion that the coloring characteristics of the applicant’s 
wrench would produce no other effect upon the mind of the public than 
that of ornamentation. Even though the applicant’s wrench may be dis- 
tinctive as to appearance, yet if its distinctiveness does not impress the 
average member of the public that it constitutes a mark by which the 
manufacturer or owner of the wrench is to be identified, it does not func- 
tion as a trade-mark and is not registrable.” 


A similar ruling was made in application No. 251,604 of the 


same applicant, where the mark was the same, with a decalcomania 
applied to the bar.’® 


Ten-year Clause—Foreign Owner 


Kinnan, F. A. C.: Held that it had been established that the 
Maatschappij Tot Exploitatie van Rademaker’s Koninklijke Cacao 
& Chocolade Fabrieken, of The Hague, Holland, had not used the 

148 Trustees for Arch Preserver Shoe Patents v. Brockton Shoe Manu- 
facturing Company, Inc., 151 M. D., August 2, 1928. 


“Ex parte Bonney Force & Tool Works, 151 M. D. 856, December 4, 
1928. 
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mark in commerce in the United States during the ten years pre- 
ceding the passage of the Trade-Mark Act of 1905 and the regis- 
tration which it had obtained on the ground of such use should be 
canceled. The mark consisted of the words “Rademaker’s Hopjes” 
and the ground of the decision is that the first of these words is a 
surname and the second is a well-known name of a kind of candy. 
The mark was, therefore, not registrable, except under the ten- 
year clause, and the registrant did not have ten years’ exclusive 
use required by tlie act. 

In his decision, with reference to the question of the burden of 
proof, the First Assistant Commissioner, after noting that the trade- 
mark act provides that registration shall be prima facie evidence 
of ownership and referring to the decision in the Davids Case (2338 
U. S. 461 [4 T.-M. Rep. 175]), in which the Supreme Court had 
said that an applicant, who, by virtue of his actual and exclusive 
use under the ten-year clause is entitled to registration, becomes on 
such registration the owner of a trade-mark within the meaning of 
the act, said: 


“It would therefore seem to be apparent that when a registration is 
effected under the ten-year clause of the act and its cancellation is sought 
either on the ground that the mark was not used at all during the ten- 
year period, as is the contention here, or that the use during that period 
was not exclusive, the burden of proof is on the petitioner for cancellation. 
It was not therefore until the petitioner had introduced evidence sufficient 
to overcome the prima facie case made out by the registration itself that 
the burden of going forward with the evidence was shifted to the regis- 
trant.” 

With reference to the testimony, he noted that, in answer to in- 
terrogatories propounded by the petitioner for concellation, the 
present manager of the registrant testified that the goods bearing 
the mark had been sold in the United States during the ten-year 
period although he could not certify to that fact of his personal 
knowledge, and gave the name of one firm to whom the goods were 
shipped and that the petitioner, who was known as Frank Rade- 
maker and was the brother of the manager of the registrant, testi- 
fied positively that the business, originally started by their father, 
was not transferred to the registrant until 1899, and he was 


thoroughly familiar with the business as conducted up to that time, 
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and gave specific reasons why he knew that no goods bearing the 
mark had been shipped to the United States and that it appeared 
that the company which had been named as the importer of the 
goods was not in existence earlier than 1907. 

He then said: 


“Frank Rademaker tells a logical story and points out definitely why 
he was in position to know what was being done and how he fixes the 
facts in his mind. There is no such testimony presented by the registrant. 
William J. Rademaker merely makes the statement that the goods were 
so shipped. As noted above, in answer to the interrogatories, he states 
that goods had been shipped during the critical period to the Holland 
Importing Co., but it appears that one company of that name which at 
one time imported the goods was not in existence until 1907 and there is 
nothing to show there was ever another company of that name at an earlier 
date.” 


He also referred to the testimony of another witness, who had 
been in the employ both of the registrant and its predecessor and 
who had testified that goods had been shipped to the United States 


continuously since 1895 and with respect to this testimony said: 


“He gives no reason whatever for fixing this date and it may be 
further noted that his testimony, even if correct, would not be sufficient 
to fix the date as early as ten years prior to the passage of the Act of 
1905, since a shipment in 1895 might have been at any time during that 
year, even as late as December.” ” 


* Franciscus Josephus Maria Rademaker v. Maatschappij Tot Ex- 
ploitatie van Rademaker’s Koninklijke Cacao & Chocolade Fabrieken, 
151 M. D. 858, December 4, 1928. 
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TEXT OF PAN-AMERICAN TRADE-MARK CONVENTION 
Signed at Washington, February 20, 1929 


Cuapter | 


EQUALITY OF CITIZENS AND ALIENS AS TO TRADE-MARK AND 
COMMERCIAL PROTECTION 


Article 1 


The Contracting States bind themselves to grant to the na- 
tionals of the other Contracting States and to domiciled foreigners 
who own a manufacting or commercial establishment or an agricul- 
tural development in any of the States which have ratified or ad- 
hered to the present Convention the same rights and remedies which 
their laws extend to their own nationals or domiciled persons with 
respect to trade-marks, trade-names, and the repression of unfair 
competition and false indications of geographical origin or source. 


Cuapter [I 
TRADE-MARK PROTECTION 
Article 2 


The person who desires to obtain protection for his marks in a 
country other than his own, in which this Convention is in force, 
can obtain protection either by applying directly to the proper 


office of the State in which he desires to obtain protection, or 
through the Inter-American Trade-Mark Bureau referred to in the 
Protocol on the Inter-American Registration of Trade-Marks, if 


this Protocol has been accepted by his country and the country in 


which he seeks protection. 


Article 3 


Every mark duly registered or legally protected in one of the 
Contracting States shall be admitted to registration or deposit and 
legally protected in the other Contracting States, upon compliance 
with the formal provisions of the domestic law of such States. 
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Registration or deposit may be refused or canceled of marks: 

1. The distinguishing elements of which infringe rights al- 
ready acquired by another person in the country where registration 
or deposit is claimed. 

2. Which lack any distinctive character or consist exclusively 
of words, symbols, or signs which serve in trade to designate the 
class, kind, quality, quantity, use, value, place of origin of the 
products, time of production, or which are or have become at the 
time registration or deposit is sought, generic, or usual terms in 
current language or in the commercial usage of the country where 
registration or deposit is sought, when the owner of the marks seeks 
to appropriate them as a distinguishing element of his mark. 

In determining the distinctive character of a mark, all the cir- 
cumstances existing should be taken into account, particularly the 
duration of the use of the mark and if in fact it has acquired in the 
country where deposit, registration or protection is sought, a signifi- 
cance distinctive of the applicant’s goods. 

3. Which offend public morals or which may be contrary to 
public order. 

4. Which tend to expose persons, institutions, beliefs, national 
symbols or those of associations of public interest, to ridicule or 
contempt. 

5. Which contain representations of racial types or scenes 
typical or characteristic of any of the Contracting States, other 
than that of the origin of the mark. 

6. Which have as a principal distinguishing element, phrases, 
names or slogans which constitute the trade-name or an essential 
or characteristic part thereof, belonging to some person engaged in 
any of the other Contracting States in the manufacture, trade or 
production of articles or merchandise of the same class as that to 
which the mark is applied. 


Article 4 


The Contracting States agree to refuse to register or to cancel 
the registration and to prohibit the use, without authorization by 
competent authority, of marks which include national and state 
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flags and coats-of-arms, national or state seals, designs on public 
coins and postage stamps, official labels, certificates or guarantees, 
or any national or state official insignia or simulations of any of the 
foregoing. 


Article 5 


Labels, industrial designs, slogans, prints, catalogues or adver- 
tisements used to identify or to advertise goods, shall receive the 
same protection accorded to trade-marks in countries where they 
are considered as such, upon complying with the requirements of 
the domestic trade-mark law. 


Article 6 


The Contracting States agree to admit to registration or de- 
posit and to protect collective marks and marks of associations, the 
existence of which is not contrary to the laws of the country of 
origin, even when such associations do not own a manufacturing, 
industrial, commercial or agricultural establishment. 

Each country shall determine the particular conditions under 
which such marks may be protected. 

States, Provinces or Municipalities, in their character of cor- 
porations, may own, use, register or deposit marks and shall in 
that sense enjoy the benefits of this Convention. 


Article 7 


Any owner of a mark protected in one of the Contracting States 
in accordance with its domestic law, who may know that some other 
person is using or applying to register or deposit an interfering 
mark in any other of the Contracting States, shall have the right 
to oppose such use, registration or deposit and shall have the right 
to employ all legal means, procedure or recourse provided in the 
country in which such interfering mark is being used or where its 
registration or deposit is being sought, and upon proof that the 
person who is using such mark or applying to register or deposit it, 
had knowledge of the existence and continuous use in any of the 
Contracting States of the mark on which opposition is based upon 


goods of the same class, the opposer may claim for himself the 
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preferential right to use such mark in the country where the opposi- 
tion is made or priority to register or deposit it in such country, 
upon compliance with the requirements established by the domestic 
legislation in such country and by this Convention. 


Article 8 


When the owner of a mark seeks the registration or deposit 
of the mark in a Contracting State other than that of origin of the 
mark and such registration or deposit is refused because of the 
previous registration or deposit of an interfering mark, he shall 
have the right to apply for and obtain the cancellation or annul- 
ment of the interfering mark upon proving, in accordance with the 
legal procedure of the country in which cancellation is sought, the 
stipulations in paragraph (a) and those of either paragraph (b) or 
(c) below: 

(a) That he enjoyed legal protection for his mark in another 
of the Contracting States prior to the date of the application for 
the registration or deposit which he seeks to cancel; and 

(b) That the claimant of the interfering mark, the cancella- 
tion of which is sought, had knowledge of the use, employment, 
registration or deposit in any of the Contracting States of the mark 
for the specific goods to which said interfering mark is applied, 
prior to adoption and use thereof or prior to the filing of the appli- 
cation or deposit of the mark which is sought to be cancelled; or 

(c) That the owner of the mark who seeks cancellation based 
on a prior right to the ownership and use of such mark, has traded 
or trades with or in the country in which cancellation is sought, 
and that goods designated by his mark have circulated and circulate 
in said country from a date prior to the filing of the application 
for registration or deposit for the mark, the cancellation which is 
claimed, or prior to the adoption and use of the same. 


Article 9 


When the refusal of registration or deposit of a mark is based 
on a registration previously effected in accordance with this Con- 
vention, the owner of the refused mark shall have the right to re- 
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quest and obtain the cancellation of the mark previously registered 
or deposited, by proving, in accordance with the legal procedure 
of the country in which he is endeavoring to obtain registration or 
deposit of his mark, that the registrant of the mark which he de- 
sires to cancel, has abandoned it. The period within which a mark 
may be declared abandoned for lack of use shall be determined by 
the internal law of each country, and if there is no provision in the 
internal law, the period shall be two years and one day beginning 
from the date of registration or deposit if the mark has never been 
used, or one year and one day if the abandonment or lack of use 
took place after the mark has been used. 


Article 10 


The period of protection granted to marks registered, deposited 
or renewed under this Convention, shall be the period fixed by the 
laws of the State in which registration, deposit or renewal is made 
at the time when made. 

Once the registration or deposit of a mark in any Contracting 
State has been effected, each such registration or deposit shall exist 
independently of every other and shall not be affected by changes 
that may occur in the registration or deposit of such mark in the 
other Contracting States, unless otherwise provided by domestic 
law. 


Article 11 


The transfer of the ownership of a registered or deposited 
mark in the country of its original registration shall be effective and 
shall be recognized in the other Contracting States, provided that 
reliable proof be furnished that such transfer has been executed 
and registered in accordance with the internal law of the State in 
which such transfer took place. Such tranfer shall be recorded in 
accordance with the legislation of the country in which it is to be 
effective. 


The use and exploitation of trade-marks may be transferred 
separately for each country, and such transfer shall be recorded 
upon the production of reliable proof that such transfer has been 








76 NINETEEN TRADE-MARK REPORTER 


executed in accordance with the internal law of the State in which 
such transfer took place. Such transfer shall be recorded in ac- 
cordance with the legislation of the country in which it is to be 
effective. 


Article 12 


Any registration or deposit which has been effected in one of 
the Contracting States, or any pending application for registration 
or deposit, made by an agent, representative or customer of the 
owner of a mark in which a right has been acquired in another 
Contracting State through its registration, prior application or use, 
shall give to the original owner the right to demand its cancellation 
or refusal in accordance with the provisions of this Convention and 
to request and obtain the protection for himself, it being considered 
that such protection shall revert to the date of the application of 
the mark so denied or cancelled. 


Article 13 


The use of a trade-mark by its owner in a form different in 
minor or non-substantial elements from the form in which the mark 
has been registered in any of the Contracting States, shall not en- 
tail forfeiture of the registration or impair the protection of the 
mark. 

In case the form or distinctive elements of the mark are sub- 
stantially changed, or the list of goods to which it is to be applied 
is modified or increased, the proprietor of the mark may be re- 
quired to apply for a new registration, without prejudice to the 
protection of the original mark or in respect to the original list of 
goods. 

The requirements of the laws of the Contracting States with 
respect to the legend which indicates the authority for the use of 
trade-marks, shall be deemed fulfilled in respect to goods of 
foreign origin if such marks carry the words or indications legally 
used or required to be used in the country of origin of the goods. 
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Cuapter III 
PROTECTION OF COMMERCIAL NAMES 
Article 14 


Trade-names or commercial names of persons entitled to the 
benefits of this Convention shall be protected in all the Contract- 
ing States. Such protection shall be enjoyed without necessity of 
deposit or registration, whether or not the name forms part of a 
trade-mark. 

Article 15 

The names of an individual, surnames and trade-marks used by 
manufacturers, industrialists, merchants or agriculturists to denote 
their trade or calling, as well as the firm’s name, the name or title 
legally adopted and used by associations, corporations, companies 
or manufacturing, industrial, commercial or agricultural entities, in 
accordance with the provisions of the respective national laws, 
shall be understood to be commercial names. 


Article 16 


The protection which this Convention affords to commercial 
names shall be: 

(a) To prohibit the use or adoption of a commercial name 
identical with or deceptively similar to one legally adopted and pre- 
viously used by another engaged in the same business in any of 
the Contracting States; and 

(b) To prohibit the use, registration or filing of a trade- 
mark the distinguishing elements of which consist of the whole or 
an essential part of a commercial name legally adopted and pre- 
viously used by another owner domiciled or established in any of 
the Contracting States, engaged in the manufacture, sale or produc- 
tion of products or merchandise of the same kind as those for which 
the trade-mark is intended. 


Article 17 


Any manufacturer, industrialist, merchant or agriculturist 
domiciled or established in any of the Contracting States, may, in 
accordance with the laws and the legal procedure of such countries, 
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oppose the adoption, use, registration or deposit of a trade-mark 
for products or merchandise of the same class as those sold under 
his commercial name, when he believes that such trade-mark or 
the inclusion in it of the trade or commercial name or a simulation 
thereof may lead to error or confusion in the mind of the consumer 


with respect to such commercial name legally adopted and pre- 
viously in use. 


Article 18 


Any manufacturer, industrialist, merchant or agriculturist 
domiciled or established in any of the Contracting States may, in 
accordance with the law and procedure of the country where the 
proceeding is brought, apply for and obtain an injunction against 
the use of any commercial name or the cancellation of the registra- 
tion or deposit of any trade-mark, when such name or mark is in- 
tended for use in the manufacture, sale or production of articles or 
merchandise of the same class, by proving: 

(a) That the commercial name or trade-mark, the enjoining 
or cancellation of which is desired, is identical with or deceptively 
similar to his commercial name already legally adopted and pre- 
viously used in any of the Contracting States, in the manufacture, 
sale or production of articles of the same class, and 

(b) That prior to the adoption and use of the commercial 
name, or to the adoption and use or application for registration or 
deposit of the trade-mark, the cancellation of which is sought, or 
the use of which is sought to be enjoined, he used and continues 
to use for the manufacture, sale or production of the same products 
or merchandise his commercial name adopted and previously used 
in any of the Contracting States or in the State in which cancella- 
tion or injunction is sought. 


Article 19 


The protection of cemmercial names shall be given in accord- 
ance with the internal legislation and by the terms of this Conven- 
tion, and in all cases where the internal legislation permits, by the 


competent governmental or administrative authorities whenever they 
have knowledge or reliable proof of their legal existence and use, 
or otherwise upon the motion of any interested party. 
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CuaptTer IV 
REPRESSION OF UNFAIR COMPETITION 
Article 20 


Every act or deed contrary to commerical good faith or to 
the normal and honorable development of industrial or business 
activities shall be considered as unfair competition and, therefore, 
unjust and prohibited. 


Article 21 


The following are declared to be acts of unfair competition 
and unless otherwise effectively dealt with under the domestic laws 
of the Contracting States shall be repressed under the provisions 
of this Convention: 

(a) Acts calculated directly or indirectly to represent that 
the goods or business of a manufacturer, industrialist, merchant 
or agriculturalist are the goods or business of another manufac- 
turer, industrialist, merchant or agriculturist of any of the other 
Contracting States, whether such representation be made by the 
appropriation or simulation of trade-marks, symbols, distinctive 
names, the imitation of labels, wrappers, containers, commercial 
names, or other means of identification; 

(b) The use of false descriptions of goods, by words, sym- 
bols or other means tending to deceive the public in the country 
where the acts occur, with respect to the nature, quality, or utility 
of the goods; 

(c) The use of false indications of geographical origin or 
source of goods, by words, symbols, or other means which tend 
in that respect to deceive the public in the country in which these 
acts occur: 


(d) To sell, or offer for sale to the public an article, product 
or merchandise of such form or appearance that even though it does 
not bear directly or indirectly an indication of origin or source, 
gives or produces, either by pictures, ornaments, or language 
employed in the text, the impression of being a product, article or 
commodity originating, manufactured or produced in one of the 
other Contracting States; 
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(e) Any other act or deed contrary to good faith in indus- 
trial, commercial or agricultural matters which, because of its 


nature or purpose, may be considered analogous or similar to those 
above mentioned. 


Article 22 


The Contracting States which may not yet have enacted legis- 
lation repressing the acts of unfair competition mentioned in this 
chapter, shall apply to such acts the penalties contained in their 
legislation on trade-marks or in any other statutes, and shall grant 
relief by way of injunction against the continuance of said acts 
at the request of any party injured; those causing such injury 
shall also be answerable in damages to the injured party. 


CuHaPptTerR V 


REPRESSION OF FALSE INDICATIONS OF GEOGRAPHICAL ORIGIN OR 
SOURCE 


Article 23 


Every indication of geographical origin or source which does 
not actually correspond to the place in which the article, product 
or merchandise was fabricated, manufactured, produced or har- 
vested, shall be considered fraudulent and illegal, and therefore 
prohibited. 


Article 24 


For the purposes of this Convention the place of geographical 
origin or source shall be considered as indicated when the geog- 
raphical name of a definite locality, region, country or nation, 
either expressly and directly, or indirectly, appears on any trade- 
mark, label, cover, packing or wrapping, of any article, product 
or merchandise, directly or indirectly thereon, provided that said 
geographical name serves as a basis for or is the dominant element 
of the sentences, words or expressions used. 


Article 25 


Geographical names indicating geographical origin or source 
are not susceptible of individual appropriation, and may be freely 
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used to indicate the origin or source of the products or merchandise 
or his commercial domicile, by any manufacturer, industrialist, 
merchant or agriculturist established in the place indicated or deal- 
ing in the products there originating. 


Article 26 


The indication of the place of geographical origin or source, 
affixed to or stamped upon the product or merchandise, must corre- 
spond exactly to the place in which the product or merchandise 
has been fabricated, manufactured or harvested. 


Article 27 


Names, phrases or words, constituting in whole or in part 
geographical terms which through constant, general and reputable 
use in commerce have come to form the name or designation itself 
of the article, product or merchandise to which they are applied, 
are exempt from the provisions of the preceding article; this ex- 
ception, however, does not include regional indications of origin of 
industrial or agricultural products the quality and reputation of 
which to the consuming public depend on the place of production 
or origin. 


Article 28 


In the absence of any special remedies insuring the repression 
of false indications of geographical origin or source, remedies 
provided by the domestic sanitary laws, laws dealing with mis- 
branding and the laws relating to trade-marks or trade-names, 
shall be applicable in the Contracting States. 


Cuapter VI 
REMEDIES 
Article 29 
The manufacture, exportation, importation, distribution, or 
sale is forbidden of articles or products which directly or indirectly 


infringe any of the provisions of this Convention with respect to 
trade-mark protection; protection and safeguard of commercial 
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names; repression of unfair competition; and repression of false 
indications of geographical origin or source. 


Article 30 


Any act prohibited by this Convention will be repressed by 
the competent administrative or judicial authorities of the govern- 
ment of the state in which the offense was committed, by the legal 
methods and procedure existing in said country, either by official 
action, or at the request of interested parties, who may avail them- 
selves of the rights and remedies afforded by the laws to secure 
indemnification for the damage and loss suffered; the articles, prod- 
ucts or merchandise or their marks, which are the instrumentality 
of the acts of unfair competition, shall be liable to seizure or 
destruction, or the offending markings obliterated, as the case 
may be. 


Article 31 


Any manufacturer, industrialist, merchant or agriculturist, 
interested in the production, manufacture, or trade in the mer- 
chandise or articles affected by any prohibited act or deed, as well 
as his agents or representatives in any of the Contracting States 
and the consular officers of the state to which the locality or region 
falsely indicated as the place to which belongs the geographical 
origin or source, shall have sufficient legal authority to take and 
prosecute the necessary actions and proceedings before the admin- 
istrative authorities and the courts of the Contracting States. 

The same authority shall be enjoyed by official commissions 
or institutions and by syndicates or associations which represent 
the interests of industry, agriculture or commerce and which have 
been legally established for the defense of honest and fair trade 
methods. 


Cuaprter VII 


GENERAL PROVISIONS 
Article 32 


The administrative authorities and the courts shall have sole 
jurisdiction over administrative proceedings and administrative 
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judgments, civil or criminal, arising in matters relating to the ap- 
plication of the national law. 

Any differences which may arise with respect to the interpreta- 
tion or application of the principles of this Convention shall be 
settled by the courts of justice of each state, and only in case 
of the denial of justice shall they be submitted to arbitration. 

Article 33 


Each of the Contracting States, in which it does not yet 
exist, hereby agrees to establish a protective service, for the sup- 
pression of unfair competition and false indication of geographic 
origin or source, and to publish for opposition in the official pub- 
lication of the government, or in some other periodical, the trade- 
marks solicited and granted as well as the administrative decisions 
made in the matter. 

Article 34 

The present Convention shall be subject to periodic revision 
with the object of introducing therein such improvements as ex- 
perience may indicate, taking advantage of any international con- 
ferences held by the American States, to which each country shall 
send a delegation, in which it is recommended that there be included 
experts in the subject of trade-marks, in order that effective results 
may be achieved. 

The national administration of the country in which such con- 
ferences are held shall prepare, with the assistance of the Pan 
American Union and the Inter-American Trade-Mark Bureau, the 
work of the respective conference. 

The Director of the Inter-American Trade-Mark Bureau 
may attend the sessions of such conferences and may take part 
in the discussions, but shall have no vote. 


Article 35 


The provisions of this Convention shall have the force of 
law in those states in which international treaties possess that char- 
acter, as soon as they are ratified by their constitutional organs. 

The Contracting States in which the fulfillment of interna- 
tional agreements is dependent upon the enactment of appropriate 
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laws, on accepting in principle this Convention, agree to request 
of their legislative bodies the enactment of the necessary legisla- 
tion in the shortest possible period of time and in accordance 
with their constitutional provisions. 


Article 36 


The Contracting States agree that, as soon as this Convention 
becomes effective, the Trade-Mark Conventions of 1910 and 1923 
shall automatically cease to have effect; but any rights which have 
been acquired, or which may be acquired thereunder, up to the 
time of the coming into effect of this Convention, shall continue to 
be valid until their due expiration. 


Article 37 


The present Convention shall be ratified by the Contracting 
States in conformity with their respective constitutional procedures. 

The original Convention and the instruments of ratification 
shall be deposited with the Pan American Union which shall trans- 
mit certified copies of the former and shall communicate notice of 
such ratifications to the other signatory governments, and the 
Convention shall enter into effect for the Contracting States in the 
order that they deposit their ratifications. 

This Convention shall remain in force indefinitely, but it 
may be denounced by means of notice given one year in advance, 
at the expiration of which it shall cease to be in force as regards 
the party denouncing the same, but shall remain in force as regards 
the other states. All denunciations shall be sent to the Pan Amer- 
ican Union which will thereupon transmit notice thereof to the 
other Contracting States. 

The American States which have not subscribed to this Con- 
vention may adhere thereto by sending the respective official instru- 
ment to the Pan American Union which, in turn, will notify the 
governments of the remaining Contracting States in the manner 
previously indicated. 


In witness whereof the above named delegates have signed 
this Convention in English, Spanish, Portuguese and French, and 
thereto have affixed their respective seals. 
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Done in the city of Washington, on the twentieth day of 
February in the year one thousand nine hundred and twenty-nine. 


[Nore: The nations subscribing to the Convention were as follows: 
Bolivia, Colombia, Costa Rica, Cuba, Dominican Republic, Guatemala. 
Haiti, Mexico, Panama, Peru, and the United States. The Convention does 
not become effective until ratified by the contracting states, as provided 
therein.—Eb. } 


Protocol on the Inter-American Registration of Trade-Marks 


Whereas, the governments of Peru, Bolivia, Paraguay, Ecua- 
dor, Uruguay, Dominican Republic, Chile, Panama, Venezuela, 
Costa Rica, Cuba, Guatemala, Haiti, Colombia, Brazil, Mexico, 
Nicaragua, Honduras and the United States of America has this 
day signed at Washington through their respective delegates a 
General Inter-American Convention for Trade-Mark and Commer- 
cial Protection; 

Whereas, the maintenance of an international American agency 
is considered desirable that manufacturers, industrialists, merchants 
and agriculturists may enjoy the trade-mark and commercial pro- 
tection which that Convention grants them, and that it may serve 
as a center of information, and cooperate in the fulfillment and 
improvement of the provisions of the Convention; 

Whereas, the adoption of a general convention and a Protocol 
may facilitate ratification among the Contracting States and adher- 
ence among the American Republics which have not taken part in 
the negotiations, since acceptance of the Convention does not imply 
acceptance of this instrument, 


The above mentioned governments have agreed as follows: 


Article 1 


Natural or juridical persons domiciled in or those who possess 
a manufacturing or commercial establishment or an agricultural 
enterprise in any of the states that may have ratified or adhered 
to the present Protocol, may obtain the protection of their trade- 
marks through the registration of such marks in the Inter-Amer- 
ican Trade-Mark Bureau. 
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Article 2 


The owner of a mark registered or deposited in one of the 
Contracting States who desires to register it in any of the other 
Contracting States, shall file an application to this effect in the 
office of the country of original registration, which office shall 
transmit it to the Inter-American Trade-Mark Bureau, complying 
with the regulations. A postal money order or draft on a bank 
of recognized standing, in the amount of $50.00, as a fee for the 
Inter-American Trade-Mark Bureau, plus the amount of the fees 
required by the national law of each of the countries in which he 
desires to obtain protection for his mark, shall accompany such 
application. 

Article 3 


Immediately on receipt of the application for the registration 
of a mark, and on determining that it fulfills all the requirements, 
the Inter-American Trade-Mark Bureau shall issue a certificate and 
shall transmit by registered mail copies of the same accompanied 
by a money order for the amount required by the respective offices 
of the states in which protection is desired. In the case of adhe- 
sions or ratifications of additional states after the registration of 
a mark, the Inter-American Bureau shall, through the respective 
offices of their countries, inform the proprietors of marks registered 
through the Bureau of said adhesions or ratifications, informing 
them of the right that they have to register their marks in the new 
adhering or ratifying states, in which registration shall be effected 
in the manner above mentioned. 


Article 4 


Each of the Contracting States, through its Trade-Mark Office, 
shall immediately acknowledge to the Inter-American Bureau, the 
receipt of the application for registration of each mark, and shall 
proceed to carry through the proceedings with every possible dis- 
patch, directing that the application be published at the expense 
of the applicant in the usual official papers, and at the proper time 
shall notify the Inter-American Bureau of the action that it may 
have taken in accordance with its internal legislation and the 
provisions of this Convention. 
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In case protection is granted to the mark, it shall issue a 
certificate of registration in which shall be indicated the legal 
period of registration; which certificate shall be issued with the 
same formalities as national certificates and shall have the same 
effect in so far as ownership of the mark is concerned. This 
certificate of registration shall be sent to the Inter-American Trade- 
Mark Bureau, which shall transmit it to the Proprietor of the mark 
through the proper office of the country of origin. 

If, within seven months after the receipt by a Contracting 
State of an application for the protection of a trade-mark trans- 
mitted by the Inter-American Trade-Mark Bureau, the administra- 
tion of such state does not communicate to the Bureau notice of 
refusal of protection based on the provisions of its domestic legis- 
lation or on the provisions of the General Inter-American Conven- 
tion for Trade-Mark and Commercial Protection such mark shall 
be considered as registered and the Inter-American Trade-Mark 
Bureau shall so communicate to the applicant through the country 
of origin, and shall issue a special certificate which shall have the 
same force and legal value as a national certificate. 

In case protection of a mark is refused in accordance with the 
provisions of the internal legislation of a state or of the General 
Inter-American Convention for Trade-Mark and Commercial Pro- 
tection, the applicant may have the same recourse which the respec- 
tive laws grant to the citizens of the state refusing protection. 
The period within which the recourse and actions granted by na- 
tional laws may be exercised shall begin four months after receipt 
by the Inter-American Trade-Mark Bureau of the notice of refusal. 

The Inter-American registration of a trade-mark communi- 


cated to the Contracting States, which may already enjoy protec- 
tion in such states shall replace any other registration of the same 
mark effected previously by any other means, without prejudice to 
the rights already acquired by national registration. 


Article 5 


In order to effect the transfer of ownership of a trade-mark 
or the assignment of the use of the same, the same procedure as 
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that set forth in the foregoing articles shall be followed, except 
that in this case there shall only be remitted to the Inter-American 
Bureau $10.00, to be retained by said Bureau, plus the fees fixed 
by the domestic legislation of each one of the countries in which 
it is desired to register the transfer or assignment of the mark, it 
being understood that the use of trade-marks may be transferred 
separately in each country. 


Article 6 


If the applicant claims color as a distinctive element of his 
mark he shall be required to: 

1. Send a statement attached to the application for regis- 
tration declaring the color or the combination of colors which he 
claims; and 

2. Attach to the application for registration copies or speci- 
mens of the mark as actually used, showing the colors claimed, 
which shall be attached to the notifications sent by the Inter- 
American Bureau. The number of copies to be sent shall be 
fixed by the regulations. 


Article 7 

Trade-marks shall be published in a bulletin edited by the 
Inter-American Bureau, wherein shall appear the matter contained 
in the application for registration and an electrotype of the mark 
supplied by the applicant. 

Each administration of the Contracting States shall receive 
free of charge from the Inter-American Bureau as many copies 
of the above mentioned publication as it may ask for. 

The publication of a mark in the bulletin of the Inter-Amer- 
ican Bureau shall have the same effect as publication in the 
official journals or bulletins of the Contracting States. 


Article 8 


The Inter-American Bureau, on receipt of payment of a 
fee to be fixed by the regulations, shall furnish to any person 
who may so request, copies of the entries made in the register 
with reference to any particular mark. 
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Article 9 


The Inter-American Trade-Mark Bureau shall keep a record 
of renewals which have been effected in compliance with the re- 
quirements of the domestic laws of the Contracting States, and 
after payment of a fee of $10.00 to the Inter-American Trade- 
Mark Bureau and the customary fees required by the States where 
said renewal is effected. 

Six months prior to the expiration of the period of protection, 
the Inter-American Bureau shall communicate this information to 


the administration of the country of origin and to the owner of the 
mark. 


Article 10 


The owner of a trade-mark may at any time relinquish protec- 
tion in one or several of the Contracting States, by means of a 
notice sent to the administration of the country of origin of the 
mark, to be communicated to the Inter-American Bureau, which in 
turn shall notify the countries concerned. 


Article 11 


An applicant for registration or deposit, transfer or renewal 
of a trade-mark through the Inter-American Bureau, may appoint 
by a proper power of attorney at any time, an agent or attorney to 
represent him in any procedure, administrative, judicial or other- 
wise, arising in connection with such trade-marks or application in 
any Contracting State. 

Such agents or attorneys shall be entitled to notice of all the 
proceedings and to receive and present all documents that may be 
required by the Trade-Mark Bureau of each country under the pro- 
visions of this Protocol. 


Article 12 


The administration in the country of origin shall notify the 
Inter-American Bureau of all annulments, cancellations, renuncia- 
tions, transfers and all other changes in the ownership or use of 


the mark. 
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The Inter-American Bureau shall record these changes, notify 
the administrations of the Contracting States and publish them im- 
mediately in its bulletin. 

The same procedure shall be followed when the proprietor 
of the mark requests a reduction in the list of products to which 
the trade-mark is applied. 

The subsequent addition of a new product to the list may not 
be obtained except by a new registration of the mark according to 
the provisions of Article 2 of this Protocol. The same procedure 
shall be followed in the case of the substitution of one product for 
another. 


A rticle 13 


The Contracting States bind themselves to send through their 
respective national trade-mark offices, as soon as they are published, 
two copies of the official bulletins or publications in which judicial 
or administrative decisions or resolutions, laws, decrees, regulations, 
circulars, or any other provisions emanating from the executive, 
legislative or judicial authorities may appear and which refer to the 
protection of trade-marks, the protection of commercial names, thie 
repression of unfair competition and of false indications of origin, 
whether of an administrative, civil or penal nature. 


Article 14 


In order to comply with this Protocol, and to facilitate the 
Inter-American registration of trade-marks, the Contracting States 
establish as their international agency the Bureau located in 
Havana, Republic of Cuba, referred to as the “Inter-American 
Trade-Mark Bureau,” and confer upon its official correspondence 
the postal frank. 


Article 16 


The Inter-American Trade-Mark Bureau shall perform the 
duties specified in this Protocol and in the Regulations appended 
hereto, and shall be supported in part by the fees received for 
handling trade-marks and in part by the quotas assigned to the 
Contracting States. These quotas shall be paid directly and in ad- 
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vance to the Bureau in yearly installments and shall be determined 
in the following manner: 

The population of each Contracting State ratifying this 
Protocol shall be determined by its latest official census, the number 
of inhabitants to be divided into units of 100,000 each, fractions 
above 50,000 to be considered as a full unit, and those under to be 
disregarded. The annual budget shall be divided by the total num- 
ber of units, thereby determining the quota per unit. The contribu- 
tion of each State to the Inter-American Bureau shall be deter- 
mined by multiplying the quota per unit by the number of units 
allotted to each State. 

Upon receipt of new ratifications and adhesions to this 
Protocol, the same procedure shall be followed with respect to 
such States, the quota of each to be determined by adding these 
additional units and thus determining the quota per unit. 

It is expressly agreed that this annual contribution will con- 
tinue to be paid only so long as the other revenues of the Bureau 
are not sufficient to cover the expenses of its maintenance. So long 
as this situation exists, the latest census of population will be used 
each year and, on the basis of official data furnished by each Con- 
tracting State, the changes in population shall be made and the 
quotas determined anew before fixing the contributions to be paid 
by those States. Once the Bureau becomes self-supporting through 
its own receipts, the balance remaining from the quotas shall be 
returned to the States in proportion to the amounts received from 
them. 

At the end of each year the Inter-American Bureau shall pre- 
pare a statement of fees and contributions received and after mak- 
ing provision for its budgetary requirements for the following year 
and setting aside a reserve fund, shall return the balance to the 
Contracting States in proportion to the quotas paid by them. 

The budget of the Bureau and the reserve fund to be main- 
tained shall be submitted by the Director of the Bureau and ap- 
proved by the Chief Executive of the State in which the Bureau is 
established. The Director of the Bureau shall also submit an 
annual report to all ratifying States, for their information. 
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Article 16 


In case the Bureau should cease to exist, it shall be liquidated 
under the supervision of the Government of Cuba, the balance of 
the funds remaining to be distributed among the Contracting States 
in the same proportion as they contributed to its support. The 
buildings and other tangible property of the Bureau shall become 
the property of the Government of Cuba in recognition of the 
services of that Republic in giving effect to this Protocol; the Gov- 
ernment of Cuba agreeing to dedicate such property to purposes 
essentially inter-American in character. 

The Contracting States agree to accept as final any steps that 
may be taken for the liquidation of the Bureau. 


Article 17 


The provisions of this Protocol shall have the force of law in 
those States in which international treaties possess that character, 
as soon as they are ratified by their constitutional organs. 

The Contracting States in which the fulfillment of interna- 
tional agreements is dependent upon the enactment of appropriate 
laws, on accepting in principle this Protocol, agree to request of 
their legislative bodies the enactment of the necessary legislation in 
the shortest possible period of time and in accordance with their 
constitutional provisions. 


Article 18 


The Contracting States agree that, as soon as this Protocol 
becomes effective, the Trade-Mark Conventions of 1910 and 1923 
shall automatically cease to have effect in so far as they relate to 
the organization of the Inter-American Bureau; but any rights 
which have been or which may be acquired in accordance with the 
provisions of said Conventions, up to the time of the coming into 
effect of this Protocol, shall continue to be valid until their due 


expiration. 
Article 19 


The present Protocol shall be ratified by the Contracting 


States, in accordance with their respective constitutional procedure, 
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after they shall have ratified the “General Inter-American Conven- 
tion for Trade-Mark and Commercial Protection.” 

The original Protocol and the instruments of ratifications shall 
be deposited with the Pan-American Union, which shall transmit 
certified copies of the former and shall communicate notice of such 
ratifications to the Governments of the other signatory States and 
the Protocol shall become effective for the Contracting States in 
the order in which they deposit their ratifications. 

This Protocol shall remain in force indefinitely, but it may be 
denounced by means of notice given one year in advance, at the 
expiration of which it shall cease to be in force as regards the State 
denouncing the same, but shall remain in force as regards the other 
States. All denunciations shall be sent to the Pan-American Union 
which will thereupon transmit notice thereof to the other States. 

The American States which have not signed this Protocol may 
adhere thereto by sending the respective official instrument to the 
Pan-American Union which, in turn, will thereupon notify the 
Governments of the remaining Contracting States in the manner 
previously indicated. 


ANNEX—REGULATIONS 
Article 1 


The application to obtain protection under the Protocol of 
which the present Annex is a part shall be made by the owner of 
the mark or his legal representative to the administration of the 
State in which the mark has been originally registered or deposited 
in accordance with the provisions in force in that State, accom- 
panied by a money order or draft payable to the Director of the 
Inter-American Trade-Mark Bureau in the sum required by this 
Protocol. The application and money order shall be accompanied 
by an electrotype (10 x 10 centimeters) of the mark reproducing 
it as registered in the State of original registration. 


Article 2 


The National Bureau of such State having ascertained that 
the registration of the mark is legal and valid shall send to the 
Inter-American Trade-Mark Bureau, as soon as possible: 
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A, 
B. 
C. 
Be 


The money order; 

The electrotype of the mark; 

A certificate in duplicate containing the following details: 
The name and address of the owner of the mark; 

2. The date of the application for registration in the State 
of original registration; 

3. The date of registration of the mark in such State; 

4. The order number of the registration in such State; 

5. The date of expiration of the protection of the mark in 
such State; 

6. A facsimile of the mark as used; 

7. A statement of the goods on which the mark is used; 

8. The date of the application to the National Bureau of the 
State of the original registration to obtain protection under the 
Convention and this Protocol. 

D. When the applicant wishes to claim color as a distinctive 
element of his mark, thirty copies of the mark printed on paper, 
showing the color, and a brief description of the same. 


Article 3 


Within ten days after receipt from such administration of the 
matter required by Article 2, the Inter-American Trade-Mark 
Bureau shall enter all information in its books and inform the Na- 
tional Bureau of such State of the receipt of the application and of 
the number and date of the Inter-American registration. 


Article 4 


Within thirty days after such receipt, detailed copies of the 
Inter-American registration shall be sent to the National Bureaus 
of those States which have ratified the Protocol. 


Article 5 


The Inter-American Trade-Mark Bureau shall publish a 
periodic bulletin wherein shall appear the data included in the 
certificate provided for by Section C of Article 2 of these Regula- 
tions and also all other information which may be appropriate con- 
cerning registration of such marks in the various States. 
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The Inter-American Trade-Mark Bureau may also publish in 
its bulletin or separately, books, documents, information, studies, 
and articles concerning the protection of industrial property. 


Article 6 


The acceptance, opposition or refusal of a mark by the Na- 
tional Bureau of any one of the Contracting States shall be trans- 
mitted within ten day following the date of its receipt by the 
Inter-American Trade-Mark Bureau to the administration of the 
State of origin of the application with a view to its communication 
to whom it may concern. 


Article 7 


Changes in ownership of a mark communicated by the Bureau 
of the country of origin to the Inter-American Trade-Mark Bureau 
and accompanied by the required fees shall be examined, entered in 
the register, and corresponding notice sent to the Bureaus of the 
other Contracting States in which the transfer is to take place, 
accompanied by the proper fees, all within the time herein fixed 
with respect to applications. 


Article 8 


The Director of the Inter-American Trade-Mark Bureau shall 
be appointed by the Executive Power of the State in which the 
Bureau is located, from among lawyers of experience in the subject 
matter and of recognized moral standing. The Director, at his 
discretion, may appoint or remove the officials or employees of his 
Bureau, giving notice thereof to the Government of Cuba; adopt 
and promulgate such other rules, regulations and circulars as he 
may deen convenient for the proper functioning of the Bureau and 
which are not inconsistent with this Protocol. 


Article 9 


The Inter-American Trade-Mark Bureau may carry on any 
investigation on the subject of trade-marks which the Government 
of any of the Contracting States may request, and encourage the 
investigation of all problems, difficulties or obstacles which may 
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hinder the operation of the General Inter-American Convention for 
Trade-Mark and Commercial Protection, or of this Protocol. 


Article 10 


The Inter-American Trade-Mark Bureau shall cooperate with 
the Governments of the Contracting States in the preparation of 
material for international conferences on this subject; submit to 
those States such suggestions as it may consider useful, and such 
opinions as may be requested as to the modifications which should 
be introduced in the Inter-American pacts or in the laws concern- 
ing these subjects and in general facilitate the execution of the pur- 
poses of this Protocol. 


Article 11 


The Inter-American Trade-Mark Bureau shall inform the 
signatory Governments at least once a year as to the work which 
the Bureau has done or is doing. 


Article 12 


The Inter-American Trade-Mark Bureau shall maintain as far 
as possible relations with similar offices and scientific and industrial 
institutions and organizations for the exchange of publications, in- 
formation, and data relative to the progress of the law on the 
subject of the protection of trade-marks, defense and protection 
of commercial names and suppression of unfair competition and 
false indications of origin. 


Article 13 


These Regulations may be modified at any time at the request 
of any of the Contracting States or the Director of the Bureau, 
provided that the modification does not violate the General Conven- 
tion or the Protocol of which the Regulations form a part, and that 
the modification is approved by the Governing Board of the Pan- 
American Union, after having been circulated among the Contract- 
ing States for a period of six months before submission for the ap- 
proval of the Pan-American Union. 
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In witness whereof the above named delegates have signed this 
Protocol in English, Spanish, Portuguese and French, and thereto 
have affixed their respective seals. 

Done in the city of Washington on the twentieth day of Febru- 
ary in the year one thousand nine hundred and twenty-nine. 


Ciirton MANUFACTURING CompaNy v. Crawrorp-AusTIN 
MANUFACTURING CoMPANY 


United States Circuit Court of Appeals, Fifth Circuit 


February 4, 1929 


InsuNcTION—ApreaL—“Dux-Bak” ann “Rex-Autit”—Conruicrinc Marks. 

The use by defendants of the word “Rex-All” and a_ russet 

brown color for their tents, tarpaulins and wagon covers, after ap- 

pellee had used the word “Dux-Bak” and the russet brown color on 
similar goods, held rightly enjoined. 


In equity. Action for trade-mark infringement. 


Appeal from the District Court of the United States for the 
Western District of Texas. Affirmed. 


Nat Harris, of Waco, Tex., for appellant. 
W. W. Naman, (Spell, Naman & Penland on the brief), all 
of Waco, Tex., for appellee. 


Before Watker, Byran and Foster, Circuit Judges. 


By tHe Court: This is an appeal from a temporary injunc- 
tion issued in a suit by appellee to enjoin the infringement of its 
registered trade-mark. 

The parties were competitors in the manufacture and sale 
of tents, tarpaulins, and wagon covers. Appellee, in order that 
the purchasing public might identify its goods, adopted and regis- 
tered as a trade-mark the word “Dux-Bak,” immediately below 
which was printed, first the figure in side view of a duck, and 
then the words ‘“Waterproofed and Mildewproofed.” Appellee 
also adopted a russet brown color to distinguish its product from 
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the product of its competitors in business. Appellants made use 
of the word “Rex-All,’ underneath which was placed the figure 
of a crown and the words “Mildewproofed and Waterproofed.” 
They also adopted for their product the distinctive russet brown 
color. It was shown by the evidence that these two marks when 
stencilled on articles intended for sale bore such similarity in ap- 
pearance as that an ordinary purchaser was liable to be deceived, 
and to accept the product of appellants for that of appellee. 

Appellants at first used the word “Dri-Duk,” but were 
enjoined by appellee from doing so, and after that they began 
to use the mark which they were restrained from using in the 
present suit. It therefore appears quite conclusively that it was 
the intention of appellant to use a mark so similar to the trade- 
mark of appellee as to deceive the purchasing public, but with 
enough difference in appearance to escape the charge of infringe- 
ment. We have held that infringement was shown in the very 
similar cases of Vick Medicine Co. v. Vick Chemical Co., 11 F. 
(2) 33 [16 T.-M. Rep. 67], and Hydraulic Press Brick Co. v. 
Stevens, 15 F. (2) 312 [16 T.-M. Rep. 507]. 

Upon the reasoning of those cases, and the authorities therein 
cited, the order appealed from is affirmed. 


TextTiLteE PusiisHine Co. v. Art Metat Construction Co. 
United States District Court, Southern District of New York 
January 21, 1929 


Res Apsupicata—Patent Orrice Decision. 

Decisions of the Patent Office and of the Court of Appeals of 
the District of Columbia, in an opposition brought against the regis- 
tration of a trade-mark held not res adjudicata in a suit for infringe- 
ment, as these tribunals had no jurisdiction to decide the issue here 
presented. 

INFRINGEMENT—No Proor or ConFusion. 

In the absence of evidence of confusion, the use of the name 
“The Office Economist” on a monthly house organ, held not to in- 
fringe plaintiff's right in the name “Dry Goods Economist,” used on a 
a monthly trade journal. 
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In equity. Suit to restrain alleged infringement of registered 
trade-mark. Bill dismissed. 


O. Ellery Edwards, of New York City, for plaintiff. 

Prindle, Wright, Neal §& Bean (George T. Bean, John Lord 
O’Brien and Ralph Ulsh, of counsel), all of New York 
City, for defendant. 


Coteman, D. J.: Plaintiff publishes and sells a weekly trade 
journal under the title, “Dry Goods Economist,’ devoted to the 
merchandise and the operation of department stores and other 
retail dry goods stores. Defendant is a manufacturing concern 
making metal office equipment and as a means of advertising pub- 
lishes monthly a house organ under the title, “The Office Econ- 
omist,” which is not sold but is mailed free to executives in all 
lines of business including retail dry goods stores, and which is 
devoted to office methods and equipment. Plaintiff's magazine was 
started under its present title in 1857 and the name was registered 
as a trade-mark in 1912. Defendant in 1918 applied for the 
registration of “The Office Economist” as a trade-mark and in 
1919 commenced the publication under that title. Though the 
application was subsequently denied by the Patent Office because 
of the opposition of this plaintiff, defendant has nevertheless con- 
tinued the publication down to date, and the present action was 
commenced in 1924 for an injunction. Two questions are pre- 
sented, (1) was the decision in the opposition proceeding in the 
Patent Office res adjudicata, on the issue of whether the title 
“The Office Economist” as applied to defendant’s house organ 
infringes plaintiff's registered trade-mark “Dry Goods Economist” ; 
and (2) if that decision is not res adjudicata, how should the issue 
of infringement be decided. 

(1) In the opposition proceeding the Examiner originally 
denied this defendant’s application to register “The Office Econ- 
omist” on the ground that since the periodical was described in 
the application as “a magazine or journal issued monthly” it 
might cause confusion with this plaintiff's. As the decision of the 
Examiner states, “If the goods of the applicant were a trade 
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journal of the same characteristics as those of the opposer, the 
question whether confusion in trade would be likely seems at 
least reasonably doubtful. “In accordance with this decision, de- 
fendant amended its application so as to describe its publication 
as a “periodical published monthly as a house organ,” and the 
Examiner granted the registration. Thereafter, this plaintiff ap- 
pealed to the Commissioner of Patents, who reversed the Examiner 
and sustained the opposition on the very technical ground that 
the applicant (this defendant) by acquiescing in the Examiner’s 
original decision and amending its application waived its right to 
claim that the decision was wrong, and that assuming the correct- 
ness of that decision, without considering the merits of it, the sub- 
sequent amendment was invalid or at least immaterial so as not to 
justify the Examiner in changing his decision. This plaintiff 
appealed to the Court of Appeals of the District of Columbia, 
which affirmed the Commissioner’s decision on the same grounds. 
It thus appears that in the opposition proceeding there was no 
decision on the merits of the question whether this defendant’s 
title would be likely to cause confusion with plaintiff’s, except 
the two decisions of the Examiner, of which the first was adverse 
to this defendant and the second in its favor. 

Plaintiff concedes that the decision in the opposition proceed- 
ing was not res adjudicata when it was rendered, and that if it 
is so now, it is only because of a statute enacted three years 
later. The Court of Appeals of the District of Columbia made 
its decision in 1924 and the present action was commenced almost 
immediately. So that for the first three years that this action 
was pending plaintiff concedes the decision was not res ad judicata. 
In 1927 Congress enacted a statute providing that an applicant who 
is dissatisfied with the decision of the Commissioner of Patents 
and who appeals to the Court of Appeals of the District of Colum- 
bia thereby waives his right to maintain an independent action in 
equity under Section 4915 of the Revised Statutes. Plaintiff claims 
that this statute makes the decision of the Court of Appeals a 
final determination within the meaning of rules of law relating to 


res adjudicata. 
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Even assuming that the statute of 1927 could be construed 
as providing that the appeal of this defendant, which had been 
taken three years before the enactment, waived the right which 
the defendant unquestionably had up to the time of the enact- 
ment to maintain an independent action in equity to attack the 
decision of the Commissioner, still I am unable to see that the 
rule of res adjudicata is applicable to the present action. The 
decision in the opposition proceeding as affirmed by the Court of 
Appeals was a departmental decision to the effect that the execu- 
tive branch of the government would not give this defendant the 
affirmative advantages of a registration of the name as a trade- 
mark. It is true the reason for the refusal was the similarity to 
plaintiff's previously registered trade-mark, but as stated in the 
decision of the Examiner, the basis of it was that “the question 
whether confusion in trade would be likely seems at least reason- 
ably doubtful.” In other words, the executive branch of the gov- 
ernment refused its sanction because there was some doubt as to 
whether confusion would arise. In the present action we 
must determine whether defendant has done an_ affirmative 
wrong by using the name. The various tribunals taking part in 
the departmental decision, including the Court of Appeals, did 
not have jurisdiction to determine the question now presented 
and did not in fact purport to do so. Not only is the rule of 
res adjudicata inapplicable, but in this instance I do not find that 
the decision in the Patent Office is even persuasive. 

(2) Coming to the merits of the controversy, the two titles 
“Dry Goods Economist” and “The Office Economist” are as differ- 
ent as two expressions can be except for the word “Economist.” 
Certainly, “Dry Goods” and “The Office” in no way suggest each 
other. The word “Economist” has frequently appeared in the titles 
of publications and plaintiff claims no exclusive right to its use with 
other words in the trade-mark of a periodical. Considering the 
titles in their entirety, I cannot see how confusion would be pos- 
sible. Certainly, after nine years of use there is no evidence that 
any actually did occur. Furthermore, the two periodicals are 


quite different in their appearances, purposes and subject matter; 
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and as a practical matter their readers are entirely different also. 
Under these circumstances I have no hesitation in holding that 


there is no infringement and that the bill should be dismissed 
on the merits. 


Settle decree on notice. 


Currton Mre. Co. v. Crawrorp-Austin Mra. Co. 
(12 S. W. Rep. 1098) 


Texas Court of Civil Appeals 
January 3, 1929 


Unram Competition—Usr or Cortorn—Ricutr to Prorecrion—Rvte. 

The use of a particular color as a means of identification in the 
manufacture and sale of goods is governed by the same rule as the 
use of geographical names in the same connection. In either case 
where a secondary meaning has been acquired, the use of the name 
or color will be protected as against its use by others in such a way 
as to deceive the public. 


Unram Competition—Temporary InsuncTiIon—DIscretIon. 
On appeal from a decision granting a temporary injunction 
against the use of a specific color, where such use had only just begun 
by appellants, and there was no evidence that they would materially 


be injured, held that there was no abuse of discretion by the lower 
court, on the facts shown. 


In equity. Suit to enjoin alleged unfair competition. From 


decision granting temporary injunction, defendants appeal, 


Affirmed. 


Sleeper, Boynton & Kendall and Nat Harris, all of Waco, 
Texas, for appellants. 


Spell, Naman & Penland, of Waco, Texas, for appellee. 


Gavuacuer, C. J.: This suit was instituted by Crawford- 
Austin Mfg. Company, a corporation, appellee herein, against 
Clifton Manufacturing Company, a partnership composed of A. T. 
Clifton and W. R. Clifton, appellants herein, to enjoin appellants 
from continuing to manufacture and sell tents, tarpaulins, and 
wagon covers of the distinctive russet or reddish brown color used 
by appellee in the manufacture and sale of such articles, and for 
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damages resulting from the manufacture and sale of such articles 
by appellants prior to the filing of this suit in the sum of $50,000. 
Appellants and appellee are both large manufacturers of said 
articles, and sell them in approximately the same trade territory. 
Prior to June, 1926, appellee was engaged in manufacturing and 
selling canvas tents, tarpaulins, and wagon covers. Its factory was, 
and is still, located at Waco, Tex. The canvas used by it in the 
manufacture of said articles was first treated with a special water- 
proofing process. In the course of such treatment, but not as a 
functional part thereof, the canvas was colored what is termed 
in the record a bright yellow or khaki. Appellee stamped on each 
of the articles so manufactured and sold its registered trade-mark, 
which consisted of the picture of a duck, with the words “Dux- 
Bak” printed above the same in the form of an arc. Neither ap- 
pellants nor appellee claim any exclusive rights to the use of said 
color in the manufacture and sale of such products, Appellants had 
for many years prior to said time been engaged in the manufacture 
and sale of such articles. Their factory was, and still is, located 
at Waco. For about two years prior to June, 1926, appellants 
used in such manufacture canvas which had been treated by them 
with a waterproofing process similar to that used by appellee, and, 
in the course of such treatment, but not as a functional part there- 
of, the canvas was colored yellow, of substantially the same hue 
as the canvas waterproofed and used by appellee in the manufac- 
ture of its said products. Appellants stamped on each of the 
articles so manufactured and sold a trade-mark consisting of the 
picture of a duck, with the words “Dry Dux’ printed above the 
same in the form of an are. The use of said trade-mark was 
enjoined by appellee as an infringement of its own. Since said 
injunction appellants have used on their tents, tarpaulins, and 
wagon covers manufactured out of such bright yellow or khaki- 
colored canvas, a trade-mark consisting of the picture of a seal, 
with the words “Seal-Tex” printed in connection therewith. They 
were, at the time of the hearing below, still manufacturing and 
selling such products in such color and under such trade-mark. 
The right to continue to do so is not questioned in this case. 
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Appellee, for the purpose of making its said products more 
readily distinguishable from like products manufactured by appel- 
lants and others, about June, 1926, selected a color which it calls 
a russet or reddish brown, and, during the process of water- 
proofing, but not as a functional part thereof, dyed canvas so 
used such color. After such date appellee continued to manufac- 
ture and sell tents, tarpaulins, and wagon covers made of bright 
yellow or khaki-colored canvas, but it called the same “Magic 
Khaki.” Said words were arranged in the form of a trade-mark, 
the word “Magic” being printed in large capitals broadly spaced, 
and the word “Khaki” in small capitals closely spaced immediately 
below the same. Appellee, at the time of the hearing below, was 
still manufacturing and selling said products in such color and 
under such name as a trade-mark. Its right to continue to do so 
is not questioned in this case. Appellee at said time began to 
manufacture and sell tents, tarpaulins, and wagon covers made 
out of said russet or reddish brown-colored canvas, and was still 
doing so at the time of the trial below. On all of said colored 
products it stamped its regular ““_Dux-Bak” trade-mark. It adver- 
tised the same as superior in quality to its Magic Khaki products, 
but did not feature such color in its advertisements, except that 
in its illustrated price lists its Dux-Bak products were pictured 
in said color. About April 1, 1928, appellants began coloring 
canvas during the process of waterproofing, but not as a functional 
part of such process, substantially the same hue of russet or red- 
dish brown used by appellee. They used the waterproof canvas 
so colored by them in manufacturing tents, tarpaulins, and wagon 
covers. They stamped upon each of such articles a trade-mark 
consisting of a crown, with the words “Rex-All” printed above in 
the form of an arc. In all illustrated price lists issued by them 
they pictured said Rex-All products in said specific russet or 
reddish-brown color. They also advertised such products as inferior 
in quality to their yellow Seal-Tex products. Appellee, in a suit 
in the federal court, enjoined appellants from using said trade- 
mark, on the ground that it was a colorable imitation and infringe- 
ment of their own Dux-Bak trade-mark. Appellants thereafter 
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continued to manufacture and sell such articles made out of water- 
proof russet or reddish-brown canvas, and stamped thereon the 
trade-name “‘Rain-Tite.”” Appellee then brought this suit to enjoin 
and restrain appellants from using waterproof canvas of said 
specific russet or reddish-brown color in the manufacture of such 
articles. 

As grounds for such relief, appellee alleged, in substance, that, 
for the purpose of making its products more distinctive, it selected, 
and was the first to adopt and use, such specific russet or reddish- 
brown color; that it was at the time, and had continued to be, 
the only manufacturer of such products using such color; that it 
had built up an extensive trade in such products; that the same 
had become identified in the public mind with such distinctive 
color, so that persons desiring to purchase from local dealers such 
articles of its manufacture frequently called for the same by such 
color. Appellee further alleged that appellants knew the large 
demand for, and use of, such products manufactured and sold by 
it in said distinctive color; that appellants, with the intent and 
purpose of counterfeiting appellee’s said products and confusing 
the buying public and inducing the belief that the products manu- 
factured by them were in truth and in fact products manufactured 
and sold by appellee, and thus fraudulently securing for them- 
selves the benefits of the popularity of its said products and the 
large demand therefore, began on or about April 1, 1928, to 
manufacture and sell tents, tarpaulins, and wagon covers in exactly 
the same distinctive color so first adopted and continuously and 
extensively used by appellee in its manufacture of such products, 
and that such acts on the part of appellants constituted unfair 
competition. 

Appellee further alleged that purchasers of said such specific 
products had been in fact confused and deceived into buying articles 
of such color so manufactured and sold by appellants, as and for 
similar articles manufactured and sold by appellee, solely by 
reason of the use by appellants of said distinctive color; that said 
articles so manufactured and sold in said distinctive color by ap- 
pellants were greatly inferior in quality to such articles so manu- 
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factured and sold in such color by appellee, and that the reputa- 
tion and good-will established for appellee’s said products were 
being greatly injured and would probably be ultimately destroyed 
by the acts of appellants so complained of. 

Appellee prayed for the immediate issuance of a temporary 
injunction, restraining appellants from using said distinctive color 
in manufacturing such articles. There was a preliminary hearing 
before the Court on June 30, 1928, upon which hearing the Court 
entered an order enjoining appellants, their servants, agents and 
employees, from manufacturing and selling, and from advertising 
and offcring for sale, tents, tarpaulins, and wagon covers of the 
same reddish-brown color, or of substantially the same reddish- 
brown color as that adopted and then used by appellee on such 
articles manufactured and sold by it under the mark “Dux-Bak,” 
until further orders of said court at its next regular term, begin- 
ning on the first Monday in September, 1928. Appellee gave the 
bond required, and said order thereby became effective. Said 
action of the Court is here presented for review. 


Opinion 


The principal contention urged by appellants is that color 
alone, when not associated with some other color or with some 
sign, symbol, or resign, cannot be monopolized. They further con- 
tend in this connection that when products of a particular kind, 
formerly manufactured and sold by one manufacturer exclusively 
in a particular color, are subsequently manufactured and sold by 
another manufacturer in the same specific color, but are plainly 
marked as the products of such subsequent manufacturer, the first 
user of such color for such specific products has no legal ground 
for complaint. Appellee concedes that, in a broad sense, appel- 
lants’ first contention is correct. Appellee contends, however, that 
it was the first to adopt such distinctive color for use in manufac- 
turing and selling the particular products here involved; that such 
color was wholly arbitrary and non-functional; that its said prod- 
ucts had become identified with such color in the minds of the 


buying public; that said color had thereby acquired in connection 
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with appellee’s said products a special or secondary meaning; that 
its said products were frequently called for by buyers by such color 
alone; the appellants adopted the precise color so used 
by appellee and used it in the manufacture and sale of 
the same kind of products; that they intended thereby to facilitate 
and procure the sale of their products as the products of appellee; 
that such products were generally offered for sale at retail without 
coverings or containers; that, when so offered for sale, appellants’ 
trade-name as stamped thereon was more or less concealed by the 
manner of folding or stacking, and so inconspicuous, as to be 
ineffective to advise a purchaser desiring to purchase appellee’s 
products, that he, though buying products of the same color and 
appearance as appellee’s, was in fact buying the alleged inferior 
products of appellants; that dealers were thus enabled to sell, and 
were in fact actually selling, appellants’ products as the products 
of appellee; and that it has a right to be protected from the injury 
to the reputation and sale of its products arising from such 
competition. 

The use of a particular color as a means of identification in 
the manufacture and sale of goods is governed by the same rule 
as the use of geographical names in the same connection. The 
right of the first user to restrain the appropriation and use by a 
subsequent user of the name of the city in which they both manu- 
factured and sold the same or similar products was before the 
Supreme Court of the United States in Elgin National Watch Co. 
v. Illinois Watch Case Co., 179 U. S. 665, 21 S. Ct. 271, 45 L. Ed. 
365. The factories of both the appellant and appellees in that 
case were located in Elgin, Ill. We quote from the opinion in that 
case (pages 273, 274 [179 U. S. 673]) as follows: 

“The word ‘Elgin’ is and has been for very many years the name 
of a well-known manufacturing city in Illinois. The factory and business 
of appellees were located at Elgin, and in describing their watch cases 
made there it is not denied that they told the literal truth so far as that 
fact was concerned, and this they were entitled to do according to the 
general rule. Obviously, to hold that appellant had obtained the ex- 
clusive right to use the name ‘Elgin’ would be to disregard the doctrine 
characterized by Mr. Justice Strong in Delaware & H. Canal Co. v. Clark 


[13 Wall. 311, 20 L. Ed. 581], as sound doctrine, ‘that no one can apply 
the name of a district of country to a well-known article of commerce, and 
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obtain thereby such an exclusive right to the application as to prevent 
others inhabiting the district or dealing in similar articles coming from 
the district from truthfully using the same designation.’ 

“But it is contended that the name ‘Elgin’ had acquired a secondary 
signification in connection with its use by appellant, and should not, for 
that reason, be considered or treated as merely a geographical name. It 
is undoubtedly true that where such a secondary signification has been 
acquired, its use in that sense will be protected by restraining the use of 
the word by others in such a way as to amount to a fraud on the public, 
and on those to whose employment of it the special meaning has become 
attached. 

“In other words, the manufacturer of particular goods is entitled to 
the reputation they have acquired, and the public is entitled to the means 
of distinguishing between those and other goods; and protection is 
accorded against unfair dealing, whether there be a technical trade-mark 
or not. The essence of the wrong consists in the sale of the goods of 
one manufacturer or vendor for those of another. 

“If a plaintiff has the absolute right to the use of a particular word 
or words as a trade-mark, then, if an infringement is shown, the wrongful 
or fraudulent intent is presumed, and although allowed to be rebutted 
in exemption of damages, the further violation of the right of property 
will nevertheless be restrained. But where an alleged trade-mark is not 
in itself a good trade-mark, yet the use of the word has come to denote 
the particular manufacturer or vendor, relief against unfair competition 
or perfidious dealing will be awarded by requiring the use of the word 
by another to be confined to its primary sense by such limitations as 
will prevent misapprehension on the question of origin. In the latter 
class of cases such circumstances must be made out as will show wrong- 
ful intent in fact, or justify that inference from the inevitable consequences 
of the act complained of. Lawrence Mfg. Co. v. Tennessee Mfg. Co., 
138 U. S. 549, 11 S. Ct. 396, 34 L. Ed. 1004; Coats v. Merrick Thread Co., 
149 U. S. 562, 13 S. Ct. 966, 37 L. Ed. 847; Singer Mfg. Co. v. June 
Mfg. Co., 163 U. S. 169, 16 S. Ct. 1002, 41 L. Ed. 118.” 


See, also, Hughes v. Howe Grain & Mercantile Co. (Tex. Civ. 
App.) 162 S. W. 1187, 1189 [4 T.-M. Rep. 119], and authorities 
there cited; American Waltham Watch Co. v. U. S. Watch Co., 173 
Mass. 85, 53 N. E. 141, 142, 48 L. R. A. 826, 73 Am. St. 
Rep. 263. 

The same rule was applied in favor of the first as against 
the subsequent user of a specific color by the United States Circuit 
Court of Appeals for the Sixth Circuit in the case of Coca Cola 
Co. v. Gay-Ola Co., 200 F. 720, 724, 725 [4 T.-M. Rep. 297], 
where there was evidence tending to show a specific intent to facili- 
tate and procure the sale of the goods of the second user as 
and for the goods of the first. In that case appellant and appellee 


were both manufacturers of a non-intoxicating drink, of sub- 
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stantially the same color, but in the manufacture of which such 
color was non-functional. We quote from the opinion in that case 
as follows: 


“We rest our conclusion here upon the fact that the color was adopted 
in part as a means of aiding the contemplated fraud, and that, if its adop- 
tion was also in part innocent, there is here a confusion caused by defend- 
ant; that the burden is therefore upon defendant to see to it that ultimate 
fraud does not result from this confusion; and that, so far as defendant 
cannot safeguard this result, it may not use the color. There is here marked 
—indeed, close—analogy to the rule * * * which requires an article which 
is likely to deceive as to its origin to be distinctly tagged with the name of 
the real producer. Merriam v. Saalfield, supra. It goes without saying that 
this tag should be in form adapted to reach the notice of the final pur- 
chaser. 

“As to the bottling part of the output, defendant could apparently 
provide reasonably efficient means of notice, and so probably prevent de- 
ception by seeing to it that all the bottles were stamped and labeled 
prominently with the name of its product. As to the soda fountain 
part of the output, we do not at present see how deception could be 
efficiently prevented, save by giving the product a non-deceptive color, 
although some other satisfactory means may be brought to the attention 
of the court below. The defendant should be enjoined from selling Gay- 
Ola of a color the same as or substantially similar to Coca-Cola, unless 
and in so far as upon settlement of the decree below means may be 
provided by which the ultimate consumer will be fairly advised that he 
is not getting complainant’s Coca-Cola, but is getting something else.” 


See, also, Samson Cordage Works v. Puritan Cordage Mills 
(C. C. A.) 211 F. 603 et seq, L. R. A. 1915F, 1107 [4 T.-M. 
Rep. 225]; Hiram Walker & Sons v. Grubman (D. C.) 222 F. 478 
[5 T.-M. Rep. 399]; Yellow Cab Co. v. Becker, 145 Minn. 152, 
176 N. W. 345 [10 T.-M. Rep. 187]; Tazi & Yellow Taxi Operat- 
ing Co. v. Martin, 91 N. J. Eq. 233, 108 A. 763 [10 T.-M. Rep. 
231]; Yellow Cab Co. v. Creasman, 185 N. C. 551, 117 S. E. 787, 
28 A. L. R. 109 [13 T.-M. Rep. 327]; Carter Transfer § Storage 
Co. v. Carter, 106 Neb. 531, 184 N. W. 113 [11 T.-M. Rep. 347]; 
Aultz v. Zucht (Tex. Civ. App.) 209 S. W. 475 [9 T.-M. Rep. 
301]; United Cigar Stores v. United Confectioners, 92 N. J. Eq. 
449, 113 A. 226, 17 A. L. R. 779 [10 T.-M. Rep. 470]; Barton 
v. Rex-Oil Co. (C. C. A.) 2 F. (2d) 402, 40 A. L. R. 424 
[14 T.-M. Rep. 455]. 

The action of the Court in granting a termporary injunction 
necessarily implies tentative findings in favor of the contentions 


of appellee. Appellants assail the sufficiency of appellee’s plead- 
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ings to fully raise the issues above discussed, and the sufficiency 
of the evidence to support some of such implied findings. Appellee 
may of course amend its pleadings before the final trial and remove 
all reasonable grounds of complaint, if any, with reference to 
their sufficiency. The recital of facts hereinbefore made has been 
confined to those about which there was no substanial dispute. 
Since this is an appeal from an interlocutory order granting 
temporary restraint only, and since the rights of the parties will 
necessarily be determined on the facts presented at the final trial 
of the case, we have refrained from discussing conflicts in the 
evidence and the conclusions and inferences which may be proper- 
ly drawn from the facts proved. 

The testimony discloses that the alleged imitation of appellee’s 
distinctive color in the manufacture by appellants of the articles in 
question had just begun, and fails to show that appellants were 
likely to suffer any material injury by being temporarily restrained 
from manufacturing and selling such articles in such specific color. 
In view of such situation and the testimony introduced at the hear- 
ing, we are not prepared to say that the trial court abused his 
discretion in granting temporary restraint. Meyer v. Cockcroft 
(Tex. Civ. App.) 273 S. W. 665, 666, and authorities there cited; 
Dilworth v. Buchanan (Tex. Civ. App.) 275 S. W. 177, 178; 
City of Waco v. Grimes (Tex. Civ. App.) 279 S. W. 312, 314. 
Should appellee, on the trial of the case, secure findings of fact 
by court or jury establishing its contentions, it will be entitled 
to a permanent injunction in such terms as will effectually protect 
its rights as defined by the authorities above cited. In such event, 
whether russet or reddish-brown-colored tents, tarpaulins, and 
wagon covers of substantially the same hue used by appellee, manu- 
factured and sold by appellants, can be so stamped, marked, or 


labeled that such identity or similarity in color will not be likely 


to mislead the ordinary ultimate buyer and consumer, and cause 
him to accept appellants’ products as and for the products of 
appellee, will be primarily a question for the trial court under 
such pertinent testimony on the subject as the parties may see 
fit to introduce. See in this connection: Elgin Nat. Watch Co. 
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v. Illinois Watch Case Co., supra; Coca-Cola Co. v. Gay-Ola Co., 
supra; Id. (C. C. A.) 211 F. 942; Shredded Wheat Co. v. Hum- 
phrey Cornell Co. (C. C. A. 250 F. 960 [8 T.-M. Rep. 369]; 
Charles E. Hires Co. v. Consumers’ Co. (C. C. A.) 100 F. 809; 
Hiram Walker & Sons v. Grubman, supra. 

The action of the Court in granting a temporary injunction 
is affirmed. 


Burton v. TaxicaB Co. 
(143 Atl. Rep. 799) 


Maryland Court of Appeals 
December 7, 1928 


Unrair CompetitiIon—INJuNcTION—CONTEMPT. 

Defendant appeals from an order holding him in contempt for 
violating an injunction against the use on his cab of the same 
yellow color long used by appellee without “making it distinguishable 
therefrom by the ordinary user.” Held the use on his cabs of the 
words “City Cab Company” without other change, was not a full com- 
pliance with the decree, as the color arrangement, not the name, had 
been the distinguishing feature of appellee’s cabs. 

In equity. Suit to enjoin unfair competition. Defendant 
appeals from order holding him in contempt for violating decree. 


Affirmed. 


Abraham C. Joseph, of Baltimore, M. D. (Daniel C. Joseph, 
of Baltimore, on the brief), for appellant. 

Joseph C. France and J. A. Dushane Penniman (W. Howard 
Hamilton, on the brief), all of Baltimore, Md., for 
appellee. 


Before Bonp, C. J., and Parrison, UrNer, ApkiNns, OrruTt, 
Diaces, Parke, and Sioan, JJ. 


Bonn, C. J.: Burton, the owner of a private taxicab in Balti- 
more city, appeals from an order in equity holding him in contempt, 
and finding him a nominal amount, for violation of an injunction 
against using and operating in the city a taxicab not so marked as 
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to be easily distinguished from the yellow taxicabs operated by the 
Taxicab Company. Burton’s cab had been painted in the same 
shade of yellow, combined in the same design, with masses and 
lines of black as the cabs long maintained by the Taxicab Com- 
pany, except for a difference in the painting of the wheels; and 
the company applied for an injunction to restrain the unfair com- 
petition which it considered had resulted. The facts presented to 
the court were exactly similar to those presented in the case of 
Mundon v. Taxicab Co., 151 Md. 449, 185 A. 177, and the trial 
court held the appellant guilty of wrongful imitation and competi- 
tion, and by its decree enjoined the use of any cab by him similarly 
painted “until the same has been so changed in appearance as to 
make it distinguishable by the ordinary and casual user from the 
yellow taxicabs of the plaintiff.” This was substantially the re- 
quirement upheld to prevent unfair competition in the Mundon 
Case, upon reasons and authorities which need not be repeated. 
Besides, there has been no appeal from the decree in this case and 
it is final and beyond objection. The question now is only one of 
compliance or failure to comply. Howat v. Kansas, 258 U.S. 181, 
189, 42 S. Ct. 277, 66 L. Ed. 550. 

After the passage of the decree, the appellant left the colors 
and their arrangement on the cab unchanged, but placed on the 
doors and in the rear, in black letters four and a half inches high, 
the words “City Cab Company.” And this was the only step 
taken to comply with the decree. The plaintiff in the suit applied 
for an attachment of the defendant for contempt to try the suffi- 
ciency of this step, and, after hearing, the trial court concluded 
that it was insufficient, and passed the order appealed from. The 
court was of opinion that the defendant had acted in accordance 
with advice he had received, and was not guilty of any willful con- 
tempt, and therefore made the punishment nominal. 

Whether the placing of the name on the same color combina- 
tion and arrangement is sufficient to make it distinguishable from 
the plaintiffs cabs by the ordinary and casual user is a question of 
fact, purely; and decisions in cases involving other articles afford 
little aid in its determination. This court concurs in the conclusion 
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of the trial court that the required distinction is not secured by 
merely putting a name on the one cab of exactly the same color 
arrangement. It is the color arrangement, not a name, which has 
been the distinguishing mark of the Taxicab Company’s cabs, and 
in which it is secured the rights given it, and the addition of a 


name to one cab in that color arrangement would have no meaning 


to a casual user, at least would not bring to his notice that the 
cab is not one of the group of cabs regularly identified by that color 
arrangement. It would defeat the decree. “It need not be such 
an imitation that the two cannot be distinguished except by an ex- 
pert or upon a critical examination by a person who knows the 
genuine article well. It is sometimes even sufficient that there are 
points of resemblance.” Nims, Unfair Competition (2d Ed.) 584. 

We have not been able to agree that the determination of the 
fact of likelihood of confusion should await demonstration by ac- 
tual experience, to be brought before the court by evidence here- 
after. Evidence of casual users would seem difficult to obtain, and 
not likely to be helpful. And on a question of compliance with a 
final decree, after the question of unfair competition has once been 
tried out, more prompt disposition is preferable, if the fact is suffi- 
ciently clear to the court, as we think it is here. 

Order affirmed, with costs to the appellee. 


Parke, J., dissents. 


Yetitow Cas Co. v. KNox 
(144 Atl. Rep. 11) 


New Jersey Court of Chancery 


March 16, 1923 


Unram Competition—Imiratine Coror. 

The use by defendant on his taxicabs of a yellow color similar 
to that already in use on plaintiff's cabs, held, likely to confuse 
customers and to justify a preliminary injunction, in spite of certain 
differences between the respective cabs. 
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In equity. Suit to enjoin unfair competition. Injunction 
granted pendente lite. 


Jess & Straw, of Camden, N. J., for complainant. 
William J. Kraft, of Camden, N. J., for defendant. 


Leamine, V. C.: In this suit the complainant seeks an in- 
junction to prevent unfair competition on the part of defendant. 

In the operation, in Camden, of what is commonly known as 
“Yellow Cabs,” complainant enjoys in that city and elsewhere not 
only an established business, but also a valuable business reputation 
and patronage. In conducting that business, the principal “stand”’ 
of complainant’s cabs is at the Pennsylvania Railroad Terminal in 
Camden. Defendant operates a taxicab at the same terminal. 
Prior to February 18, 1923, defendant’s taxicab was of a dark 
color, and could not be mistaken for one of complainant’s cabs; 
on that date defendant’s taxicab appeared in a garb of yellow. 
The bill of complaint was filed herein by complainant March Ist 
following. 

A hearing has been had at the return of an order to show 
cause on the bill of complaint, and the affidavits annexed thereto, 
and affidavits filed on behalf of defendant. 

At the conclusion of the hearing, and by consent of the re- 
spective parties, defendant’s taxicab and one of complainant’s taxi- 
cabs were brought to the front of the courthouse and viewed by 
the court for the purpose of comparison. 

The case in its essential features is practically identical with 
that of Taxi §& Yellow Taxi Operating Co. v. Martin, 91 N. J. Eq. 
233, 108 A. 768, except that case was on final hearing; this case is 
on application for restraint pendente lite. 

There is not in my mind the slightest doubt but that the re- 
semblance of defendant’s taxicab to the taxicabs of complainant will 
necessarily deceive the traveling public by leading people who seek 
taxicab service to believe that the taxicab of defendant is a taxicab 
operated by complainant. Many of the passengers coming from 
the ferry and seeking a taxicab of complainant will inevitably enter 
defendant’s cab in the belief that they are patronizing complainant. 
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It cannot be otherwise. Complainant’s cars are widely advertised 
and favorably known to the public, and their peculiarly conspicuous 
color has brought them to the attention of almost every one who 
has oceasion to use taxicabs, and the suggestion, that a passenger 
at the ferry with complainant’s taxicabs in mind will be at all 
likely to observe the features of difference between complainant’s 
cars and the car of defendant, cannot be seriously entertained; 
this is especially so at night, when the minor points of difference 
are even less noticeable. There are points of difference. When 
the cars were placed side by side for the special purpose of in- 
spection, these points of difference are plain enough. Complain- 
ant’s cars have the words “Yellow Cab Co.” painted on their rear 
doors. For obvious reasons, defendant’s car does not contain that 
marking. When the cars are critically compared, it is easy enough 
to discern that the shade of yellow adopted by defendant is some- 
what darker than that of complainant, but that difference, like the 
absence of lettering, would not be likely to be observed by one who 
should not be cautioned to “beware of imitations.” The cars are 
of different make, and are different in size and shape, but these 
differences would not be likely to be observed by patrons of com- 
plainant. It will also be observed that defendant does not con- 
trovert the averments of complainant’s bill and affidavits, to the 
effect that the uniform of defendant is in appearance the same as 
the uniform used by complainant’s drivers. 

These specific differences in the cars are pointed out in detail 
in defendant’s affidavits, but an inspection of the cars clearly dis- 
closes that by reason of the general appearance of defendant’s car 
it will, in practical operation, necessarily be mistaken for one of 
the cars of complainant. In these circumstances should restraint 
be withheld until final hearing? I think not. No amount of testi- 
mony can change the resemblance of defendant’s car to those 
operated by complainant, nor the resemblance of the uniforms of 
the drivers. Complainant has not shown that any passenger has 
yet been deceived, but defendant’s yellow car had been operated 
but 20 days when the bill was filed, and such evidence is necessarily 


difficult, perhaps impossible of procurement. The situation here 
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presented is similar to that in United Cigar Stores Co. v. United 
Confectioners, 92 N. J. Eq. 449, 113 A. 226, 17 A. L. R. 779, 
where restraint pendente lite was approved, Restraint pendente 
lite will be ordered. If defendant desire parol proofs to be taken, 
he may move for relief against the restraint, and I will hear the 
parol testimony of witnesses on behalf of the respective parties 
on the day noticed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entited to regis- 
ter, as a trade-mark for cakes and cake mixture, a mark consisting 
of a scroll partly unrolled, each end being supported by the pic- 
torial representation of a small girl, and the words “Mary Jane’ 


beneath the scroll, in view of the prior use by opposer of a mark 
consisting of the pictorial representation of a little girl eating a 
piece of candy, with the words “Mary Jane” upon the child’s dress, 
and the registration of the word “Mary Jane” and the registration 
of a pictorial representation of a child, as trade-marks for candy. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks so similar that, as used there- 
on, confusion in trade would be likely. 

In his decision the First Assistant Commissioner noted that 
it had been stipulated that the opposer was in the field with its 
mark long prior to the adoption by the applicant of his mark and 
the opposer had built up a very extensive business, and stated that 
therefore any doubt as to confusion must be resolved against the 
later comer. 

He then, after stating that the trade-marks of the two parties 
differed to a considerable extent but each had the common feature 
“Mary Jane,” said: 

“It is clear enough candy and cakes are frequently bought from 


the same dealers by the same class of customers and that these latter 
include children, servants, foreigners unfamiliar with the English language, 
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and such goods are frequently ordered over the telephone. Purchasers 
also give very little thought in obtaining goods for which such a small price 
would be asked. It is believed quite obvious customers would call for 
the goods by the name ‘Mary Jane, and under these conditions, if the 
goods belong to the same general class, confusion would be not only 
probable but almost inevitable.” 

With respect to the goods, after noting applicant’s argument 
that the goods do not belong to the same class and that, while, as 
noted by the opposer, cakes and candy are frequently made by the 
same manufacturers and dealt in by the same jobbers, such goods 
are manufactured in separate departments and jobbers handle many 
other goods besides cakes and candies which are not of the same 
descriptive properties, he said: 


“It is deemed, however, that cakes and candies belong to the general 
class of confections which are defined as sweet meats. Sweet meats are 
generally considered those which are sweetened by sugar or its equivalents. 
The facts, therefore, that the goods of the opposer and of the applicant 
would be sold to the same class of customers by the same stores, handled 
in many instances by the same jobbers, would be likely to be called by 
the same name, ‘Mary Jane, and that both candies and cakes belong 
to the general class of confections or sweet meats, are persuasive that 
confusion of origin is quite probable if the goods appeared in the same 
market under the marks here being considered.” * 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for rustproofing material, a mark consisting of 
the words “Parco Powder,” arranged one beneath the other and sur- 
rounded by a diamond-shaped outline, in view of the prior use by 
the opposer, and its predecessor, of the words “Parco Petroleum 
Products,” arranged one beneath the other, with a single initial 
letter, the whole surrounded by a polygonal outline, as a trade- 
mark for gasoline, kerosene and by-products thereof, especially 
rustproofing materials. The opposer had also registered this mark, 
disclaiming the exclusive use of the words “Petroleum Products.” 
In its application, applicant had disclaimed exclusive use of the 
word “Powder.” 

The ground of the decision is that the marks are substantially 
identical and the goods of the same descriptive properties. 

In his decision, after noting the stipulation that the opposer 
and its predecesor had used the mark on petroleum products since 


* Charles N. Miller Co. v. Charles F. West, 151 M. D. 912, January 8, 
1929, 
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1916 and specifically on a residuum or heavy oil for use in slushing 
metallic articles to resist or reduce the rusting thereof; that appli- 
cant had used its mark since 1919 in connection with the sale of a 
chemical for producing a rustproofing chemical change in the sur- 
face of metals; that it had sold its goods extensively and expended 
large sums in advertising; and that no instance of actual confusion 
was known to applicant or brought to the attention of the officers 
of the opposer, the Assistant Commissioner said, with respect to the 
similarity of the marks: 


“From the stipulated facts, both parties adopted the word ‘Parco’ 
as the essential and dominating characteristic of their respective trade- 
marks. The word ‘Powder’ occurring in the applicant’s mark, and the 
words ‘Petroleum Products’ occurring in the opposer’s mark, are dis- 
claimed by the parties apart from their respective marks. These words 
are descriptive of the goods and form no part of the technical trade-marks. 
And the difference of form of the border line has no material bearing on 
the question of whether the two marks are confusingly similar. The 
border lines form no part of the marks.” 


With respect to the goods he said, after noting the stipulation 
that both are rustproofing materials: 


“It may be true that they differ from each other as to their specific 
composition and action on the metals, but both possess the essential rust- 
proofing property, and when sold under the same trade-mark the natural 
inference would be that they came from the same source or have common 
ownership. 

“The applicant points out that its rustproofing material is a powder, 
whereas the opposer’s goods do not have this property. This fact, how- 
ever, does not justify the registration of the same mark by different 
parties where the goods of both parties are rustproofing materials (citing 
decisions). In use the applicant’s material is in a liquid state. It is 
admitted that in its advertisements it is stated that Parco powder ‘is 
an inert dry chemical which added to a tank of boiling water forms the 
rustproofing bath.’ ” ? 


Descriptive Terms 


Moore, A. C.: Held that applicant is not entitled to register 


the term “Tank-Koat,” as a trade-mark for a protective composi- 


tion for metal and other surfaces, since this term is descriptive of 
the goods. 
In his decision the Assistant Commissioner said: 


* Producers and Refiners Corp. v. Parker Rust-Proof Co., 151 M. D. 
916, January 12, 1929. 
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“The applicant’s mark is a generic name of its article of trade, viz., 
a coating for tanks; and it is definitive of the article in that paint 
is the coating ordinarily employed for this purpose. The fact that the 
applicant proposes to also coat other articles with its paint does not 
render the mark less descriptive, and registrable. Other manufacturers 
of paint can with equal truth state their paints are tank coatings.” * 


Kinnan, F. A. C.: Held that applicant as executrix of the 
estate of Robert C. Stubbs, is not entitled to register the word 
“Compressed,” as a trade-mark for concrete paving, since this word 
is merely descriptive of the goods. 

In his decision, after noting that affidavits had been filed to 
the effect that the word is recognized as indicating the goods of 
the applicant and noting the argument that these affidavits should 
have been accepted by the Examiner, even if “they are contradictory 
to his ideas about trade-marks,’ and that the Patent Office is 
“merely a place to register trade-marks and not to adjudicate 
trade-marks,” the First Assistant Commissioner said: 


“As to these matters, the applicant should not overlook the fact that 
it is the duty of the Examiner to deny registration whenever, in his judg- 
ment, the prohibitions of the statute require such action. He cannot sub- 
stitute the opinion of the applicant or of others outside the office for 
his own. His duties are not merely ministerial, but involve an exercise 
of judgment and if he is in error in his conclusions the remedy is not 
by traversing his right to render his decision in the matter, but by an 
appeal or by petition.” 

With reference to the descriptive character of the word, the 
First Assistant Commissioner, after referring to certain patents for 
making concrete blocks, which state that the concrete is compressed, 
said: 

“Any of the blocks may be used for making pavements. It may 
be said, further, it is a matter of common knowledge that in the laying 
of cement sidewalks it has been a widely followed procedure to first lay 
the base or foundation of the concrete, gravel and water mixture and 
vigorously tamp it down, where, after such compression, it is permitted 
to set to a certain extent before the top, smooth dressing containing 
sand and a larger percentage of cement is applied. 

“It is believed the word ‘Compressed’ would appeal to those familiar 
with concrete pavements and walks as merely indicating that the material 
had been subjected to compression either in the formation of the 
blocks if it were made of blocks, or in the laying of the material if it 


were placed in position in large masses and left to harden in accordance 
with the more modern practice.” * 


*Ex parte Columbian Steel Tank Company, 151 M. D. 910, Janu- 
ary 5, 1929. 
*Ex parte Marie M. Stubbs, 151 M. D. 927, January 25, 1929. 
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Geographical Term 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register, as a trade-mark for automobiles and structural parts there- 
of, a mark consisting of a rectangular panel containing the picture 
of a vessel, with the words “Chrysler Plymouth” therebeneath, un- 
less the latter word was disclaimed, since that word is merely 
geographical. 

In his decision, after noting that there was no denial of the 
fact that “Plymonth” is the name of an English city and not only 
the name of a number of villages and counties in the United States, 
but the name of a town in Massachusetts, located at the place where 
the Mayflower is said to have first landed, and referring to appli- 
cant’s argument that the word is not merely geographical, but indi- 
cates a historical event and also that there exists a religious sect 
known as the “Plymouth Brethren” and a breed of chickens known 
as “Plymouth Rocks,” he said: 


“It is believed to the average person in this country the word 
‘Plymouth, as used in the applicant’s trade-mark, is merely geographical 
in its significance. Clearly enough, anyone hereafter manufacturing auto- 
mobiles in Plymouth, Massachusetts, or in any other town in this country 
which bears this name, would be entitled to designate such automobiles 
by this name. While it may be presumed the applicant could not suc- 
ceed in preventing any manufacturer who actually produced motor cars 
in Plymouth from describing them as Plymouth cars, yet it is thought 
the mark should not be registered unless there is a disclaimer which would 
preclude the assertion by the applicant of any such extensive right.” ° 


Goods of Different Descriptive Properties 


Moore, A. C.: Held that applicant is entitled to register the 
word “Bear,” as a trade-mark for glace fruits, notwithstanding the 
prior use by opposer of the notation “Bear Brand” alone and the 
same words with the representation of a bear as trade-marks for 
canned fruits and vegetables. 

The ground of the decision is that the goods of the two parties 
are not of the same descriptive properties. 


*Ex parte Plymouth Motor Corporation, 151 M. D. 926, January 25, 
1929. 
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In his decision, after noting that it was conceded that the 
marks are substantially identical and the opposer was the first to 
use its mark, the Assistant Commissioner said: 


“Canned fruits and vegetables are sold in cans and designed to 
be used immediately after the cans are opened, whereas glace fruits 
are sold in bulk or in small packages and have been so prepared that 
they do not have to be used immediately the package is opened. In 
its nature, a glace fruit is much more analogous to confections than 
it is to canned fruits. 

“No evidence of actual confusion in trade has been presented. While 
it is true that in some instances the goods of the two parties may be 
handled by the same dealers, it is not thought, in view of the difference 
in the processes of manufacture and of the resulting products, of the 
fact that they are not usually put up by the same manufacturers and 
are entirely differently handled. that there would be any likelihood of 
confusion by reason of the use of the marks of the respective parties 
upon their goods.” ® 


Moore, A. C.: Held that applicant is entitled to register the 
term “Good Luck,” as a trade-mark for preparation for making pie 
fillings and puddings, notwithstanding the prior use by opposer of 
the same term as a trade-mark for oleomargarin, on the ground that 


the goods are not of the same descriptive properties. 
In his decision, after referring to the specific character of the 
goods, he said: 
“The most that can be said is that both the opposer’s oleomargarin 
and the applicant’s fillings are food products, but it is evident that no one 


is entitled to such broad protection of his trade-mark as to give 
the right to its exclusive use for all food products.” 


And then, after noting the fact that the terms “Good Luck” 
and “Lucky” had been used as trade-marks for various food prod- 
ucts and citing a number of decisions where the goods of the re- 
spective parties were held not to be of the same descriptive prop- 
erties, he said: 

“It appears that the respective goods of the parties in each of the 


above cases were more closely related than are the goods of the parties 
in the instant case.” 


With reference to the question of the opposer’s acquiescence 
in the use by the applicant, he said: 


* California Canneries Company v. Bear Glace Fruit Co., 151 M. D. 
907, January 2, 1929. 
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“Since the applicant and its predecessor have been using the mark 
in question since about 1910 for its preparations, and with no confusion in 
trade, so far as shown by the record, and with the acquiescence of the 
opposer, if the opposer ever had any right to oppose registration by 
the applicant of its mark, such right of the opposer has been lost by 
laches (citing decisions).”? 


Name of Individual 


Moore, A. C.: Held that applicant is not entitled to register 
the name “Pullman,” as a trade-mark for traveling bags and suit 
cases, since this term is merely the name of an individual or a cor- 
poration. 

In his decision, after referring to the prohibition in the statute 
against the registration of names of individuals and corporations 


unless written in a particular manner, and noting applicant’s argu- 


ment that the dominating significance of the term is a certain type 
of railroad car, the Assistant Commissioner said: 


“I am of the opinion that registration of the mark should be denied 
on either of the statutory grounds above named. It is clearly the name 
of an individual, also, of the Pullman firm or corporation, and is not 
written, printed or impressed in any distinctive manner. It is also the 
geographical name of the place in Illinois where the Pullman sleeping 
car and palace car are manufactured. 

“To apply the word ‘Pullman’ to traveling bags and suit cases indi- 
cates to the public that such bags and suit cases are part of the Pullman 
service.” ° 


Non-conflicting Marks 


Kinnan, F. A. C.: Held that applicant is entitled to register 
the term “Rye-Krax,” as a trade-mark for bread, notwithstanding 
the registration by the alleged predecessor of the opposer, of the 
term “Ry-Krisp,” as a trade-mark for crackers or biscuit, since the 
marks are not deemed to be so similar that confusion from their use 
would be likely. 

In his decision, the First Assistant Commissioner noted that 
the opposer had presented no testimony and submitted nothing upon 
which to base a holding that it and its predecessor in business used 


7John F. Jelke Co. v. Good Luck Food Co., Inc., 151 M. D. 913, 
January 11, 1929. 

*Ex parte The F. H. White Company, 151 M. D. 911, January 7, 
1929. 
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the mark from a period antedating the applicant’s date of use and 
had submitted nothing to support the view that, if so used, there 
was a likelihood of confusion in trade. He further noted that the 
applicant had presented testimony of witnesses who were familiar 
with the opposer’s mark and goods and who stated, after point- 
ing out differences in the dress of the goods, stated that the goods 


of the two parties had been sold side by side and there had been no 
confusion. 


He then said: 


“The opposer’s mark suggests crisp, rye bread and, being a mark 
of this suggestive character, a broad construction cannot well be given 
the mark. To the average customer, the first part of the mark, when 
applied to bread, would indicate the bread was what is known as rye 
bread. This is true as to the first portion of the applicant’s mark. 
This term ‘Rye, even if misspelled ‘Ry,’ may be said to be common 
property, not subject to exclusive appropriation by anyone upon this class 
of goods. If there is similarity of the marks here under consideration, 
it must reside in them when taken as a whole or when the last two syl- 
lables are considered... . 

“As applied to bread, ‘Krisp’ would mean, to the average purchaser, 
that the bread was crisp. ‘Krax, as applied to the product, might 
possibly be interpreted by some consumers to suggest the bread was 
brittle, but it is believed the average consumer or purchaser would attach 
very little significance to this portion of the applicant’s notation. It 
is not usual to refer to bread as of a kind that cracks. With the spelling 
adopted by the applicant, ‘Krax, it is doubtful if the average user of 
the goods would attach any significance at all to this portion of the 


mark. The holding in the above noted case is persuasive that the opposi- 
tion should be dismissed.” ° 


Moore, A. C.: Held that applicant was entitled to register 
the term “Pinoflor,’ as a trade-mark for perfume, face powder, 
lotion for the skin and hair, etc., and that such registration should 
not be canceled, notwithstanding the prior use by Pinaud Incor- 
porated, as trade-marks for goods of the same descriptive prop- 
erties, of marks including the surname “Pinaud” and a basket of 
flowers and the registration of such marks. 


The ground of the decision is that the marks are not so similar 
that their contemporaneous use would be likely to cause confusion. 

In his decision, after referring to the registrant’s contention 
that the petitioner’s trade-mark is not “Pinaud” but “Ed. Pinaud,” 


*The Ry-Krisp Co. v. Eric Lindquist, 151 M. D. 908, January 5, 
1929. 
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since each one of its registrations includes that as the most promi- 


nent feature, and that the petitioner has no right to the exclusive 
use of the word “Pino” or of the word “Flor,” since many regis- 
trations have been effected which include these words, the Assistant 
Commissioner said: 


“It is believed that the acting Examiner of Interferences committed 
no error in dismissing the petition. There is no resemblance in appear- 
ance, sound or meaning between the registrant’s mark ‘Pinoflor’ and 
the petitioner’s mark consisting of the name ‘Pinaud’ or ‘Ed. Pinaud’ and 
a basket of flowers. It is unlikely that the average member of the public, 
while exercising the care usually exercised in purchasing articles of the 
class to which the parties appropriate their respective marks, would be 
apt to translate either of said marks into the other. A more rational 
translation of the registrant’s mark would be pine flower, formed from 
the two words pinus, pine, and flora, flower.” ” 


Moore, A. C.: Held that applicant is entitled to register, as 
a trade-mark for a meat curing compound, the words “Eclipse 
Frigid Pickle,” the exclusive use of the words “Frigid Pickle’ be- 
ing disclaimed, notwithstanding the prior use and registration by 
the opposer, of the notation “Freeze-Em Pickle” for the same 
goods, the registration stating that no exclusive right is claimed in 
the word “Pickle.” 

The ground of the decision is that the marks are not so similar 
that their contemporaneous use would be likely to cause confusion. 

In his decision, after noting that each party had disclaimed 
the exclusive right to the term “Pickle” and also noting that the 
mark of the opposer contains, in addition to the matter disclaimed 
and the term ‘“‘Freeze-Em,” a Polar scene and the word “Polar” 
within the inner of two concentric circles, the Assistant Commis- 
sioner said: 

“Assuming, but not admitting, that the words ‘Frigid Pickle’ have 
the same appearance, sound and meaning as the words ‘Freeze-Em 
Pickle” still the two marks differ from each other in such other material 
respects as to render confusion in trade unlikely. The opposer has 
failed to furnish evidence showing a single instance of confusion. The 
word ‘Eclipse,’ an essential and dominating characteristic of the appli- 
cant’s mark, does not appear in the opposer’s mark; and many of the 


essential characteristics of the opposer’s mark are absent from the ap- 
plicant’s mark.” ™ 


” Pinaud, Inc. v. Parfumerie J. Lesquendieu (Société Anonyme), 
151 M. D. 917, January 15, 1929. 

“B. Heller & Co. v. California Casing Co. 151 M. D. 924, Janu- 
ary 23, 1929. 
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Non-descriptive Term 


Moore, A. C.: Held that applicant is entitled to register the 
word “Bubblestone,” as a trade-mark for cementitious and plastic 
building material, and that the opposition to that registration filed 
by opposer should be dismissed. 

The ground of the decision is that the mark is not descriptive 
and it does not appear that the opposer had ever used this term as 
in any way applied to its goods. 

In his decision, after referring to the allegations of the notice 
of opposition that the mark was descriptive and its registration to 
the applicant would deprive the opposer of its right to use such 
a descriptive term as applied to its goods and noting the holding of 
the Examiner that the opposition should be dismissed because it did 
not appear that the opposer had ever used this symbol in any trade- 
mark sense and referring to a number of decisions of the Court of 
Appeals, the Assistant Commissioner said: 

“It is of course necessary in order that an opposer may have a 
standing as such before this office that he shall make a prima facie 
showing of facts which if true would result in damage or likelihood of 
damage to him by the registration of an applicant’s mark; but it is not 
necessary that he shall have made trade-mark use of the mark as a 
necessary prerequisite to the institution of an opposition proceeding. 

“It is believed, therefore, that the Examiner of Interferences erred 
in dismissing the opposition without consideration of all the material 


facts advanced by the opposer in support of its allegation that it would 
suffer damage by the registration of the applicant’s mark.” 


Then, after an analysis of the testimony and a holding that 
opposer had not established it had used the mark or that the mark 
was, in fact, descriptive, he said: 


“But assuming that the air cells within the finished articles disclosed 
by the parties to this proceeding are suggestive of air bubbles, still 
the term ‘Bubblestone’ would not be descriptive of the article . . 

The opposer did not use either the term ‘bubble,’ ‘stone’ or ‘Bubblestone’ 
in its advertisements, as evidenced by its Exhibit B. The same is true 
with respect to the article in the Literary Digest, referred to by the 
opposer. It would seem that if the term ‘bubblestone’ were descriptive 
of the goods, the term would have been used by others prior to the 


suggestion of the term by Mrs. Burtt and its use by the applicant as 
its trade-mark.” * 


* United States Gypsum Co. v. The Bubblestone Co., 151 M. D. 
929, January 29, 1929. 
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Publici Juris 


Kinnan, F. A. C.: Held that registrant was entitled to regis- 
ter the term “Century,” as a trade-mark for malt sirup, and that 
its registration ought not to be canceled, notwithstanding the prior 
use by the Ph. Schneider Brewing Company, of the same word 
as a trade-mark for malt beverages. 

The ground of the decision is that, in view of the general use 
of the term in question as a trade-mark, it is not believed that con- 
fusion would be likely, if the mark was used upon the goods of each 
of the parties. 

In his decision the First Assistant Commissioner, after noting 
a large number of registrations had been pleaded and that a number 
of them were issued prior to the petitioner’s use of its mark, said: 


“This record of prior registrations would seem to fully establish the 
fact alleged by registrant that this word is an exceedingly well-known 
notation for trade-mark use, widely used by others in connection with 
many different kinds of goods and, in consequence, no one can be accorded 
any breadth of right of exclusiveness he would be if the notation were 
arbitrary, strange, and fanciful, but can only be accorded protection with 
respect to the very specific goods upon which he used such common word 
or notation.” 


And then, after citing the case of France Milling Company, 
Inc. v. Washburn-Crosby Co., Inc., 8348 O. G. 269, 7 F. (2d) 304 
[15 T.-M. Rep. 185], wherein the court had stated that where a 
mark had been frequently used in many kinds of business it was 
less significant as applied to any particular person’s goods, and re- 
ferring specifically to certain of the registrations which had been 
granted, he said: 


“These registrations appear to be still in force and unless the use of 
such marks has been abandoned, as to which there is no evidence before 
this Office, such registrations must be held to preclude the petitioner being 
deemed the owner of this mark for use upon the goods claimed by it. It 
would seem clear, therefore, that the petitioner cannot prevail in the 
instant proceeding.” * 


“Ph. Schneider Brewing Co. v. Wm. McGann, 151 M. D. 887, Decem- 
ber 29, 1928. 
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Tue Coca-Cora Company v. Caruis_te Botritina Works 
United States District Court, Eastern District of Kentucky 
January 12, 1929 


Trave-Mark INFRINGEMENT—TeEst For Two-worp Marxs Havinc Common 

CoMPONENT. 

In a suit for infringement of trade-mark, where the first parts of 
the two-word trade-marks involved differ in appearance, sound and 
meaning, there is no infringement, even though there may be similarity 
amounting to identity in the last parts. 

Trave-Marx Inrrrncement—“Coca-Cota” ann “Roxa Kora”—Non-con- 

FLICTING Marks. 

The words “Roxa Kola” held not to infringe the compound word 
“Coca-Cola,” both used on carbonated beverages, as the chief com- 
ponents of each differ in sound, appearance and meaning. 

Trapve-Mark INrrRINGeEMENT—TeEst—PvuBuicity oF Marks To BE CONSIDERED. 

In the case at issue, note should be taken of how well known 
plaintiffs goods are. Where its trade-mark has been burnt into the 
consciousness of people generally, one calling for “Coca-Cola” and 
furnished a bottle of defendant’s article would at once recognize the 
difference. 

Trave-Mark InrrIncemeNtT—Svurr—Evmence—Decerrion oF ORDINARY 

PuRCHASER. 

Although evidence that an ordinary purchaser was deceived is not 
essential in a clear case of infringement, in a doubtful case it is of 
decided importance. 

Trave-Marx InrriNceMENT—Surt—Acents Not Orptnary PurcHasers. 

Where, in the attempt to secure evidence of confusion between 
the respective goods, plaintiff's agents were given defendant’s product 
without comment when calling for plaintiff’s, held that said agents 
were not ordinary purchasers and, moreover, were not deceived in 
the goods. 


In equity. Suit to enjoin alleged trade-mark infringement. 
Bill dismissed. 


Candler, Thomson & Hirsch, of Atlanta, Ga., and Allen, Botts 
§ Duncan, of Lexington, Ky., for plaintiff. 

Leslie Morris, of Frankfort, Ky., and John P. McCartny, of 
Carlisle, Ky., for defendant. 


Cocuran, J.: This suit is before me on final hearing. On 
the hearing of the motion for a preliminary injunction I delivered 
a written opinion denying the motion, which has been published in 
20 Fed. (2nd) 909 [17 T.-M. Rep. 469]. 
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The sole complaint of the plaintiff is of infringement of its 
trade-mark “Coca-Cola.” This trade-mark is a compound word 
and does not consist of two separate words. This is due to the 
hyphen which connects the two words which make it up. In the 
former opinion, in presenting defendant’s trade-mark, of which 
complaint is made, I gave it as a compound word, to wit, “Roxa- 
Cola.” This was a mistake. It is not a compound word. It con- 
sists of the two separate words “Roxa” and Kola.” They are not 
connected by a hyphen. Its trade-mark is “Roxa Kola.’’ At the 
outset I would emphasize the fact that the plaintiff's complaint is 
limited to infringement of its trade-mark. No complaint is made 
that the dress of defendant’s article resembles that of plaintiff. It 
was conceded in argument that it does not. The facts do not 
permit of its being claimed otherwise. There is no similarity in 
the bottles used by the defendant with those used by the plaintiff. 
They differ distinctly in shape. The plaintiff's bottle seems to 
be patented and the question of its infringement was involved in 
the case of Coca-Cola Co. v. Whistle Co. of America, 20 Fed. (2nd) 
261-955. It was held there that there was no infringement in that 
the similarity between the two bottles was not such as to deceive 
ordinary observers or would-be purchasers. The difference be- 
tween the two bottles here is more striking than there. 

On defendant’s bottles there are blown into and around it just 
below the neck the words “Carlisle Bottling Works, Carlisle’ and 
on the end “Carlisle, Kentucky.”’ There was a similarity between 
the caps of the two bottles, of which note was taken at the hearing 
on the motion for a preliminary injunction, in that the trade- 
mark on each was the same color, to wit, red. No complaint of 
this was made in the bill. It was pointed out at the hearing, when 
I expressed a disapproval of this similarity. It was at once re- 
moved by changing the color of the trade-mark on defendant’s caps 
to blue. And apparently this change has put an end to this com- 
plaint so far as there ever was one. So much as to the container. 
As to the article itself, there is a distinct difference. Each uses 
caramel. The plaintiff claims that the use thereof is limited to 
coloring the article—that it has no other function. The defendant 
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claims that it has also a laxative effect. But, however, this may 
be, the two articles differ distinctly in color. The color of plaintiff 
is light rather than transparent. That of defendant is dark and 
opaque. It is a much deeper tint. When we come to the immedi- 
ate setting of the two trade-marks we find a distinct difference. 
The plaintiff's compound word is in large red letters in script, on 
a white background, and presents in appearance a unique design. 
The defendant’s two words are in large blue letters, not in script, 
on a gray background. The plaintiff's compound word has above 
it the words “Minimum contents 6 Fluid ozs.” and below it “Reg. 
U. S. Pat. Off.” Defendant’s two words have above them the 
words “More than wet” and below them the words “Trade-Mark”’ 
and a small insignia. As already indicated, the two trade-marks 
themselves differ distinctly in that plaintiff’s consists of a com- 
pound word whereas defendant’s consists of two separate words. 
The first part of plaintiff's compound word is “Coca.” The first 
part of defendant’s two words is “Roxa.” These two words differ 
in appearance and in sound. The “o” in plaintiff’s word has the 
sound of “o” in coke.” ‘That in defendant’s word has the sound 
of “o” in fox. The noticeable resemblance of the two trade-marks 
is between the second part of plaintiff's compound word, to wit, 
“Cola,” and the second of defendant’s two words “Kola’”—the re- 
semblance to the ear being exactlv the same, but to the eye it is not 
exactly so in that the letter “K” is substituted for the letter “C.” 

I diverge here to give the history of the use of defendant’s 
trade-mark. It was not originated by defendant. It was origi- 
nated in 1906 by O. L. Wainscott of Winchester, Kentucky, which 
is within forty miles of Carlisle, defendant's headquarters. He 
then began the manufacture of the article at that place and to put 
it on the market under the name of “Roxa Kola” and has continued 
so to do ever since. On August 10, 1909, he had the first word 
“Roxa”’ registered in the United States Patent Office. He did not 
have the two words registered because he was advised by his 
attorney, who had the matter in charge, that the word “Cola” was 
not registerable in that it was descriptive. His market is limited 
to a few counties in Western Kentucky, not far from his base at 
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Winchester. Seemingly, he sells his goods direct to the retailer 
in his own county of Clark and the counties of Montgomery, Bath, 
Rowan, Powell and Madison, adjoining Clark, or not far away. 
In addition he sells his article to concerns who bottle it and sell it 
to the retailer. There is reference in the evidence to a bottling 
company at Irvine, county seat of Estill County, which handles 
that county and the adjoining county of Lee, and to such a com- 
pany at Georgetown, county seat of Scott County, and Cynthiana, 
county seat of Harrison County. The defendant is such a com- 
pany located at Carlisle, county seat of Nicholas County. Its 
territory covers that county and parts of the counties of Bourbon, 
Robertson, Fleming and Mason, all of which, except Mason, adjoin 
Nicholas. Wainscott’s trade thus covers about fifteen counties in 
Eastern Kentucky, all of which are in close proximity to Clark 
County at the county seat of which he produces the article. It 
would seem that in all instances other soft drinks besides Roxa 
Kola are handled by the concerns handling it. The defendant has 
been in business continuously since 1911, i.e., for more than fifteen 
years before the bringing of this suit. 

Wainscott has done all the advertising of the article on behalf 
of himself, subsidiaries and retailers. This advertising has been 
intensive, if not extensive. He has resorted to all sorts of devices 
to bring his article to the notice of the public, such as chain 
hangers, water drinking cups, tags, caps, fans, buttons and whistles 
called Roxa Kola whistles. On the whistles are inscribed the words 
“Something to blow about, drink Roxa Kola, more than wet, puts 
steam in your whistler.” The article has been advertised on all 
billheads issued by him and subsidiaries, also by hand bills, labels, 
pamphlets, local newspapers and some magazines. Songs have 
been put out advertising the article. This one was circulated in 
1912, to wit: 


“ 


Now listen boys a mystery to you I want to tell 

Cause when you call on your best girl 

Of course you want to look swell. 

Drink all the Roxa Kola you can get and your beauty I’ll insure 
You will capture every girl you meet 

Your rivals will be fewer.” 
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CHORUS 

“Oh, its Roxa Kola dope, 

It gives a body new hope 

Things don’t seem the same, 

When a glass you’ve drained. 

Try it, buy it just for a change. 

When once you tried that sparkling drink 
Ever more you'll think of the same notion 
And drink of your portion of Roxa Kola dope.” 


This one in 1916 or 1917: 


“Ashes to ashes, dust to dust 
If cocaine don’t get you, Roxa Kola must.” 

Much use has been made of signs in bringing Roxa Kola home 
to the public. In 1909 he tore down his original plant and built a 
four-story building, including basement. Delivery was taken by 
wagon. A picture of the original plant and delivery wagon was 
introduced in evidence with Roxa Kola signs all over them. Since 
1912 deliveries have been by truck operated by Wainscott and by 
the subsidiaries. The trucks all have a Roxa Kola sign on them 
and such signs are placed on the plants of all the subsidiaries and 
along the highways. In 1910 Wainscott organized the Kentucky 
State Bottlers Association and there has been an annual meeting 
of the Association ever since. At those annual meetings he has 
maintained a booth at which he has displayed his article in con- 
nection with Roxa Kola signs. The printed proceedings of the 
Association has carried a full-page advertisement of Roxa Kola. 
He had a booth at the National Bottlers Exposition in 1914 where 
he displayed and advertised his article. He testified that he had 
sent Roxa Kola in small lots or with orders to practically every 
state in the United States. But there is no indication of any 
sustained business being transacted elsewhere than in the fifteen 
or so counties heretofore referred to. The pains taken to differ- 
entiate Roxa Kola from Coca-Cola in matter of dress, setting of 
trade-mark and in the trade-mark itself and the advertising which 
has been resorted to rebuts the idea that there has been any purpose 
or intent on the part of those handling it to pass it off for Coca- 
Cola. It is indicative of a good faith effort on their part to secure 
business on the merits of the article itself without deception of any 
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one. This is fortified by the fact that, notwithstanding such ad- 
vertising, the article has made little headway. Wainscott seems to 
have been able to secure no business outside of Kentucky, and none 
in Kentucky outside of the few counties heretofore named. The 
business he has secured there may be accounted for to a certain, if 
not large, extent by local interest and pride in him and his sub- 
sidiaries. One is justified in acting on the idea that such has been 
the view which plaintiff's distributors affected by Roxa Kola, if 
not itself, have taken of the matter. It would seem that plaintiff 
does not distribute to the consumer at all and that, if it distributes 
to the retailer, it is only to the proprietors of drug stores. Its 
main avenue of distribution is through subsidiary bottling com- 
panies under licenses or some other form of contract. During 
the time that Roxa Kola has been on the market the distribution of 
plaintiff's article in Kentucky, at least in that part of the state 
affected by Roxa Kola, has been handled by Charles Mitchell 
whose home and plant is at Lexington, eighteen miles from Win- 
chester where Wainscott has his plant. The distribution of its 
article in its home state of Georgia has been in the hands of Charles 
V. Rainwater, whose office is in Atlanta, plaintiff's headquarters 
and in the Candler Building, the same building as that in which 
plaintiff’s attorneys, Candler, Thomson & Hirsch, to whom all com- 
plaints come in regard to infringement of plaintiff’s rights and who 
have had charge of all litigation in protecting its rights for many 
years, have had their office. Just how far the plaintiff maintains 
scouts to investigate and run down infringements does not appear. 
The evidence herein to be referred to later shows that it maintains 
scouts to ascertain how far persons suspected of engaging in un- 
fair practices are really guilty thereof. It is not unlikely that it 
may have general scouts who have a broader field. But it would 
seem to be certain that it depends to a large extent on its distribu- 
tors to keep it posted as to any infringement of its rights. These 
distributors have an interest in putting a stop to such infringe- 
ments and incur no expense in the bringing of suits to bring this 
about. The plaintiff looks after that matter exclusively and bears 
all the expenses. I gather this from the fact that in the numerous 
suits which have been brought in the federal courts to protect its 
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rights whch are reported in the Federal Reporter, they have in all 
cases been brought by it. In no instance has a distributor been a 
party to the litigation. Now the evidence justifies the conclusion 
that at least Mitchell of Lexington, whose business has been affected 
by Roxa Kola knew of Wainscott’s business and that of his sub- 
sidiaries from the very start. He and they have been in direct 
competition and their respective trucks cover possibly almost daily 
the same territory. It is not unlikely that Rainwater, who may be 
more or less a general scout of plaintiff, has known of it also. 
Wainscott testified that Mitchell knew of Roxa Kola and its busi- 
ness and that he felt sure that Rainwater knew of it also “all the 
time.” This evidence was uncontradicted. That there was posi- 
tive friendliness between Mitchell and Wainscott is shown by a 
picture introduced in evidence of Mitchell in Wainscott’s booth at 
the National Bottlers’ Association in 1914 with Wainscott and his 
wife and with Roxa Kola signs all around him. April 12, 1922, 
plaintiff's attorneys got hold of a label that defendant was using 
and of an advertisement of Roxa Kola in a magazine put there by 
Wainscott, but they were not led to take any action by reason of 
such notice. Plaintiff has never made any complaint of Wainscott 
or any other distributors except defendant. The first complaint 
which it made of defendant was in February, 1923, and that com- 
plaint seems to have been the outcome of a squabble between 
Mitchell and defendant as to getting their empty bottles mixed. 
Two agents of plaintiff claimed to have been furnished Roxa 
Kola for Coca-Cola by two retailers of Carlisle, who handled de- 
fendant’s products, they having been sent there for the purpose of 
ascertaining whether defendant’s product was being so sold. This 
happened February 2, 1923. On February 7, 1923, plaintiff's 
attorneys wrote defendant concerning the matter. They stated 
that plaintiff's attention has been brought to the fact that it was 
“using a crown bearing the word ‘Roxa Kola’” and that some of 
the retailers in its vicinity were “substituting your product as and 
for Coca-Cola on calls for Coca-Cola.” The reference to the use 
of the word “Roxa Kola” indicates that it was had in mind to com- 
plain of infringement of plaintiff's trade-mark, but the rest of the 
letter is devoted to a complaint of unfair competition by substitu- 
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tion. Besides the next sentence negatives that there was any such 
complaint. It is 


“Consumers cannot see a crown which is pulled off before the bottle 
is set before them and, often, upon their call for ‘Coca-Cola’ they receive 
your product, although they believe they are getting ‘Coca-Cola’ as manu- 
factured by the Coca-Cola Co.” 

This was as much as to say that if the consumer could see the 
crown with the words “Roxa-Kola” on it he would not be deceived 
and there would be no ground for complaint. The letter then 
proceeds: 


“State and federal laws very plainly state that if you bottle and sell 
a beverage, even under some name you select, and such beverage later be 
used by some retailer as a substitute for another product you may be held 
liable for contributory infringement and consequent damages. 

“We take the liberty, therefore, of suggesting to you that all dealers 
to whom you sell refrain from dispensing your product as and for Coca- 
Cola and we further suggest you discuss the matter with your attorneys, 
asking them to show you the Gay-Ola case reported in 200 Fed. 720 [5 T.-M. 
Rep. 297], and also the Garrett case, reported in 256 Fed. 943 [9 T.-M. 
Rep. 353].” 

The complaint in the Gay-Ola case was of dress and substitu- 
tion and while in the Garrett case it was claimed and held that 
“Virginette” was an infringement of “Virginia Dare,’ the stress 
was on dress and substitution. It is to be noted that no reference 
is made to the decisions in the cases of Coca-Cola Co. v. Duberstein, 
249 Fed. 763 [8 T.-M. Rep. 193]; Coca-Cola Co. v. Old Dominion 
Beverage Co., 271 Fed. 600 [11 T.-M. Rep. 128]; Coca-Cola Co. 
v. Chero-Cola Co., 278 Fed. 755 [11 T.-M. Rep. 252]; the latest 
of which had been rendered nearly two years before, in which 
certain words were held to be an infringement of plaintiff's trade- 
mark, to be considered more fully hereafter. The sole complaint 
here is of substitution. What they call for is that the retailers quit 
substituting. Apparently plaintiff's attorneys would have been 
satisfied with this. There is no call that defendant and the retailers 
quit using the words “Roxa Kola.”* 


oe = © ©.” 


*Nore: Owing to space limitations, there are here omitted four pages 
consisting of extracts from correspondence between the parties and com- 
ment thereon by the court, introduced as evidence to prove plaintiff’s 
charge of “passing off” by defendant, but generally interpreted by the 
court in defendant’s favor.—Eb. 
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Thus closed the correspondence between the parties, i.e., plain- 
tiff’s attorneys and defendant. That it thus came to an end is, to 
be accounted for in but one way. That way is that Rainwater, 
pursuant to defendant’s request in its letter to him of March 6, 
saw plaintiff’s attorneys in regard to the matter, communicated a 
proposition from them to defendant and defendant complied with 
that proposition as shown by letter from Rainwater to defendant 
of date March 16, and letter from defendant of March 81 to 
plaintiff's attorneys. In his letter of March 16 Rainwater stated 
that he had had a conference with plaintiff’s attorneys “in regard 
to the correspondence which they have had with you covering cer- 
tain practices in your city.” He then proceeded to say: 


“It appears from this conference that the complaint of Messrs. 
Candler, Thompson & Hirsch in behalf of their client is because of unfair 
competition due to the practice of certain dealers in your city substituting 
your product for Coca-Cola and further they have evidence which indi- 
cates that you yourself have filled orders with your product when called 
for. (No such evidence has been introduced.) It appears from your 
correspondence that you are under the impression that the evidence gath- 
ered by Messrs. Candler, Thompson & Hirsch has come to them through 
some competitor. This I find is not the case. The evidence they believe 
is bona fide and was secured in a very reliable manner. I feel that if 
you can assure Candler, Thompson & Hirsch that no further practice of 
this kind will be permitted by you in your own plant and that you will 
use every effort in discouraging the dealers in doing so, that you will 
have no further difficulty. You must realize that when you put into the 
hands of dealers a product that enables him to unfairly compete with 
Coca-Cola, you are a party to the transaction. I trust that you will 
consider this matter very carefully and if you can write a letter of assur- 
ance to Messrs. Candler, Thompson & Hirsch on these points for unfair 
competition, I believe that you will not have any further difficulty, as 
stated.” 


Thereupon defendant wrote to plaintiff’s attorneys its letter 
of March 21. It purports to be a response to a letter from them 
of March 19. It is not unlikely that after Rainwater’s conference 
with them that they did write defendant on that date. But no such 
letter has been introduced in evidence. I take it then that the 
reply is to plaintiff’s attorney’s letter of March 9. It said: 

“Roxa Kola is put out in a distinctly shaped and labelled or branded 
bottle. And we do not nor never have at any time put out any drink 
that could be mistaken for Coca-Cola nor could be a substitute or imita- 


tion for it. We have many of our syrups (orange smash and others) made 
at Birmingham, Ala. We do not know what is in these syrups except 
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what the manufacturers tell us and they are put out under the name they 
give and not as a substitute or imitation of or for anything else. We have 
fully explained our position both to yourselves and Mr. Rainwater of the 
Coca-Cola Co. And are and always have been opposed to substitution 
or misrepresentation and as yet feel confident that if such has been done 
it was not by our plant nor by our dealers.” 

There can be no question but that plaintiff’s attorneys accepted 
this letter as containing the assurance called for by Rainwater in 
his letter of March 16 and thereupon dropped the matter. It was 
an amicable adjustment thereof without litigation, which plaintiff's 
attorneys expressed a desire to bring about in their letter of 
February 2. There is no other way to account for it. Defend- 
ant’s letters to them ring with sincerity as to their being opposed 
to any misrepresentation on their part or on the part of the re- 
tailers to whom it sold its product and if it could help it it would 
have no such misrepresentation. As further indication of this is 
the fact that immediately thereafter it changed its signs placed 
in its plant and above the ice boxes of the retailers which signs have 
been maintained ever since. Up until then those signs read: 


“We sell Roxa Kola made in Carlisle.” 


The new signs read: 
“We sell Roxa Kola only.” 


The words “We sell” appeared above the words “Roxa Kola” 
and the word “Only” below them. The words “We sell’ and the 
word “Only” were in large letters and the words “Roxa Kola” were 
in large letters between them. Beneath the words “Roxa Kola” 
were the words “More than wet” which always accompanied them. 
This was an acquiescense, at least, by plaintiff's attorneys in the 
continued use by defendant of the words Roxa Kola as a trade- 
mark, and I know of no reason why plaintiff is not bound by their 
action. This is all that need be said for the present in regard to 
the history of the use of the words “Roxa Kola” as a trade-mark 
and of the sale of defendant’s product. In July, 1925, something 
else transpired to which reference will be made hereafter. I now 
proceed to a consideration of the question whether defendant’s 
trade-mark consisting of two words is, in and of itself without 
more and, in view of its association, an infringement of plaintiff's 































THE COCA-COLA CO. V. CARLISLE BOTTLING WORKS 137 


compound word constituting its trade-mark. The reports are full 
of decisions dealing with the question, in particular cases, whether 
there has been an infringement of a trade-mark. It is frequently 
said that each case must depend upon its own circumstances. Yet 
I cannot see why decisions in other cases may not be helpful in 
disposing of a particular case. They yield general principles and, 
in advance of their considerations, it is to be expected that certain 
of them will be found to be substantially or fundamentally alike 
and hence subject to classification, so that, if the case in hand be- 
longs to a particular class, the decisions covering cases belonging 
to that class will be persusaive as to how it should be disposed of. 
Many such decisions are to be found in the Federal Reporter. 
Plaintiff's attorneys cite twenty-nine of them on behalf of plain- 
tiff. Defendant’s attorneys cite sixteen in its behalf. I purpose 
to confine my consideration of decisions in other cases to those so 
cited. I am struck with the fact that, usually at least, in so far 
as the opinions cite decisions in other cases they are cases where 
the result was the same as that in the case in hand. Very slight, 
if any, reference is made to those in cases where the opposite result 
was reached. Such cases, more or less, call for differentiation. I 
do not purpose to go through either set one by one. I will simply 
refer first to certain general principles to be gathered from both 
sets and then particularly to the decisions in certain of the cases 
with which this case may be classed. Identity between the two 
trade-marks is not essential. Substantial similarity is all that is 
required. Substantial similarity may be in appearance or in sound 
or in both. But it is not essential that there be similarity in 
either respect. It is sufficient that each expresses an idea or 
thought and there is substantial similarity between the ideas or 
thoughts so expressed. Three cases of this kind are among those 
cited by plaintiff’s attorneys, to wit: National Biscuit Co. v. Baker, 
95 Fed. 185; American Lead Pencil Co. v. Gottlieb §& Sons, 181 
Fed. 178; Wonder Mfg. Co. v. Black, 249 Fed. 748 [8 T.-M. Rep. 
296]. In the first case “I wanta” was held to be an infringement 
of “Uneeda.” Each expresses the idea of the purchasers personal 
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comfort. In the second ‘“Knoxall’” was held to be an infringement 
of “Beatsall.” Each expresses excellence. In the third one 
“Wonder” was held to be an infringement of “Wizard.” Each 
expresses the idea of surprise. 

In making the comparison it is not sufficient to place them side 
by side. It is not visual comparison that is called for. What is 
called for is memory comparison. The similarity of the alleged in- 
fringing trade-mark to the infringed trade-mark as the purchaser 
recalls it in his memory. 

In making the comparison analysis of the two trade-marks into 
their ultimate elements is discouraged if not denied. The would- 
be purchaser does not analyze. The question is how do the two 
trade-marks appear to him as a whole. In the case of P. Lorillard 
Co. v. Peper, 86 Fed. 956, it was said: 


“Elaborate descriptions of the points of resemblance or those of dif- 
ference are, taken by themselves alone, always unsatisfactory. The eye 
at a glance takes in the whole of one exhibit and the whole of another, 
and the comparison thus made of the two is the surest and the only 
satisfactory way of satisfying the judgment as to the existence of the 


alleged deceptive imitation.” 

That was a case of unfair competition. But what is said 
applies equally to cases of infringement of trade-marks. In each 
case it is the tout ensemble that counts. And, in the case of in- 
fringement of trade-marks, it would seem that the whole to be 
taken into consideration, at least so far as appearance is concerned, 
is not the trade-mark in and of itself, but in its setting and also 
the dress of the article to which the trade-mark is affixed. The 
ultimate question is whether there is such similarity that it is cal- 
culated to deceive the ordinary purchaser. It is not necessary that 
there be any evidence of actual deception. But the absence of such 
evidence is relevant to the question of similarity. In the case of 


A. J. Krank Mfg. Co. v. Pabst, 277 Fed. 15 [12 T.-M. Rep. 80], it 
was said: 


“While proof of actual deception is not essential any lack of proof 


thereof may properly be taken into account in connection with the appear- 
ance.” 
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If the similarity is such as to be calculated to deceive the 
ordinary purchaser it is not essential that there be an intent on the 
part of the infringer to deceive. 

In 26 R. C. L., p. 874, it is said: 

“At common law a fraudulent intent was regarded as necessary to 
constitute an actionable infringement of a trade-mark and this seems to 
have been the early view in equity, at least in some cases. But in view of 
the statutory right to be protected in the use of a trade-mark which has 
been registered in accordance with the provisions of the federal enact- 
ment it is not necessary that the complainant in order to establish infringe- 
ment should show wrongful intent in fact on the part of the defendant or 
facts justifying its inference of such an intent. And the doctrine now 
seems to be settled that when a trade-mark is calculated to deceive an 
intent to deceive will be presumed and an injunction to prevent its use 
will be granted, even if no one has actually been deceived.” 

But, if it is clear that there was no intention to deceive, it 
would seem that it takes a clear case that the trade-mark com- 
plained of is calculated to deceive the ordinary purchaser to justify 
a judgment of infringement. It is in the light of these general 
principles that this case is to be disposed of. 

I now proceed to consider whether some of the cases cited by 
counsel are not substantially or fundamentally alike and hence 
subject to a classification which will cover the case in hand. I have 
heretofore noted that plaintiff's trade-mark is a compound word. 
I set this aside for the time being and treat it as composed of two 
separate words, to wit, “Coca-Cola,” just as the defendant’s trade- 
mark is so composed. It would seem that generally, at least, in all 
such cases the first word is the more prominent of the two, both to 
the eye and to the ear. Indeed the prominence may be such as to 
dominate. In such a case similarity between the first words of the 
two trade-marks will be more effective in causing deception than 
where the similarity is between the second or last words thereof. 

I find in considering the cases cited that in certain of them the 
trade-marks of each consisted of two words. Among those cited 
by plaintiff's attorneys are only three where the trade-marks in- 
volved consisted of two words. In only one of them was the simi- 
larity between the second or last of the two words. That is the 
case of Paris Medicine Co. v. W. H. Hill Co., 102 Fed. 148. The 
plaintiff's trade-mark was “Bromo Quinine.” The defendant's 
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trade-mark was “Bromide Quinine.” It was held to be an infringe- 
ment of the plaintiff's trade-mark. The second or last words were 
identical. The want of similarity was in the first words. But it 
is to be noted that as to these there was identity between the first 
four letters. The want of similarity between them consisted of the 
fact that plaintiff's word ended with “O” whereas defendant’s ended 
with “ide,” The Court said: 

“The general resemblance between the names ‘Bromo Quinine’ and 
‘Bromide Quinine’ is very striking. The words ‘Bromo Quinine’ catch 
the eye and fasten themselves in the memory, and, as the name of the 
remedy, became easily known and recognizable. The difference between 


‘Bromo Quinine’ and ‘Bromide Quinine’ is slight and not likely to attract 
attention.” 


In this connection may be considered the case of National 
Water Company v. O’Connell, 159 Fed. 1001, cited by plaintiff's 
attorneys. There the two trade-marks involved each consisted of 
four words. That of plaintiff was “White Rock Lithia Water’’; 
and that of defendant “High Rock Lithia Water.” The last three 
words of each were identical. The difference was only in the first. 


While plaintiff was granted relief it was not on the ground that 
there had been an infringement of its trade-mark, but on the ground 
of unfair competition. The injunction was against selling water 
under the name of “High Rock Lithia Water” in bottles similar to 
those of complainant having body and neck labels of the same 
coloring and style of lettering. 

The other two cases referred to were N. K. Fairbanks Co. v. 
Luckel K. §& C. Soap Co., 102 Fed. 827, and Garrett § Co. v. 
Sweet Valley Wine Co., 251 Fed. 871 [8 T.-M. Rep. 389]. 

In each of these cases the first words of the two trade-marks 
involved were identical. The want of similarity was in the second 
word. In the first “Gold Dust” was held to be infringed by “Gold 
Drop” and in the second “Virginia Dare” was held to be infringed 
by “Virginia Belle.” The first case was said to be “a close one” 
and infringement was based on the similarity in sound. It was 
said: 

“In the light of the evidence and all the circumstances presented 


herein, are the names ‘Gold Dust’ and ‘Gold Drop,’ so similar in sound as 
to deceive the memory or mislead an unsuspecting customer to accept ‘Gold 
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Drop’ for ‘Gold Dust.’ * * * It may be said that if one stops to reflect 
upon the names ‘Gold Dust’ and ‘Gold Drop’ and listen to the sound, he 
will discover that the names are not entirely similar. A layman, as well 
as a lawyer, or a judge, might so decide upon a careful inspection and 
reading of the names. But in determining that question we must put 
ourselves in the place of a purchaser of ordinary caution, who asks for 
a washing powder called ‘Gold Dust’ and from his standpoint deter- 
mine whether he would be liable to be misled or deceived by the name 
‘Gold Drop.” 

In the other case there were elements of unfair competition. 
The court noted that the word “Virginia” was the “most prominent 
characteristic” of plaintiff’s trade-mark. It was said that many 
unwary purchasers “find in the word ‘Virginia’ alone the chief 
significance in complainant’s label.” 

Note may be here taken of the case of Garrett § Co. v. Schmidt 
§ Bros. Wine Co., 256 Fed. 943 [9 T.-M. Rep. 358], also cited by 
plaintiff’s attorneys, where it was held that the same trade-mark, 
i.e., “Virginia Dare,” was infringed by the single word “Virginette.” 
In that case unfair competition was very prominent. 

Here may be considered two decisions by the Supreme Court 
of the United States, cited by plaintiff’s attorneys. They are the 
cases of Sazlchner v. Eisner, 179 U. S. 19, and Hamilton Brown 
Shoe Co. v. Wolf Bros. Co., 240 U. S. 251 [6 T.-M. Rep. 169]. 
In the first one the trade-mark “Hunyadi Janos” was held infringed 
by that of “Hunyadi Matyas.” In the other the trade-mark 
“American Girl” was held infringed by that of “American Lady.” 
In each case there was a certain amount of unfair competition. In 
the “American Girl’ case there was similarity of idea in the second 
word. In the two-word cases cited by plaintiff’s attorneys we find 
but one of them where the similarity was in the last word, as here, 
and in that case the difference in the first words was very slight. 
The other such cases, four in number, are cases where the similarity 
was in the first word, the most prominent of the two and in each 
instance of such character as to be well-nigh dominating. There 
was a certain amount of unfair competition in three of them. And 
in the last one, though there was a difference in the last word 
both in appearance and sound, there was a similarity in idea. 
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When we come to consider cases cited by defendant’s attorneys 
we find five in which the trade-marks involved consisted of two 
words. In three of them the similarity was in the second word 
and the difference in the first; in two the similarity was in the first 
word and the difference in the second. In each case there was held 
to be no infringement. The three referred to are as follows: 
Potter D. §& C. Corp. v. Pasfield Soap Co., 102 Fed. 490; Sears- 
Roebuck & Co. v. Elliott Varnish Co., 282 Fed. 588 [6 T.-M. Rep. 
345], and Parfumerie Roger § Gallet v. M. C. M. Co., 24 Fed. 
(2nd) 698 [18 T.-M. Rep. 139]. In the first of these three 
“Cuticura Soap” was held not to be infringed by “Cuticle Soap” ; 
in the second “Roof Leak” was held not to be infringed by “Never 
Leak”; and in the third “Bouquet des Amours” and “Fleurs 
D’Amours” were held not to be infringed by “Charme D’Amour” 
or “Caresse D’Amour.” In the first one it will be noted that there 
was not only a difference as to the first word in appearance and 
sound, but also in idea. The court said: 


“The words are to a considerable degree unlike to the eye, unlike to 
the ear, unlike in spelling, unlike in meaning and unlike in suggestions.” 


In the second one, the court said: 


“So here the appellant has appropriated only the term ‘Leak’ which 
it and everyone else was at liberty to use and no one can claim that there 
is a resemblance between the word ‘Roof’ and ‘Never.’” 


In the third one, the court said: 


“Some buyers will be confused by the most remote similarities and 
while the owner has an equal interest in his careless customers, there is 
practically a limit to which in the protection of that interest he can con- 
trol the use of words even of foreign origin.” 


In this connection may be considered the three-word trade- 
mark case also cited by defendant’s attorneys, to wit: A. J. Krank 
Mfg. Co. v. Pabst, supra. It was there held that a trade-mark 
consisting of the words “Krank’s Lather Kreem” was not infringed 
by the words “Twilight Lather Cream,” where the labels and 
packages were not otherwise similar in appearance or coloring and 
each showed prominently the name and address of the maker and 
there was no evidence of purchasers having been deceived. It will 
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be noted that, as to the first word, there was not only difference in 
appearance and in sound but also in idea. 

The two cases referred to in which the similarity was in the 
first word are these: Caron Corp v. Vivaudou, 4 Fed. (2nd) 
995 [15 T.-M. Rep. 335], and Turner §& Seymour Mfg. Co. v. A. J. 
Mfg. Co., 20 Fed. (2nd) 295 [17 T.-M. Rep. 311]. In the first it 
was held that a trade-mark consisting of the words “Narcisse Noir” 
was not infringed by the words “Narcisse Jaune.” The court said: 

“In all such cases we commonly use our own eyes and must project 
in imagination any possible confusion to which a careless buyer might be 


subject. If there were proof of actual confusion we could correct our 
naive impressions, but the single instance proferred is too slight.” 


In the second it was held that a trade-mark consisting of the 
words “Blue Whirl” or of the words “Blue Streak” was not in- 
fringed by the words “Blue Tip.’ The court said: 

“Nor is the trade-mark ‘Blue Whirl’ or ‘Blue Streak’ infringed. Both 
consist of the words and a symbol. The only similarity is in the syllable 
‘Blue’ in the defendant’s trade-mark. But the word ‘Blue’ used by both 
plaintiff and defendant was common property and commonly used by 
manufacturers of kitchen utensils as pointed out. There have been other 
trade-marks issued where the word ‘Blue’ appears. The trade-mark of 


the plaintiff and the defendant are not confusingly similar. No ordinary 
purchaser would take one for the other even in combination with blue.” 


In this connection special note may be taken of the case of 
S. R. Feil Co. v. John E. Robbins Co., 220 Fed. 650 [5 T.-M. Rep. 
168], not cited by defendant’s counsel, but referred to in the case 
in 282 Fed. 588, cited by them. The trade-mark there was a com- 
pound word consisting of two parts, connected by a hyphen and 
the trade-mark complained of consisted of two separate words. 
The first part of the compound word was identical with the first 
word of the other trade-mark and their meaning was identical also 
and it was held that there was no infringement. F .uintiff’s trade- 
mark was “Sal-vet”; that of defendant “Sal Tone.’ The court 
said: 

“In the present case the defendant has appropriated only the term 
‘Sal,’ which he and everyone else was at liberty to use. As between the 
arbitrary term ‘Vet’ and the word “Tone’ there can be no reasonable 


resemblance. No ordinary purchaser would take the one for the other, 
even in combination with the word ‘Sal.’” 
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The result then of this consideration of the case cited involving 
trade-marks consisting of two words is that only a single case is to 
be found among them where the similarity was in the second word 
and the difference in the first and in that case the difference was 
very slight. But where the similarity is in the first word and the 
difference is in the second cases are to be found holding both 
ways as to infringement. This does not mean that the cases are in 
conflict. It is to be expected that in such cases infringement is 
more apt to exist than where the similarity is in the second word 
and the difference in the first. The first word coming first is the 
more prominent and its prominence may be such as to dominate the 
trade-mark. 

In the cases cited by the attorneys on both sides are cases 
where the trade-marks involved consisted of a single word, but 
made up of two syllables. It is not amiss to consider these cases 
though they do not rank in significance here with the two-word 
cases. Plaintiff’s attorneys cite these cases, to wit: Mozie Nerve 
Food Co. v. Beech, 88 Fed. 248, and Stamford F. Co. v. Thatcher 
F. Co., 200 Fed. 324 [3 T.-M. Rep. 49]; in which the similarity 
was in the second syllable and the difference in the first. In the 
first case ““Moxie” was held to be infringed by “Noxie”; in the 
second “Shipmate” by “Messmate.”’ But in the one the difference 
in the first syllable was very slight and in the second the idea ex- 
pressed by the first syllable was substantially the same. With these 
two cases may be considered these two, to wit: O’Donnell v. Riscal 
Mfg. Co., 228 Fed. 127 [6 T.-M. Rep. 108], and The Best Food 
Co. v. Hemphill Packing Co., 5 Fed. (2nd) 355 [15 T.-M. Rep. 
208]. “Notamiss” was held to be infringed by “Nevermiss” and 
in the second “Nucoa’” was held to be infringed by “Milcoa.” It 
may be noted that in the first of these two cases that, though the 
first syllable differed in appearance and sound, they were similar 
in the idea expressed. An ordinary purchaser might not recall in 


memory the exact appearance and sound of plaintiff’s trade-mark, 
but might recall the idea expressed and hence might be deceived by 
defendant’s trade-mark. Possibly the decision in the second case 
may be the most favorable to plaintiff of all the cases cited on its 














THE COCA-COLA CO. V. CARLISLE BOTTLING WORKS 145 


behalf. Seemingly the court held that no competitor of plaintiff 
could use “Coa” in his trade-mark. The relief granted was against 
the “deceptive use by the defendant of ‘coa’ in its nut margarine.” 
But it will be noted that it cited in support of the decision these 
cases: Celluloid Mfg. Co. v. Cellonite Mfg. Co., 82 Fed. 94, Estes 
v. Leslie, 29 Fed. 91, Elliott Varnish Co. v. Sears-Roebuck Co., 
231 Fed. 757 [6 T.-M. Rep. 345], Roundpa Co. v. A. Gastus Co., 
Inc., 278 Fed. 557. 

In the first of these four cases the word “Celluloid” was held 
to be infringed by “‘Cellonite’”’ and in the second “Chatter Book”’ 
by “Chatter Box.” But in both these cases there was identity in 
the front parts of the trade-marks and in the second of the two 
there was but a slight difference in the hind parts. In the third 
of these cases it was held that “Roof Leak” was infringed by 
“Never Leak.” But this decision was reversed by the Appellate 
Court in the case heretofore referred to in 282 Fed. 588, where it 
was said that no one can claim that there is a resemblance between 
the words “Roof” and “Never.” In the fourth there was absolute 
identity in the letters used. The only difference was in transpos- 
ing the first and third letters. 

The court was most affected by the decision in the case of 
Wilson §& Co. v. The Best Foods, Inc., 800 Fed. 484 [15 T.-M. 
Rep. 179]; where it was held that “Nucoa” was infringed by 
“Pecoa.” The court said: 

“T think ‘Miloca’ is neither less nor more confusing than ‘Pecoa,’ but 
independently of the ‘Pecoa’ decision. I think ‘Miloca’ is in legal con- 


templation a colorable imitation of ‘Nucoa,’ and consequently an infringe- 
ment.” 


But that case had elements of unfair competition and was an 
afirmance of an order, granting a preliminary injunction. The 
usual rule in such cases was applied. 

Plaintiff's attorneys cite these cases, to wit: Hydraulic Press 
Brick Co. v. Stevens, 1 Fed. (2nd) 460 [16 T.-M. Rep. 507], Feil 
v. American Service Company, 16 Fed. (2nd) 88 [15 T.-M. Rep. 
458]; where the trade-marks involved consisted of one word made 
up of two syllables and the similarity was in the first and the differ- 
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ence in the second. In the first one ‘““Hytex” was held infringed 
by “Hytest” and in the second “Wormix” by WormX.” 

In this connection may be considered cases where the trade- 
marks involved consist of one word, but of three or more syllables. 
Plaintiff's attorneys cite three cases of that character, to wit: 
Celluloid Mfg. Co. v. Cellonite Mfg. Co., 32 Fed. 94, and N. K. Fair- 
banks Co. v. Central Lard Co., 64 Fed. 183. The first one has 
just been referred to. In it “Celluloid” was held to be infringed 
by “Cellonite.” In the second “Cottolene” was held to be in- 
fringed by “Cottolean.” The defendant’s attorneys cite the follow- 
ing one word with two and three syllable trade-mark cases where 
the similarity was in the hind part and the difference in the front 
part, to wit: Valvoline Oil Co. v. Havoline Oil Co., 211 Fed. 189 
[4 T.-M. Rep. 257], L. P. Larson, Jr., Co. v. Wm. Wrigley, Jr., 
Co., 253 Fed. 914 [11 T.-M. Rep. 124], Richmond Remedies Co. 
v. Dr. Miles Medicine Co., 16 Fed. (2nd) 352 [17 T.-M. Rep. 82], 
Switzer v..Collins Co., 28 Fed. (2nd) 775. 

In the first case the word “Valvoline” was held not to be in- 
fringed by “Havoline.’”’ The court said: 

“Here there is a real distinction in sound, in appearance and, properly 
speaking, in meaning.” 

In the second the word “Spearmint” was held not to be in- 
fringed by “Peptomint.” The court said: 


“‘*Peptomint’ is so different in appearance and sound that there 
would be no infringement even if ‘Spearmint’ were a proper trade-mark.” 


In the third case the word “Dysco” was held not to be in- 
fringed by “Selco.” The court said: 


“In our opinion the word ‘Dysco’ and ‘Selco’ are not so similar either 


in appearance or pronunciation as to make confusion in the trade prob- 
able.” 


In the fourth case it was held that the word “Buttermels” was 
not infringed by ‘““Honeymels.” The court said: 


“The suffix ‘mels’ being common to both marks, the distinctive feature 
is between the words ‘honey’ and ‘butter.’ It was properly held by the 
Commissioner that no confusion could arise from the use of these two 
words in connection with the same quality of goods.” 
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Defendant’s attorneys cite the following cases where the simi- 
larity was in the prefix and the difference in the suffix, to wit: 
Ansco Photo Products, Inc. v. Eastman Kodak Co., 19 Fed. (2nd) 
720, and Everlasting Valve Co. v. Schiller, 21 Fed. (2nd) 641 [17 
T.-M. Rep. 262]. 

In the first case it was held that the word “Speedex” was not 
infringed by “Speedway.” The court said: 


“The suffixes of the competing marks, to wit, ‘ex’ and ‘way’ if taken 
alone, are of course plainly dissimilar. Therefore, whatever similarity 
exists between the two marks must result from the use of the word 
‘Speed’ which is the dominating eiewent of a compound word. That word, 
however, is descriptive and of common right; and neither party can claim 
an exclusive right to its use, either alone, or as the dominating element of 
a compound word.” 


In the second case the word “Everlasting” was held not in- 
fringed by ‘“‘Evertight.” 

This completes our survey of the cases cited by the attorneys 
herein. Some general statements induced by this survey may now 
be made. The first one is that where the trade-marks involved con- 
sist of two words or of one word with two or more syllables, there 
is more apt to be infringment where there is similarity, particularly 
if it amounts to identity, in the front part of the trade-mark. That 
part comes first, is the most prominent and it is likely to be 
dominating. But even in such cases there may be no infringement. 
In the following cases of this kind it was held that there was in- 
fringement, to wit: N. K. Fairbanks Co. v. Luckel K. §& C. Soap 
Co., 102 Fed. 827; Garrett §& Co. v. Sweet Valley Wine Co., 251 
Fed. 871 [8 T.-M. Rep. 389], Sazlehner v. Eisner, 179 U. S. 19, 
Hamilton Brown Shoe Co. v. Wolf Bros. Co., 240 U. S. 251 [6 
T.-M. Rep. 169], Hydraulic Press Brick Co. v. Stevens, 1 Fed. 
(2nd) 460 [16 T.-M. Rep. 507], Feil v. American Service Co., 16 
Fed. 88 [15 T.-M. Rep. 453], Celluloid Mfg. Co. v. Cellonite Co., 
82 Fed. 94, and N. K. Fairbanks Co. v. Central Lark Co., 64 Fed. 
33. 

In the following cases of that kind it was held that there was 
no infringement: Caron Corp. v. Vivaudou, 4 Fed. (2nd) 995 
[15 T.-M. Rep. 385], Turner v. Seymour Mfg. Co., 20 Fed. (2nd) 
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298 [17 T.-M. Rep. 311], S. R. Feil Co. v. John E. Robbins Co., 
220 Fed. 650 [5 T.-M. Rep. 163], Ansco Photo Co. v. Eastman 
Kodak Co., 19 Fed. (2nd) 720, and Everlasting Valve Co. v. 
Schiller, 21 Fed. (2nd) 641 [17 T.-M. Rep. 262]. 

As to the cases where the similarity was in the back part it 
was held that there was infringement in the following cases: Paris 
Medicine Co. v. W. H. Hill Co., 102 Fed. 148, Moxie Nerve Food 
Co. v. Thatcher Food Co., 200 Fed. 824, O’Donnell v. Riscal Mfg. 
Co., 228 Fed. 127 [6 T.-M. Rep. 108], The Best Food Co. v. 
Hemphill Mfg. Co., 5 Fed. (2nd) 355 [15 T.-M. Rep. 208]. 

In the first two of these cases the similarity of the front parts 
amounted almost to identity. In the third one there was similarity 
of meaning in the front parts. The fourth one is the “Nucoa” 
case which I have criticized somewhat. 

In the following cases of this kind it was held that there was no 
infringement, to wit: Porter D. § Co., Corp. v. Pasfield Soap Co., 
102 Fed. 490, Sears-Roebuck Co. v. Elliott Varnish Co., 282 Fed. 
588, Parfumerie Roger § Gallet v. M. C. M. Co., 24 Fed. (2nd) 
698, A. J. Krank Mfg. Co. v. Pabst, 277 Fed. 15, Valvoline Oil Co. 
v. Havoline Oil Co., 211 Fed. 189, L. P. Larson, Jr., Co. v. Wm. 
Wrigley, Jr., Co., 258 Fed. 914, Richmond Remedies Co. v. Dr. 
Miles Medical Co., 16 Fed. (2nd) 352, and Switzer v. Collins Co., 
23 Fed. (2nd) 775. 

I think, therefore, that I am justified in drawing from this 
survey the general rule that in such cases where the front parts of 
the two trade-marks involved differ in appearance, sound and mean- 
ing, there is no infringement, even though there may be similarity 
amounting to identity in the last parts. It is only a very ex- 
ceptional case which will not be governed by this rule. Possibly 
deeper reflection on these cases and a wider survey might affect 
this statement, but I shall accept it as sound in disposing of this 
case. What do we find here? There is identity between the 
second word of defendant’s trade-mark and the second part of 
plaintiff's compound word, but there is no substantial similarity be- 
tween the first word or the former and the first part of the latter, 
either in appearance, sound or meaning. The first part of plain- 
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tiff’s compound word has some meaning. It at least suggests that 
plaintiff’s article has some connection with the coca leaf as well as 
the cola nut. The first word of defendant’s trade-mark has no 
meaning. It is purely arbitrary. In determining the question as 
to the similarity in appearance and sound note should be taken of 
how well known plaintiff’s article is. Its trade-mark has been 
burnt into the consciousness of people generally. Instinctively one 
recalls in memory its appearance and sound. It would seem to be 
well-nigh incredible that one calling for “Coca-Cola” and furnished 
a bottle of defendant’s article would think that he was receiving 
plaintiff’s and would not at once recognize that he was not. 

But I am not yet out of the woods. I trust that up until now 
I have not been unable to see the wood for the trees. 

The decisions relied on by plaintiff where its trade-mark has 
been held to have been infringed have to be reckoned with. They 
are the decisions in the following cases, to wit: Coca-Cola Co. v. 
Duberstein, 249 Fed. 768 [8 T.-M. Rep. 198], Coca-Cola Co. v. 
Old Dominion Beverage Co., 271 Fed. 600 [11 T.-M. Rep. 128], 
and Coca-Cola Co. v. Chero-Cola Co., 278 Fed. 755 [11 T.-M. Rep 
252]. 

What is relied on in the first case is the statement in the 
opinion near its close that: 

“‘Fl-Cola’ is in itself an infringement of complainant’s trade-mark 
‘Coca-Cola.’ ” 

The necessities of that case called for no expression of opinion 
on this subject. It was a clear case of infringement of trade and 
of unfair competition. The defendant had been infringing plain- 
tiff’s trade-mark by using the words “Coca & Cola,’ purchasing 
his product from John B. Fletcher of Nashville, who had been en- 
joined from selling it as “Fletcher’s Coca-Cola’ in Nashville Syrup 
Co. v. Coca-Cola Co., 215 Fed. 527 [4 T.-M. Rep. 323]. Pending 
the litigation he pasted labels on the bottles in which he had sold 
his product over the words “Coca & Cola” blown into them and 
then sold the article. He was held to have been guilty of contempt 
of court in so doing. 
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The second case also involved a clear-cut case of unfair com- 
petition. It was held, however, that there was an infringement of 
plaintiff’s trade-mark by the use of the compound word “Taka- 
Kola” in marking defendant’s product. The word itself was like 
plaintiff’s in that it was a compound word, its two parts being con- 
nected by a hyphen. It was further like plaintiff’s in that it was 
displayed in script. In the opinion the two trade-marks are 
analyzed into their ultimate elements and as thus analyzed com- 
pared. Such a process, it seems to me, is apt to be misleading, be- 
cause the ordinary purchaser does not analyze such words into their 
elements. He takes in the trade-mark as a whole and not other- 
wise. The court said: 


“In the instant case the defendant’s mark, ‘Taka-Cola,’ consists, as 
does ‘Coca-Cola,’ of two words, each of four letters and of two syllables. 
In each phrase a consonant and a vowel alternate, there being in each 
four of the one and four of the other. The plaintiff’s a and o each appear 
twice. Defendant’s has three a’s and one o. The consonant | is common 
to both and each is the seventh letter from the beginning. Plaintiff’s 
contains three c’s having in every instance the hard or K sound. Twice 
defendant replaces the c with a k and once by a t, the use of which last 
must be relied upon to distinguish the two words, for in every other 
respect they are for all practical purposes identical.” 


Notwithstanding this it does not seem to me that “Taka-Kola” 
looks like “Coca-Cola,” nor does it sound like it. In none of the 
cases considered do I find any such deep analysis of the competing 
trade-marks. I have analyzed somewhat the trade-marks involved 
in the cases cited and referred to, but it was solely with the view 
of locating in them the points of resemblance and difference as they 
appear to the ordinary purchaser, that is in the front or rear. I 
might have limited the analysis to pointing out that they were in 
the front or rear as the case was. An ordinary purchaser takes in 
these features. But he makes no such deep analysis as was made 
in this case. I have, however, no disposition to question the cor- 
rectness of the decision. If a retailer were to say to a possible 
customer “Will you have Cola?” in view of the prominence of plain- 
tiff’s article which is such as to justify thinking of it as Cola drink, 
such purchaser might reasonably think that the retailer had in mind 
such article. The question might be put “Will you take a Cola?” 
with the same result. Such a trade may be said to have a tendency 
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to bring about confusion in this way, particularly if there is any 
similarity in dress. But it is to be noted that the nickname in use 
for the plaintiff's article comes from the first part of its trade- 
mark. It is “Koke” which was held to be an infringement of 
plaintiff’s trade-mark by the Supreme Court of the Uniter States 
in the case heretofore cited. This evidences that it is the first part 
of plaintiff's trade-mark which dominates. The first word of de- 
fendant’s trade-mark yields no such nickname. 

In the third case it was held that plaintiff’s trade-mark was in- 
fringed by the compound word “Chero-Cola.” The question of in- 
fringement was not unaffected by other considerations than a com- 
parison of the two words, i.e., the consideration was not limited to 
such comparison. The court said: 


“Many witnesses testified to numerous instances of actual confusion 
produced by applicant’s mark. Even counsel for applicant in the cross- 
examination of witnesses several times confused ‘Coca-Cola’ with ‘Chero- 
Cola.’ But when there is such proof it is not easy to escape the conclusion 
that the assailed mark, if registered, would be likely to do that which 
it has done.” 


In the course of the opinion, the court said: 


“Ordinarily the prospective purchaser does not carry more than a 
faint impression of the mark he is looking for. If the article offered to 
him bears a mark having any resemblance to the one he is thinking of he 
is likely to accept it. He acts quickly. He is governed by a general 
glance. The law does not require more of him.” 


As I view it, a prospective purchaser of plaintiff's article 
carries more than a faint impression of its mark. Indeed, I would 
think that he carries a distinct and vivid impression of how it looks 
and how it sounds. In the Duberstein case, supra, the court as to 
plaintiff’s mark, said: 

“By the expenditure of millions of dollars in advertising it has become 


well known throughout the land. The name means, and is understood by 
the public to mean, complainant’s product.” 


This being so, it is not to be expected that the public will 
easily or readily be fooled in taking another article for it. 

In the plaintiff’s letter of March 31, 1923 to defendant refer- 
ence is made to numerous other names having been held to be an 
infringement of plaintiff's trade-mark. My attention has not other- 
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wise been called to such holdings. In the absence of further in- 
formation in regard thereto, I take no further notice thereof. What 
this case comes to then, if defendant’s trade-mark is an infringe- 
ment of plaintiff's, is that it is entitled to a monopoly of the word 
“Cola.” No trade-mark containing that word can stand. No 
matter how well it distinguishes the particular “Cola” had in view. 
It would be an infringement for one to mark his goods “Another 
Cola” or “A Different Cola’ or “A Better Cola.” For, as I view 
it, defendant’s mark, “Roxa Kola” is the same as if it were either 
of the first two of these suggested. But the action of the Appellate 
Court of this circuit in the case of Coca-Cola Co. v. Gay-Ola Co., 
211 Fed. 942 [4 T.-M. Rep. 297], in prescribing the form of decree 
to be entered by the lower court, is against such an extreme posi- 
tion. Concerning the bottle the provision was: 

“The bottling package so authorized is a long-necked, clear-glass 
bottle having two complete circular ribs and two partially complete such 
ribs blown in the body of the bottle, and having the word ‘Gay-Ola’ in 
large capital letters blown in the shoulder thereof, and the words ‘The 


Improved Cola’ in the body thereof; being also provided with a cap or 
crown on which the words ‘Gay-Ola It’s Better’ are printed in red.” 


In the opinion of the court the words “The Improved Cola” 
were not an infringement of plaintiff's trade-mark. 

It is now in order to present what took place in July, 1925, 
heretofore referred to and pretermitted for later presentation. The 
plaintiff then sent to Carlisle two of its agents to ascertain and find 
out how defendant’s product was being handled. They testified 
that they were there on the four days of July 16, 17, 18 and 21 and 
made calls upon 19 retailers. Of these five did not handle soft 
drinks; 3 handled Coca-Cola; and eleven handled Roxa Kola only. 
Of these eleven there were four who, when Coca-Cola was called 
for said they did not have it and offered Roxa Kola and orange or 
lemon, and seven who served Roxa Cola on such calls. They made 
85 calls on these. Five on the 16th, Thursday; six on the 17th, 
Friday ; fifteen on the 18th, Saturday; and nine on the 21st, Tues- 
day. These calls were distributed as follows: six on each of four 
on them; five on one; four on one and two on one. They testified 
positively that on each occasion they called for Coca-Cola and 
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Roxa Kola was furnished them without any thing being said. They 
further testified that they visited defendant’s plant on each of the 
three days, the 16th, 17th and 18th and upon their call for Coca- 
Cola were furnished Roxa Kola. They did not on either occasion 
make a verbal call. They said nothing verbally on the subject. 
In each instance they submitted a written order for Coca-Cola. 
On the first day the order was for “six bottles of grape, 12 bottles 
of Coca-Cola and six bottles of orange.” The twenty-four bottles 
made a case. On the second day it was for “2 cases, 12 bottles 
of grape, 6 bottles of peach, a case of Coca-Cola and 6 bottles of 
orange.” On the last day it was for “a case of Coca-Cola.” On 
the first occasion plaintiff's agent made a deposit of $1.00 to secure 
the return of the empty bottles. They were returned on the second 
occasion and the deposit taken up. On that occasion a deposit of 
fifty cents was made to secure the return of the empty bottles which 
was taken up on the return thereof. Two employees of defendant 
were present on the first two occasions, one of whom handled the 
transaction. Seemingly, a different employee handled the third 
transaction. 

Each of the seven retailers in his testimony contradicted the 
testimony of plaintiff's witnesses, i.e., they denied that they had 
ever sold Roxa Kola for Coca-Cola. The employee of defendant 
who handled the first two transactions contradicted their testimony. 
He testified that no order was given on either occasion—that on the 
first occasion the agents called for Coca-Cola and he told them that 
they did not make or handle it, but made Roxa Kola and they there- 
upon called for it—that on the second occasion they called for the 
two cases not mentioning Coca-Cola and that it was under these 
circumstances and none other that Roxa Kola was supplied to plain- 
tiff’s agents. The employee who handled the third transaction was 
not introduced and no explanation given of his non-introduction. 
Possibly it was not known who he was. 

Which of these differing witnesses is to be believed is a diffi- 
cult matter to determine. There was nothing in the bearing of 
any of them on the stand or in their testimony affecting their credi- 
bility. Possibly plaintiff has failed to make a case here because 
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of having the burden of proof. But possibly there are circum- 
stances which give greater weight to plaintiff's two witnesses suffi- 
cient to sustain this burden. It is hardly likely that a successful 
concern like plaintiff or its agents in an effort to suppress the small 
business done by the defendant, a $3,000 corporation, would de- 
liberately make a case against it. Then, if its retailers and em- 
ployees had actually been guilty of wrongdoing, it should be taken 
into consideration that it requires an effort on the part of a wrong- 
doer to own to his wrongdoing. To do so he must erect himself 
above himself. The plaintiff looks upon the testimony of what took 
place at defendant’s plant to be irreconcilable. It does not ques- 
tion the truthfulness of the testimony of the retailers. It says that 
their testimony and that of their agents can be harmonized. Pos- 
sibly it serves its purpose best to take this position. It suggests 
that the retailers thought the call for Coca-Cola was a call for 
Roxa Kola. This would only be on the basis that they did not note 
the difference between Coca-Cola and Roxa Kola. In this way it 
gets what its case otherwise lacks, to wit, confusion between the 
two trade-marks. But it is impossible to accept this suggestion. 
There is not the slightest reason for accepting it. The retailers 
beyond question did know the difference between the two names, 
and would at once recognize that when Coca-Cola was called for, 
it was Coca-Cola, not Roxa Kola. So that it must be recognized 
that here, as in the case of what took place at the plant, there was 
conflict or the testimony must be reconciled in some other way. 
There is another way, which is, at least, quite plausible. The 
recollection of the retailers as to what took place some time pre- 
viously was calculated to be somewhat dim. It may have been, as 
testified to by plaintiff’s agents, that when they called for Coca- 
Cola they were supplied with Roxa Kola without anything being 
said, and yet the retailers may not have been conscious of the fact 
that they were passing off the latter for the former. It must be 
taken that in Carlisle, a small town of 2,500 inhabitants, every- 
body knew the difference between Coca-Cola and Roxa Kola and 
that they were not the same. The defendant had carried on its 
business for over twelve years and its truck or trucks were con- 
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stantly on its streets with its sign prominently displayed. At the 
same time Coca-Cola was handled in Carlisle by retailers to a 
greater or less extent and the trucks of the Lexington Bottling 
Works, operated by Mitchell with the Coca-Cola sign on them, 
were constantly there also. It is not unlikely that there was local 
interest and pride in defendant and the community was largely on 
the side of defendant in the keen competition between it and its 
overpowering competitor. The plaintiff's agents testified that they 
found in the town three retailers who handled plaintiff's product 
exclusively and eleven who thus handled defendant’s product. It 
may be that when the retailers in question handed out Roxa Kola, 
when Coca-Cola was called for, they were not consciously passing 
the former off for the latter. They so did on the idea that the 
would-be purchaser would, when the bottle of Roxa Kola was handed 
him, at once recognize that it was not Coca-Cola and if he was not 
willing to take it in place of that article at once hand it back. In 
this way the retailer would get him to accept Roxa Kola in place 
of Coca-Cola without stating to him that he did not handle it and 
trying to persuade him to be satisfied with it. Four of the retailers 
handling defendant’s product did pursue this course. That they 
did so evidences that, in so far as passing defendant’s goods off 
for plaintiff's was going on in Carlisle, it was not at its instance 
or these four retailers were more honest than the others. This 
view of the matter is supported somewhat by the testimony as to 
what took place in Campbell’s Grocery, one of the seven retailers 
referred to. They applied to a young girl clerk for Coca-Cola and 
she in their plain hearing inquired of her mother whether they had 
any Roxa Kola in the ice box and upon being told that they had 
she went to the ice box on which one of defendant’s signs was dis- 
played and getting one of the Roxa Kola bottles handed it to them 
without giving a word of explanation. 

On the same basis the testimony of what took place at defend- 
ant’s bottling plant may be reconciled to a certain extent at least. 
On the first occasion the defendant’s employee gave the plaintiff's 
agent a receipt for the deposit and on one of its bill heads on which 
the drinks handled by it were printed that of Roxa Kola being the 
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first one and in much larger letters—the blank opposite which was 
filled in with the quantity of Roxa Kola called for. Besides the 
requirement of the return of the empty bottles and of a deposit to 
secure their return tends to rebut the idea that any deception was 
consciously being practiced and the conduct of defendant's em- 
ployees is to be accounted for on the basis suggested. 

Of course if defendant’s retailers and employees were attempt- 
ing to deceive would-be purchasers, as plaintiff's testimony tends 
to cause one to think, it is calculated to prejudice one against de- 
fendant, but such prejudice should not blind one to the fact that, 
even if such deception was attempted, it has not the slightest bear- 
ing on the question involved in this case and that is whether de- 
fendant’s trade-mark is calculated to deceive would-be purchasers 
of plaintiff's article, that defendant's article was its article. The 
plaintiff's agents were not ordinary purchasers and they were not 
in fact deceived. 

This leads me to emphasize here the entire absence of any 
evidence that an ordinary purchaser was ever deceived. Such 
evidence in a clear case of infringement is not essential, and its 
absence may be of no consequence, but in a doubtful case, which is 
the most favorable view which can be taken of plaintiff’s case here, 
it is of decided significance. As first pointed out, plaintiff has 
attempted to supply this lack by the suggestion that the retailers 
thought Roxa Kola was called for when its agents asked for Coca- 
Cola, a suggestion that cannot possibly be accepted. It relies also 
on the fact that defendant’s employee who handled the two trans- 
actions at its plant on July 16 and 17 in referring to what he said 
to plaintiff's agent testified that he said “I told him we did not 
make Roxa Kola—Coca-Cola only.” It urges that his answer shows 
that he confused the two articles. It could only have been so if 
he did not know the difference between the two, which is absurd. 
The mistake is to be accounted for by the fact that it was a mere 
slip of the tongue. It is possible for one when referring to one 
of two objects to mention the other without any thought that they 
are the same or any confusion between them. In the Chero-Cola 
case the court took note of the fact that counsel for the applicant 
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several times in the cross-examination of witnesses confused ““Coca- 
Cola” with “Chero-Cola,” i.e., I suppose used the one when he 
intended to use the other, which no doubt is the source of the sug- 
gestion here. I would expect that the mistake there as here was 
a mere slip of the tongue. 

This absence of evidence that an ordinary purchaser was ever 
deceived or of any confusion of the two trade-marks is supple- 
mented by other strong evidence that defendant’s trade-mark was 
not calculated to deceive such purchaser and hence is not an in- 
fringement. Both Mitchell and Rainwater, two of plaintiff’s dis- 
tributors, vitally interested in its trade-mark and infringements 
thereof, for years before this litigation arose knew of the Wain- 
scott trade-mark used by defendant and never made complaint of 
it. Mitchell went so far as to allow his picture to be taken in 
Wainscott’s booth thus evidencing a friendly attitude toward him 
and his trade-mark. This cannot be accounted for except on the 
ground that neither thought such trade-mark to be calculated to 
deceive and an infringement. In addition there is the acquiescence, 
if not consent, of plaintiff's attorneys to the continued use by 
defendant of its trade-mark on the basis that there be no substitu- 
tion. This, too, can only be accounted for on the ground just 
stated or that they thought that plaintiff for some other reason 
could not stop defendant from using its trade-mark. 

In this connection it may be noted that there is room, at least, 
to infer that on the occasion of the visit of plaintiff's agents to 
Carlisle in July, 1925, an investigation was made by its agents of 
the method of handling Roxa Kola throughout the entire territory 
covered by Wainscott and his subsidiaries and what was discovered 
at Carlisle were the only instances of supplying Roxa Kola when 
Coca-Cola was called for that they were able to find. It must be 
accepted that plaintiff was fully advised before the Carlisle inves- 
tigation of the extent of the Roxa Kola business. There is an 
entire absence of any evidence as to when plaintiff first discovered 
the existence of Roxa Kola or as to any investigation made by it, 
except on February 2, 1928, and July, 1925. Its distributors, 
Mitchell and Rainwater, seem to have known all about it almost 
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from the first. There is room to think that plaintiff relied on its 
distributors to a certain extent, at least, to keep it advised of com- 
peting goods. But whether or not it knew anything about Roxa 
Kola befere April, 1922, its attorneys who handled its legal busi- 
ness did at that time see one of Wainscott’s advertisements in a 
magazine. It is not without significance that plaintiff's agents 
when investigating defendant in July, 1925, made their headquar- 
ters at Winchester where Wainscott’s plant at which Roxa Kola is 
produced was located. They went to Carlisle each morning by 
automobile and returned to Winchester each night. Why did they 
put up at Winchester rather than Lexington? That they limited 
their investigations to defendant is hard to conceive. What were 
they doing on Monday the 20th? Were they doing anything or 
investigating and, if so, where? One cannot, therefore, help infer- 
ring that on this occasion a full investigation was made of how 
Roxa Kola was being handled throughout its territory and the only 
instances where it was discovered that Roxa Kola was being fur- 
nished when Coca-Cola was called for were those testified to by 
plaintiff's agents in this case. How otherwise is plaintiff’s taking 
no action against Wainscott and other subsidiaries to be accounted 
for? This suggests that plaintiff's plan of campaign is to proceed 
against the defendant, whose case is more or less prejudiced by 
these possible instances of wrongdoing, and after obtaining a 
decision herein that its trade-mark is infringed, then proceeding 
against Wainscott and his other subsidiaries. 

It is urged by defendant that plaintiff's right to relief is 
affected by laches. This question is much discussed by counsel 
and the relevant decisions are cited. I refrain from going into this 
question, not because I do not think plaintiff's right is not so 
affected. I am inclined to think that it is. But the necessities of 
this case do not require that I take position on this question. To 
do so calls for further labor on my part and an extension of this 
extremely long opinion and my patience with the case has given 
out. I would only refer to some matters which have a bearing on 


this question as to which I have conviction. One is that it is not 
to be taken that plaintiff had no knowledge of Roxa Kola before 
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April, 1922. One of plaintiff's attorneys testified that he first 
heard of it at that time. That such was the case does not negative 
that plaintiff's officers may have known of it for years before. The 
plaintiff has not seen fit to enlighten the court as to when it first 
became aware of its existence or the extent of its investigations in 
regard thereto. The circumstances are such that I cannot help 
believe that plaintiff knew of it long before April, 1922. Another 
is that I do not think that Wainscott or defendant have consciously 
infringed plaintiff's rights. There can be no question that Wain- 
scott was led to put out Roxa Kola by plaintiff’s success. But his 
aim was to take advantage of the demand created for that sort of 
goods by introducing a competing article—not by acquiring a part 
of plaintiff’s trade through passing his goods off for it. A still 
further matter to be referred to in this connection is that the cases 
which hold that plaintiff’s right is unaffected by laches were cases 
presenting a clear case of infringement. It cannot be claimed for 
plaintiff more than that it makes out a case of doubtful infringe- 
ment. 

I have not considered the question as to whether plaintiff is 
entitled to an injunction against further substitution. This is 
because I do not understand that plaintiff desires such relief. It 
has never asked for it in argument. It is not likely that there will 
be further trouble along this line. As I understand it, all plaintiff 
seeks is an injunction against further use by defendant of the 
trade-mark “Roxa Kola.” 

I, therefore, hold that plaintiff’s petition be dismissed at its 
costs. 


Barton, ET AL. v. THE Rex-Or1t Company, Inc. 
United States Circuit Court of Appeals, Third Circuit 
December 12, 1928 


InsuncTion—“SeconpaRY Meantnc”—REHEARING. 
An injunction will issue against the use of words that have 
acquired a secondary meaning, when such words are used as the name 

of a product, as distinguished from their use in describing it. 
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InsuncTion—Form or Decree—“Dye anp Sune.” 

On rehearing, defendant was enjoined from using words “dye 
and shine” in any way, form, arrangement or manner of spelling, as 
the name of its product, but permitted to use same to describe the 
qualities thereof. 


In equity. Suit for trade-mark infringement. On petition 
for rehearing. Former decree reversed. 


For decree appealed from, see 18 T.-M. Rep. 267; for earlier 
decisions, vol. 13, p. 156; vol. 14, p. 455. 


Before Burrineton, Woo.t.tey and Davis, Circuit Judges. 


Woo.tey, J.: The appellants, feeling aggrieved by what 
they conceived to be inadequacy of the relief afforded by this 
court’s approval of the trial court’s final decree in the case on the 
original bill, 2 Fed. (2d) 402, filed a petition for rehearing chal- 
lenging our conclusion that they, being merely owners of a mark 
with a secondary meaning, were not entitled to and injunction 
against use by the appellee of the words “dye and shine,” but 
only to protection against their use in such a way as to confuse 
and deceive the public as to the origin and identity of the com- 
peting products. The petition was allowed. 

At the rehearing the appellants contended, and have succeeded 
in convincing us, that as a matter of fact the only way to prevent 
such confusion and deception in this case is to enjoin the appellee 
from using these words as the name of its product and from 
using them so positioned, spelled and printed on its cartons and 
advertising matter as to resemble a name for its product. More- 
over, the complainants have satisfied us that on a definite and 
unequivocal finding of fact of this kind the law affords the remedy 
of injunction against the use of words which in instances such as 
this have acquired only a secondary meaning when those words 
are used as the name of a product as distinguished from their use 
in describing it. 

Baglin v. Cusenier, 221 U. S. 580 [1 T.-M. Rep. 147]; 
Shaver v. Heller §& Merz Co., 108 Fed. 821, 832; Seigert v. 
Gondolfi, 149 Fed. 100, 102; Standard Paint Co. v. Rubberoid 
Roofing Co., 224 Fed. 695 [5 T.-M. Rep. 207]; Photoplay Publish- 
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ing Co. v. LaVerne Publishing Co., 269 Fed. 730 [10 T.-M. Rep. 
102]; Trappey v. McIlhenny Co., 281 Fed. 28, 25, 28 [12 T.-M. 
Rep. 179]; Andrew Jergens Co. v. Bonded Products Corp., 21 
Fed. (2d) 419, 424 [16 T.-M. Rep. 276]; Thompson v. Mont- 
gomery, 41 Ch. D. 35, 8 R. P. C. 361; Powell v. Birmingham 
Vinegar Brewery Co., 2 Ch. 54, 12 R. P. C. 496, 515, 13 R. P. C. 
235, 258, 263; Reddaway v. Banham, A. C. 199, 18 R. P. C. 218; 
Sebastian on the Law of Trade-Marks, 5th Edition 278. 

Being now of a different mind, we are constrained to reverse 
the decree, which in fairness to the learned trial court we must 
say it entered only because of the mandate of our previous de- 
cision, with direction that it reinstate the supplemental bill and 
enjoin the appellee from using the words “dye and shine” in any 
way, form, arrangement, or manner of spelling as the name, or as 
resembling a name, of its product, leaving it free, of course, to use 
these words merely and exclusively in describing the qualities and 
characteristics of the product. 


Stanparp O11, Company v. INDEPENDENT O1L MEN oF AMERICA 
Court of Appeals of the District of Columbia 
February 4, 1929 


Trave-Marxs—INnFrinceEMENT—CONFLICTING Marks. 

A mark consisting of two concentric circles, between which are 
the words “Red Hat” Gasoline, with a fanciful representation of 
an “Uncle Sam” hat within the inner circle, held confusingly similar 
to a mark consisting of two concentric circles displaying the words 
“Red Crown Gasoline,” with a representation of a royal crown ap- 
pearing in the inner circle, particularly as the red color predominat- 
ing in both marks tends strongly to induce confusion. 

Trave-Marxs—INrrinceMeNtT—Test or Conrvusion. 

Although experienced purchasers and dealers might not be con- 
fused in the case at issue, the wide use of gasoline by all classes 
of individuals must be considered in deciding the question of confu- 
sion. The owner of the mark is entitled to protection against that 
which will confuse the average consumer. 


On appeal from the Commissioner of Patents in an opposition 
proceeding. Reversed. For the Commissioner’s decision, see 17 
T.-M. Rep. 453. 
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Edward S. Rogers, Thomas L. Mead, Jr., and George A. Chrit- 
ton, all of Chicago, Ill., for appellant. 

Henry B. Floyd, of Chicago, Ill., and P. M. Floyd and Henry 
C. Robb, both of Washington, D. C., for appellee. 


Van Orspvex, A. J.: This is a trade-mark opposition case in 
which the appellant, Standard Oil Company, opposes the registra- 
tion by appellee, Independent Oil Men of America, of a trade-mark 
for gasoline. The opposition was sustained by the Examiner, who 
was on appeal reversed by the First Assistant Commissioner, and 
from the decision this appeal was taken. 

The appellee’s mark consists of two concentric circles, in the 
space between which appear the words “Red Hat Gasoline.” 
Within the smaller circle is a representation of a fanciful hat, 
similar in appearance to that used by the mythical Uncle Sam. 
The hat is red in color with a blue band on it with white stars. 
The opposer’s mark consists also of two concentric circles, and 
in the space between the outer and the inner circles are the words 
“Red Crown Gasoline.” Within the inner circle is the representa- 
tion of the crown of royalty, including the jewels incident to such 
a crown. The jewels are indicated by lighter colors and the main 
body of the crown is red. The common features of the two marks 
reside in the concentric circles in which the printing occurs and 
in which the words “red” and “gasoline” are common to both, the 
only distinction being in the words “hat” and “crown.” The 
principal distinction between the two marks is in the design placed 
within the inner circles. One shows a hat and the other a crown. 

The opposition is based upon the likelihood of the two marks 
creating confusion in trade. There is no direct evidence of con- 
fusion, but this is not determinative of the issue of confusion under 
our decisions. The court will view the marks with reference to 
the goods to which they are applied, and from its own observation 
arrive at a conclusion as to the likelihood of confusion. Where, as 
in this instance, the goods on which the respective marks are used 
is the same, and though confusion between the representation of the 
hat and the representation of the crown might not be assumed, in 


the case of an experienced dealer or purchaser, we are of opinion 
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that, considering the extensive use made of gasoline in modern 
trade and commerce, and the vast number of purchasers, consisting 
of all classes of individuals, the marks are deceptively similar, and 
the examiner was right in so holding. 

This is another example of the many cases we have had be- 
fore us where the likelihood of confusion could have been readily 
avoided had applicant selected a mark not closely similar to its 
competitor. As said by Mr. Justice Robb, in Phoenix Paint and 
Varnish Company v. John T. Lewis and Brothers Company, 82 
App. D. C. 285, 


“The purpose of the Act being to prevent and not to promote 
fraud and mistake, we would not feel inclined, even in a doubtful case, 
to grant registration to a claimant where it appears, as here, that when 
he adopted the mark he knew of its prior adoption and use by another 
firm in connection with goods of the same general character and properties. 
The opportunity for selection being as limitless as the human imagination, 
we have reason to question the motive prompting the adoption by one 
dealer of a mark previously applied by another dealer to like goods.” 


The rule is the same where the mark, applied to the same 
goods, is confusingly similar. When one is attempting to imitate 
the mark of another, he would not commit the blunder of absolutely 
copying the mark. There are usually points of similarity and dis- 
similarity employed, in order that the difference may be interposed 
as an argument that the marks are not deceptively similar; but the 


‘issue for the court to determine is whether or not, when an in- 


cautious purchaser is confronted by only one of the marks, the 
similarity will not be such as to cause deception. 

We will not stop to indulge in any discussion of the point that 
color alone is not capable of appropriation as a trade-mark. While 
“red” is the predominating color in connection with these marks, 
its use in connection with closely associated features of the marks 
tends strongly to induce confusion. In determining, however, 
whether or not the marks are so similar as to be likely to lead to 
confusion in trade, all the features must be taken into considera- 
tion, and though one of them may be incapable of appropriation 
as a trade-mark, its use in connection with other features is not 
for that reason forbidden in establishing a valid mark. The marks 
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here, however, consist of features which taken together force the 
conclusion that they are deceptively similar. 
The decision of the Commissioner is reversed. 


Unitep States oF AMERICA, EX REL. SYMONS V. ROBERTSON, 


ComMMISSIONER OF PATENTS 
(380 O. G. 4) 


Court of Appeals of the District of Columbia 
January 7, 1929 


Trape-Marxs—Prorest AGainst Grant—ACcTION BY THE COMMISSIONER. 
Where a paper was filed entitled “Protest against grant of cer- 
tificate of registration,” which the Commissioner refused to accept as 
a notice of opposition, held that it was the Commissioner’s duty and 
within his jurisdiction to determine primarily whether the require- 
ments of the trade-mark statute had been complied with and, if he 
erred in his decision, an appeal lay to the court of appeals. 
Manpamus—Canwnor Take Puace or APPEAL. 


“It is familiar law that a writ of mandamus cannot take the 
place of an appeal.” 
Appeal from the Supreme Court of the District of Columbia 
in a trade-mark registration proceeding. Affirmed. 


W. L. Symons, of Washington, D. C., for the appellant. 
T. A. Hostetler, of Washington, D. C., for the Commissioner 
of Patents. 


Before Martin, Chief Justice, and Ross and Van OrspeE, 
Associate Justices. 


Ross, J.: Appeal from a judgment in the Supreme Court of 
the district dismissing appellant’s petition for writ of mandamus 
to compel the Commissioner of Patents, in a trade-mark registra- 
tion proceeding, to accept as a “notice of opposition” an unverified 
paper signed and filed by appellant’s counsel. 

On September 20, 1926, there was filed in the Patent Office 
by McIlhenny Company an application for the registration of the | 





word “Tabasco” as a trade-mark for a pepper sauce. The Com- 
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missioner, in supposed compliance with a decree of the United 
States Court for the Eastern District of Louisiana, published the 
mark in the Official Gazette of November 23, 1926. Thereupon, 
appellant’s counsel on December 23, 1926, filed in the Patent Office 
an unverified paper, signed by him entitled “Protest against grant 
of certificate of registration.” The Commissioner refused to accept 
this paper as a notice of opposition, ‘‘in view of the court decision 
referred to in such protest.” Request for reconsideration was filed, 
to which the Commissioner replied that he adhered to his former 
decision, and that “the protest cannot be construed as an opposition 
under the statutes and rules.” Thereafter the mandamus proceed- 
ing was instituted. 

Section 6 of the Trade-Mark Act of February 20, 1905 (33 


Stat. 724), provides that: 


“any person who believes he would be damaged by the registration of a 
mark may oppose the same by filing notice of opposition, stating the 
grounds therefor, in the Patent Office within thirty days after the publica- 
tion of the mark sought to be registered, which said notice of opposition 
shall be verified by the person filing the same before one of the officers 
mentioned in section two of this act. An opposition may be filed by a 
duly authorized attorney, but such opposition shall be null and void unless 
verified by the opposer within a reasonable time after such filing.” 


It is apparent that it was the Commissioner’s duty and within 
his jurisdiction to determine primarily whether the requirements 
of this statute had been complied with by appellant. See Hall’s 
Safe Co. v. Herring-Hall-Marvin Safe Co., 31 App. D. C. 498, 135 
O. G. 1804; Lang v. Moore, 87 App. D. C. 498, 172 O. G. 8384. 

If the Commissioner erred in his decision, an appeal to this 
court was available to appellant. It is familiar law that a writ of 
mandamus cannot take the place of an appeal. Donner Steel Co. v. 
Interstate Commerce Commission, 52 App. D. C. 221, 285 Fed. 
955; United States, ex rel. Kansas City Southern Ry. Co., v. Inter- 
state Commerce Commission, 55 App. D. C. 389, 6 F. (2) 692. 
Judgment affirmed, with costs. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Color 


Moore, A. C.: Held that applicant is entitled to register, as 
a trade-mark for coal, a mark consisting of a “combustible orange- 
colored disc bearing the words ‘Orange Disc.’” 

In his decision, after noting the Examiner’s holding that the 
disc constitutes merely a label or tag and neither the form nor 
color of a tag, or disc serving the same purpose, may be exclusively 
appropriated and stating that the decision in Ez parte Penley, 123 
Ms. Dec. 73, was not believed to be applicable to this case, the 
Assistant Commissioner said: 

“In that case the mark consisted of ‘a poster having the picture of a 
blue tag thereon.’ The Assistant Commissioner found that ‘a line of hams 
marked with a poster having the picture of a blue tag thereon would be 
almost inevitably confused with another line of hams having the blue tag 
attached to it’; that the blue tag ‘is a common article of manufacture on 
sale as such and used for just such purposes.’ 

“In the instant case it is not shown that the mark, consisting of an 


orange disc bearing the words ‘Orange Disc’ is a common article of manu- 
facture on sale as such and used as a poster.” 


With reference to the form and color of the mark, after noting 
the well-settled rule that color alone cannot constitute a trade-mark 
and stating that it may constitute a trade-mark when impressed in 
a particular design, he said: 


“In this case the orange color is impressed in a particular design, viz., 
a disc. The applicant, however, is not seeking to register an orange 
colored disc alone. 


With reference to the holding of the Examiner that the mark 
was merely a label or tag, he said, after noting that a label must 
identify the goods: 


“The applicant’s mark does not identify the goods. There is no such 
thing as orange coal, or disc coal, or orange disc coal. 

“The applicant’s mark meets every requirement of a valid trade-mark. 
It is arbitrary and fanciful, and is non-descriptive of the goods. It was 
originated and appropriated to coal for the purpose of identifying the 
coal as to its origin or ownership. It could have no other function or effect. 
The coal no doubt is or will be known by the commercial title orange disc 
coal.” 
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With reference to the holding of the Examiner that applicant 
was seeking to protect not only a trade-mark but the application of 
such mark, he said: 


“The application of a mark to the goods in commerce is a necessary 
prerequisite to any trade-mark right. The applicant does not confine its 
trade-mark right to the disclosed manner of application of the mark to 
the goods. The applicant applies its mark to the goods by scattering a 
few of the discs in the loose coal. ‘This appears to be a sufficient compli- 
ance with the law.”* 


Conflicting Marks 


Kinnan, F. A. C.: Held that Clover Fork Coal Company 
was not entitled to register, under the Act of 1920, the words 
“Clover Fork” as a trade-mark for coal. 

The ground of the decision is that Cosgrove & Company, Inc., 
had used continuously during the year preceding the registrant’s 
application for registration the word “Clover” and the picture of 
a clover leaf, as a trade-mark for the same goods, and that the 
two marks are confusingly similar. 

In his decision, after noting that the words “Clover Fork’ had 
been registered under the Act of 1920, since they constituted the 
geographical name of the region where the coal was mined and that 
the Act of 1920 requires as a precedent to registration that the 
applicant should have bona fide use for not less than a year and 
that the statute had been construed as holding that the bona fide 
use meant exclusive use and pointing out that the record established 
that the petitioner had used its mark continuously for more than 
a year prior to the application for registration and therefore the 
only remaining question was whether the marks are confusingly 
similar, he said: 


“Both marks here under consideration have the common Word ‘Clover,’ 
and this word is a prominent and the principal word of both marks. It 
is deemed quite likely that the goods of both parties would be known in 
the trade as Clover Coal, and frequently be so designated by purchasers. 
It is true the petitioner uses the representation of a clover leaf, but this, 
likewise, suggests the word ‘Clover’ and is not so distinctive and striking 
as the word itself. The fact that the respondent’s mark is the name given 
to the region wherein the coal is mined does not appear to change the 
situation here presented. The respondent has appropriated substantially 


2 Ex parte, Payne Coal Co., 151 M. D. 952, March 2, 1929. 
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the petitioner’s complete mark and the addition thereto of the word ‘Fork’ 
is not enough to avoid what would seem to be inevitable confusion in 
trade.” * 


Moore, A.: Held that applicant is not entitled to register, 
as a trade-mark for cooked meats, a mark consisting of the words 
“Sinclair” and “Brand” displayed within the smaller of two con- 
centric elliptical lines, all placed upon a red background, the word 
“Brand” being disclaimed, in view of the prior use by opposer, 
upon the same goods, of certain marks, the essential feature of 
which is the word “Sinclair” or “Sinclair’s.” 

In his decision, after noting that, since “Sinclair” is the essen- 
tial and dominating part of the opposer's trade-mark, its registra- 
tion is forbidden by Section 5 of the Act of 1905, unless written, 
printed, impressed or woven in some distinctive manner, or asso- 
ciated with a portrait of the individual, the Assistant Commissioner 
said: 


“In the applicant’s mark the name ‘Sinclair’ is not written or printed 
in any peculiar or distinctive manner. The question then arises as to 
whether the association of the name ‘Sinclair’ by the applicant with the 
elliptical figure renders the mark sufficiently distinctive to avoid likelihood 
of confusion of the two marks when appropriated concurrently to goods 
of the same descriptive properties. The use of elliptical border lines for 
pictures, designs, trade-marks, etc., is regarded too common to give dis- 
tinctiveness to a trade-mark.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for an antiseptic powder, a mark com- 
prising a rectangular blue background having a circular red por- 
tion thereon across which is the notation “Rotex,” a stem having 
an arrow head at the end being shown extended to one side and 
downwardly from the disk, in view of the prior use and registra- 
tion of the trade-mark “Kotex” as applied to sanitary napkins. 

The ground of the decision is that the similarity of the marks 
is such that, since deodorant powder is incorporated in applicant’s 
bandages, the use of the marks on the goods specified would be 
likely to cause confusion in trade. 


* Cosgrove Co. v. Clover Fork Coal Co., 151 M. D. 933, February 2, 
1929. 

*T. M. Sinclair & Co., Ltd. v. Albert F. Goetze, Inc., 151 M. D., 946, 
February 7, 1929. 
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In his decision, after noting certain statements which appear 
on applicant’s labels as indicating the purpose for which applicant’s 
powder is to be used, the First Assistant Commissioner said: 


“The opposer’s catamenial bandages are stated to be made up of 
cellutextile material and between the layers there is placed, or within the 
meshes incorporated, a quantity of deodorant powder, in the process of 
manufacture. There is also testimony that antiseptic or deodorant pow- 
ders are used by women in connection with sanitary or other napkins of 
this kind for the same purpose that the antiseptic or deodorant powder is 
incorporated in the opposer’s sanitary bandages. It seems proper to hold, 
therefore, that the goods of the opposer includes as one of its constituents 
or elements an antiseptic powder which may well be the particular kind 
of antiseptic powder to which the applicant applies its mark.” 


And then after noting that applicant’s mark has no signifi- 
cance or suggestion as applied to its goods, he said: 


“It is true the applicant’s goods would be sold in smaller containers 
and for a much higher price as to the size of the package as compared 
with the goods of the opposer, yet it is believed the applicant should have 
selected a term which does not approach so closely to the mark of the 
opposer. * * * If there is doubt, and it would appear that this is the fact, 
it must be resolved against the newcomer.” ‘ 


Moore, A. C.: Held that applicant is not entitled to register 
the term “Jardin d’Or,” as a trade-mark for perfume, toilet water 
and face powder, in view of the prior use and registration by 
opposer of the term “Jade’Or,” as a trade-mark for toilet prepara- 
tions, since these two marks are so similar that their use on the 
goods stated would be likely to cause confusion in the mind of the 
public and deceive purchasers. 

In his decision the Assistant Commissioner said: 


“In appearance, the two marks are quite similar. Both begin with 
Ja, and end with an apostrophe and Or. And the first word of each mark 
contains the letter ‘d.’ 

“In sound, the evidence shows that the opposer’s mark is pronounced 
differently by different customers. With those unfamiliar with the French 
language, it is believed that both marks would be given much the same 
pronunciation. 

“As to signification, with the uneducated the two marks would convey 
no meaning. They would be regarded as arbitrary and fanciful marks. 


*Kotex Company v. Rotex Surgical Appliance Company, 151 M. D. 
949, February 9, 1929. 
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Few of the purchasing public unfamiliar with the French language would 
stop to analyze the two marks to determine their derivation and meaning. 
* * - * * 


“T am of the opinion that the two marks, each considered as a whole, 
are confusingly similar to each other when appropriated to goods of the 
same descriptive properties, and that the familiar rule laid down by the 
Court of Appeals of the District of Columbia to the effect that there is 
neither legal nor moral excuse for even an approximate simulation of a 
well-known mark appropriated to goods of the same descriptive properties, 
should be applied in this case.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905 as a trade-mark for mints, a mark 
consisting of the pictorial representation of a bear standing upon 
a cake of ice, in view of the prior registration to another (regis- 
tration No. 187,123) of a trade-mark for candy, consisting of the 
representation of a bear in an upright position holding a huge 
stick of candy. 

The ground of the decision is that applicant’s mark so resem- 
bles that of the registrant that, when used upon the goods in ques- 
tion, confusion in trade would be likely. 

In his decision, after noting applicant’s contention that mints 
are not candy; that the word mints has a distinct meaning in trade; 
and that the postures of the two bears are so different that confu- 
sion would not be likely, the First Assistant Commissioner said: 


“It must be deemed the applicant’s goods constitute but one par- 
ticular kind of candy and would be very likely to be confused with the 
goods of the registrant if both classes of goods under the respective trade- 
marks appeared in the same market. The registrant’s mark is applied 
to candies and there is nothing upon which to base the view that its use 
has been restricted to stick candy. Even if this were true the goods of 
both parties belong to the same class, candy, are sold to the same class of 
customers over the same counters, and would be likely to be called for 
as ‘bear’ candy. It is believed the applicant should adopt a mark farther 
removed in design and appearance from that of the registrant.” ° 


Moore, A. C.: Held that applicant is not entitled to register 
the term “Lux-Gro,” as a trade-mark for a preparation for the 
treatment of the hair and scalp, in view of the prior use and regis- 
tration by opposer of the term “Lux,” as a trade-mark for prepara- 


®°Geo. Borgfeldt & Co. v. Frederick Stearns & Co., 151 M. D. 973, 
March 13, 1929. 


*Ex parte Fox’s Glacier Mints, Ltd., 151 M. D. 978, March 14, 1929. 
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tions having detergent, washing and cleansing properties and 
adapted to be used for the hair and scalp. 

The ground of the decision is that the goods of the two parties 
are of the same general class and the use of the marks thereon 
would be likely to cause confusion and, further, that, while the case 
is not free from difficulty, any doubt should be resolved against 
the later comer. 

In his decision the Assistant Commissioner noted the stipula- 
tion that applicant’s trade-mark consists of the term “Lux-Gro,” 
used solely for and on a hair tonic in liquid form; that said mark 
is derived from the words “Luxuriant Growth’; that it has been 
used continuously since August, 1927; that opposer has several 
registrations; that it has continuously used the mark “Lux” for 
twenty-five years; that its preparation is adapted to be used on 
the hair and scalp; and that during the last ten years opposer has 
expended a very large sum of money in advertising its preparation 
and its sales have been very large; and then said: 


“Specifically, the two articles of trade do not possess the same descrip- 
tive properties. Toilet soap (opposer’s Exhibit B) and hair tonic clearly 
do not have the same specific descriptive properties, and no one desiring 
a hair tonic would be deceived into purchasing a cake of toilet soap. But 
under a more general grouping of the articles they fall into the same 
general class and possess the same general properties. They are both 
toilet articles, and both are used in the treatment of the scalp to promote 
the growth of the hair. They are found side by side in the salesroom 
and in the toilet; and, bearing substantially the same trade-mark, it is 
believed that they would be regarded as having the same origin or owner- 
ship. This conclusion becomes more evident when it is considered that 
for more than twenty-five years the members of the public have associated 
the trade-mark ‘Lux’ with the opposer’s goods.” * 


Kinnan, F. A. C.: Held that the Aladdin Products Company 
was not entitled to register the term “Joro,” as a trade-mark for 
soap in cake form for shampoos, in view of the prior use by Annie 
M. Malone of the term “Poro,” as a trade-mark for toilet prepara- 
tions, including soaps, and that the registration which the Aladdin 
Products Company had obtained should be cancelled. 


™Lever Brothers Co. v. Lux-Gro Laboratories, 151 M. D. 977, March 
14, 1929, 
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The ground of the decision is that the marks are so similar 
that, as used upon the goods of the respective parties, confusion 
in trade would be likely. 

In his decision, after noting that the registrant did not claim 
to have used its mark earlier than 1922 and the petitioner first used 
the mark “Poro” on soap in liquid form for use in shampoos in 
1918 and subsequently extended that use to soap in cake form and 
noting the argument and that, since petitioner conducts a training 
school and sells its products through agents who almost, if not 
exclusively deal with colored people, while registrant’s goods are 
sold exclusively, or almost so, to members of the white race through 
drug stores, confusion in trade would not be likely, said: 


“It cannot be considered probable all or even a large proportion of 
the members of the colored race would know of the method employed by 
petitioner in marketing her goods. It is a matter of common knowledge 
that in cities having a considerable percentage of colored people mem- 
bers of both races purchase goods in the same stores, more especially in 
the same drug stores. In the city of Washington this is so well known 
that judicial notice may be taken of it. Members of the colored race 
seeing registrant’s goods under a trade-mark so nearly like that of peti- 
tioner would readily be led to think the goods of both parties had the 
same origin. * * * It is believed the registrant should have adopted a mark 
farther removed from that owned by petitioner. Where there is doubt 
it is resolved against the newcomer. * * * It is believed the case of Hay 
v. Malone, 288 O. G. 481, 50 App. D. C. 399, is persuasive that the marks 
in the instant case are confusingly similar.” * 


Descriptive Terms 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, the notation “Sure-Guard,” as a 
trade-mark for automatic car stops, including a bumper and acces- 
sories actuated thereby for applying brakes, shutting off ignition, 
and operating signals. 

The ground of the decision is that the term is merely descrip- 
tive of the character. or quality of the goods. 

In his decision, after noting that the Examiner had held the 
term descriptive, the First Assistant Commissioner said: 


“Since the entire arrangement acts as a guard, to state that it is a 
‘sure guard’ is to add a second descriptive term to indicate to purchasers 


® Annie M. Malone v. Aladdin Products Co., 151 M. D. 981, March 26, 
1929. 





DECISIONS OF THE COMMISSIONER OF PATENTS 173 


that not only does the arrangement act as a guard against damage by 
collision but that its action is sure or certain.” 


And then, after citing decisions, including the case of In re 
Toledo Scale Company, 303 O. G. 399, 52 App. D. C. 103 [12 


T.-M. Rep. 468], in which the words “Honest Weight” were held 
descriptive of scales, he said: 


“It will be noted that in neither of these last cited cases was it shown 
that the particular words had ever been used by the public to describe 
these goods. 

“* * * The notation for which the applicant seeks registration is 
deemed merely descriptive of the character or quality of the goods in that 
it merely describes to the user that this bumper-operated apparatus 
possesses the quality or character of being a sure or certain guard against 
accident from collision.” ° 


Moore, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for built-in ventilators, 
transoms, doors, windows and panels, the term “Gabelouvre.” 


The ground of the decision is that the term is merely a mis- 
spelling of the compound word “Gable-louvre,” which is descriptive 


of the goods as indicating that they are ventilators of the louvre 
type built into gables. 

In his decision, after quoting the dictionary definition of louver 
and noting that the misspelling of a descriptive word does not 
render it registrable as a trade-mark, the Assistant Commissioner 
referred to applicant’s contention that the goods sought to be pro- 
tected are not “louvers” or even “gables,” but are built-in ven- 
tilators, etc., and said: 


“It is believed that the appellant’s position is not tenable. There are, 
as suggested by the Examiner, ventilators of the louver type built into 
gables, and the appellant’s mark is clearly definitive of devices of this 
type. The fact that the appellant also applies its mark to devices of which 
the word is not descriptive is not determinative of the question in issue. 
Others who manufacture or trade in ventilators of the louver type which 
are intended to be built into gables are entitled to call their ventilators 
gablelouvers.” ” 


Moorg, A. C.: Held that applicant is not entitled to register 
the term “Grid Head,” a a trade-mark for garment and laundry 


* Ex parte Sure-Guard Corp., 151 M. D. 947, February 9, 1929. 
Ex parte The Ventilouvre Co., 151 M. D. 956, February 14, 1929. 
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pressing machines, since this word is merely descriptive of the 
goods. 

In his decision, after noting that certain specified patents 
show that the part of the garment-pressing machines to which 
machines applicant applies its trade-mark is usually termed a head 
or a presshead, that such head is sometimes formed with a forami- 
nous bottom and that the term “grid” is of sufficient breadth to 
include devices formed wholly or in part of wire netting, the Assist- 
ant Commissioner said: 


“In view of the above, it is believed that the words ‘Grid Head’ are 
properly descriptive of the pressheads of the patented type; that they 
are definitive of the article rather than indicative of the originator or 
owner of the article, and that the refusal to register the applicant’s mark 
was without error.” 


Rosertson, C.: Held that applicant is not entitled to register 
the term “Take It Yourself,” as a trade-mark for oils and greases, 
since this term would indicate a manner of merchandising and is 
therefore descriptive of a characteristic of the goods. 

In his decision, after referring to the Brennan case (151 O. G. 
449), in which it was held that “Serveself” is descriptive of lunches 
and sandwiches and noting that the Examiner had cited certain 
patents as showing dispensing pumps, designed to dispense gaso- 
line, from which the gasoline could be obtained upon the insertion 
of a coin into the device, the Commissioner said: 


“Of course it is true that the mark here sought to be registered does 
not describe the goods or a quality thereof in the sense that it states 
whether they are high or low grade products or what their physical com- 
position is. It does, however, very clearly state the manner in which the 
goods are to be merchandised. In other words, in view of the common 
practice in grocery stores and cafeterias of permitting the customer to help 
himself and of the fact that measuring pumps have been invented and 
patented to be used in connection with automatic vending mechanism, 
so that a person, by depositing the proper coin in a slot, can get the 
desired amount of gasoline, it is evident that the mark would indicate to 
purchasers that they did not have to be served by an individual, but could 
‘take’ the goods in whatever way they were arranged to be taken and 
make appropriate payment therefor.” 


Then, after referring to a number of decisions relating to 
marks held to be descriptive and quoting from the case of Beckwith 
v. Commissioner of Patents, 274 O. G. 613, 252 U. S. 538, he said: 

1 Ex parte The Prosperity Co., Inc., 151 M. D. 983, March 28, 1929. 
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“That reasoning applies clearly to the present case, since others, 
having systems by which goods of the same descriptive properties are 
dispensed without the service of a salesman, could truthfully describe such 
goods by the term “Take It Yourself.’” 

And, after referring to the Miller decision (260 O. G. 733), 
in which the Patent Office had held that “U-Put-On” is not regis- 
trable as a trade-mark for rubber heels for shoes, he said: 


“To paraphrase that decision, to call an article ‘Take It Yourself’ is 
merely to describe the manner in which the article is merchandised and, 
to that extent, to describe a characteristic of the article itself.” ” 


Foreign Owner—Use in United States 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for tobacco, cigars and cigarettes, the 
word “Rotary.” 

The ground of the decision is that, while the applicant had 
obtained registration of its mark in England, it did not appear that 
it had made any use of its mark in this country prior to the date 
of its application and that prior to that date the Rotary Club of 
Chicago had been incorporated and has continued as an incor- 
porated fraternal organization or club continuously and that a cer- 
tain party had, with permission of the Rotary Club, used that 
term upon cigars for sale principally to members of the club. 

In his decision, after calling attention to the Act of January 
8, 1913, amending the Act of 1905, forbidding registration of a 
name adopted by any institution, organization, etc., incorporated 
in any state of the United States “prior to the date of adoption 
and use by the applicant,” the First Assistant Commissioner said: 


“This ‘use by the applicant’ is believed to mean use in this country. 
It is held the use by the applicant in the country of his domicile and the 
registration there cannot avail him in this proceeding.” 

And then, after quoting from a number of decisions of the 
federal courts relative to the use of trade-marks in foreign coun- 
tries, he said: 


“The conclusion seems fully justified that the applicant, not having 
used the mark in this country until many years subsequent to the date 


* Ex parte Standard Oil Co. of New Jersey, 51 M. D. 985, March 30, 
1929. 
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of incorporation of the Rotary Club, the opposer here, is barred from 
registration in view of the amendment of January 8, 1913, to the 1905 
Act. If additional proof of damage to the opposer here were needed the 
evidence fully substantiating the use by the Rotary Club of the words 
‘Rotary’ upon the cigars and other tobacco products manufactured for 
its members would furnish such additional proof of damage. The appli- 
cant, were it to obtain the registration sought, could well annoy if it 
could not more seriously interfere with the Rotary Club and its members 
in connection with their continued use of this word upon tobacco products 
made for and purchased by the members of the club.” * 


Functional Part of Goods 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for hosiery, a 
mark consisting of a ridge of the same color as the goods woven 
in the upper portion of the stocking on the ground that this mark 
is not a valid trade-mark because it is a functional part of the 
stocking. 

In his decision, after stating that in a previous opposition to 
the registration of the mark, filed by the user of a colored stripe, 
which opposition was dismissed, the Examiner had held that appli- 
cant was not entitled to register the mark because it was an integral 
part of the goods, and pointing out that applicant owns a patent 
for the process of and means for forming such ridges in stockings 
and that other patents disclose means for preventing runs in the 
stockings and that there was, broadly, no novelty in constructing 
stockings with some means for preventing runs, the First Assistant 
Commissioner said: 

“A trade-mark, under the statutes as construed by the adjudicated 
cases, cannot be an integral part of the goods and function in connection 
with the latter (citing decisions). * * * There have been many adjudicated 
cases which have indicated, but in less specific terms, the view of the 
courts that trade-marks are not to be found in parts of the articles or 
goods themselves where mechanical functions result, but that to constitute 
proper trade-marks the latter must appear on or in connection with the 
goods solely for the purpose of indicating origin or ownership. To grant 
applicant the registration sought would be, since registration may be 


renewed any number of times, equivalent to granting applicant a perpetual 
patent upon a run-stopping ridge knit into a stocking.” “ 


* Rotary Club of Chicago v. Gallaher, Ltd., 151 M. D. 951, February 
13, 1929. 
* Ex parte Vertex Hosiery Mills, Inc., 151 M. D. 935, February 2, 1929. 
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Geographical Term 


Moore, A.C.: Held that the Semet-Solvay Company, of New 
York, N. Y., is entitled to register under the Act of 1905, as a 
trade-mark for coke, the notation “Semet-Solvay Coke,” the right 
to the exclusive use of the word “Coke” being disclaimed, since this 
term must be regarded as arbitrary and fanciful. 

In his decision, after noting the ground of the Examiner’s 
refusal of registration, namely, that “Semet” is merely the name 
of an individual and “Solvay” a merely geographical term, and 
that, under the rulings of the Court of Appeals, putting the two 
together does not make a registrable trade-mark, the Assistant 
Commissioner said: 


“This case, it is believed, falls under the ruling of the Commissioner 
in Ex parte United Roofing & Mfg. Co. (1913 C. D. 35 [3 T.-M. Rep. 76]). 
The word ‘Semet’ is not a generally recognized surname. The Examiner 
cites but a single instance (St. Louis Directory for 1924) of the use of 
the word as a surname. The applicant states that the word does not occur 
in either the current telephone directories or in the general directory for 
the city of New York. Nor is it included in the 1928 directory for Wash- 
ington, D. C. 

“As to the word ‘Solvay,’ Lippincott’s Gazetteer of the World gives 
it as the name of a village in Onondaga County, New York. It is not 
a reasonably well-known geographical name, as contemplated by the 
statute. If the word ‘Lakeside, which appeared in the Postal Guide as 
the name of sixteen or seventeen post offices, * * * was not a name of 
well-known geographical places * * * (Ex parte United Roofing & Mfg. 
Co., supra), then certainly the word ‘Solvay’ would have no such effect 
upon the ordinary observer.” * 


Goods of Different Descriptive Properties 


Moore, A. C.: Held that applicant is entitled to register the 
words “Good Luck” as a trade-mark for a preparation for making 
pie fillings and puddings, notwithstanding the prior use by opposer 
of the same words as a trade-mark for oleomargarin, on the ground 
that the respective goods possess different descriptive properties. 

On the latter point, the Assistant Commissioner said: 


“It is true that oleomargarin may or may not enter into the making 
of pies and puddings, but clearly all of the ingredients of pies and pud- 
dings do not have the same descriptive properties. The most that can be 
said is that both the opposer’s oleomargarin and the applicant’s fillings 


* Ex parte Semet-Solvay Co., 151 M. D. 983, March 28, 1928. 
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are food products, but it is evident that no one is entitled to such broad 
protection of his trade-mark as to give the right to its exclusive use for 
all food products. In fact, the opposer has not heretofore contended for 
such a broad interpretation of its right under its trade-mark ‘Good Luck,’ 
as evidenced by the fact that over 20 trade-marks have been registered 
by others (applicant’s Exhibit K) in which the essential characteristic of 
the mark consists of the words ‘Good Luck,’ ‘Luck,’ or ‘Lucky,’ for various 
food products, such as flour; flavoring extracts, fruit syrups and juices; 
condensed milk, evaporated cream and canned milk; canned vegetables and 
fruit; candies; teas and coffees, bread, etc., the dates of said registrations 
extended from February 8, 1898 (No. 31217) to April 19, 1927 (No. 
226744), said registrations including one to the applicant consisting of 
the words ‘Good Luck’ for preparations for making pie fillings and pud- 
dings (No. 135451, registered October 12, 1920).” 


On the bearing of laches by opposer on applicant’s right to 
register, the Assistant Commissioner said: 


“Since the applicant and its predecessor have been using the mark 
in question since about 1910 for its preparations, and with no confusion 
in trade, so far as shown by the record, and with the acquiescence of the 
opposer, if the opposer ever had any right to oppose registration by the 
applicant of its mark, such right of the opposer has been lost by laches 
(Gerstendorfer Bros. (now by reason of change of name, Sapolin Co., Inc.) 
v. United Supply Company (Samoline Corporation, substituted), [18 T.-M. 
Rep. 301]; France Milling Co. v. Washburn-Crosby Co., 3 F. (2d) 321 
[15 T.-M. Rep. 185]; Rectanus Co. v. United Drug Co., 226 F. 545 
[6 T.-M. Rep. 28]).”* 


Kinnan, F. A. C.: Held that applicant is entitled to register 
the term “Rotex,” as a trade-mark for vaginal syringes, notwith- 
standing the prior use and registration by opposer of the term 
“Kotex,” as a trade-mark for sanitary napkins, on the ground that 
the goods are not of the same descriptive properties. 

In his decision the First Assistant Commissioner said: 

“The opposer’s goods are of a specific character, used for a specific 
purpose, and in method of manufacture or production, appearance and 
character, as well as in purpose and function, are wholly dissimilar from 
those of the applicant. The notation ‘Rotex’ is suggestive of the function 
or mode of operation of the applicant’s goods and such word has no signifi- 


cance in connection with the goods of the opposer. The use of a vaginal 
syringe involves nothing in common with the use of sanitary bandages.” * 


** John F. Jelke Company v. Good Food Company, Inc., 151 M. D. ——, 
January 12, 1929. 


™* Kotex Company v. Clarence M. McArthur, 151 M. D. 948, February 
9, 1929. 
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Goods of Same Descriptive Properties 


Moore, A. C.: Held that applicant is not entitled to register 
as a trade-mark for sheets and pillow cases, the word “Irontex,” 
in view of the prior use and registration by opposer of the same 
term as a trade-mark for hosiery. 

The ground of the decision is that the opposer having origi- 
nated this trade-mark, its use on the goods specified would be likely 
to lead to confusion. 

In his decision, with reference to the breadth of protection to 
which an originated mark is entitled, the Assistant Commissioner 
said: 

“It is well settled that one who originates a trade-mark is entitled 
to a broader interpretation of his trade-mark rights than is one who 
adopts an old trade-mark and appropriates it to an old class of goods.” 

And then, after citing certain decisions in which certain spe- 
cified goods were held to be of the same descriptive properties, he 
said: 

“As the opposer originated the mark ‘Irontex,’ and trades in sheets 
and pillow cases as well as in hosiery, and as the public has for many 
years associated said mark with opposer’s goods, it is believed that the 
public would have the right to believe that the person or company that 
originated or owned the hosiery to which the said mark is appropriated 
also originated or owned the sheets and pillow cases to which the same 
mark is appropriated. Therefore, to register the applicant’s mark would 
not only produce confusion in the mind of the public, but would also work 


an injury to the opposer in that the public would be likely to purchase 
the applicant’s goods believing them to be the goods of the opposer.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter the notation “Silk-lif,’ as a trade-mark for a compound used 
in the treatment of hosiery to prevent runs and fading, in view 
of the prior use and registration by opposer of the notation “Silk- 
Life,” as a trade-mark for soaps for use on silk, on the ground that 
the goods are of the same descriptive properties and the marks 
substantially identical. 

In his decision, after noting that the specimens filed with appli- 
cant’s registration show that his preparation is to be used to pre- 
vent runs and to set the color and that the directions state that the 


*R. H. Macy & Co., Inc. v. Nickols Manufacturing Company, Inc., 
151 M. D. 954, February 13, 1929. 
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hosiery is to be soaked in the solution and that the opposer’s cartons 
shows that its soap is described as preserving the silk, lengthening 
its life and improving its luster, etc., and noting that the marks 
are substantially identical, since the omission of the final “e’’ makes 
no material difference, the First Assistant Commissioner said: 

“It is deemed quite clear users of opposer’s goods would be confused 
in seeing the applicant’s goods in the same market and would be quite 
likely to purchase the latter when intending to purchase the former. Even 
if no error was made as to the particular goods desired by such a customer, 
the latter would be quite likely to think both goods had the same origin. 
The products of both parties to this proceeding would be likely to be 
called for by the name ‘Silk-Life’ and a dealer would not know which 
goods were desired and would be as likely to sell the applicant’s goods 
as the opposer’s. If both marks appeared upon the respective goods in 
the same market, it is deemed confusion of origin would be inevitable. 


Fischbeck Soap Company v. Kleeno Manufacturing Company, 216 O. G. 
327, 44 App. D. C. 6 [5 T.-M. Rep. 327].”” 


Interference—Prior Use by Third Party 


Moorg, A. C.: Held that none of the parties is entitled to 
register the term “Red Caps,” as a trade-mark for a medicinal 
preparation for colds, la grippe, etc. 

This interference involved the application of Eugene J. 
Murphy Company, the application of Walter C. Bender, and the 
application of Charles A. McFarland. No testimony was presented 
on behalf of either the Murphy Company or McFarland, and the 
Assistant Commissioner held that the testimony on behalf of Bender 
was not sufficient to establish a date of adoption and use prior to 
the date on which McFarland filed his application. He further 
held that none of the parties had shown themselves entitled to 
register in view of the existence of a prior registration of the mark 
in question to another party, which had been granted on April 23, 
1907. 

With reference to a preliminary question as to the delay in fil- 
ing Bender’s brief, which the Examiner of Interferences accepted, 
although not filed three days before the hearing, the Assistant Com- 
missioner said: 


* Lightfoot Schultz Company v. Arthur B. Cosby, 151 M. D. 970, 
March 12, 1929. 
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“It is believed that the acceptance and consideration of Bender’s brief 
was within the discretionary powers of the Acting Examiner, it being his 
practice to give the objecting party, when objection is made, an oppor- 
tunity to file a reply brief.” 

With reference to opposer’s testimony, he pointed out that since 
Bender had alleged in his application a date of adoption and use as 
of October 7, 1925, which was subsequent to McFarland’s filing 
date, he could establish an earlier date of use only by proofs which 
are “clear and convincing.” 

In his discussion of the testimony he pointed out that Bender’s 
statement that he had been using the term “Red Caps” for fifteen 
years was not supported by any tangible evidence nor by the 
testimony of any of the witnesses. He further pointed out, with 
reference to the testimony of one of the witnesses that he had pur- 
chased a medicine from Bender bearing the trade-mark “Red Caps” 
in 1918, that the party for whom the medicine was purchased was 
not called as a witness and that the witness had testified to but two 
specific instances where such goods were purchased and did not 
furnish any documentary evidence in support of his statements. 

With reference to the question of the earlier registration, after 
noting the date of the registration and the fact that it had been 
assigned, the Assistant Commissioner said: 


“It appears, therefore, that when the parties to this interference 
adopted and appropriated the said mark, they were trespassers and 
neither could claim priority on the abandonment of the mark by the legal 
owners thereof, assuming the mark to have been abandoned by said owners.” 
And then, after citing from the decision of the Court of Appeals in 
Justin Seubert, Incorporated v. A. Santaella § Company, 166 O. G. 
987; 86 App. D. C. 447 [1 T.-M. Rep. 42], he said: 


«“* * * Registration of the said mark will be refused to each of the 
parties to this proceeding, unless cause be shown within twenty (20) days 
from th: date of this decision why such action should not be taken.” ” 


Non-conflicting Marks 


Kinnan, F. A. C.: Held the petition by Clarkson & Ford 
Company to cancel the registration of Elmer S. Hobson of a trade- 


* Eugene J. Murphy Co. v. Bender v. McFarland, 151 M. D. 942, 
February 6, 1929. 
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mark for oils and greases, consisting of the representation of a 
mounted knight holding a banner, with the word “Knight” across 
the representation, the whole surrounded by a circle made up of 
repetitions of the letter “H,”’ should be denied, and that Hobson 
was not entitled to have cancelled the previous registration of Clark- 
son & Ford Company of a trade-mark for the same goods, consist- 
ing of the notation “Silent Knight.” 

The ground of the decision is that there was a previous regis- 
tration to third party consisting of the picture of a knight and the 
word “Invader,” which registration had been renewed, and that, in 
view thereof, neither mark is entitled to a construction broad enough 
to include that of the other party, and that evidence did not estab- 
lish that the mark of Clarkson & Ford Company, “Silent Knight,” 
had been used merely as a grade-mark. 

In his decision, after discussing the testimony at some length, 
which showed that there was no conflict between the parties until 
each commenced to stress the term “Knight” to the exclusion of the 
other features of the marks and that for many years the marks had 
been used without any confusion, the First Assistant Commissioner 
said: 

“To determine the rights of the parties in connection with these activi- 
ties is not within the jurisdiction of this Office. If it were held Clarkson 
& Ford Company had not shown trade-mark use of the notation ‘Silent 
Knight’ and the trade-mark registration were cancelled it would not pre- 
vent that company from using such notation as a grade-mark nor prevent 
the confusion that it is alleged has arisen.” 

He then referred to the registration above mentioned of the 
picture of the knight and the word “Invader” and stated that, 
while the word “Knight” did not appear in the previously regis- 
tered mark, yet the pictorial representation of the mounted knight 
would convey the same idea as the word itself and that a customer 
who was previously familiar with this mark might not, upon seeing 
the word “Knight,” confuse the goods or the origin therefor, yet he 
would be apt to bear in mind that the goods were associated with 
the knight and so recommend such goods to others that they, on 
seeing the word “Knight” on the goods, would purchase them, be- 











DECISIONS OF THE COMMISSIONER OF PATENTS 183 


lieving they were the goods of the owner of the previously regis- 
tered mark. 
He then said: 


“It is deemed neither party to this proceeding has any broad right to 
trade-mark use of the word ‘Knight’ and that each has added to what 
neither party exclusively owned quite dissimilar features, one party usin 
the word ‘Silent’ and the other using the circle, the mounted knight a 
the banner. It is held, therefore, that the trade-mark rights of the 
parties must be interpreted in view of the previous registration to Kellom 
and that when this is done the trade-marks as registered do not conflict.” * 


Moors, A. C.: Held that applicant is entitled to register the 
word “Pheasant,” as a trade-mark for meats and meat products, 
notwithstanding the prior use by opposer of the word “Partridge” 
and the picture of a partridge, as a trade-mark for goods of the 
same descriptive properties, on the ground that the marks are not 
so similar that their contemporaneous use would be likely to cause 
confusion. 

With reference to the contention as to the abandonment of the 
marks, the Assistant Commissioner said: 


“As to abandonment of the marks, there is nothing in the record 
indicating any intention to abandon either of said marks. It appears from 
the evidence that the applicant’s predecessor, The Cincinnati Abattoir 
Company, used the ‘Pheasant’ mark up to the time the said company was 
placed in the hands of a receiver; that it was used from time to time 
by the receiver while in charge of the business, and that the applicant 
acquired title to said mark (registration No. 76275) from the receiver. 
Mere non-use of a trade-mark for a limited time is not sufficient to prove 
abandonment. There must be present some act on the part of the owner 
to show an intention to abandon the mark. Nor does the evidence show 
any intention to abandon the opposer’s mark ‘Partridge.’ ” 


With reference to the similarity of the marks and the likeli- 
hood of confusion by reason of their use, he said: 


“As to resemblance, a comparison of the two words shows that they 
do not look alike, sound alike, or convey the same meaning. And a com- 
parison of the pictures of the two birds as shown on the labels of the 
respective parties shows that their resemblance is so remote as to make 
confusion wholly unlikely. It may be noted in this connection that neither 
party appears to have been entitled to the exclusive use of a bird broadly 
as a trade-mark for meat products in view of the existing ‘Dove’ trade- 
mark for meat products. 

“While the meaning of each of the two words, ‘Partridge’ and ‘Pheas- 
ant, is rather general, yet neither includes the same species included by 


“Clarkson & Ford Company v. Elmer S. Hobson, 151 M. D. 537, 
February 2, 1929. 
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the other. And while the two marks were used for many years covering 
substantially the same territory, yet the evidence does not definitely 
establish any confusion in trade between them.” 


With reference to the laches of the opposer, he said: 


“It appears from the evidence that for many years the marks were 
used respectively by the parties on the same goods and in substantially 
the same territory without the interposition of any objection on the part 
of the opposer. If the opposer ever had any right to oppose registration 
of the mark ‘Pheasant,’ such right should have been exercised when 
application for registration of said mark, on which registration No. 76275 
was granted, was pending before this office (Victor Stove Company v. 
Hall-Neal Furnace Company [18 T.-M. Rep. 178]).” ” 


Opposition—E stoppel 


Rosertson, C.: Held that applicant is entitled to register, 
as a trade-mark for canned fruits, and canned vegetables, a mark 
consisting of the representatiion of a head of an Indian with a 
rather peculiar head-dress, notwithstanding the prior use by the 
Skookum Packers Association and its predecessors in business of 
this mark as applied to fresh fruits. 

The ground of the decision is that, in view of certain alleged 
assignments from the opposer and its predecessor to applicant’s 
predecessor in business, opposer is estopped to object to the use 
of the mark and registration thereof. 

In his decision, after noting that the mark in question had 
been used by opposer and its predecessor in connection with the 
word “Skookum” and referring to the alleged grants or assignments 
from opposer and its predecessor to the predecessor of the applicant 
of the right to use the trade-mark “Skookum” on goods other than 
fresh fruits, the Commissioner said: 


“The business of the Puyallup Company was later transferred by a 
series of assignments to the Pacific Northwestern Canning Company, the 
applicant here. 

“If any estoppel existed by virtue of the papers above referred to 
in favor of the Puyallup Company, it would seem, in view of the trans- 
fers of the business of the Puyallup Company to applicant, that this 
estoppel must inure to the benefit of the latter. 

But whatever may be the value of these documents as 
assignments of a trade-mark right, they are thought to estop the opposer, 


* The H. H. Meyer Packing Co. v. The E. Kahn’s Sons Co., 151 M. D. 
964, March 9, 1929. 
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to the extent to which they purported to transfer the trade-mark rights, 
to object to the use of the mark on those goods by the transferee 
and its successors in business. This was evidently the view taken by 
the opposer with reference to the term “Skookum” since, as above set 
out, no opposition was made to the registration of that term by appli- 
cant.” 

He then, after referring to the testimony on behalf of the 
applicant to show that the word “Skookum” and the picture of the 
Indian head were usually considered together and the transfers 
made no difference between the two, said: 

“It must be held, therefore, that the estoppel runs not only as to 
the word ‘Skookum,’ as apparently admitted, but also to the smiling 
Indian picture.” 

And finally, after noting certain decisions as to the likelihood 
of confusion where the same mark was used on fresh and canned 
fruits, said: 

“In the present case, as above noted, the opposer is estopped to 
object to the use of a mark by applicant. Being so estopped, it is deemed 
that it is also estopped to object to the registration. There being no evi- 
dence of any confusion between the goods of the respective parties, not- 
withstanding applicant had used the mark on its s for several years, 


it is not deemed this office should now refuse registration on the ground 
that confusion would be likely.” * 


Renewal—A pplication After Expiration 


Rosertson, C.: Held that an application of the Regal Shoe 
Company, for the renewal of the registration of a trade-mark could 
not be considered, since it was filed after the expiration of the 
twenty years for which that registration was issued. 

The ground of the decision is that the obvious intent of the 
statute is that an application for the renewal of a registration must 
be filed prior to the expiration of the twenty-year term. 

In his decision, after quoting from the statute, which provides 
that the request for renewal “may be made at any time not more 
than six months prior to the expiration of the period for which the 
certificates of registration were issued or renewed,’ the Commis- 
sioner said: 


* Skookum Packers Assn. v. Pacific Northwest Canning Co., 151 M. D. 
919, January 19, 1929. 
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“Obviously the purpose of the renewal is to keep the registration in 
force. It is thought, therefore, to be evident that the intention of the law 
was that the request for the renewal must be filed before the period for 
which the registration was issued had expired. Otherwise the registration 
would not be ‘renewed,’ but, in effect, the Office would be granting a new 
certificate of registration. The period for which the registration had been 
issued in the present case had expired when the request for renewal was 
filed. If applicant’s argument is correct, then after this registration had 
been renewed, instead of the period for which it remained in force being 
continuous from the date of the original registration, there would be a 
period of over two months when the registration was not in force.” 

And then, after noting that it had been previously held in the 
decision in Ex parte Gebruder Avenarius, 185 Ms. D. 24 [10 T.-M. 
Rep. 440], that a petition for renewal must be filed before the 
twenty-year period and referring to applicant’s argument based on 
the statute relating to the so-called “renewal” of patent applica- 
tions and referring to the decision of the Court of Appeals of the 
District of Columbia in District of Columbia v. Roth, 18 App. D. C. 
547, in which it was held that a request to extend the time for 
filing the transcript of record must be made before the expiration 
of the period fixed by the rule and quoting from that decision, he 
said: 

“To paraphrase the language above quoted, the granting of the renewal 


in this case would not be an extension of the term for which the original 
registration was granted, but granting a new and original registration for 


the statutory term.” 

And then, after refering to the statement of the court in Ewing 
v. Standard Oil Company, 203 O. G. 156, 42 App. D. C. 321 [4 
T.-M. Rep. 878], and noting the holding that the intention of the 
statute was that “the rights originally acquired shall continue,” he 
said: 

“This intention of the act, as stated by the court, could not be carried 
out if the renewal of the registration was granted on an application filed 


after the original application had expired by lapse of time, since the second 
obviously would not ‘continue’ the rights originally acquired.” * 


* Ex parte Regal Shoe Co., 151 M. D. 959, February 25, 1929. 
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Tue Unirtep States Printing anp LitHoGRAPHING Co. v. Gria@s, 
Cooper & Co. 


United States Supreme Court 
April 8, 1929 


Trape-Mark InrrincemMeNt—Act or 1905—Errecr or REAaIsTRaTION. 

In a suit for alleged infringement of the words “Home Brand,” 
registered as a trade-mark for grocery products under the Act of 
1905, by the use of the word “Home” on similar goods, but where 
no infringing use was shown except within limits of certain states, 
held that said Act afforded no remedy for infringing a trade-mark 
registered thereunder when used upon goods sold only within a state, 
and not in interstate commerce. 


Trave-Mark InrriIncemMent—Act or 1905—Errecr on Ricuts ry Unoc- 
CUPIED TERRITORY. 
The Act of 1905 held not to confer common-law rights within a 
state where the mark has not been used. 
In equity. Suit for alleged infringement of registered trade- 


mark. On certiorari to the Ohio Supreme Court. Reversed. 


Walter F. Murray and Frank F. Dinsmore, both of Cincin- 
nati, O., for petitioner. 

E. H. Morphy and C. W. Cummins, both of St. Paul, Minn., 
for respondent. 


Homes, J.: This is a suit brought by the respondent, a cor- 
poration of Minnesota, against the petitioner, a corporation of 
Ohio, alleging that the plaintiff has a trade-mark “Home Brand,” 
registered in the Patent Office for various grocers’ goods which 
it sells at wholesale in certain named states of the Northwest; 
and that the defendant is printing and selling labels for similar 
grocers’ goods, containing the word “Home,” which labels are used 
by the purchasers in states other than those in which the plaintiff 
has established a market. No interference with interstate or for- 
eign commerce is alleged. 

The bill seeks an injunction against printing and selling such 
labels for any groceries that the plaintiff sells. The trial court 
found the facts to be as above stated and the Supreme Court (of 
Ohio) held that the “purpose and effect of the Trade-Mark Act 
of February 20, 1905, c. 592, section 16; 33 Stat. 728 (C. Tit. 15, 





188 NINETEEN TRADE-MARK REPORTER 


section 96) was to project the trade-mark rights of the registrant 
and owner thereof into all the states, even in advance of the estab- 
lishment of trade therein, and to afford full protection to such 
registrant and owner.” It affirmed a judgment for the plaintiff 
giving the relief prayed and writ of certiorari was granted by this 
court. 

In the Trade-Mark Cases, 100 U. S. 82, it was held upon full 
consideration by a unanimous court that the earlier acts attempting 
to give these unlimited rights were beyond the power of Congress. 

Soon after that decision an Act of March 3, 1881, gave reme- 
dies for the wrongful use of a registered trade-mark in foreign 
commerce or commerce with Indian tribes. It was said that ob- 
viously the act was passed in view of the above mentioned case, 
that only the trade-mark used in such commerce was admitted to 
registry and that the registered mark could only be infringed when 
used in that commerce. Warren v. Searle §& Hereth Co., 191 U. S. 
195, 204 (see United Drug Co. v. Theodore Rectanus Co., 248 
U. S. 90, 99) [9 T.-M. Rep. 1], and the constitutionality of the 
act even when so limited was left open. 191 U. S. 206. 

The Act of 1905 goes a little farther and gives remedies 
against reproduction, etc., of the registered trade-mark “in com- 
merce among the several states” as well as in commerce with for- 
eign nations, etc., Section 16, supra. A remedy for such infringe- 
ment was given in Thaddeus Davids Co. v. Davids Manufacturing 
Co., 283 U. S. 461 [4 T.-M. Rep 175], see also American Steel 
Foundries v. Robertson, 262 U. S. 209 [13 T.-M. Rep. 289]. 
Baldwin Co. v. Robertson, 265 U. S. 168 [14 T.-M. Rep. 399]. 

But neither authority nor the plain words of the act allow 
a remedy upon it for infringing a trade-mark registered under it, 
within the limits of a state and not affecting the commerce named. 
More obviously still, it does not enlarge common law rights within 
a state where the mark has not been used. General Baking Co. v. 
Gorman, 3 F. (2d) 891, 894 [15 T.-M. Rep. 288]. 

Some attempt was made to support the decision upon other 
grounds, but we do not think them presented ‘by the record, and 
they are not mentioned by the Ohio Court. Judgment reversed. 
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[This decision does not conflict with that in the Bismark Case, wherein 
Judge Lacombe said, “The rights which a person obtains by registration 
of a trade-mark under those statutes are coterminus with the territory of 
the United States” (Standard Brewing Co. v. Interboro Brewing Co., 
6 T.-M. Rep. 203), since the “rights which a person obtains by registra- 
tion” are rights to the use of the mark in interstate commerce and the 
language of Judge Lacombe must be so understood. To date, therefore, 
the cases hold that a valid registration under tha Act of 1905 confers an 
exclusive right to the use of the registered mark in interstate commerce, 
but gives no control over the use of the mark in intrastate commerce.] 


Van Camp Sea Foop Company v. Westaate Sea Propvucts Co. 
(28 F. [2d] 957) 


United States Circuit Court of Appeals, Ninth Circuit 
November 5, 1928 


Trape-MarkK INFRINGEMENT—“CHICKEN OF THE SEA” For Tuna FisH— 
Descriptive TERM. 


In a suit to restrain an alleged infringement of the registered 
trade-mark “Chicken of the Sea” by the words “Breast of Chicken,” 
both used on tuna fish sold in tins, held that inasmuch as the word 
“Chicken” had come to denote the young of certain animals and fishes, 
and conveyed the idea of tender quality, the word was descriptive 
and hence there was no infringement, 


In equity. Suit for alleged infringement of registered trade- 
mark. Appeal from decision dismissing bill. Affirmed. 
Newby § Newby and Nathan Newby, all of Los Angeles, Cal., 
for appellant. 
Wm. S. Graham, of San Francisco, Cal. (Dee Holder, of Los 
Angeles, Cal., of counsel), for appellee. 
Before Gitsert, Rupkin, and Dietricn, Circuit Judges. 


Dietricu, C. J.: Both parties are packers of tuna fish, with 
places of business in Southern California. The appellant (plaintiff 
below) adopted, used, and caused to be registered in the United 
States Patent Office as its trade-mark the phrase “Chicken of the 
Sea.” Thereafter the appellee began to use, and caused to be 
registered, as its trade-mark “Breast-O’-Chicken.” Alleging that 
this is an, infringement of its mark, appellant brought this suit to 
enjoin its use. By the amended bill we are informed that in either 
case the trade-mark is applied by displaying it in conspicuous 
letters upon a band-label pasted upon the cans containing the 
canned fish; copies of the labels being exhibited with the pleading. 
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While there are averments in the bill which would be material 
in a suit to restrain acts of unfair competition, admittedly such 
an issue is not involved. Upon defendant’s motion, the court below 
entered a decree of dismissal, and the sole question on this appeal 
is whether the amended complaint discloses a cause of action for 
the infringement of appellant’s registered trade-mark. 

It is first complained that the court dismissed the bill without 
hearing evidence. We are not aware of any distinctive principle 
of procedure in such cases. Where there is doubt, a bill for in- 
fringement should not be dismissed upon motion; but a like rule 
is applicable generally to bills in equity. Failey v. Talbee, (C. C.) 
55 F. 892; St. Louis § S. F. R. Co. v. Allen, (C. C.) 181 F. 710, 
723. When it is clear that under no state of the evidence can 
plaintiff make a case of infringement, it would be idle to go further, 
and a motion to dismiss should be granted. Sprigg v. Fisher, 
(D. C.) 222 F. 964; Collins Chem. §& Mfg. Co. v. Capitol City 
Mfg. Co., (C. C.) 42 F. 64, and see, also, Mallinson v. Ryan, 
(D. C.) 242 F. 951; M. C. Peters Milling Co. v. International 
Sugar Feed No. 2 Co., (C. C. A.) 262 F. 386, 339 [10 T.-M. Rep. 
207]; P. Lorillard Co. v. Peper, (C. C A.) 86 F. 956; American 
Tobacco Co. v. Globe Tbhoacco Co., (C. C.) 198 F. 1015 [2 T.-M. 
Rep. 187]; S. R. Feil Co. v. J. E. Robbins Co., (C. C. A.) 220 
F. 650 [5 T.-M. Rep. 163]; Richmond Remedies Co. v. Dr. Miles 
Medical Co., (C. C. A.) 16 F. (2d) 598 [16 T.-M. Rep. 79]; 
Liggett & M. T. Co. v. Finzer, 128 U. S. 182, 9 S. Ct. 60, 32 L. Ed. 
895; Hopkins on Trade-Marks (3 Ed.), p. 467. 

We are of the opinion that such a case is presented by the 
amended bill with its exhibits. Were the word “chicken,” common 
to the two trade-marks, a purely fanciful term, and made equally 
prominent in both, we might have a case of sufficient doubt to war- 
rant a hearing of evidence. But, as registered, the two combina- 
tions are similar neither in appearance nor in sound, and if, as 
appellant contends, it be conceded that “chicken” is the dominant 
word in its combination, it cannot be said to have such prominence 
in that of the defendant. Moreover, “chicken,” as used by the 
plaintiff, is not a purely fanciful term, but is measurably descrip- 
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tive. True, in its primary or most popular meaning, it designates 
the young of the domestic hen, and less commonly, the young of 
wild birds, but it is sometimes used to denote living things of the 
sea as well as of the land. Its application has been so extended 
apparently because in a figurative sense it has come to signify 
something young and tender. 

At page 336 of volume 2 of Murray’s New English Dictionary 
of the Philological Society it is stated that, since early in the 
1700’s, “chicken” has been so used as denoting a young and inex- 
perienced person, and in Farmer and Henley’s Dictionary of Slang 
and Colloquial English it is said that “tender as chicken” dates back 
to the fourteenth century. In the Century Dictionary it is referred 
to as a name applied with qualifying adjectives to various fishes. 
In the same work chicken halibut is defined as “a halibut weigh- 
ing from ten to twenty pounds.” And in the edition published as 
early as 1889 chicken lobster is said to be “an undersized lobster,” 
too small to be legally marketable under the laws of some states. 
It will thus be seen that the term is not only more or less generally 
applied to sea life, but, when so used, it is understood to be descrip- 
tive of class or quality. We are not to be understood as necessarily 
holding that plaintiff's trade-mark is invalid; the combination as 
a whole may have validity. But, in view of the considerations 
just suggested, appellant cannot, as in effect it seeks to do, aban- 
don all but the word “chicken” and claim that as its trade-mark. 
“Chicken,” when applied to tuna, would, as when applied to halibut 
or lobster, denote young and tender meat, and hence would be 
descriptive of quality. That terms merely descriptive of quality 
cannot be appropriated as trade-marks is too well settled to re- 
quire citation of authorities. On the point that generally a regis- 
tered trade-mark is to be considered as an entirety, see John Mor- 
rell & Co. v. Hauser Packing Co., (C. C. A.) 20 F. (2d) 713 
[17 T.-M. Rep. 411]; Ostermoor & Co. v. Rose Spring § Mattress 
Co., 55 App. D. C. 807, 5 F. (2d) 268 [15 T.-M. Rep. 46]; 
Loughran v. Quaker City, etc., (C. C. A.) 296 F. 822; Beckwith v. 
Commissioner of Patents, 252 U. S. 538, 40 S. Ct. 414, 64 L. Ed. 
705 [10 T.-M. Rep. 255]. 

Affirmed. 
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Hecker H-O Company, Inc. v. HoLtanp Foop Corporation 
United States District Court, Southern District of New York 
March 18, 1929 


Trape-Mark InrrInceEMENT—“H-O Foon Inreincep sy “Horoop’—Non- 
vse OF Mark By Reramer IMMATERIAL. 
For over thirty-two years plaintiff had used the trade-mark 
“H-O” on its cereal products, often in combination with the word 
“food.” The words “H-O Food” held infringed by the defendant’s 
use of the word “Hofood” as a trade-mark for cereal products, the fact 
that the latter applied the mark solely to packages sold in bulk, and 
not to those sold retailers, not being material to the case. 
INFRINGEMENT— Sate or Goons Ovursmpe Unrrep Srates— AFFIXING OF 
Lasets Here Held Act or INFRINGEMENT. 


Where the infringing goods were packed in the United States 
but sold only abroad, held that infringement began when the defend- 
ants’ labels were affixed to the goods in the United States. 


W. Lee Helms, of New York City, for plaintiff. 


Hunt, Hill & Betts (John W. Crandall, of counsel), all of 
New York City, for defendant. 


In equity. Suit for trade-mark infringement. Decree for 
plaintiff. 

Winstow, D. J.: The plaintiff is a manufacturer of cereal 
products, its field of operations being both domestic and interna- 
tional. The subject of this particular action is the plaintiff's 
registered trade-mark “H-O,”’ which has been used as the name 
of one of its principal cereal products, an oat food, and, in addi- 
tion, has been used as a house mark extensively on practically 
all of its cereal products. It is widely known to wholesalers, 
jobbers and retailers, both in this country and abroad, and large 
sums of money have been spent in advertising. It has enjoyed 
the exclusive use of the trade-mark for upwards of thirty-two 
years. 

The defendant is using the word “Hofood,’ also applied to 
cereal products. In 1921, the defendant obtained a trade-mark 
registration under “Hofood,” as applied to certain cereal and other 
products, and in 1922 the defendant filed an application for regis- 
tration of the same mark for other cereal products. This resulted 
in 1923 in proceedings instituted by plaintiff in the United States 
Patent Office for the cancellation of the trade-mark ‘“Hofood,” 
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and that the mark applied for be denied because of priority of 
use by the plaintiff of the trade-mark “H-O” in connection with 
the word “Food” on its cereal products, which it, the plaintiff, in 
fact had used from time to time. 

The result of this proceeding in the Patent Office was a deci- 
sion favorable to the plaintiff, and the defendant’s trade-mark was 
cancelled and its application was denied. The Patent Office, in 
substance, held that the goods of the two parties were identical, 
and that the marks were so similar as to tend to cause confusion 
when standing together in the trade. 

An appeal resulted in the affirmance by the Court of Appeals 
of the District of Columbia of the decisions of the Commissioner 
[16 T.-M. Rep. 340]. 

The record is quite conclusive that the plaintiff and its pred- 
ecessors have used the trade-mark “H-O” since 1887, both on 
labels and advertising, and connected also with the word “Food.” 
It further appears that it has been a house mark to identify plain- 
tiff’s products. 

The defendant is an American corporation located in the State 
of New York. It purchases oats and wheat flour products and 
has the containers marked “Hofood” in the United States, and 
then such containers are shipped to foreign countries to its cus- 
tomers, who are wholesalers and jobbers. It is claimed by the 
defendant that the product is removed from the wholesale packages 
and that the retailer does not use “Hofood” on retail packages. 
I do not think this is material. The goods are known and described 
generally as ‘“Hofood.”’ 

I am of the opinion that the record sustains the plaintiff’s 
exclusive right to use “H-O” in connection with “Food” on bulk 
goods, as well as on its retail packages in the United States. A 
very valuable part of plaintiff's good will is among those of the 
wholesale trade, as well as among retailers. If the defendant 
has the right to use the word “Hofood” at all on cereal products, it 
could, if desired, use such mark both on retail packages and whole- 
sale packages, or on any containers. The method of use may or 
may not be identical as to the form of the containers, but the prod- 
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uct is of similar origin, and I believe that confusion not only may 
be present, but prospective, if the defendant has the right to use 
its mark “Hofood.” 

The defendant affixed its mark in the United States on the 
containers, and these goods are shipped from the port of New 
York. The case of Vacuum Oil Co. v. Eagle Oil Co., 154 Fed. 867, 
is pertinent and applicable. It was there contended that the court 
was without jurisdiction and that the alleged infringing acts were 
performed outside of the United States, but inasmuch as the in- 
stigation of the plan and the direction thereof took place in the 
United States, it was in substance held that the infringement began 
in this country. An injunction was issued. There can be no ques- 
tion that the trade-mark “Hofood” is affixed to containers in the 
United States by the defendant, which, I think, brings the alleged 
improper acts within Section 16 of the Trade-Marks Act. The 
intention of the defendant to infringe or actual confusion may 
not be necessary of proof where the plaintiff’s ownership and right 
are unquestioned. And specific instances of confusion or deception 
are not required. In like manner, it is not necessary to hold that 
actual damages have been sustained by the plaintiff. Hutchinson, 
Pierce §Co. v. Loewy, 163 Fed. 43. 

Counsel asked the court to take special cognizance of the fact 
that the method of use of the trade-marks by the litigants at the 
present time is less important than the natural changes in the 
condition of the trade of the future. The plaintiff, if it desires, 
may sell in bulk, and again the defendant may change its bulk 
packages to retail packages. 

The court has jurisdiction of the defendant (see Vacuum Oil 
case, supra). Holland Furnace Co. v. New Holland Machine Co., 
24 Fed. (2) 751. In this latter case, it was held that there was 
an invasion of plaintiff's rights even before final purchase, even 
if the buyer learns whose goods he is buying. 

My conclusion is that plaintiff's trade-mark “H-O” is valid, 
and that plaintiff is entitled to the exclusive use of the same, either 
with or without the word “Food” added and attached to the con- 
tainers. of its products. 

Decree for plaintiff. 
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Tasty Baxinc Company v. Tasty Pounp Cake Company 
United States District Court, District of New Jersey 


February 19, 1929 


Trape-Mark INFRINGEMENT—“TasTYKAKE” For CAKE. 

The word “Tastykake” held not valid as a trade-mark for cake. 
Therefore, defendant’s use of the word “Tasty” on similar products 
was not an infringement thereof. 

Unram Competrrion—INTERMITTENT Sates INSUFFICIENT Proor. 

In a suit to restrain the use of the word “Tasty” as a trade-mark 
for baker’s products sold by defendant in northern New Jersey, on 
the ground that complainant was the first to make use of the word 
“Tastykake” on similar products in other parts of New Jersey, held 
that inasmuch as complainant’s earlier sales in the state were sporadic 
there was no unfair competition. 


In equity. Suit for trade-mark infringement and unfair com- 
petition. Dismissed as to both. 


McDermott, Enright § Carpenter (by John M. Enright of 
counsel), of Jersey City, N. J., and Roberts § Mont- 
gomery (W. W. Montgomery, Jr.) for complainant. 

Fredman & Fredman, of Jersey City, N. J., and Merrit Lane, 
of Newark, N. J., for defendant. 


Boning, D. J.: The complainant, the Tasty Baking Company, 
was organized in 1914 under the laws of the State of Pennsylvania. 
Its business was expanded from small beginnings until it does 
a business of approximately $5,000,000 a year. Its product, 
labeled “Tastycake,” is sold principally by vehicular delivery. 

The defendant was incorporated October 24, 1923, under the 
laws of the State of New Jersey, under the name of “Tasty Pound 
Cake Company.” Those interested in the business did not know of 
the Pennsylvania Company at the time of organization. It does 
a business of approximately $172,000 a year in Jersey City. 

The complainant’s principal business is in boxes of cakes, 
each cake wrapped separately, or when it sells loaf cakes these 
are sliced and each slice is wrapped separately. The defendant’s 
business is principally in bulk cakes, the packages are dissimilar, 
and defendant’s packages indicate the point of origin. 
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Since 1923, defendant has been serving Hudson and Essex 
counties, part of Passaic County and a few points in Middlesex 
County. It also sells in Asbury Park and Long Branch in Mon- 
mouth County, and to some extent on Staten Island and Long 
Island. The complainant seems never to have sold directly in 
Hudson County. It sold, however, in Newark for a short time 
in 1916, and in 1$27 again began advertising and pushing the sale 
of its product in that city. Except where the complainant had 
vehicular delivery little, if any, business was done. The sale of 
its cakes through parcel post shipments seems more ephemeral 
than real. 

The contention of the defendant that it was first in the North 
Jersey territory with its product seems rather well established by 
the proofs. Such sales as the complainant may have made in the 
North Jersey territory prior to defendant’s advent were sporadic. 

There is little likelihood of confusion of the two products. 
In the first place, the packing is different. 

In the second place, the labeling is different. Thirdly, the 
bulk cakes sold by the complainant are separately wrapped in 
slices. The defendant’s cakes are sold whole and not so wrapped. 

The testimony of some of the witnesses called by the com- 
plainant does indicate that defendant’s drivers permitted the wit- 
nesses to believe that, they were working for the complainant, but 
there seems to have been no confusion in the minds of these wit- 
nesses that the defendant’s cakes were not the complainant’s cakes. 
In fact, it does not seem possible for anyone to be deceived, because 
the packages, wrappings and lettering are all quite different. There 
was testimony in the case that the defendant’s product was not 
as good as complainant’s product. This was rebutted and it seems 
that there is little difference, if any. So far as appearance and 
texture are concerned one cake looks no better than the other. 
Both companies make an inexpensive cake, which has little merit 
as cake. 

Undoubtedly, the word “Tastykake,” as such, is not subject 
to trade-mark registration, 15 U. S. C. A. Cases Collected, notes 
pages 47 to 51 inclusive. The complainant uses the word “Tasty- 
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kake.” The defendant labels its packages with its corporate name 
“Tasty Pound Cake Company.” In defendant’s corporate name 
the word “cake” is properly spelled—in that there is merit. There 
is no similarity of printing, nor any similarity of arrangement. So 
it seems that there is no trade-mark infringement before the court. 

The bill raises the issue of unfair competition. For several 
years before the defendant’s business reached its present propor- 
tion the complainant knew of its existence, knew of the manufac- 
ture of its cakes, knew of the way in which they were sold and 
knew of the territory in which the sales were being made, and yet 
no action was commenced to restrain the continuance of its busi- 
ness. As early as 1924, correspondence was interchanged. In 
1926, defendant was advised that if an employee ceased selling 
cake from a vehicle which contained the complainant’s trade-mark 
no further steps would be taken. This employee, Wexler, had 
been in the complainant’s employ and left. The vehicle, which 
he was using, had been painted with the complainant’s trade-mark 
in order to carry on its business in Maryland. Needless to say 
that this obvious breach of the rules of fair competition was 
speedily remedied. 

Passing, without deciding the question of laches and estoppel, 
we come to the question of fraud. So far as I can see there is no 
act by the defendant calculated to deceive the public. The type 
of delivery wagon used by the complainant and defendant are 
different. 

The word “Tastykake” certainly can have no validity as a 
trade-mark. The way in which the defendant uses the word 
“Tasty” cannot deceive the public nor confuse them so that they 
purchase the defendant’s cake for the complainant’s. If now and 
then some person makes a mistake in calling on the telephone one 
company for the other, that cannot overcome the clear circum- 
stances which differentiate the product, packing and distribution 
method of the two companies. 

The proofs seems to indicate that the defendant’s business has 
been fairly acquired in a territory not covered by the complainant’s. 
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Certainly, so far as that territory is concerned no relief should be 
granted. 

The bill may be accordingly dismissed insofar as it seeks to 
restrain the defendant from its activities in New Jersey north of 
New Brunswick. 


[The dictum of Justice Holmes in the “Tea Rose Cases” reinforces 
the conclusion reached by the court in this case. Justice Holmes said 
that questions of territorial rights in trade-marks should be determined 
along state lines. The first user within a state should have a title good 
throughout the state. It seems in this case that the defendant was the 
first to make substantial use of the mark in the State of New Jersey, and 
in accordance with the above view should be entitled to enjoy a state- 
wide good will in the mark, as against a later competitor (Hanover Star 
Milling Co. v. Metcalf, 240 U. S. 403).] 


Storm WATERPROOFING CorRPORATION v. L. SONNEBORN Sons, INc. 
United States District Court, District of Delaware 
April 6, 1929 


INFRINGEMENT—ABANDONMENT—EFFECT OF AGREEMENT— ESTOPPEL. 

In a suit for alleged infringement of trade-mark, an agreement 
between the parties whereby plaintiff asserted it had abandoned use 
of the word “Stormtite” as a trade-mark and consented to its use by 
defendant held valid and a bar to plaintiff, seeking relief in an action 
against defendant. 

In equity. Suit for alleged infringement of trade-mark. Bill 
dismissed. 

Robert H. Richards, of Wilmington, Del., for plaintiff. 

Hastings, Stockly § Morris, of Wilmington, Del., for defend- 


ant. 


Morais, J.: The plaintiff, alleging its ownership of the word 
“Stormtite,” registered by it under the Act of 1905, as a trade- 
mark for waterproofing paint or other material for use on wall, 
roofs and masonry surfaces and the infringement of that mark 
by defendant’s use of the word “Stormtight” as a trade-mark for 
like materials, seeks by its bill of complaint the usual relief in 
equity. 

The defendant denies plaintiff's ownership of ‘“Stormtite,”’ 
and denies that it was regularly or validly registered under the 
Trade-mark Statutes. It relies more particularly, however, upon 
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the defense of abandonment and renunciation of the mark by plain- 
tiff, evidenced by an agreement made between the plaintiff as party 
of the first part, the defendant, as party of the second part, and 
Walter H. Storm, as party of the third part, on September 12, 
1927, and ratified by plaintiff's Board of Directors, at a meeting 
held for that purpose, on October 19, 1927. 

The agreement recites that the plaintiff herein, prior to August, 
1926, sold material under the name “‘Stormtite,” but not in package 
form to the trade; that it ceased that business about the month of 
August, 1926, and has abandoned the business and the use of the 
mark “‘Stormtite”; that for many years then last past, the defend- 
ant herein has been and now is selling merchandise, under the 
trade-name and mark “Stormtight’’; that there is now pending in 
the Supreme Court of the State of New York an action instituted 
by the defendant against the plaintiff herein; that “Stormtite” is 
no longer of any value to this plaintiff; that the use of the mark 
“Stormtight” has never caused any injury and cannot in the future 
cause any injury to this plaintiff; and that the parties desire to 
settle their differences. Following the recitals, the plaintiff herein 
agreed and declared that it had abandoned the mark “Stormtite” ; 
that it renounced all right to the use of the mark “Stormtight” ; 
that it would not use any mark, name, symbol or device resembling 
“Stormtight” or words having the same meaning and that the 
intent of the agreement was to insure to the defendant herein the 
sole and exclusive right to use the word “Stormtight” in any form 
as a trade-mark indicating its product and no other. The plaintiff 
herein and Storm further expressly consented therein to the use 
of “Stormtight” by the defendant here, and released and discharged 
it from any and all claims theretofore made against it, by reason 
of its use of “Stormtight.”” Storm agreed that he would not permit 
his name as a part of a trade-name or -mark to interfere in any 
manner with defendant’s use of the mark “Stormtight.’’ In con- 
sideration thereof, the defendant herein thereby agreed to pay to 
the plaintiff and to Storm, two thousand dollars and to discontinue 
without costs the action then pending in the Supreme Court of 
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the State of New York. The consideration money was paid and 
the New York suit discontinued. 

The plaintiff, not denying that the agreement, if valid, con- 
stitutes a complete bar to a decree in its favor, asserts that it is 
invalid upon the grounds that it is, in legal effect, a conveyance 
and assignment of the trade-mark “Stormtite”’; that “the trade- 
mark ‘Stormtite’ and the good will which it engendered” consti- 
tuted the sole and only asset of the plaintiff; that a corporation is 
without power to alienate or transfer its entire corporate property 
without the consent of its stockholders; and that such consent, with 
respect to the contract in question, was neither asked nor given. 
It likewise charges that the contract was obtained by fraud. De- 
fendant denies the fraud and contends that the approval of the 
contract by stockholders was not essential in that (1) the agree- 
ment was but a settlement and compromise of long-existing differ- 
ences in litigation between the parties by a formal declaration and 
acknowledgment under seal for a consideration that the business 
of the plaintiff and its use of the mark had in fact been theretofore 
discontinued and abandoned and was in no sense an assignment of 
the mark, whose very existence the agreement denied; (2) plain- 
tiff’s assertion that it possessed a trade-mark without a business or 
other asset is a legal paradox and impossibility; and (3) the agree- 
ment was made after proclamation by the Governor of the State 
of Delaware, under whose laws plaintiff's charter was granted, 
declaring its charter forfeited and the corporation dissolved for 
non-payment of taxes and before the reinstatement of the corpo- 
ration. 

I find no evidence whatsoever warranting a conclusion that 
the contract was obtained by fraud. The recitals of fact set out 
in the agreement are supported by the evidence here adduced. The 
only recital with respect to which there maybe even a tenuous 
doubt as to its literal accuracy is the precise date of the abandon- 
ment of plaintiff's business. That its business, consisting not in 
the sale of its materials to others for their use, but mainly, if not 
entirely, in supplying and applying them under contract, had 
dwindled and become negligible long before the agreement of 
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September 12, 1927, was entered into, and had come to an end 
months before that agreement was made, is clear. Plaintiff was in 
debt without means to pay. Whether the business and its in- 
cidents had been abandoned in a legal sense hung, however, upon 
the question of plaintiff's intent. That was disclosed, settled and 
is here evinced by the agreement with the defendant. Moreover, 
it is a fundamental principle of the law of trade-marks that a trade- 
mark cannot be assigned save in connection with a transfer of the 
business and good will with which the mark has been used. Brown 
Chemical Co. v. Meyer, 139 U. S. 540; Kidd v. Johnson, 100 U. S. 
617; Act of February 20, 1905, Sec. 10. The agreement of Sep- 
tember, 1927, discloses no intent whatever to transfer any business 
of the plaintiff to the defendant. It would be novel doctrine indeed 
to consider business as an incident to good will or trade-mark. 
Sheldon v. Houghton, 21 Fed. Cas. No. 12,742. The instrument 
in question is that which it purports to be—a formal acknowledg- 
ment and agreement that the business and trade-mark of the plain- 
tiff had been abandoned, not an assignment of a trade-mark. 

Again, there is no such thing as a right in gross to a trade- 
mark. It is inseparable from good will. It is non-existent unless 
connected with some business. Johnson v. Schenck, 13 Fed. Cas. 
No. 7,412. If, at the date of the agreement, plaintiff had no busi- 
ness and no good will, obviously it had no incidents thereof, such 
as a trade-mark. If it had a business and good will, that business 
and good will remained the property of the plaintiff, even after 
the agreement was entered into, regardless of the construction 
placed thereon. Consequently, in no conceivable way, can it be 
correctly said that the agreement constituted a transfer of all the 
assets of the plaintiff. 

But, if it be assumed that the instrument in question was, in 
effect, a transfer of everything the plaintiff had, plaintiff’s posi- 
tion is not improved. Its charter had been repealed and the cor- 
poration dissolved, under the Revised Code of Delaware, Secs. 
111-114, for non-payment of taxes. At the time the agreement 
was made, the corporation had a continued existence only for the 
limited purposes specified in Section 40 of the Delaware Corpora- 
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tion Act. McBride v. Murphy, 124 Atl. 793; Big Sespe Oil Co. v. 
Cochran, 276 Fed. 216 (C. C. A. 9). The provisions of that sec- 
tion constituted its only charter during its “continued” existence 
as a body corporate. That section states, “all corporations, whether 
they expire by their own limitation, or are otherwise dissolved, 
shall nevertheless be continued for the term of three years from 
such expiration or dissolution of bodies corporate for the purpose of 
prosecuting and defending suits by or against them, and of enabling 
them gradually to settle and close their business, to dispose of and 
convey their property, and to divide their capital stock, but not 
for the purpose of continuing the business for which said corpo- 
ration shall have been established; . . . “By virtue of that section, 
plaintiff had been since the first of the year 1927, wholly without 
right or power to continue its business or to use in business any 
trade-mark it may have owned. Yet, under that section, plaintiff 
had express power, at the time the agreement was made, to dispose 
of and convey any and all property it possessed. That power, 
the stockholders, by withholding their consent to its exercise, could 
not destroy. Viewed from any aspect, consent of plaintiff's stock- 
holders was not a prerequisite to the validity of the agreement 
relied upon by the defendant. 
The bill of complaint must be dismissed. 





SauraGeE v. Community Stores or Louisiana, Inc. 
(119 So. R. 873) 


Supreme Court of Louisiana 


January 2, 1929 
Trape-Mark INFRINGEMENT—CONFLICTING Marks—DIFFERENTIATING FEA- 


TURES. 

Where plaintiff was the registered owner of a trade-mark used 
on coffee and chicory, consisting of the words “Community Brand,” 
the use by defendant of the words “Community Stores Coffee,” with 
certain ornamental matter, held not to be an infringement of plain- 
tiffs mark, inasmuch as the style of lettering and, accompanying fea- 
tures in the two labels were distinctly different, and defendant’s use 
of the words, being a part of its corporate name, merely tended to 
show the source of the goods. 
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In equity. Action for alleged infringement of trade-mark. 
From judgment sustaining an exception of no cause of action, plain- 
tiff appeals, Affirmed. 


Cross § Moyse, of Baton Rouge, La., for appellant. 
Borron § Johnson, of Baton Rouge, La., for appellee. 


Overton, J.: This is a suit for an injunction and for dam- 
ages for the alleged infringement of a trade-mark. The case comes 
before us from a judgment sustaining an exception of no cause of 
action. 

The facts alleged in the petition, and shown by the exhibits 
attached to it, so far as material, are as follows: 

Since 1919, plaintiff has been operating a business known as 
the Baton Rouge Coffee Mills. This business consists of roast- 
ing, grinding, and blending coffee, of packing it alone, and also 
with chicory, in packages of various sizes, and of selling the same 
to dealers, in the city of Baton Rouge, in other parts of the state, 
and in various sections of the United States. In 1919, plaintiff 
adopted, it is alleged, the term “Community” as the name of his 
coffee, whether packed alone or blended with chicory, and since 
adopting the name has spent considerable money in advertising it 
under that name. As a result of this advertisement and of plain- 
tiff’s efforts, it is alleged, the term “Community,” as applied both 
to his coffee and coffee and chicory, became distinctive thereof, 
prior to January 1, 1926. On April 20, 1926, plaintiff secured 
from this state, under Act 49 of 1898, a certificate showing that 
he, under the name of the Baton Rouge Coffee Mills, had filed 
for record, in the office of the secretary of state, two copies of the 
trade-mark, “Community Brand,” for ground coffee and for ground 
coffee and chicory, together with a sworn application, showing the 
remaining requisites to obtain registry of the trade-mark. On 
March 18, 1925, plaintiff also made an application to the Commis- 
sioner of Patents of the United States for the registration of the 
term “Community,” or, as shown by a copy of the application and 
drawing, attached to the petition, which is controlling, for the 
registration of the term “Community Brand,” as a trade-mark for 





204 NINETEEN TRADE-MARK REPORTER 


“coffee in class 46, Foods and Ingredients of Foods,” and the Com- 
missioner of Patents issued to plaintiff a certificate, entitling him 
to the exclusive use of the trade-mark for a period of 20 years. 

Among plaintiff's former customers was a corporation organ- 
ized in November, 1923, known as the “Community Stores of 
Louisiana, Inc.,” which is the defendant herein. This corporation 
owns and operates a number of stores in Baton Rouge, and one at 
Port Allen, La. In the early part of 1926, the Community Stores 
of Louisiana, Inc., the defendant herein, without plaintiff’s con- 
sent, began packing and offering for sale, in containers of the same 
general size and shape as those used by plaintiff, ground coffee, 
and ground coffee and chicory, under the name, “Community Stores 
Coffee” and “Community Stores Coffee and Chicory,” if the allega- 
tion, so showing, is not modified by the exhibits attached to the 
petition, and has been selling the same to consumers and to re- 
tailers for resale, under that name, ever since, without plaintiff's 
consent. 

Plaintiff's trade-mark, as appears from the design, attached 
to the certificate issued by the Commissioner of Patents, and an- 
nexed to the petition herein, is “Community Brand,” capitals being 
used in printing those words. The word “Community” is printed 
with a slightly upward slant, the letters gradually diminishing in 
size, so as apparently to make room for the word “Brand,” which is 
also printed in capitals immediately beneath it, the letters of the 
word “Brand” gradually increasing in size, so as to correspond at 
their top with the slant given the word “Community” ; the lower part 
of the word “Brand” being on a level with the bottom of the letter 
“C” in “Community.” Intervening between the bottom of the 
letter “C” and the word “Brand” is a barred triangle or conical 
design. This trade-mark appears conspicuously on the containers 
used by plaintiff. Immediately beneath it, on the containers, the 
words “Pure ground coffee,” or “Pure ground chicory and coffee,” 
as the case may be, appear, and then follow the words, “Packed 
by Baton Rouge Coffee Mills, Baton Rouge, La.” At the bottom 
is the picture of a colonial residence, and on the reverse is a cup, 
emitting steam, placed within a circular figure. 
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On defendant's containers, which are differently colored from 
plaintiff's, samples of which are attached to the petition herein, 
there appear in a colored square, printed at an angle of 45 degrees, 
the words “Community Stores,” in capitals, with the word “Stores” 
immediately below the word “Community,’ and with the letters 
all of the same size, with the exception of the letter “C,”’ which 
extends as low as the bottom of the letter “S” in “Stores.” In the 
same square, in a corner thereof, the words “Community Stores” 
are followed by the words “Good eats’ for the table,” and immedi- 
ately below, in a white square, appear the words, printed in capitals, 
“Pure Coffee—Light Roast—High Grade—Baton Rouge, Louisi- 
ana,” or, as the case may be, “Coffee and Chicory, Baton Rouge, 
Louisiana,” and the same inscriptions appear on the reverse of 
the containers. On a strip used by plaintiff to seal the containers, 
intended for coffee, or for coffee and chicory, appear the words on 
the first line, “Community Stores,” and on the second line the word 
“Coffee,” without any punctuation between “Stores” and “Coffee,” 
and on the third line, still without punctuation, the words “Baton 
Rouge, Louisiana.” 

The question to be decided is whether defendant has infringed 
plaintiff's trade-mark. In 26 Ruling Case Law, § 49, p. 869, it is 
said: 

“The infringement of a trade-mark consists in its use or imitation by 
another on his goods in such manner that the purchasers of such goods 
are deceived, or liable to be deceived, and induced to believe that they 
were manufactured or sold by the owner of the trade-mark. When this 
occurs, injunctive relief will ordinarily be granted. The essential element 
is the same in trade-mark cases as in cases of unfair competition unaccom- 
panied with trade-mark infringement. In fact, the common law of trade- 
marks is but a part of the broader law of unfair competition. The wrong 
consists in misrepresenting to the public, by the use of his trade-mark, 
goods or wares of another as having been made by the true owner of the 
mark, and thereby depriving him to a greater or less extent of the benefit 
of the good will of his establishment, and the reputation that he has given 
the articles made by him. . . .” 

In Gorham Manufacturing Co. v. White, 14 Wall. 511, 20 
L. Ed. 731, with reference to what constitutes an infringement, it 
was said: 


“It is the appearance to the eye that constitutes mainly, if not entirely, 
the contribution to the public which the law deems worthy of recompense, 
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and identity of appearance, or sameness of effect upon the eye, is the main 
test of substantial identity of design. 

“It is not essential to identity of design that the appearance should 
be the same to the eye of an expert. If, in the eye of an ordinary ob- 
server, giving such attention as a purchaser usually gives, two designs 
are substantially the same, if the resemblance is such as to deceive such an 
observer, and sufficient to induce him to purchase one, supposing it to be 
the other, the one first patented is infringed by the other.” 

A rule, similar to the foregoing, is laid down in the case of 
A. Cusimano § Co. v. Olive Oil Importing Co., 114 La. 312, 38 
So. 200. There, it is said: 


“The first question to be considered is whether the label or trade-mark 
used by defendant is a ‘colorable imitation’ of plaintiff's trade-mark, so 
that the public ‘may be deceived or misled into the purchase of the produc- 
tions of the one supposing them to be those of the other’ [citing] Wolfe 
v. Barnett & Lion, 24 La. Ann. 99, 13 Am. Rep. 111.” 

With reference to the degree of similarity necessary to con- 
stitute an infringement, it was said in Handy v. Commander, 49 
La. Ann. 1119, 1129, 22 So. 230, 235, quoting from McLean v. 
Fleming, 96 U.S. 245, 24 L. Ed. 828, that: 


“What degree of resemblance is necessary to constitute an infringe- 
ment is incapable of exact definition as applicable to all cases. All that 
courts of justice can do in that regard is to say that no trader can adopt 
a trade-mark so resembling that of another trader as that ordinary pur- 
chasers, buying with ordinary caution, are likely to be misled.” 

In our view, defendant has not infringed plaintiff's trade- 
mark. The matter printed on its packages, and the manner of 
displaying it thereon, are sufficiently unlike the matter and the 
display on defendant’s packages not to mislead an ordinary pur- 
chaser, using ordinary caution, into buying defendant’s product, 
thinking that he is purchasing plaintiff's. But the essential thing 
to be considered is the alleged infringement of plaintiff's trade- 
mark, as applied to coffee, and to coffee and chicory, which, as 
stated, is “Community Brand,’ with the last word printed under 
the first, and with a barred triangle or conical figure opposite that 
word. The words “Community Stores,” found on defendant’s 
packages, are obviously the first words of its corporate name—the 
words by which its stores are likely known in the localities where 
located. These words on the packages proper, do not appear to 
be used in connection with coffee, and with coffee and chicory, but 
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rather to be used as the first words of defendant’s name on pack- 
ages containing, and advertised thereon in a separate square to 
contain, coffee, or coffee and chicory. This is made all the more 
pronounced by the words “Good eats for the table,” printed in the 
same square with, and beneath, the words “Community Stores.” 
So far as concerns the packages proper, the effect created on the 
mind is rather that of defendant’s using the first words of its name 
on its packages to show the source of the packages than to desig- 
nate a particular brand of coffee; whereas, plaintiff is using the 
words “Community Brand” to designate a particular brand of 
coffee. While it was evidently defendant’s intention to carry out 
this idea on the slips of paper, used to seal the packages, still it 
is possible to read the word “Coffee” thereon as a part of the term 
“Community Stores,’ thereby making that term designate a par- 
ticular brand of coffee; but, even so, the general effect of the whole 
is such as not to mislead with the exercise of ordinary caution. 

For these reasons, the judgment appealed from is affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Color 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for kitchen and household utensils, a mark which 
consists of a green color on the tips of the free ends of the article, 
notwithstanding the prior use by opposer of a similar mark for 
such goods in which the tips are colored blue. 

In his decision, after reviewing a number of decisions relating 
to color marks, including certain decisions relied upon by the 
Examiner of Interferences in sustaining the opposition, the First 
Assistant Commissioner said: 


“The foregoing cases are deemed conclusive that the opposer is not 
entitled to bar others from coloring kitchen utensil handles with colors 
other than blue. It would seem the doctrine is fairly established that 
having adopted a particular color as a trade-mark and used it on a par- 
ticular portion of a kitchen utensil the opposer cannot extend its pro- 
prietary rights to include any other primary color used at the same place 
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upon the same class of goods but must be content with the particular color 
it has adopted.” 


Then, after noting opposer’s argument that the colors blue and 
green are more likely to be confused than other colors and that the 
particular location of the color on the free ends of the handles 
distinguishes this case from the decisions cited, he said: 


“As to the first reason, it may well be that blue and green seen under 
artificial light would be more readily confused than would blue and red, 
or red and yellow, or green and black, but all these save black belong in 
the group of what are known as the primary colors and are familiar to 
all persons not afflicted in some degree with color blindness. Regarding 
the second point the location of the colors seems not to be more distinctive 
than it was in many of the decided cases.” * 


Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for gelatin powder, the notation “Pi-Lo-Jell,” 
the word “Jell” being disclaimed, except in connection with the 
other elements of the mark, in view of the prior registration to 
opposer of the mark “Jello-O,” used upon the same class of goods. 

The ground of the decision is that the two marks are so similar 
that their contemporaneous use upon the goods of the respective 
parties would be likely to cause confusion. 


In his decision, after noting that the word “Jell” is descrip- 


tive and not capable of exclusive appropriation, the First Assistant 
Commissioner said: 


“The opposer’s mark, ‘Jell-O,’ is frequently pronounced as if it were 
‘Jel-lo, the sound of L being carried over to the last syllable. This pronun- 
ciation of the name of opposer’s goods makes it apparent the applicant 
has reversed the two portions of the opposer’s mark, making it read 
‘Lo-Jell,’ and has then added the prefix ‘Pi.’ Purchasers, however, would 
readily forget or eliminate this prefix ‘Pi’ and would be apt to call for 
the goods as ‘Lo-Jell’ or as ‘Jell-O.’ There would appear to be probable 
confusion, in consequence, especially in view of the class of goods, their 
small cost and their being sold by the same dealers to the same class of 
customers, to be used for the same purposes. Purchasers would not have 
the two marks before them, but would depend to a considerable extent 
upon memory and, seeing the applicant’s mark or hearing the name pro- 
nounced, would readily confuse it with that of the opposer.” 


*A. & J. Manufacturing Company v. Wallace & Sons Manufacturing 
Co., 156 M. D. 16, April 29, 1929. 
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With respect to certain prior registrations to which the appli- 


cant called attention, the First Assistant Commissioner noted that 
one of the registered marks was for a different class of goods, that 
one of the registrations had been canceled, and another was issued 
long after opposer’s date of adoption and use, and said: 

“The other marks to which applicant invites attention are not so 
similar to that of the opposer and were adopted long subsequent to its 
date of adoption and use. It is believed the marks should be considered as 
a whole, rather than separated into their syllables and, when this is done, 


it is believed confusion of names would be quite probable, if such appeared 
upon the same goods in the same market.” ? 


Moorg, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for soap, hand cleaner and household cleaner, the 
term “Soponite,” in view of the prior registrations by opposer of 
the term “Sapolio” for goods of the same character. 

The ground of the decision is that the marks are so similar that, 
as applied to the goods of the respective parties, confusion would 
likely result. 

In his decision, after noting the reference by the Examiner 
of Interferences to the following decisions: Enoch Morgan’s Sons 
Company v. Ward, 152 F. 690; Enoch Morgan’s Sons Company v. 
Elder, Cox Manual No. 714; Enoch Morgan’s Sons Company v. The 
Sanitary Products Company, 285 F. 1015; 52 App. D. C. 281; 310 
O. G. 489 [18 T.-M. Rep. 65]; and stating that doubt, if any, 
must be resolved in favor of the prior user and noting that, in The 
Sanitary Products case, the Court of Appeals of the District of 
Columbia held that the contemporaneous use of “Soapolin” and 
“Sapolio” on goods of the same descriptive properties would be 
likely to cause confusion, the Assistant Commissioner said: 

“There is about as much difference between ‘Soponite’ and ‘Sapolio’ as 
between ‘Soapolin’ and ‘Sapolio, and the reasoning of the court would 
apply with equal force to the two cases. The same is true with respect 
to the other adjudications in which it was held that the marks ‘Sopono’ and 


‘Saponit, respectively, were confusingly similar to the mark ‘Sapolio.” 
Each of these marks suggests the idea of soap, and their appearance and 


* Postum Cereal Co. v. Haas-Lieber Grocery Co., 151 M. D. 994, April 
10, 1929. 
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sound are not sufficiently distinctive to be carried in the mind of the 
average purchaser.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1920, as a trade-mark for cotton duck 
in the piece, the term “Granite State,’ in view of the prior regis- 
tration by the Amoskeag Mfg. Co. (No. 182,862) of the same term 
for ginghams in the piece, since the use of the mark upon the 
respective goods would be likely to cause confusion in the minds 
of the public. 


In his decision, after noting applicant’s argument that cotton 
duck is used for tents, awnings, etc., while ginghams are used for 
women’s clothing and therefore confusion would be unlikely and 
the statement that no confusion had occurred, though the marks 
had been contemporaneously used for a long period, the First As- 
sistant Commissioner said: 


“Gingham is a well-known kind of cotton piece goods. The New 
Standard Dictionary, Funk & Wagnalls Company, 1927, defines gingham as 
‘a cotton dress goods woven of plain-dyed yarn usually in checks or plaids.’ 
This same dictionary defines duck to be ‘a strong untwilled linen or cotton 
fabric, lighter and finer than canvass, used for small sails, men’s outer 
clothing, etc. . . . Trousers made from such cloth; also whole suits as 
worn by sailors in hot climates.’ 

“From the foregoing, it is apparent, and it is a matter of common 
knowledge anyhow of which judicial notice may be taken, that duck is 
widely used for clothing not only for men but also for women, especially 
in so-called ‘middy-blouses and suits.’ While it may well be that the 
applicant has not made duck for use as garments yet since duck is so used 
and is sold in the piece for such purposes it would seem anyone familiar 
with the registrant’s trade-mark on gingham piece goods and seeing the 
same mark upon duck would be quite likely to think both classes of goods 
had the same origin. Where there is doubt it must be resolved against 
the newcomer.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the term “Rocklath,” as a trade-mark upon plaster boards 
and plaster wallboards, in view of the prior adoption and use by 
opposer of the term “Locklath,” for the same goods. 


*Enoch Morgan Sons Co. v. Jas. F. C. Menlove, 151 M. D. 993, April 
10, 1929. 


*Ex parte John Boyle & Company, Inc., 151 M. D. 997, April 18, 1929. 
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The ground of his decision is that the marks are so similar 
that their contemporaneous use upon the same goods would be 
likely to cause confusion. 

In his decision, after noting the argument of the applicant that 
there was no documentary evidence showing the opposer’s use of 
its marks prior to the established use by the applicant, the First 
Assistant Commissioner said: 

“It is deemed the testimony of Routt, Forker and Crouchley fairly 
proves prior adoption and continuous use on behalf of the opposer. There 
is no rule of law or of equity which precludes the acceptance of proof of 
the character submitted by the opposer. . . . The explanation, Q. 12 to 
Q. 14, XQ. 70, of the change in the manner of applying the trade-mark is 
deemed both reasonable and satisfactory. The publications, exhibits Nos. 
5, 6, 7, and 8 do not of course establish trade-mark use but they are 
evidence that the opposer was selling or offering for sale goods under its 
trade-mark since it is not reasonable to suppose a company or corporation 


would expend money in advertising goods under a trade-mark or trade- 
name when it had no such goods for sale.” 


With respect to the marks, he said: 


“While the first portions of each of these marks have quite dissimilar 
significance yet they are so alike in spelling and sound that the marks con- 
sidered as a whole are deemed confusingly similar. The difference is in the 
initial letter and this is not enough to distinguish one mark from the 
other.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for liquid polish for furniture, auto- 
mobiles, and the like, a composite mark in which above a representa- 
tion of the sun with heavy extending rays appears in relatively 
large type the word “Yankee,” in view of the prior use by the 
opposer of the word “Yankee” on its packages of shoe polish. 

The ground of the decision is that the opposer had used this 
term in such a way as to indicate origin, though possibly not as a 
technical trade-mark to which it possessed exclusive rights, and 
that the two kinds of polishes possess substantially the same descrip- 
tive properties. 

In his decision, after discussing the testimony, the First As- 
sistant Commissioner said: 


* Plastoid Products, Inc. v. U. S. Gypsum Company, 156 M. D. 7, 
April 23, 1929. 
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“It must be held that opposer has not only failed to show trade-mark 
use of the word ‘Yankee’ upon automobile polishes prior to the applicant’s 
use of its mark but has failed to show trade-mark use of this word ‘Yankee’ 
at all.” 


And then, after discussing the applicant’s right to set up cer- 


tain registrations as showing that other parties had used the term 
“Yankee,” he said: 


“These registrations and the folder indicate the opposer was not the 
first to apply the name ‘Yankee’ as a trade-mark to goods of the character 
here under consideration. It is apparent, however, that the opposer has 
for a long period used this mark ‘Yankee’ upon its goods to indicate their 
origin, although possibly not as a technical trade-mark with respect to 
which it possessed exclusive rights. 

“It would seem, in consequence, that the applicant should not be 
granted registration of a mark in which this word ‘Yankee’ forms so 
prominent a part since the goods of both parties would very likely be called 
for by the name ‘Yankee.’ It is thought the case falls under the ruling 
in The Atlas Underwear Company v. B. V. D. Company, 261 O. G. 801; 48 
App. D. C. 425 [9 T.-M. Rep. 222], in which the court held that in order 


to Sustain an opposition it is not necessary that the opposer establish trade- 
mark use of the mark.” 


With reference to the question of the goods, he said: 


“Notwithstanding the holding that the opposer has failed to establish 
use of the notation ‘Yankee’ on polishes other than for shoes prior to the 
applicant’s entrance into the field, it is believed these polishes all belong 
to the same class and possess substantially the same descriptive properties. 
Many polishes are also described as cleaners so that the terms ‘cleaner’ 
and ‘polisher’ may be said to indicate to the average purchaser very much 
the same article. Manufacturers and dealers in shoe polishes frequently 
handle other kinds of polishes and it is deemed confusion would result 
if the same trade-mark or trade-name appeared upon both kinds of polishes 
in the same market.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for men’s, women’s and boys’ jackets, the 
notation “Jiffy Jacks,” in view of the prior registration by opposer 
of the term “Jiffy,” as a trade-mark for mechanics’ suits, cloth 
shirts and trousers (registration 178,075). 

The ground of the decision is that the marks are substantially 
the same and the goods such that the use of those marks would be 
likely to cause confusion. 


* Yankee Polish Co., Inc. v. Yankee Dandy Products Co., 156 M. D. 4, 
April 23, 1929. 
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In his decision after noting that there was no testimony taken 
and therefore the dates must be taken as shown by the records 
of the office, the First Assistant Commissioner said: 


“It is deemed plain enough that if the two notations appear upon the 
same class of goods in the same market, confusion would be quite probable 
as purchasers would be apt to recognize and call for the garments by the 
name ‘Jiffy.’ 

“The goods of both parties are clearly outer wearing apparell and 
belong to the same class. The wife or the son of the mechanic who was 
wearing a garment bearing the opposer’s trade-mark might well purchase 
a garment bearing the trade-mark of the applicants. The garments would 
thus be worn by members of the same household. Resulting confusion of 
origin would be almost certain.”’ 


Moorg, A. C.: Held that applicant is entitled to register the 
term “Retardox,” as a trade-mark for materials comprising alde- 
hyde-amine condensation products. 

The ground of the decision is that the opposer had not proven 
prior use of the term “Resistox” as a trade-mark for goods of the 


same descriptive properties, the opposition having been predicated 
upon such use. 

With respect to the similarity of the marks the Assistant 
Commissioner said: 


“Each of the marks consists of a three-syllable word having the same 
number of letters of which the first two and the last two are the same, and 
the two marks suggest the same thought. While the slight differences in 
spelling and in sound of the two words are observable on comparison, yet 
it is believed that they are not such as would be carried in the memory of 
the average purchaser. But if the differences were observed and remem- 
bered, they would most likely be regarded as variants of the same mark.” 


With respect to the question of priority, the Assistant Com- 
missioner, after noting the parties had stipulated that the applicant 
is the owner of the trade-mark “Retardox’”’ for antioxidants and 
had used the same in interstate commerce since December 15, 
1927, and that the opposer sought to avoid the force of the stipula- 
tion by contending that it did not state that the applicant had used 
the mark on goods of the same descriptive properties as those of 
the opposer, the Assistant Commissioner said: 


*Guiterman Bros., Inc. v. Shapiro & Rubin, 156 M. D. 11, April 25, 
1929, 
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“The stipulation, however, refers ‘to the above entitled cause,’ which 
cause is this opposition proceeding brought by the opposer against the 
registration by the applicant of its trade-mark ‘Retardox’ for antioxidants 
comprising aldehyde-amine condensation products. The antioxidants 
referred to in the stipulation, therefore, must be held as comprising alde- 
hyde-amine condensation products. 

“This stipulation made it unnecessary for the applicant to take testi- 
mony, and it has a binding force upon the opposer. In view thereof in 
order that the opposer may prevail in this proceeding it must establish 
beyond any reasonable doubt trade-mark use of its mark ‘Resistox’ prior to 
December 15, 1927.” 


With reference to the date of use established by the opposer, 
the Assistant Commissioner, after pointing out that certain house 
orders had been put in evidence as showing the shipment of samples 
a short time prior to December 15, 1927, applicant’s date of use, 
and noting that the evidence did not establish whether these samples 
were ever received or not prior to that date and further noting 
the holding of the Court of Appeals in In re Gregg & Son, Inc. 
(873 O. G. 759), that, in order to acquire ownership of a trade- 
mark, there must be: (1) adoption, (2) application to a vendible 
commodity, and (8) the putting of the commodity on the market, 
said: 

“That the opposer met the first and second of the above requirements 
prior to December 15, 1927, has been established with reasonable certainty. 
Whether he had met the third requirement, as above indicated, depends 
upon whether the sending out of the three unsolicited samples with the 
word ‘Resistox’ marked thereon constituted the act of actually putting 
‘the commodity so marked on the market.’ 

“That the mere sending out of unsolicited samples of a commodity 
with the mark affixed does not constitute trade-mark use of the mark ap- 
pears to be the law as it has been interpreted by the authorities. . . 

“From the evidence it appears that the first trade-mark use made by 
the opposer of its trade-mark was February 14, 1928, which was long 


after the date accorded to the applicant and a month and one-half after 
the applicant filed its application for registration.” * 


Kinnan, F. A. C.: Held that Robert Hickman Blackburn 
was not entitled to register, under the Act of 1905, as a trade-mark 
for lubricating oils and greases, a mark consisting of a diamond 
outline within which appears the letter “B” and below which 
appears the notation “Diamond B” Motor Oils and that his 


* Rubber Service Laboratories Co. v. Shapiro & Rubin, 156 M. D. 13, 
April 29, 1929. 
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registration of that mark should be canceled, in view of the prior 
adoption and use by the Sinclair Refining Company of the notation 
“Diamond C” as a trade-mark for the same goods. 

The ground of the decision is that the marks are so similar 
that their contemporaneous use upon the goods of the two parties 
would be likely to cause confusion in trade. 

In his decision, after stating that the registrant took no testi- 
mony, the First Assistant Commissioner stated that in view of the 
showing made as to the extensive use of the mark by the petitioner 
for cancellation, it must be presumed that the registrant, when he 
adopted his mark, knew of that use and therefore doubts must be 
resolved against him. 

After noting the argument that a diamond or diamond shape 
was a common part of many trade-marks and that therefore the dis- 
tinction between the two marks here is the distinction between two 
letters of the alphabet, the First Assistant Commissioner said: 


“While the main contentions of the registrant may be accepted as 
correct yet the trade-marks must be considered as a whole and when this 
is done it is thought their similarities outweigh their differences. There 
are some letters of the alphabet such as B, C, D, E, P, T, ete., which are 
recognized as sounding alike. Confusion in using such letters in connection 
with messages over the telephone is a matter of common knowledge. It is 
thought there would be confusion even in customers orally calling for the 
particular goods if both parties to this proceeding were using their respec- 
tive marks in the same market upon the same class of goods. It is held 
the registrant has approached too near the petitioner’s trade-mark.” ° 


Descriptive Terms 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for skin salve 
preparations including facial creams, the term “Masque,” since 
this word forms part of many previously registered marks and is 
itself descriptive of the goods. 

In his decision, after noting applicant’s argument that the term 
is written in script and distinctively displayed and that applicant 
is entitled to registration because of the somewhat unusual form of 
the initial letter and the letter “q” and applicant’s further argu- 


*Sinclair Refining Co. v. Robert Hickman Blackburn, 156 M. D. 12, 
April 29, 1929. 
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ment based upon that section of the statute which states that a 
name of an individual cannot be registered unless written, printed, 
impressed or woven in some particular or distinctive manner and 


this case falls under that portion of the statute, the First Assistant 
Commissioner said: 


“The fact must not be overlooked that this portion of the statute 
relates to registration of the ‘name of an individual, firm, corporation, or 
association, and this section of the statute has no bearing upon the ap- 
plicant’s right to register this word. The section of the statute which must 
bar the applicant registration, if such registration is to be denied, is that 
which states that a mark will not be registered if it so nearly resembles 
a ‘registered or known trade-mark owned and in use by another and 
appropriated to merchandise of the same descriptive properties as to be 
likely to cause confusion or mistake in the mind of the public or to deceive 
purchasers’ or that portion which states that words or devices will not be 
registered ‘which are descriptive of the goods with which they are used, or 
of the character or quality of such goods.’ 

“It is evident that notwithstanding the particular manner in which 
the word is represented, it would be spoken in the same manner as if it 
were printed in the most ordinary letters. The goods would be called 
for by the name ‘Masque’ pronounced in the usual manner and since this 
word constitutes a material portion of the trade-marks of others, as shown 
by the cited registrations, confusion in the mind of the public would be 
quite certain.” 


He further noted applicant’s admission that the term “Masque” 
is descriptive unless written in a distinctive manner and said: 


“Where a word is descriptive of the goods it is not registrable so long 
as its plain identity as a descriptive word remains. The purchasing public 
would still regard the applicant’s notation, in pronouncing it, as merely 
the descriptive word ‘Masque.’ Since the word is descriptive the forma- 
tion of the initial and the other letters in the particular way shown becomes 
immaterial. The applicant is still seeking registration of the descriptive 
word.” * 


Goods of Different Descriptive Properties 


Moors, A. C.: Held that applicant is entitled to register, as a 
trade-mark for coffee and tea in dry form, the notation “Jack 
Frost,” notwithstanding the prior use by opposer of that term 
on certain enumerated food products and concentrated extracts and 
syrups for making non-alcoholic maltless beverages. 


*” Ex parte Beauty Research Laboratories, Inc., 151 M. D. 999, April 
16, 1929. 
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The ground of the decision is that the goods are not of the 
same descriptive properties. 


In his decision, after citing certain decisions of the courts 
and noting that, while the classification of articles for trade-mark 
registration purposes is not conclusive on the question whether two 
or more articles are of the same descriptive properties, yet it is a 
factor to be considered in determining that question, the Assistant 
Commissioner said: 


“In the Wagner’s Sons Company case, (18 F. R. [2d] 554) [17 T.-M. 
Rep. 205], it was held that ginger ale is not a beverage of the same descrip- 
tive properties as fruit beverages. And in the case of Schreiber Products 
Corporation (151 Ms. Dec. 201) ; [16 T.-M. Rep. 312], it was held that coffee 
was not of the same descriptive properties as beer and near beer. 

“It is believed that much closer relationship exists between ginger 
ale and a fruit beverage, and between coffee and beer or near beer, than 
exists between concentrated extracts and syrups for making beverages 
and coffee and tea in a dry state. Certainly there is no such a sameness 
in the distinguishing characteristics of concentrated extracts and syrups 


and coffee and tea in a dry state as to be likely to mislead the general 
public.” 


He further said: 


“Nor is the opposer’s mark so truly arbitrary, strange and fanciful 
as to entitle it to a monopoly of use in such a wide field as to exclude the 
applicant’s use of the mark on coffee and tea in a dry state. The ap- 
plicant points out that for many years the mark ‘Jack Frost’ has been 
used by others as a trade-mark for many articles of food as evidenced by 
the trade-mark registrations listed by applicant in its motion to dismiss 
the opposer’s opposition, and referred to in its answer. 

“The applicant’s contention to the effect that if the opposer were ever 
entitled to the exclusive use of its mark in such a wide field as to include 
all non-alcoholic beverages, and food products in a fluid state, and all 
ingredients from which the essentials of such beverages and food products 
are extracted, such as coffee and tea in a dry state, such right has been 
lost by laches in view of the many registrations of Jack Frost by others 
for food products, is regarded as tenable.” * 


Name of Individual 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
under the Act of 1905, as a trade-mark for powdered alum, castor 
oil, ete., a mark consisting of the notation “Doctor B. F. Davis” 
arranged with the word “Doctor” above the name “B. F. Davis,’ 


1 F, B. Chamberlain Co. v. Chase & Sanborn 156 M. D. 2, April 20, 
1929, 
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the larger letters being in the center, and the other letters tapering 
each end, with the general contour of the entire notation completed 
by two triangular dots at each end. 

The ground of the decision is that the name is written in a 
particular or distinctive manner. 

In his decision, after noting that the Examiner cited in support 
of his refusal to register the mark the decision in In re Landis 
Machine Company, 327 O. G. 4; 57 App. D. C. 404 [14 T.-M. Rep. 
289], the First Assistant Commissioner said: 


“It is settled a name of an individual, firm, corporation, or association, 
printed in the form in which the name Landis appeared in the case relied 
upon by the Examiner, is not so written or printed as to escape the pro- 
hibition of the statute. A diamond, circle, triangle, square, or other 
rectangular outline is so common in connection with trade-marks, signs, 
and other advertising matter that such mere outlines or shapes ordinarily 
cannot be held to bring such names, otherwise formed in ordinary char- 
acters, within the terms of the statute as to being written or printed in 
some particular or distinctive manner. In the instant case, however, there 
is no outline or border but the entire notation is set forth in an unusual 
way and it is believed properto hold that it is printed in a particular or 


distinctive manner and its registration is therefore not prohibited by the 
trade-mark statute.” * 


CorRECTION 


In our last issue (p. 85) we listed certain nations as having 
subscribed to the Pan-American Trade-Mark Convention signed at 
Washington February 20, 1929. The list given was a partial one. 
The complete list of countries subscribing was as follows: Peru, 
Bolivia, Paraguay, Ecuador, Uruguay, Dominican Republic, 
Chile, Panama, Venezuela, Costa Rica, Cuba, Guatemala, Haiti, 
Colombia, Brazil, Mexico, Nicaragua, Honduras and United States. 
All the countries mentioned, except three, namely, Chile, Guate- 
mala and Uruguay, signed also the Protocol on the Inter- 
American Registration of Trade-Marks at Washington on February 
20, 1929. 


#2 Ex parte Payson Marsh, 156 M. D. 1, April 17, 1929. 





FEDERAL TRADE COMMISSION V. BRADLEY 


FeperRAL TrapE CoMMIssION v. BRADLEY 


Brap.iey v. Feperat Trape CommMIssIon 
(31 Fed. (2d) 569) 


United States Circuit Court of Appeals, Second Circuit 
March 18, 1929 


Feperat Trape Commission Act—Unram Mernops or ComPEtTIrTION. 

The use by respondent of the name “English Tub Soap” on soap 
made by him in the United States, held to justify an order to cease 
and desist from further use of the word “English” in such name, under 
Sec. 5 of the Federal Trade Commission Act. 


On appeal from an order of the Federal Trade Commission. 
Affirmed. 


James M. Brinson, Robert E. Healy, Adrien F. Busick and 
Alfred M. Craven, all of Washington, D. C., for Federal 
Trade Commission. 

Walter D. Yankauer and Schaffer §& Lake, all of New York 
City, for Bradley. 


The Federal Trade Commission issued a complaint charging 
respondent Bradley with the use of unfair methods of competition 
in interstate commerce, in violation of Federal Trade Commission 
Act, § 5, approved September 26, 1914 (15 USCA § 45). The 
complaint alleges that respondent is engaged in interstate com- 
merce, and sells toilet and bath soaps to retail dealers located in 
different states, among which is a soap designated as “English Tub 
Soap,” on each cake of which is stamped in large conspicuous let- 
ters the phrases “English Tub Soap” and “Hanson-Jenks, Limited, 
London, New York,” and that around each cake of soap he causes 
to be placed a paper band on which is printed in large and con- 
spicuous letters the phrases “English Tub Soap” and “James J. 
Bradley & Company, sole agent U. S. and Canada.” The complaint 
further alleges that toilet and bath soaps manufactured in England 
have for many years enjoyed widespread popularity, good will, 
and demand among the consuming public throughout the United 
States, many of whom believe that toilet soaps manufactured in 
England are superior in quality and other desirable characteristics 
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to bath soaps manufactured in the United States, and that they 
therefore purchase such soaps manufactured in England and im- 
ported into the United States in preference to soaps manufactured 
in the United States, and that respondent’s use of word “English” 
on such soap has a tendency to and does mislead and deceive many 
of the retail dealers and consumers into believing that said soap 
is manufactured in England and imported into the United States, 
and to purchase said soap in that belief, though in truth it is manu- 
factured in the United States. 

The Commission made findings following the allegations of 
the complaint and entered the following order: 


“It is now ordered that respondent James J. Bradley, his agents, ser- 
vants, and employees, do cease and desist from the use of the word ‘Eng- 
lish’ in the designation of, or in the advertising, branding, labeling, or 
description of, soap sold and distributed by him in interstate commerce, 
unless said soap be manufactured in England.” 


Before L. Hanp, and Cuasz, Circuit Judges. 


Per Curiam. The order to cease and desist of the Federal 
Trade Commission of January 21, 1928, is affirmed, and an order 
of this court will be entered perpetually enjoining James J. Brad- 
ley in the terms of said order to cease and desist. 


PoneMAH Mitis & AMERICAN BLEACHED Goops Company, INc., v. 
UniversaL Crepe anv Tissue Mitts, Inc. 


United States District Court, Southern District of New York 
April 30, 1929 


Trave-Mark InFrRINGEMENT—DrversiTy oF Goons. 
In a suit brought by the owner of the trade-mark “Soiesette” used 
on cotton fabric, to restrain the use of “Soisette” as a trade-mark for 
toilet paper, held that as the respective goods were sold by different 
dealers, and had wholly different uses, there was no conflict and no 
infringement. 
Trape-Mark InrrincemMent—Derense—Semi-Descriptive TERM. 

The damage done plaintiff by defendant’s associating toilet paper 
with the former’s fabrics through use of the same mark thereon, is 
one against which there is no remedy in law. Plaintiff, having adopted 
as a mark a French word whose root suggested qualities of other 

goods than its own, cannot complain of its application thereto. 
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In equity. Suit for alleged trade-mark infringement and un- 
fair competition. Dismissed. 


Kenyon & Kenyon, of New York City, for plaintiff. 
McDonnell § Lebett, of New York City, for defendant. 


CotemaNn, J.: The crux of this controversy is whether the use 
of the trade-mark “‘Soisette” as applied to toilet paper injures the 
owner of the previously adopted trade-mark Soiesette as applied 
to cotton fabrics. The two words are so similar that defendant 
concedes a substantial indentity, and for the purposes of this de- 
cision they will be considered as though exactly the same. 

Plaintiff Ponemah Mills is a Connecticut corporation and the 
manufacturer of the cotton goods in question. Plaintiff American 
Bleached Goods Company, Inc., is a New Jersey corporation and 
the exclusive selling and distributing agent for those goods. The 
defendant Universal Crepe & Tissue Mills, Inc., is a New York 
corporation and is the manufacturer and seller of toilet paper. 

The word Soiesette was adopted as the trade-mark for that 
particular kind of cotton fabric in 1902, and was registered in 
the Patent Office in 1904. It has been used continuously and has 
been quite considerably advertised. The sales of the goods to 
which that trade-mark is attached average over $2,000,000 an- 
nually, and the word has become so closely associated with the 
particular type of fabric that the latter is frequently ordered by 
name both on the part of the general public and of the people in 
the trade. 

Defendant first commenced to use the word Soisette in con- 
nection with a new line of toilet paper in 1926. At that time de- 
fendant was well aware of plaintiff's long prior use of their trade- 
mark, but nevertheless deliberately and under advice of counsel 
adopted it. Thereafter in February, 1926, defendant filed an ap- 
plication of its trade-mark in connection with toilet paper, and 
after an opposition proceeding on the part of the plaintiff Ponemah 
Mills, the Commissioner of Patents finally allowed the registration, 
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though an appeal is still pending in the Court of Appeals for the 
District of Columbia. 

Defendant has widely advertised its toilet paper under that 
name, and the latter is now rather well associated in the public 
mind with defendant’s product. The plaintiff protested against 
the use as early as August, 1926, and there is no question of laches 
barring such rights as it might otherwise have. 

This action is brought on two theories, infringement of tech- 
nical trade-mark rights, and unfair competition. There is no 
ground for complaint against any act of defendant except the use 
of the word Soisette in connection with its product. There is no 
similarity in labels, packages, advertisement, etc., though both 
plaintiffs and defendant in their circulars include the phonetic 
spelling of the word. (In plaintiffs’ it is given as “Swah-zet,” and 
in the defendant’s as “Swazet.”) Both products are high grade 
in their respective classes and have good reputations. 

The two products are in such entirely different classes that 
there is not the slightest possibility of one ever being mistaken for 
the other, nor is there any competition between them. That fact 
of course does not in itself defeat plaintiff's claim. If there is any 
real danger of defendant’s toilet paper being considered another 
product put out by the plaintiffs because of the same trade-mark 
being used on both, plaintiffs would be entitled to the injunction 
they seek. (Yale Electric Corp. v. Robertson, 26 Fed. [2] 972 
[187 T.-M. Rep. 321]. 

The first question presented, therefore, is whether the prac- 
tical indentity of the trade-marks could reasonably be expected to 
give rise to a mistaken notion that both articles were put out by 
the same concern. The labels, packages and advertising of both 
plaintiffs and defendant give the names of those corporations as 
the producers and distributors of their products; but the names are 
so inconspicuously given that they would not materially tend to 
dispel any misapprehension that might arise from the use of the 
same trade-mark. There is no association between the two products 
in the selling of them. 
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Plaintiffs’ is sold only in drygoods stores, whereas defendant’s 
is sold in house furnishing and drug stores. In department stores, 
where both might be sold, they would be ordinarily in widely sepa- 
rated departments. The only place that I can think of where there 
would be proximity in the sales of the two articles would be in rural 
general stores; but in those there is such a variety of merchandise 
that I do not believe there would be any material increase in the 
association between plaintiffs’ and defendants’ products because 
of the proximity. 

In advertising, however, the two would very likely have prox- 
imity. Both articles are used by the general public and would be 
advertised in media appealing particularly to women. It is there- 
fore not at all unlikely that in the course of time the advertisements 
for the two products would be in the same periodicals. 

There is not the slightest association in use between the two 
products nor in manufacture. In so far as the consumer is con- 
cerned, neither article in itself suggests the other; furthermore, 
the trades are completely out of contact with each other except 
as above mentioned. 

I find that there was no intention or desire on the part of the 
defendant to have its toilet paper in any way associated in the 
minds of the public with plaintiffs’ cotton goods. The latter is a 
strong, durable fabric used largely in the making of pajamas, and 
though it has a somewhat smooth finish, it has no particular attrac- 
tiveness which might prompt the defendant to desire its product 
to be associated with it. 

In other words the merits of plaintiffs’ product are rather in 
durability than in fineness or richness, and I believe that the de- 
fendant if seeking to have its product associated with some fabric 
would have chosen a more luxurious one than cotton print goods. 
I am convinced that the word soisette was chosen by defendant 
because it suggested silk rather than the plaintiffs’ product. 

Furthermore I am convinced that defendant did not intend nor 
desire that its product be thought a product of the plaintiffs’. The 
names of the latter are not well known to the public, and their 
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trade-mark Soisette does not appear in them. There could be no 
such incentive on the part of the defendant as in the case of Rolls 
Royce of America, Inc., v. Wall, 4 Fed. (2) 383 [15 T.-M. Rep. 
12] or Yale Electric Corp. v. Robertson, supra. 

Under all the circumstances I do not believe that there is any 
danger of the toilet paper being thought a product of the plaintiffs. 
It is conceivable that some person might draw that inference from 
the practical identity of the two words that constitute the trade- 
marks, but I think that the mistake would be so unusual as not to 
constitute a violation of plaintiffs’ rights. 

In this connection it must be considered that the word soisette 
is not a completely unique and artificial symbol; the predominant 
element in it is the French word meaning silk, and the only artificial 
element is the addition of the French suffix “ette.”” To most per- 
sons it would suggest the idea of silk, as well as plaintiffs’ brand 
of cotton goods. If the word were completely artificial, so that 
it suggested no idea but plaintiffs’ goods, the use of it on other 
goods would have a greater tendency toward giving the impression 
that both emanated from the same concern. 

Even though there is no chance for confusion or mistake it is 
plain that plaintiffs are damaged by the use of their trade-mark 
in connection with toilet paper. There is an indelicacy about the 
latter notion that cannot help bringing embarrassment and prob- 
ably financial loss to the plaintiffs. The more plaintiffs’ trade- 
mark becomes associated with an article which most people are 
repelled from contemplating, the less popular it will become. 

The same sort of damage might be done to a trade-mark con- 
taining the name of some individual or place that has suddenly, 


through war or crime or other reason, become extremely unpopular. 
I believe that defendant in adopting plaintiffs’ trade-mark has 
caused them damage; but I have been unable to find any authority 
either in the reported cases or in the textbooks indicating that such 
damage is an injury which the law will remedy. 

If the paper which defendant manufactures were writing pa- 
per, or some other kind without an unpleasant association, plain- 
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tiffs would certainly have no cause of action, and I have been un- 
able to find any indication in the authorities of a ground for dis- 
tinguishing the two cases. It should be borne in mind in this con- 
nection that if it seems unfortunate that plaintiffs should suffer 
this damage without a remedy, they are to some extent responsible 
in that they adopted as their trade-mark a word which plainly sug- 
gests certain qualities applicable to an entirely different kind of 
product from their own. 

They have branded their goods with a slight modification of 
a French word and have run the risk of having the same word 
applied in good faith to an entirely different article whose qualities 
are suggested by the same root. The law protects plaintiffs from 
the possibility of confusion, but in the absence of that I feel con- 
strained, and with some reluctance, to hold that there is no cause 
of action. 

I accordingly direct a decree for the defendant. 


CHENEY Brotuers v. Doris Sitk Corp. 
United States District Court, Southern District of New York 
May 7, 1929 


Unrairn Competition—ImiraTinG APPEARANCE OF ARTICLE. 

The imitation of certain seasonal designs used in the manufacture 
of dress fabrics, held not enjoinable by the court as unfair competi- 
tion. Such designs may be protected under the Design Patent Act. 
The fact that such act affords no real protection, as the design goes 
out of use while the application is pending and before the protection 
is granted, is remediable by Congress rather than by the Courts. 

In equity. Action to restrain unfair competition. On motion 


for temporary injunction. Denied. 


Nims § Verdi, Harry D. Nims, Minturn De S. Verdi, Wallace 
H. Martin, all of New York City, for plaintiff. 
Epstein § Brothers, of New York City, for defendant. 


Mack, C. J.: Plaintiff and defendant are silk manufacturers 
selling piece goods to dress manufacturers and dry goods stores. 
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Defendant is sought to be enjoined from alleged unfair competition. 
The motion before me is for a preliminary injunction. 

The right sought to be protected is the exclusive right to sell 
goods bearing a design alleged to have been originated by plaintiff. 
The alleged unfair competition is not the palming off of defendant’s 
copy of plaintiff’s goods as plaintiff's, but defendant’s sale of its 
own goods alleged to have been knowingly and wilfully copied 
directly from plaintiff's goods. There is no charge that either the 
vendee or the public was or would be led to believe either that de- 
fendant’s goods were plaintiff’s or that plaintiff's goods were really 
defendant’s. 

It would seem to be perfectly clear that if the design is an 
original one, plaintiff could and ordinarily should seek the protec- 
tion given by the design patent law, the very purpose of which 
is to protect an original from anyone using or selling the same 
design, whether with or without actual knowledge of the plaintiff's 
patent. 

In the opinion of the learned and experienced Registrar of 
Copyrights, the copyright law, as heretofore and now in force, 
affords no protection for designs for articles of manufacture. For 
a number of years, however, legislation has been sought, and bills 
to that effect have been introduced in congress, to extend the copy- 
right protection to such designs. The basis of such additional 
legislation is the perhaps justifiable complaint that a design patent 
may not give adequate relief, especially in such cases as the instant 
one. The alleged reason for this is that dresses and the material 
therefor are highly seasonal; the designs have but a short business 
life; unless the protection be afforded not later than their introduc- 
tion into the trade, it is of no practical value. Plaintiff alleges 
that if it were compelled to keep its design secret during the long 
period that attends the examination by the Patent Office and the 
grant even of a design patent, it may well be valueless because of 
a change in styles when and if the patent shall have been granted. 

This complaint, however, is doubtful on the facts. The de- 
sign in question was developed during the winter of 1927-28 to be 
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manufactured during the summer of 1928, and sold during the 
winter and spring of 1928-29. There would seem to have been 
sufficient time to secure a design patent for such a design, if original, 
before the design came to the attention of competitors. If, how- 
ever, the complaint were fully justified, as perhaps it might well 
be in some cases, the remedy would seem to be a change in legis- 
lation. Congress has established the limits of a monopoly right 
against copying and the sale of copied matter; if in any case the 
protection intended to be given by such laws is possible, but be- 
cause of administrative delays, not practicable, the legislative 
remedy would be comparatively simple. 

Registration under copyright laws is immediate. If the pro- 
tection of copyright registration can constitutionally be given to 
designs of this character—and I express no opinion thereon—plain- 
tiff would have adequate protection. So too if the patent law 
were changed so that a design patent would be granted at the time 
of application, without examination, as in some other countries, 
plaintiff's situation would seem to be fully met. 

But Congress has not yet afforded this relief and in its wisdom 
it may decline so to do. Therefore, plaintiff appeals to the court, 
asserting a common law right and demanding the court’s aid in 
the enforcement thereof. 

That common law right is alleged to be not merely the owner- 
ship of its own original designs but the exclusive right, if not to 
make and use, at least to sell them, in any event on such articles 
as it is accustomed to manufacture or deal in. 

In support of this contention, reliance is placed on the case 
of International News Co. v. Associated Press, 248 U. S. 215, 39 S. 
Ct. Rep., 68 [9 T.-M. Rep. 15]. That case concededly marks a 
long step forward in the protection of intangible rights. Whether 
the underlying principle is applicable to the instant case has seemed 
to me at least extremely doubtful, after repeated reading and 
consideration thereof, I am of the opinion that that case is dis- 
tinguishable. 
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There, news gathered at large expense by plaintiff for the 
use of its own members through publication was held after such 
publication to be its property, not as against the public but as 
against a competing news-gathering company to the extent that 
the latter might not sell it for the very limited period during which 
it was news. But neither copyright nor patent laws could ever give 
adequate protection to property of this character: as news it was 
necessarily valueless before registration could be made, even if 
this were constitutionally permissible. 

It is true that some of the language used in the majority opin- 
ion is very broad and that the reasoning in the concurring opinion 
of Justice Holmes must not be deemed the basis of the decision of 
the majority. On the other hand, it seems to me equally clear 
that there was no intention to lay down as a general principle 
that a court of equity will restrain one from copying the results 
of another’s labors and reaping the benefits of the commercial dis- 
tribution of such copying, even though it be done with the full 
knowledge that the other or another has created the work. As 
against any moral wrong involved in such appropriation of an- 
other’s expenditure of time and money, is the economic danger of 
unregulated monopolistic charges to the public for the use therefore. 
Breach of contract or trust, misrepresentation or fraud of course 
change the situation and in and of themselves justify restraint. 
Legislation has endeavored if not to reconcile at least to decide as 
between the ethical and the economic viewpoint; publication of 
that which can be patented is deemed a full dedication to the public 
for competitive use and sale despite any actual contrary intent, 
however clearly expressed. 


In my opinion, it was not intended by the majority opinion 
in the Associated Press case that the principle there found ap- 
plicable to a most unusual situation should cover a case in which 
the patent laws could and do give some, though perhaps in their 
present form inadequate, protection. Congress, not the courts, must 
be appealed to for the fuller protection which Congress can con- 
stitutionally afford. 
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Plaintiff urges that the design patent laws give protection only 
if the design be strictly original, not if it be original in the sense, 
for example, that the design applicable to an automobile is for the 
first time applied to dress material. The deduction from this that 
because such a design is not protected by the patent laws, there- 
fore plaintiff's property in its conception of the applicability of the 
automobile design to the dress goods is a common law right en- 
titled to unlimited protection is unsound. Congress has covered 
the subject-matter of the protection to be given to designs, whether 
original in the strict sense or in the secondary sense above stated. 
Insofar as it has failed to give protection to the latter, it has fully 
declared its legislative purpose that such a right, if it can be called 
a right, is not to be deemed exclusive. 

Because of the conclusions reached, I have assumed without 
deciding that the facts in actual controversy between the parties 
are as contended for by plaintiff. 

The motion for a temporary injunction will be denied. 


Fine v. Lockwoop ET AL. 
(14 S. W. (2d) 1109) 


Supreme Court of Arkansas 
March 18, 1929 


Trape-Mark—Worps 1n Common Use. 

The name “Palais Royal” is in common use throughout the United 
States for ladies’ ready-to-wear, and other stores. It is not subject 
to valid registration as a trade-mark under the Arkansas statute, nor 
can it be exclusively appropriated throughout the state by the first 
user. 

Unram Competrrion—Conruicr or Trape-NAMEs. 

The name “Palais Royal” does not interfere with the plaintiff’s 
rights in the name “Jack Fine’s Palais Royal,” in white letters on a 
blue ground, with a royal crown above the words. 

Unram Competirion—INJUNCTION. 

The first user of the name “Palais Royal” in Hot Springs, 
Arkansas, was properly given an injunction against the use of the 
name by plaintiff in that city, except in the combination “Jack Fine’s 

Palais Royal.” 
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In equity. On bill and cross bill for unfair competition. Cross- 
appeals from a decree denying the plaintiff an injunction, and 
granting defendant an injunction. Affirmed. 


Louis Tarlowski, of Little Rock, Arkansas, for appellant. 
Jay M. Rowland, A. T. Davies, and Murphy & Wood, all of 
Hot Springs, Arkansas, for appellee. 


McHaney, J.: Appellant brought this action to enjoin the 
appellees from using or attempting to use the name of Palais Royal 
as the name of a ladies ready-to-wear store which they were pre- 
paring to open in that name in the city of Hot Springs. He based 
his right to an injunction on two grounds: First, that he had duly 
registered the name “Jack Fine’s Palais Royal” in white letters 
upon a background of blue with a royal crown above the words 
with the secretary of state pursuant to the provisions of section 
10,295 et seqg., C. § M. Digest, as a trade-mark, and had been issued 
a certificate of registration therefor; and, second, that, by reason 
of the prior continuous and extensive use of said name over a period 
of years, same had become valuable to him, had acquired a second- 
ary meaning as applied to his business, and that the use of such 
name by a competitor would result in unfair competition, and a 
deception upon the buying public, and that by virtue of said use by 
him, he had acquired a property right in that name which entitled 
him to the protection thereof by the court. He further alleged 
that he was preparing to open a store in the city of Hot Springs 
under that name, and that the operation of two stores in that city 
under the same name would cause confusion. 

Appellee filed an answer consisting of a general denial and 
cross-complaint seeking to enjoin appellant from opening or operat- 
ing a store in Hot Springs under the name of “Jack Fine’s Palais 
Royal,” or under any name including the term “Palais Royal.” 

After hearing the testimony, the court entered a decree dis- 
missing appellant’s complaint for want of equity, and restraining 
him from using the name of “Palais Royal” alone as the name of 
his store, which he proposed to open in Hot Springs, but permitting 
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him to use the name of “Jack Fine’s Palais Royal.” The court 
further decreed that the appellee only was entitled to the use of 
the name “Palais Royal” in said city. 

The correctness of this decree is questioned both by an ap- 
peal and a cross-appeal. We think the court correctly determined 
the case both on the appeal and the cross-appeal. The name “Palais 
Royal” is a name in common use generally throughout the United 
States, and perhaps in foreign countries, for ladies ready-to-wear 
stores, and other business establishments. The great preponder- 
ance of the evidence shows this to be a fact. It is such a common 
name, so generally used in business establishments that we are of 
the opinion, standing alone, is not subject to be registered as a 
trade-mark. But, when taken in connection with appellant’s own 
name in white letters on a background of blue with a royal crown 
emblem above the words, it might be subject to registration as a 
trade-mark under our statute. Section 10,297, C. §& M. Digest, 
provides that “the Secretary shall not receive and record any pro- 
posed trade-mark which is not and cannot become a lawful trade- 
mark, or which is merely the name of a person, firm or corporation, 
unaccompanied by a mark sufficient to distinguish it from the same 
name when used by other persons, or which is identical with a 
trade-mark appropriated to the same class of merchandise,’ etc. 

The name “Palais Royal,” standing alone, however, is a name 
in common use, such as “The Leader,’ “The Famous,” “The Boston 
Store,” or other similar names as applied to business establish- 
ments, some of which you will find in most every city or town of 
any size. We are therefore of the opinion that the name “Palais 
Royal” standing alone would not be subject to registration, and 
that the name “Palais Royal” is not a name of such similar resem- 
blance to the trade-mark “Jack Fine’s Palais Royal” as to con- 
stitute an infringement upon his trade-mark. It is true that ap- 
pellant is doing business under his trade-mark name in the cities 
of Little Rock, El Dorado, Smackover, Ft. Smith, in the State of 
Arkansas, and in Monroe, La. He is also doing business in Pine 
Bluff, Ark., under the name of “Jack Fine’s Ladies Ready-To- 
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Wear”; the name “Palais Royal” having been appropriated by an- 
other store in Pine Bluff prior to his entrance therein. 

We do not think appellant acquired any secondary meaning 
to his business under the name of Palais Royal, but he may have 
done so under the name of Jack Fine’s Palais Royal, and in this 
the decree of the court protects him. We do not deem it necessary 
to enter upon a discussion of the many cases cited in the briefs of 
the respective parties, as we do not regard them as applicable to the 
facts in this case. 

The decree is therefore affirmed, both on the appeal and the 
cross-appeal. 


Minas Furniture Co. v. Epwarp C. Minas Co. 
(65 N. E. Rep., 84) 


Appellate Court of Indiana 
February 23, 1929 






Unram Competirion—CorporaTe NAMES. 
It is a well-established rule, that a corporation must not by any 
artifice deceive the public, so that its goods may be sold for those of 
a corporation having a similar trade-name, and no name may be chosen 
in naming a corporation that will cause it to be passed off as another 
corporation already in existence, or that will enable it to dispose of its 
goods as those of some other company. 
Unram Competirion—Use or SuRNAME. 

The use by appellant of the name Minas Furniture Co. held to be 
unfair competition, as against the previously acquired rights of Ed- 
ward C. Minas Co., also dealers in furniture, much confusion of the 
public being shown, with consequent delay and loss of business. 

Unram Competrrion—Lacues. 

Delay since 1911 in asserting rights arising out of confusion be- 
tween the stores of the parties held to be fatal to the recovery of dam- 
ages, but not to bar an injunction. 


In equity. Action for unfair competition. Appeal from judg- 
ment in favor of plaintiff granting an injunction. Affirmed. 


Crumpacker & Friedrich, of Hammond, IIl., for appellant. 
Tinkham § Galvin, of Hammond, IIl., for appellee. 


Nicuots, J.: Appellee is an Indiana corporation, operating 
a department store in Hammond. From its several departments it 
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sells all lines of merchandise known to the retail trade, except gro- 
ceries and meats. Appellant is an Indiana corporation operating 
a store in Hammond and one at Gary, and selling at retail, furni- 
ture, carpets and rugs, and a limited amount of house furnishings. 
Appellee claiming a prior right to the use of the name “Minas,” 
brought this action to enjoin appellant from the use of the word 
in its corporate name, and from alleged unfair trade competition, 
and for damages for alleged invasion of its rights. 

The complaint, in one paragraph, is answered in three para- 
graphs, denial, and two affirmative paragraphs. The third para- 
graph to which a demurrer was sustained, pleads laches and 
estoppel. 

The court found its facts specially, and stated its conclusions 
of law, on which it rendered its decree, permanently enjoining ap- 
pellant from the further use of the name “Minas” in any manner 
in connection with its business in the city of Hammond. From 
this decree, this appeal, appellant assigning as error the court’s 
ruling sustaining appellee’s demurrer to the third paragraph of 
answer, in overruling appellant’s motion for a new trial, and in 
the first and fourth conclusions of law. 

The special findings cover more than 50 pages of the record. 
It appears by them, briefly stated, that Edward C. Minas, in 1890, 
purchased a small hardware store and business, on the southeast 
corner of State Street and Oakley Avenue in Hammond. That 
same year, his brother, Emil Minas, entered his employment as a 
clerk. Edward C. Minas, in 1894, moved his business into a new 
and larger building erected by him on the south side of State Street 
about 300 feet west of his former location. Immediately on moving 
into his new location he added paints and oils to his general hard- 
ware stock, and at the sime time he added furniture and house 
furnishings, and devoted the second floor of the new building to 
their display and sale. The third floor was rented for about one 
year when he took it over and used it in connection with his furni- 


ture, household furnishings, rug, and carpet business. 
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Emil remained in the employ of Edward for about a month 
after Edward had entered the retail furniture business, when he 
resigned and shortly went into the second-hand furniture business 
with one Dixon as a partner on the south side of State Street, 
about 200 feet east of Oakley Avenue. 

From the beginning until March 21, 1903, Edward was the 
sole owner of the business, which he conducted in his own name 
as Edward C. Minas or E. C. Minas. On March 21, 1903, he in- 
corporated appellee company, under the laws of Indiana, and trans- 
ferred his business and all its assets, and appellee company has 
continued to carry on said business at the location described. 

The company is empowered under its articles of incorporation 
to engage in the sale of any and all kinds and classes of mer- 
chandise at retail. Edward C. Minas has been president and man- 
aging officer continuously since its organization. It was capitalized 
for $25,000, which was increased June 27, 1912, to $125,000, and 
on January 3, 1918, to $375,000. All the stock is common, and 
has been, at all times, owned and held exclusively by Edward C. 
Minas and the members of his immediate family. E. Clarence 
Minas, a son, is vice-president, and a daughter, Lucile Jenson, is 
its secretary. 

Other lines of merchandise, including dry goods, men’s clothing, 
and ladies’ clothing, have been added and the business has been 
commonly known as a department store. Appellee has, at all times 
since first added, carried in its stock of merchandise, furniture, 
house furnishings, rugs, carpets, and queensware. 

New additions have been made to the building, until now there 
is, in effect, one building with 175 feet of frontage on State Street 
and consisting of three stories and a basement, and since 1913 
appellee has occupied this entire structure for the purpose of con- 
ducting its department store. The entire third floor is occupied 
by the furniture department, and has been for several years past. 
The easterly 75 feet of the second floor is occupied by the rug 
and carpet department, while queensware and other lines of house 
furnishings are carried in other departments of the store. Appellee 
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employs about 125 men and women, of which, 24, exclusive of 
drivers, are in the furniture, carpets, rugs, house furnishings, and 
queensware departments. 

The findings disclose that appellee’s place of business is lo- 
cated substantially in the center of the business district of the City 
of Hammond, which city is surrounded by cities and towns within 
easy access thereto by steam roads, steam cars, electric cars, street 
cars, bus cars, and automobiles, with a total population in round 
numbers of about 300,000 people, and many of these bus lines make 
regular stops at appellee’s store. Prior to the establishment of 
these bus lines appellee company operated a bus service, connecting 
with the towns to the south and west, with the name Edward C. 
Minas Company on such busses. Appellee advertised its business 
in newspapers and on billboards using the name “E. C. Minas,” 
or “Edward C. Minas,” Company. Such advertising was circulated 
throughout the territory surrounding Hammond, and carried matters 
with reference to house furnishings, furniture, rugs, and carpets. 
Such advertisements have been continued. Appellee has an adver- 
tising mailing list of 24,000 names covering the Calumet region, 
and expended in 1910, $5,000 for advertisements, which amount 
has gradually increased until it is now from $35,000 to $40,000 
a year. In divers other matters it appears that appellee has adver- 
tised in the name of “E. C. Minas Company” or “Edward C. Minas 
Company.” The total receipts of its business for the year 1925 
were more than $1,000,000. 

As heretofore stated, in 1895, Emil Minas went into the second- 
hand furniture business at a location about 200 feet east of Oakley 
Avenue, and on the south side of State Street, and thereafter so 
continued with successive and divers changes of partners, and a 
part of the time alone. The name “Minas” in naming the respec- 
tive partnerships was used along with the names of the respective 
partners. During all of this time the store had continued to be 
operated as a second-hand furniture store, some new furniture 
having been purchased at times for the purpose of filling in pieces 
of furniture that were missing in the stock, and some new furni- 
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ture having been purchased at auction sales or from lines that were 
out of style. In 1907 or 1908, Emil Minas purchased the building 
occupied by the store, and erected a new brick building, the same 
being completed in 1909, and he occupied it with his business. He 
continued to occupy the business under his own name until May 25, 
1910, when he sold the business to Maurice L. Greenwald. Prior 
to this sale the business had not been incorporated at any time, and 
the name “Minas Furniture Company” was never used in connection 
with the business of Emil Minas, either while he was operating 
alone, under his own name, or with any one of the various partners. 
Edward C. Minas was engaged in the business of handling furni- 
ture at least several months before Emil went into the business of 
handling second-hand furniture. 

The line of business in which Emil Minas was engaged while 
in the furniture business was not the same line of business in which 
Edward C. Minas Company were engaged, so far as the handling 
of furniture was concerned during the same time. Emil Minas 
catered to the purchasers of second-hand furniture; Edward C. 
Minas and the Edward C. Minas Company handled new furniture 
exclusively. There was no competition between the business done 
in the furniture trade by Edward C. Minas and the Edward C. 
Minas Company on the one hand and Emil Minas on the other. 

Edward C. Minas began the use of the name “Minas” in con- 
nection with the handling of new furniture in Hammond and vicinity 
in the year 1894, and continued the use of that name until 1904, 
when the Edward C. Minas Company was incorporated and suc- 
ceeded to the business of Edward C. Minas. The Edward C. 
Minas Company continued the use of the name “Minas” in con- 
nection with the handling of new furniture in Hammond and 
vicinity from 1904 on to the present time. No other person, firm, 
or corporation used the name “Minas” in connection with the new 
furniture business until appellant began to use the name in 1911. 

When said Emil Minas sold his business to Maurice L. Green- 
wald on May 25, 1910, he executed a bill of sale, in which it was 
stipulated inter alia that he sold the good will of his business, 
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which consisted in the use of his name in the conduct, operation, 
carrying on, and transacting of said furniture business, at said 
premises or at any other place in the City of Hammond. 

On the same date, and as a part of the same transaction, Emil 
Minas and Maurice L. Greenwald entered into a written agreement 
that a corporation to be named “Minas Furniture Company” should 
be formed, to which the business, and everything pertaining thereto, 
was to be sold and transferred, Minas agreeing to purchase one- 
third of the stock, and after one year to sell such stock to Green- 
wald at a reasonable price, and agreeing thereafter not to engage 
in a business of a like nature. At the time of the sale, the stock 
inventoried $6,500, of which about 20 per cent was new furniture. 

Upon the incorporation of Minas Furniture Company one-third 
of the stock therein was issued to Emil Minas, and he was employed 
by Greenwald as a clerk in the store until about December 31, 1911. 
After purchasing the store, Greenwald, and afterward the corpo- 
ration, operated it at the same location until 1922. 

After the sale appellant discontinued the further handling of 
second-hand furniture, and has confined it exclusively to new furni- 
ture, carpets, and rugs. It sells stoves, kitchen cabinets, and some 
dishes or queensware in complete sets in connection with the sale 
of dining room suites, and its merchandise is of the same general 
character as that sold by appellee from its furniture, carpet, and 
rug departments. 

Emil Minas sold his stock in the Minas Furniture Company to 
one of the Greenwald brothers, in 1911; on November 22, 1911, 
Emil Minas entered into a contract with the Minas Furniture Com- 
pany, in which he confirmed the sale of the good will of his business 
to appellant. 

Since 1911, Emil Minas had not been employed by the Minas 
Furniture Company, appellant, has not been a stockholder, director, 
or officer of that company, has not been interested in the corpora- 
tion in any way, directly or indirectly, nor has any one by the 
name been so interested. Since 1911, all of the stock of the Minas 
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Furniture Company has been owned by three Greenwald brothers, 
and they have been the active managers thereof. 

After the incorporation of the Minas Furniture Company, an 
electric sign, with the words “Minas Furniture Company,” on it, 
was placed in front of the store, and the corporation began to ad- 
vertise under its corporate name, and has continued to do so down 
to the present time. In practically all of its newspaper advertising, 
the name of the corporation containing the word “Minas” is dis- 
played in large type, and, in some of the advertising, the word 
“Minas” has been printed in larger type than the other words of 
the corporate name and the other portions of the advertisement. 
The Minas Furniture Company gradually expanded the lines of 
merchandise handled by it, and for several years has handled fur- 
niture, stoves, kitchen cabinets, rugs, carpets, and queensware, and, 
in 1922, it occupied a new building erected at the northwest corner 
of State Street and Oakley Avenue in Hammond. The gross busi- 
ness in this store, in 1925, was $188,738.15. 

The Minas Furniture Company opened a second store in the 
City of Gary on September 29, 1925, where it occupies three floors 
and a basement of a building 50 feet in width by 125 feet in depth, 
similar in construction to the building occupied by it in Hammond. 
The Gary store is not involved in this appeal. 

Since occupying the present location of the Hammond store, 
and since opening the Gary store, the Minas Furniture Company 
has displayed in front of each of these stores a large electric sign 
with the word “Minas” in a horizontal position at the top of said 
sign, and the word “Furniture” in a vertical position below the 
word “Minas,” and the letters “Co.” in a horizontal position at the 
bottom of said sign. These signs are illuminated at night. 

In the conduct of its business appellee buys a large amount 
of furniture, carpets, rugs, and merchandise sold in its furniture, 
carpet, and rug departments. Its furniture is bought from various 
manufacturers in different parts of the country. Appellant like- 
wise buys a large amount of merchandise from various manufac- 
turers and dealers. 
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There have been frequent and numerous instances of con- 
fusion in shipments and accounts between manufacturers and deal- 
ers, selling merchandise to both appellee and appellant in Ham- 
mond, from various cities in the United States outside the City of 
Hammond. Frequently shipments of merchandise intended for 
one of the parties will be made to the other, and statements of ac- 
count from the manufacturer or dealer have, on numerous and 
frequent occasions, been submitted to one party when intended for 
the other. This confusion is, in the main, due to the similiarity 
of the name of appellee and appellant, the name “Minas” being 
prominent in the corporate and trade-name of each, and to the 
further fact that both are located in the City of Hammond and 
serve the buying public in the so-called Hammond district. This 
confusion has been in the past, and will continue to be in the future, 
a source of considerable loss, inconvenience, and delay in the efficient 
transaction of business by appellee company. 

Appellee has a large number of customers who buy mer- 
chandise on contract or monthly account. It carries more than 
4,000 accounts with such customers, involving daily transactions. 
Many other customers make purchases from appellee daily for 
cash. Appellant likewise has a large number of customers who 
buy for cash or on account, or on monthly credit. These customers 
are from the same trading public. The similarity of the names of 
Edward C. Minas Company and Minas Furniture Company, and 
the proximity of location, have resulted in the numerous and fre- 
quent instances of confusion on the part of the general buying pub- 
lic in the Hammond district. In many instances buyers have gone 
to the Minas Furniture Company and have dealt with and pur- 
chased goods from that company, believing it to be connected with, 
or a part or department of, appellee’s store. Frequently customers 
attempt to pay bills at one store which are due at the other store, 
or will order goods by telephone from appellant, thinking they are 
ordering from appellee. Many people have inquired at appellant’s 
store for trading stamps in the belief that it is a part of, and con- 
nected with, appellee’s store, where stamps are given with pur- 
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chases. The confusion is due, in the main, to the presence of the 
name “Minas” in the corporate name of both parties and to prox- 
imity of location. This confusion is of sufficient proportion to be a 
source of great annoyance, inconvenience, and embarrassment, and 
considerable loss to appellee company. 

Clerks and salesmen of appellant have failed to inform cus- 
tomers of the fact that there is no relation between the two stores, 
when such salesmen or clerks knew the customers were laboring 
under the impression and belief that they were dealing with ap- 
pellee, and by their actions and by silence, in some instances, have 
fostered and encouraged that mistaken belief in order to make sales. 
On occasion, certain well-known lines of merchandise carried by 
appellee have been represented by appellant’s clerks as discon- 
tinued in order to sell appellant’s merchandise to customers who 
were under the impression that they were dealing with appellee. 
There has been no active or constructive fraud on the part of the 
officers of appellant company, but its employees, in their zeal to 
make sales, have, on a number of occasions, been guilty of conduct 
as above indicated. 

At the time Greenwald bought the business, good will, and 
name of Emil Minas, his business had no good will in connection 
with the new furniture business. He was known to the trade 
and to the buying public as a dealer in second-hand furniture and 
out-of-date or dropped lines of new furniture to a limited extent, 
and whatever good will he had was in connection with the second- 
hand furniture business. At that time Edward C. Minas had spent 
a large sum of money advertising, and by honesty, integrity, and 
fair dealing, and through the quality of the goods handled, had 
gained a wide reputation as a dealer in honest and high grade mer- 
chandise. Whatever value the name “Minas” had in connection 
with the new furniture business in Hammond at that time was due 
to the money and effort spent by Edward C. Minas and appellee 
company, and not at all to any good will attaching to the name 
of Emil Minas. Largely for this reason, and to make sure of their 
right to use the name “Minas,” the Greenwald brothers procured 
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Emil Minas to be one of the incorporators of the Minas Furniture 
Company, with a definite agreement that the said Emil Minas 
would sell his stock in said corporation within one year after the 
organization thereof. This was done primarily for the purpose of 
trading on the good will built up in connection with the new furni- 
ture business by Edward C. Minas and Edward C. Minas Company. 

Upon the foregoing facts the court stated its conclusions of 
law as follows: ‘The law is with appellee and it is entitled to a 
permanent injunction restraining appellant from the further use 
of the name ‘Minas’ in any manner in connection with the conduct 
of its business from and in any store owned, controlled or operated 
by appellant in the City of Hammond, and that as to the store in 
Gary, the law is with appellant, but appellee has not assigned cross- 
error. There is also a conclusion that appellee is guilty of laches 
and, therefore, entitled to nothing in the way of damages, but no 
cross-error is assigned as to this conclusion.” 

From these findings, and they are each and all supported by 
an abundance of evidence, it is apparent that there was great con- 
fusion in the conduct of the business of appellee company growing 
out of the use of the word “Minas” by the appellant company, in 
the manner in which it used the same, and the proximity of the 
business of appellant company, as finally located, to that of appellee 
company, and this confusion was accentuated by the fact that an- 
other department store in the same trade community had its main 
store upon one side of the street and its furniture store opposite 
thereto and across the street. It clearly appears that annoying 
mistakes were made by wholesalers and manufacturers in orders 
and shipments, and that goods intended for appelle company were 
received by appellant company from time to time, and that, for 
goods ordered for appellant company, the statements therefor were 
received by appellee company to its annoyance. It further ap- 
pears by the findings which, as aforesaid, are supported by abundant 
evidence, that there was much confusion among the local customers 
of appellee. It appears by the evidence supporting these matters 
that it was a matter of common, we may say almost daily, occur- 
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rence that customers of appellee were misled and deceived because 
of the similarity of the names of the two companies, and the fact 
that they were located in such close proximity. It is appellant's 
contention that it had equal rights with appellee to the use of the 
name ‘‘Minas,” for the reason that Maurice L. Greenwald had pur- 
chased the business from Emil Minas along with his good will, but 
this good will did not include the new furniture business, for it ap- 
pears by the findings, as well as by the evidence, that Emil Minas 
was in the second-hand furniture business until the time of the sale 
of his stock, that he was known as a second-hand furniture dealer, 
and that he only handled such new furniture as was necessary to 
fill in. It appears by the findings that there was no importance 
attached to the name “Minas” because of the business that was 
conducted by Emil Minas, but that any importance that was at- 
tached to such name grew out of the years of advertising and mer- 
chandising in the new retail furniture line, as conducted by Edward 
C. Minas and appellee company. Greenwald and appellant com- 
pany recognized the importance and value of this trade-name by 
the contract made with Emil Minas, by which he held stock for 
a year in appellant’s company with an agreement to sell the same 
at the end of a year, thereby giving appellant an excuse or subter- 
fuge for using such name. If Greenwald attached no value to the 
use of the name, then why was his company named “Minas Furni- 
ture Company” instead of “Greenwald Furniture Company?” The 
construction of the electric signs in front of appellant’s place of 
business, with the word “Minas” in large letters and in a horizontal 
position at the top of the sign, and, as appears by the evidence, 
similar to an electric sign of the appellee company, as to the name 
“Minas” shows, as it seems to the court, that appellant attached 
most importance to the use of such name as a trade-name, and that 
it was using the same for the purpose of deceiving the people, and 
thereby enticing them to its place of business. 

It is a well-established rule that a corporation must not by 
any artifice deceive the public, so that its goods may be sold for 
those of a corporation having a similar trade-name, and no name 
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may be chosen in naming a corporation that will cause it to be 
passed off as another corporation already in existence, or that will 
enable it to dispose of its goods as those of some other company. 
The general principles which are substantially of controlling force 
in this case are set forth in Hartzler v. Goshen, etc., Co., 55 Ind. 
App. 455, 104 N. E. 34 [4 T.-M. Rep. 102], and it would be a 
needless repetition for us to again set them out here. In harmony 
with the principles there announced, and the facts as here found, 
we are clear that the equities are with appellees, and that appellant 
should be enjoined from the further use of the name “Minas” in 
any manner in the further conduct of its business in any store 
owned, controlled, or operated by it in the City of Hammond. 
The court states, as a conclusion of law, that appellee was 
guilty of laches, and therefore is entitled to nothing in the way of 
damages. While there was a prayer in the complaint asking for 
$25,000 damages, there was no effort by appellee to prove its 
damages, but there is no conclusion of law that appellee may not 
have an injunction because of laches. Mere delay or acquiescence 
cannot defeat a remedy by injunction, unless continued so long, 
and under such circumstances as to defeat the right. As was said 
in Menendez v. Holt, 128 U. S. 514, 9 S. Ct. 143, 32 L. Ed. 526: 


“Mere delay or acquiescence cannot defeat the remedy by injunction 
in support of the legal right, unless it has been continued so long and 
under such circumstances as to defeat the right itself. Hence, upon an 
application to stay waste, relief will not be refused on the ground that, 
as the defendant had been allowed to cut down half of the trees upon the 
complainant’s land, he had acquired, by that negligence, the right to cut 
down the remainder. . . . Nor will the issue of an injunction against the 
infringement of a trade-mark be denied on the any that mere pro- 
crastination in seeking redress for depredations deprived the true 
proprietor of his legal right. . . . Acquiescence to avail must be such as 
to create a new right in the defendant. . . . Where consent by the owner 
to the use of his trade-mark by another is to be inferred from his knowl- 
edge and silence merely, ‘it lasts no longer than the silence from which it 
springs; it is, in reality, no more than a revocable license.’” 


Appellant presents that, where the right to a trade-name is 
not clear, long acquiescence on the part of the plaintiff will pre- 
vent his obtaining an injunctive relief, further presenting that 
his acquiescence amounts to an estoppel, if it has been long con- 
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tinued, and others, acting in good faith, have made investments 
and acquired rights, during the period of plaintiff's delay, making 
it inequitable to grant relief. But here, under the findings, and 
the evidence, appellee’s rights were clear, and the methods em- 
ployed by the Greenwalds, by which they acquired their alleged 
right to use the name “Minas,” do not commend them to the court. 
They appreciated the value of the trade-name, and must have under- 
stood that such value was the result of the effort and business in- 
tegrity of Edward C. Minas and appellee company. With this 
knowledge, they undertook by questionable methods to gain the 
right to use the name. The doctrine of estoppel can only be in- 
voked to promote fair dealing. Juan F. Portuondo Cigar Mfg. Co. 
v. Vincente Portuondo Cigar Co., 222 Pa. 116, 70 A. 968. 

Even if the court erred in sustaining appellee’s demurrer to the 
third paragraph of answer, such error was harmless, for it appears 
by the findings that there was no laches or estoppel of which ap- 
pellant could have the advantage. 

We find no reversible error. 

Affirmed. 


Oup Investors’ & Travers’ Corp. v. JENKINS ET AL. 
(282 N. Y. S., 245) 


New York Supreme Court 
November 20, 1928 


Unram Competition—Fause Statement Recarpinc Puiarntirr’s Business. 

The mailing of false statements to the customers of an established 

firm, for the purpose of injuring it in its business and deceiving its 
customers and the public, is a form of unfair competition. 


In equity. Suit for unfair competition. On motion to dismiss 
bill, as presenting no cause of action. Denied. 
Merrill, Rogers, Gifford §& Woody, of New York City, for 
plaintiff. 
Spence, Hopkins & Walzer, of New York City, for defendants. 


Perers, J.: Among other things, the complaint alleges that 
the defendants Jenkins and Ryan are engaged in a similar kind of 
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business as the plaintiff and are its competitors; that the plaintiff 
is engaged in the business of a dealer in commodities, stocks, and 
bonds, and has a large number of customers through the Southern 
and Western States; that the defendant Charles L. Bowen com- 
piles and issues a circular known as ““Bowen’s Confidential Service, 
Financial Investigations and Reports’; that the defendants Jen- 
kins and Ryan, on or about August 11, 1928, sent out to plaintiff's 
customers, by mail, a circular concerning the plaintiff, and are con- 
tinuing to send out such circulars; that this circular is prepared, 
published, and printed by defendants Bowen and Rowntree; that 
the statements contained in said circulars are all false, untrue, and 
dishonest to the knowledge of the defendants; that the statements 
so contained in said circular are published by the defendants with 
the knowledge that they are false and for the purpose of injuring 
the plaintiff in its business and deceiving the public and plaintiff's 
customers; that the defendants Bowen and Rowntree have in the 
course of preparation another circular containing false and untrue 
statements concerning the plaintiff and plaintiff's business, and 
unless the defendants are restrained by injunction, this circular 
will be sent out to plaintiff's customers immediately, to plaintiff's 
irreparable injury; and that plaintiff has no adequate remedy at 
law. 

For the purpose of this motion the circular is admitted to be 
false, untrue, and dishonest to the knowledge of defendants. If 
the only purpose of this action was to enjoin the publication of a 
threatened libel, equity would not have jurisdiction of the action. 
Marlin Firearms Co. v. Shields, 171 N. Y. 884, 64 N. E. 163, 59 
L. R. A. 310. There is, however, much more involved in this case 
than the mere publishing of a libel. 

The complaint is based on the theory of unfair trade competi- 
tion. The mailing or sending of false, untrue, and dishonest state- 
ments to the customers of an established firm, for the purpose of 
injuring the firm in its business and deceiving the public and plain- 
tiff’s customers, is a form of unfair trade competition which can be 
as injurious as the establishment of a competitor in the neighbor- 
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hood using the same or a similar name and circularizing the firm’s 
customers for the purpose of confusing them and obtaining their 
patronage. 

In the case of Wilner v. Bless, 243 N. Y. 544, 154 N. E.. 598, 
involving a labor dispute, injunctive relief was granted where the 
purpose of the signs carried and circulars distributed by members 
of the labor union was to injure plaintiff's business by the dis- 
semination of false or misleading information as to the nature of 
the dispute between plaintiff and the union. 


In Exchange Bakery § Restaurant, Inc. v. Rifkin, 245 N. Y. 
260, 157 N. E. 130, the court said: 


“Where the end or the means are unlawful and the damage has al- 
ready been done the remedy is given by a criminal prosecution or by a 
recovery of damages at law. Equity is to be invoked only to give pro- 
tection for the future. To prevent repeated violations, threatened or prob- 
able, of the complainant’s property rights, an injunction may be granted. 
This is no novel assumption of jurisdiction. For many years, while leav- 
ing to the law redress for single or isolated wrongs to property rights, 
where there is danger of their repetition, the chancellor has used this 
weapon to protect the innocent. The theoretical basis of this power has 
been said to be the avoidance of a multiplicity of actions. Whatever the 
basis, however, the power is undoubted. It has been exercised in many 
ways. Repeated trespasses have been prevented; the continued pollution 
of streams; the maintenance of nuisances; the misuse of a trade-name. 
Other instances might be cited. The rule is not different where behind 
the facts presented to the court lies a labor dispute. Freedom to conduct 
a business, freedom to engage in labor, each is like a property right. 
Threatened and unjustified interference with either will be prevented.” 


In Mark Realty Corp. v. Hirsch, 180 App. Div. 549, 554, 168 
N. Y. S. 244, 247, the court said: 


“The law relating to unfair competition has a three-fold object: First, 
to protect the honest trader in the business which fairly belongs to him; 
second, to punish the dishonest trader who is taking his competitor’s busi- 


ness away by unfair means; and third, to protect the public from decep- 
tion.” 


While in the action at bar the court could not enjoin the mere 
publication of a libel, it could, provided the facts of the case war- 
ranted, issue an injunction against the defendants from mailing or 
otherwise sending to customers of the plaintiff false and misleading 
circulars or reading matter which would take away plaintiff's busi- 
ness by unfair means and deceive the public, and give such other 
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and further relief as would to the trial court seem necessary to pro- 
tect plaintiff's property rights. 
The motion is therefore denied, with $10 costs. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Act of 1920 Cancellation 


Kinnan, F. A. C.: Held that the American Bosch Magneto 
Corporation of Springfield, Mass., was not entitled to register, 
under the Act of 1920, the name “Bosch,” as a trade-mark for a 
large variety of electrical devices and ignition systems, and that 
the registration which it had obtained should be cancelled. 

The ground of the decision is that the registrant did not have 
the required exclusive use during the year prior to the filing of its 
application on July 7, 1921, since during that year the mark had 
been used in commerce in this country on the same goods by Robert 
Bosch Aktiengessellschaft, of Stuttgart, Germany. 

In his decision, after pointing out that the evidence showed 
that the Bosch Magneto Company was organized in this country in 
1906 under a contract with Robert Bosch, which company was 
seized by the Alien Property Custodian, from whom the registrant 
derived title, and noting the contention of the registrant that it had 
had the required bona fide use of the mark during the year in ques- 
tion, since it was “entitled to the exclusive use of the mark” under 
the contract, and the contention of the petitioner for cancellation 
that that bona fide use must be “exclusive use,” the First Assistant 
Commissioner referred to the decision of the Court of Appeals of 
the District of Columbia in Worcester Brewing Corporation v. 
Rueter §& Company, 133 O. G. 1190; 30 App. D. C. 428, holding 
that the term “exclusive use,” in the ten-year clause of the 1905 
Act, did not mean the right to exclude but meant sole use, and said: 


“The fact has not been overlooked that the language of the ten-year 
clause of the 1905 Act, section 5 (b), is not the same as in the one-year 
clause of section 1 (b) of the 1920 Act. It must be deemed, however, that 
‘bona fide use’ as a trade-mark can only be had when such use is exclusive 
of use by others. Referring to section 2 of this 1920 Act, it is also held 
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that if others beside the applicant for registration are actually simul- 
taneously using the same descriptive or geographical mark or name of an 
individual on the same class of goods then applicant has not the ‘right to 
exclusive use’ necessary to registration. This condition arises because of 
the nature of the mark. These descriptive or geographical terms and these 
names of individuals, firms, etc., not appearing in some particular or dis- 
tinctive manner, are not trade-marks at all and, subject to the laws of 
unfair competition, are open to anyone to use in the trade. It is only when 
such a word is not being used by anyone other than its adopter and the 
latter uses it exclusively for a year that any trade-mark right arises under 
the 1920 Act. This ‘bona fide use’ must continue for a year before any 
trade-mark right is established or any right to exclude others can be 
asserted.” 

He then discussed at some length the testimony as to the rela- 
tions between the parties and pointed out that the rights between 
these parties under their contract was immaterial to the question 
in issue and referred to the decision of the Court of Appeals in 
In re Wright § Taylor, 148 O. G. 834; 33 App. D. C. 510, in which 
it was held that a mark cannot be registered under the ten-year 
clause of the 1905 Act, when substantially the same mark was used 
by others during that period, even though such use was fraudulent 
or deceptive, and said: 

“In the instant case the activities of the petitioner were not fraudulent 
or deceptive even if they were in violation of its contract. If, however, 
they were fraudulent or deceptive, the fact could not avail registrant. 

“It must be deemed established that the registrant did not have ex- 


clusive use of the mark during the year preceding its application for 
registration.” * 


Cancellation—Evidence of Use 


Rosertson, C.: Held that the Pittsburgh Waterproof Com- 
pany had not established any facts which would justify cancella- 
tion of the certificate of registration issued to the Knitted Padding 
Company under the ten-year clause of the Act of 1905, of the term 
“Knitted Padding,” as applied to “unspun cotton fibre made into 
sheet or blanket form, reinforced and held compacted by stitching 
therethrough.” 


The ground of the decision is that the stipulated record, no 


*Robert Bosch Aktiengesellschaft v. American Bosch Magneto Co., 
156 M. D. 40, May 18, 1929. 
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testimony having been taken, was not sufficient to establish the 
allegations of the petition that the mark had never been used as a 
trade-mark or that the registrant’s use was not exclusive. 

In his decision, after referring to four patents issued in 1879, 
1880, 1898 and 1915, respectively, the first of which was for an 
article, the second for a machine for making the article, and the 
two later patents for improvements upon the machine of the second 
patent, and noting that the 1898 patent stated that the device was 
especially adapted for such looms “as are adapted to make knitted 
paddings and shown in’ the second patent and the last patent 
stated that the device was well adapted for use with knitting ma- 
chines “‘for producing knitted padding and the like” as shown in 
the second patent, the Commissioner pointed out that it was well 
settled that the name of a patented article falls into the public 
domain with the expiration of the patent and that one cannot be 
held to have had ten years exclusive use of the term which was the 
name of an article where the patent did not expire until after the 
beginning of the ten-year period of the statute. He then said with 
reference to the burden of proof: 

“While the above is true, the burden is of course upon the petitioner 
for cancellation to establish the grounds upon which it seeks to cancel the 
registration. In the present case, since the petitioner alleges that the mark 


in question was the generic name of the patented article, the burden is 
upon it to establish that conclusion by competent evidence.” 


With reference to what these patents established, he said: 


“The samples included in the stipulation as the goods of the respective 
parties are specifically not the same as the article described in patents 
No. 222,752 and No. 229,487. There is nothing in this record to show that 
during the life of patent No. 222,752, which expired in December, 1896, 
the article of that patent was ever manufactured, much less that, if manu- 
factured, the name ‘knitted padding’ was applied to it. So far as this 
record shows, it may well be that the term knitted padding was applied 
to articles specifically different in their construction from the articles shown 
in the patent of 1879 and the patent of 1880. 

“The first of the two later patents, which makes reference to this term, 
was not issued until after the expiration of the article patent and after 
the expiration of the patent of 1880. It is true that the 1898 patent and 
the 1915 patent both refer to the ‘knitted padding’ shown in the 1880 
patent, but it is not thought that those two references, made after the 
expiration of the article patent, establish that during the life of that patent 
the article covered thereby was either manufactured or manufactured and 
sold under the term ‘knitted padding.’ 
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“It may well be that the reference in the two patents referred to is 
the first time that the article of the patent No. 222,752 was identified as a 
‘knitted padding,’ although that term had, according to the allegations of 
the application for registration, been applied to ‘unspun cotton fiber made 
into sheet or blanket form, reinforced and held compacted by stitching 
therethrough’ ever since 1880.” 


With reference to the contention that the petitioner for can- 
cellation had not shown an interest in the proceeding which would 
justify the bringing of the petition, he said: 


“It is thought, however, this position cannot be maintained in view 
of the admitted fact that the petitioner was sued by the registrant for 
infringement of the registered mark. Whether the article manufactured 
by the petitioner is specifically the article of patent No. 222,752 is not 
deemed to be material. Even if it is true that petitioner is not using 
the article which had been patented, the fact that it had been sued by the 
registrant for infringement of its mark is deemed to give petitioner such a 
right that the petition for cancellation should be sustained if the evidence 
establishes either that the mark had never been used as a trade-mark or 
that the registrant had not had exclusive use thereof during the critical 
ten-year period.” * 


Rosertson, C.: Held that applicant was not entitled to reg- 


ister the word “Edelweiss,” as a trade-mark for malt syrup for 
food purposes, in view of the prior use by opposer of that name 
as a trade-mark for beer and its subsequent use on malt syrup. 

In his decision, after referring to the decision in Anheuser- 
Busch, Inc. v. Budweiser, 287 F. R. 243 [13 T.-M. Rep. 193] in 
which it was held that a manufacturer of malt syrup would be 
enjoined from using the mark “Budweiser” in view of the plaintiff's 
prior use on beer, and the case of Pabst Brewing Co. v. Decatur 
Brewing Co., 284 F. R. 110 [13 T.-M. Rep. 1] where, under simi- 
lar circumstances, the plaintiff was held not entitled to an injunc- 
tion restraining the use by the defendant of the term “Blue Rib- 
bon,” the Commissioner said: 

“It is noted that in the latter case the court held that ‘Blue Ribbon’ 
had been so much used as a trade-mark that the plaintiff’s right was limited 
to use upon the product for which it had been registered. Applicant argues 
that a similar ruling should be made as to the term ‘Edelweiss’ and refers 
to a number of dictionary definitions of that term. 


“It is obvious that the court in the case cited and other courts in similar 
rulings have not differentiated between a coined mark and one that has a 


* Pittsburgh Waterproof Co. v. Knitted Padding Company (Knitted 
Padding Co., Assignee, Substituted), 156 M. D. 57, May 31, 1929. 
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meaning, such as ‘Edelweiss,’ which is the name of a well-known Alpine 
plant, but have differentiated between words in common use as trade-marks 
for various goods and a word which has not been so used. 

“There is nothing in this record to justify the conclusion that the 
opposer’s rights should be limited because the term ‘Edelweiss’ had been 
previously used as a trade-mark by a number of concerns for various 


goods.” 

The Commissioner then referred to and quoted from the de- 
cisions of John Sexton & Co. v. Schoenhofen Co., 287 O. G. 598; 
50 App. D. C. 363 [11 T.-M. Rep. 411], and Small Grain Distill- 
ing & Drug Co. v. Four Roses Products Co., 151 M. D. 459 [17 
T.-M. Rep. 346] (affirmed by the Court of Appeals, 378 O. G. 506; 
[18 T.-M. Rep. 576], with reference to the right of the user of a 
mark on alcoholic beverages to extend the use of its mark to non- 
alcoholic beverages: 

“The facts in this case, as above stated, bring it clearly within the 
ruling in those cases, since the original use of the mark in question by the 


Schoenhofen Company long antedated any use of the mark by the ap- 
plicant.” * 


Descriptive Terms 


Moore, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, the term “Crowtox,”’ as a trade-mark for 
“a non-poisonous preparation for protecting seed against birds and 
animals and for invigorating seed.” 

The ground of the decision is that the mark is either descrip- 
tive or deceptive as applied to the particular goods. 

In his decision, after pointing out that, in order to determine 
whether any given words are descriptive and therefore not reg- 
istrable as a trade-mark, the goods to which the mark is applied 
must be considered, the Assistant Commissioner said: 


“The applicant’s mark is primarily for a preparation for protecting 
seed against birds and animals. It is common practice to include a poison 
in preparations of this class. The applicant’s trade-mark ‘Crow-Tox’ would 
therefore suggest to the mind of the public that the goods with which the 
mark is used is a poison, the word ‘tox’ being defined the same as ‘toxic’ 
and ‘toxico’ from the Greek ‘toxicon,’ poison, a combining form. 

“It is contended by the applicant, however, that its mark is not descrip- 
tive of the goods, as the goods contain no poison for crows. This being 


* Schoenhofen Company v. Rudolph Liska, 156 M. D. 55, May 31, 1929. 
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true, then the mark is deceptive, as one wishing to purchase a poison for 
crows would be deceived into purchasing the applicant’s non-poisonous 
preparation.” ‘ 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register, as trade-marks for loaded shot shells, marks which con- 
sist of the picture of a bird or an animal, such as a goose, a quail, 
squirrel, etc., each picture appearing upon a background somewhat 
indicative of the habitat of the game and having printed above it 
the word “Load” preceded by the name of the bird, fowl or animal 
appearing in the mark, the names being disclaimed except in con- 
nection with the picture. 

The grounds of the decision are that these marks are merely 
grade marks indicative of the particular size of shot and that they 
are descriptive and they, or marks confusingly similar thereto, had 
been used by others and by opposer prior to applicant’s claimed 
date of use. 

In his decision, after noting that one of these cases had been 
held, on an ea parte appeal, to be registrable, if the particular 
words “Duck Load” were disclaimed, the peculiar or particular il- 
lustration of the duck hovering above a swamp being thought not to 
be descriptive, and noting that at that time no reference was made 
to the other applications for registration, the First Assistant Com- 
missioner , said: 


“A review of these applications with the notations appearing above 
the pictures together with a consideration of the advertisement, opposer’s 
exhibit No. 14, indicates the pictures sought to be registered have been 
used as grade or class marks rather than as trade-marks. It is thought 
to be clear that users or purchasers of the goods would understand that 
the picture of the duck with the words “Duck Load” thereon represented 
a load particularly suitable for shooting ducks and that the picture of the 
quail together with the words “Quail Load” indicated the load was of the 
class or grade suitable for shooting quail, and so on as to all the other 
pictures with the names of the birds or animals appearing thereon.” 


And then, after referring to applicant’s statement as to the 
difficulties in indicating to purchasers of sporting ammunition the 
particular character desired and the statement that the shells were 
loaded with reference to what they would do rather than to what 


*Ex parte Bonide Chemical Co., Inc., 156 M. D. 29, May 7, 1929. 
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they contained and that obviously ammunition was not limited to 
use in connection with the particular bird or animal pictured, he 
said: 

“It seems evident enough the applicant’s use of these various pictures 
is to indicate grade or class of goods and is, in consequence, descriptive.” 

He then noted a number of marks which had been registered 
for ammunition, which include the picture of a bird or an animal, 
and that opposer had shown its own use of such marks, and said: 


“From the foregoing registrations and opposer’s advertising, it is fully 
established that the public has long been familiar with pictorial represen- 
tations of game in connection with the ammunition to be used in hunting 
such game. The field is not open to anyone to exclusively appropriate 
pictorial representations of game in connection with goods of this char- 
acter. 

“The applicant however has pressed the view that its representations 
are so far different from those formerly used upon these goods that it is 
entitled to their registration as trade-marks. 

“Upon considering this entire prior use, it is believed the fanciful 
features disclosed in the applicant’s various marks are so far subordinate 
to the representation of the game bird or the game animal as to cause 
confusion in the minds of purchasers. Users of the applicant’s ammunition 
would become familiar with the fact that for deer hunting the buck load 
should be selected . . . . The landscape or other features indicating the 
usual habitat of the bird or animal would either escape notice or not be 
remembered. This would cause confusion of goods or of origin with re- 
spect to opposer’s goods. It is thought registration would enable the 
applicant to interfere with the opposer’s trade and customers.” 


Goods of Different Descriptive Properties 


Moore, A. C.: Held that registrant was entitled to register, 
under the Act of 1905, as a trade-mark for belts for men’s and 
women’s wear, the term “‘Air-O,” and that the registration which 
he had obtained ought not to be canceled, notwithstanding the prior 
use and registration by Cluett, Peabody & Co., Inc., of the word 
“Arrow” alone or the word “Arrow” associated with a pictorial 
representation of an arrow as a trade-mark for various articles of 
wearing apparel and the use of that mark on bathing belts long 
subsequent to the registrant’s use of his mark on his goods. 

The ground of the decision is that the goods of the registrant, 
belts for men’s and women’s wear, are not of the same descriptive 


® Western Cartridge Co. v. Remington Arms Co., Inc., 156 M. D. 37, 
May 16, 1929. 
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properties as any of the articles upon which the petitioner had 
previously used its mark, such as shirts, collars, cuffs and hand- 
kerchiefs, and that, if it had any right to extend the use of that 
mark to belts, it had lost that right by its laches in acquiescing in 
the registrant’s use of his mark on belts for many years. 

In his decision, after noting the stipulation that the registrant 
began using his mark in 1915, that the petitioner did not use its 
marks on belts prior to 1926, and that its original use on shirts, 
collars and cuffs was in 1885, which was extended to handkerchiefs 


in 1909 and to underwear in 1913, the Assistant Commissioner 
said: 


“That the registrant’s belt does not have the same descriptive prop- 
erties as any of the articles to which the petitioner appropriated its mark 
up to the time the registrant entered the field is evident. One wishing 
to purchase collars, cuffs, shirts, etc., would never be deceived into pur- 
chasing the registrant’s belt; nor would one wishing to purchase regis- 
trant’s belts be deceived into purchasing any one of the petitioner’s articles 
to which it appropriated its mark prior to 1926. 


. * * * * 


“As to the likelihood of confusion or mistake in the mind of the public 
by the concurrent use of the two marks on the respective goods of the 
parties, it may be noted that the record does not disclose a single instance 
of any such confusion or mistake, notwithstanding both marks have been 
in use since 1915. 


* a * * * 


“The petitioner may at one time have had the right to extend the use 
of its ‘Arrow’ mark to belts to the exclusion of the right of the registrant 
to use his mark ‘Air-O’ on belts, but if the petitioner ever had any such 
right it has lost it by laches. From the record it appears that from 1915 
to 1926, the petitioner practically acquiesced in the exclusive use of the 
mark ‘Air-O’ on belts by the registrant, and that during that time the 
registrant built up a market, together with a good-will, for its belts under 
the mark ‘Air-O.’ If the petitioner should now be given the exclusive 
right to use the mark ‘Arrow,’ and to exclude the use of the mark ‘Air-O’ 
for belts, it would in a large part appropriate to itself the good-will, 
which without objection the registrant built up for his products.”* 


Interference—Prior Use 


Moore, A. C.: Held that neither Eugene J. Murphy Company 
nor Walter C. Bender nor Charles A. McFarland is entitled to 


*Cluett, Peabody & Co., Inc., v. Denver M. Wright, 156 M. D. 49, May 
27, 1929. 
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register the term “Red Caps,” as a trade-mark for certain specified 
medicinal preparations. 

The ground of the decision is that prior to the use established 
by any of the parties another party had registered the same mark, 
as a trade-mark for a similar preparation (registration of Schmauser, 
No. 62,211), which registration did not expire till after the parties 
to the interference began to use the mark, and it was not established 
that, prior to such dates, the registrant had abandoned the use of 
the mark. 

In his decision, after noting that the parties had been given 
an opportunity after the appeal was taken to show that the regis- 
trant had abandoned the use of her mark as alleged in certain 
affidavits and stating that no evidence of a controlling nature on 
that question had been filed, the Assistant Commissioner then 
referred to an affidavit of the registrant that she had abandoned 
the use of the mark, noted that the assignment records of this 
office showed a transfer of the registered trade-mark and the good 
will of the business with which that trade-mark was used, and said: 


“She may not now be heard to say that she abandoned the mark 
before the date of assignment. The fact that she had parted with her 
interest in the trade-mark is a reasonable explanation as to why she has 
not used the mark since May 26, 1909. 

“The parties Gamble and Armstrong having come into legal posses- 
sion of said trade-mark registration. and as the registration of said mark 
is prima facie evidence of ownership. and as abandonment of the mark 
may not be presumed, it must be held in the absence of proof to the con- 
trary, that the rights of Gamble and Armstrong continued under said 
registration during the life thereof, viz., until April 23, 1927. As each 
of the parties to this proceeding adopted said mark and appropriated it 
to a remedy for colds, etc., prior to April 23, 1927, neither was prior to 
the other in point of time, since neither could in any event date priority 
of right to use said trade-mark beyond the time when the prior owners 
surrendered title by act of abandonment, assuming the said trade-mark 
to have been abandoned by Gamble and Armstrong (citing Justin Seubert, 
Incorporated v. A. Santaella & Company, 166 O. G. 987; 36 App. D. C. 
447 [1 T.-M. Rep. 42]).”" 


Legal Title False Statement 


Moore, A. C.: Held that applicant is entitled to register a 
mark consisting of the notation “Purple Cross” and a pictorial 


* Eugene J. Murphy Co. v. Bender v. McFarland, 156 M. D. 9, April 
23, 1929. 
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representation of a purple cross, as a trade-mark for toilet paper 
and wax paper. 

The ground of the decision is that, while the opposer had not 
been shown not to have derived title from an alleged predecessor 
in business, it had, by placing on its labels a statement that the 
trade-mark had been registered in the Patent Office, when it had 
not, lost its rights to the exclusive use of the mark. 

With respect to the title, the Assistant Commissioner said: 


“As to the title, the opposer took testimony showing that there was 
a sale and assignment from Senaca Paper Company, Inc., through the 
trustee in bankruptcy, to the opposer, of the trade-mark “Purple Cross” 
and the good-will of the business. The applicant apparently was not 
present or represented by counsel at the time the testimony was taken 
and has furnished no proof showing that the opposer did not acquire a 
good title to the mark from the bankrupt. In the absence of proof to 
the contrary, it must be presumed that the legal formalities of the sale 
were complied with by the trustee and that a good title to said mark 
passed to the opposer.” 


With respect to the statement on the labels as to the registra- 
tion of the mark, he said: 


“That a false statement on a label that the disclosed trade-mark has 
been registered constitutes such fraud and misrepresentation as to deprive 
the party making the same of the benefits of the Trade-Mark Act, was 
settled by the Court of Appeals of the District of Columbia in the case 
of Four Roses Products Co. (Four Roses Malt Extract Co. Substituted) v. 
Small Grain Distilling and Drug Co. (378 O. G. 506), (quoting from deci- 
sion).” 


And then, after noting that the Examiner of Interferences, 
while recognizing that the doctrine of unclean hands is involved in 
this case, held that the state of facts existing at the time of the 
decree was what determined the rights of the parties and that it 
appeared from the record that after the notice of opposition was 
filed the use of the objectionable labels had been discontinued, 
citing in support of his holding the case of McCabe et al v. Guar- 
anty Trust Co. of New York, 243 F. R. 845, he said: 


“The above decision is not applicable to the state of facts in the in- 
stant case. The issue between the parties in this case is whether the ap- 
plicant’s trade-mark shall be registered, and not the question of unclean 
hands. The doctrine of ‘unclean hands’ is one of which the court may take 
judicial notice, the maxim of the court being that he who comes into court 
of equity, asking its interposition in his behalf, must come with clean 
hands; and if it appear that the complainant has been guilty of fraud or 
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of unconscionable, inequitable, or immoral conduct, ‘he will be repelled 
at the threshold of the court’ (Simmons Medicine Co. v. Mansfield Drug 
Co., 93 Tenn. 84, 1893; 23 S. W. 165). And the fact that the opposer dis- 
continued the misrepresentations after filing the notice of opposition is 
entitled to but little consideration in determining the bona fides of the op- 
poser’s position when it applied for equitable assistance (Bear Lithia 
Springs Co. v. Great Bear Spring Co., 71 N. J. Eq. 595; 71 At. Rep., 383). 

“That this opposition should have been dismissed in view of the above 
facts is fully supported by the ruling of the Court of Appeals of the Dis- 
trict of Columbia in The Federal Products Co. v. Lewis (367 O. G. 3; 57 
App. D. C. 338)”* 


Non-conflicting Marks 


Moors, A. C.: Held that applicant is entitled to register, as 
a trade-mark for automobile and furniture polish, a mark consist- 
ing of a distinctively-shaped panel having the term “Renu” printed 
in a distinctive manner in its upper portion and a disk in its lower 
portion, notwithstanding the prior use by opposer of the term 
“Renol” set within an oval line. 

The ground of the decision is that the marks are not so similar 
that their contemporaneous use would be likely to cause confusion. 

In his decision, after noting the applicant’s contention that 
the terms appearing in the marks are not deceptively similar, that 
his mark does not consist of the term “Renu” alone but is a com- 
posite mark, and that he has offered to disclaim the term “Renu” 
and that that term has been used by numbers of other people on 
goods of the same general characteristics as evidenced by the cer- 
tificates of registration listed in the answer, the Assistant Commis- 
sioner said: 

“In view of the facts of record no error is seen in the decision of the 
Acting Examiner of Interferences holding that the two marks are not so 
similar as to be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers. In fact, it is difficult to see how it is 
possible to extend the opposer’s trade-mark rights so as to cover the 
applicant’s mark without at the same time infringing upon the trade-mark 
rights of prior registrants. . . . No good reason is apparent why the 


applicant may not be permitted to amend his application by entering 
therein the proposed disclaimer.” ° 


*Sauquoit Paper Co., Inc., v. Hilda Weistock, 156 M. D. 35, May 15, 
1929. 


*S. S. Stafford, Inc. v. Karl Sandhop, 151 M. D. 971, March 12, 1929. 
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Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for refrigerator show cases, a mark consisting of 
the notation “Froz-el” upon a black and somewhat rectangular 
background with the representation of a section of a globe appear- 
ing there above, notwithstanding the prior use by opposer of the 
notation “Servel,”’ the letters being somewhat distinctive and ap- 
pearing upon a dark background upon the same class of goods. 

The grounds of the decision are that the marks are not decep- 
tively similar and the term used by the applicant is not a material 
part of the opposer’s corporate name. 

In his decision, after noting the stipulation as to the use of 
the term “Servel” and the large extent of the opposer’s business 
and stating that, under the circumstances, doubt as to applicant’s 
right to register must be resolved against it, the First Assistant 
Commissioner said: 

“Since the question here to be decided hinges solely upon the possible 
similarity of the two marks, it will be sufficient to note that the only 
similarity resides in the two letters ‘el’ at the end of both notations. There 
is no similarity in spelling, appearance, sound, or significance of the first 
portions of the marks. Whatever significance resides in the first portion 
of the opposer’s mark must be deemed to relate to or suggest service. 
The first portion of the applicant’s mark signifies or suggests cold or that 
the goods in the show case are frozen. These initial or first portions of the 
marks are deemed the more prominent or identifying portions and it is 
considered would probably be more remembered by purchasers. While 
it is stated that the letters ‘el’ are intended to suggest the word electric 
or electrical yet in the absence of specific information in regard to this 


matter it is doubtful if the average customer would attach such significance 
to these two letters.” 


With reference to the corporate name he said: 


“There is no adjudicated case to which my attention has been called 
or with which I am familiar which would support a holding that the appli- 
cant’s notation constitutes a material part of the opposer’s corporate 
name. The various holdings upon this point indicate quite the contrary.”” 


Kinnan, F. A. C.: Held that the Des Moines Saw Mill Com- 
pany, Inc., is entitled to register, as assignee of Ben Hur Wilson, 
applicant, the term “Waltex,” placed within a diamond-shaped out- 


* Servel Corporation (Servel, Inc., Substituted) v. Weber Showcase & 
Fixture Co., 156 M. D. 20, May 1, 1929. 
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line, as a trade-mark for composition insulating wall boards, not- 
withstanding the prior use and registration upon the same goods of 
the term “Celotex” by opposer on the ground that the marks are 
not deceptively similar. 


In his decision, after noting the established use by the op- 
poser and the extensive business done by it and stating that it was 
clear that registration should be denied if there is any doubt of 
confusion, the First Assistant Commissioner said: 


“The only similarity in the two marks resides in the last syllable, 
‘Tex.’ The other portions of the marks are wholly dissimilar in appear- 
ance, sound, spelling and significance. While there is some evidence of 
the hearsay type that the applicant’s wall boards were made from walnut 
sawdust and possibly the first syllable of the applicant’s mark was bor- 
rowed from the word walnut, yet it is probable, in view of the commonly 
accepted name given the goods by those familiar with goods of this char- 
acter, wall board, the public would be apt to think the first syllable of 
the applicant’s mark was borrowed from the name of the goods. How- 
ever this may be, the mark seems merely suggestive, if it would have any 
meaning at all to the purchasing public. The opposer's mark comprises 
three syllables rather than two as in the applicant’s mark, and the first 
two syllables would impress the average observer or customer more than 
would the final syllable.” 


He then, after noting opposer’s argument that it was the first 
to use a mark including the letters “tex” in connection with these 
goods and referring to a number of registrations of trade-marks 
including those letters for goods which, while not identical with, 
are quite similar to the goods of the opposer, said: 


“In view of the widely extended use of these three letters, ‘Tex,’ in 
connection with trade-marks for building materials of various and some- 
what analogous kinds, it is believed the opposer is not entitled to protec- 
tion of its trade-mark so broad as to bar others from using any mark how- 
ever dissimilar upon wall board, which mark includes these letters ‘Tex.’ 

“In view of these registered trade-marks being made of record in this 
case without prior notice to the opposer, the latter is, upon filing a request 
therefor within the period of appeal to the court, entitled to a r-considera- 
tion of the matters here decided so far as they are affected by this citation 
of these registrations.”™ 


Moore, A. C.: Held that applicant is entitled to register, as 
a trade-mark for a composition of animal and mineral substances, 
used for ceiling, wall and other interior coverings, the word “Plas- 


* The Celotex Company v. Ben Hur Wilson, 156 M. D. 25, May 3, 1929. 
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Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for refrigerator show cases, a mark consisting of 
the notation “Froz-el” upon a black and somewhat rectangular 
background with the representation of a section of a globe appear- 
ing there above, notwithstanding the prior use by opposer of the 
notation “Servel,” the letters being somewhat distinctive and ap- 
pearing upon a dark background upon the same class of goods. 

The grounds of the decision are that the marks are not decep- 
tively similar and the term used by the applicant is not a material 
part of the opposer’s corporate name. 

In his decision, after noting the stipulation as to the use of 
the term “Servel” and the large extent of the opposer’s business 
and stating that, under the circumstances, doubt as to applicant’s 
right to register must be resolved against it, the First Assistant 
Commissioner said: 

“Since the question here to be decided hinges solely upon the possible 
similarity of the two marks, it will be sufficient to note that the only 
similarity resides in the two letters ‘el’ at the end of both notations. There 
is no similarity in spelling, appearance, sound, or significance of the first 
portions of the marks. Whatever significance resides in the first portion 
of the opposer’s mark must be deemed to relate to or suggest service. 
The first portion of the applicant’s mark signifies or suggests cold or that 
the goods in the show case are frozen. These initial or first portions of the 
marks are deemed the more prominent or identifying portions and it is 
considered would probably be more remembered by purchasers. While 
it is stated that the letters ‘el’ are intended to suggest the word electric 
or electrical yet in the absence of specific information in regard to this 


matter it is doubtful if the average customer would attach such significance 
to these two letters.” 


With reference to the corporate name he said: 


“There is no adjudicated case to which my attention has been called 
or with which I am familiar which would support a holding that the appli- 
cant’s notation constitutes a material part of the opposer’s corporate 
name. The various holdings upon this point indicate quite the contrary.” 


Kinnan, F. A. C.: Held that the Des Moines Saw Mill Com- 
pany, Inc., is entitled to register, as assignee of Ben Hur Wilson, 
applicant, the term “Waltex,” placed within a diamond-shaped out- 


* Servel Corporation (Servel, Inc., Substituted) v. Weber Showcase & 
Fixture Co., 156 M. D. 20, May 1, 1929. 
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line, as a trade-mark for composition insulating wall boards, not- 
withstanding the prior use and registration upon the same goods of 
the term “Celotex” by opposer on the ground that the marks are 
not deceptively similar. 

In his decision, after noting the established use by the op- 
poser and the extensive business done by it and stating that it was 
clear that registration should be denied if there is any doubt of 
confusion, the First Assistant Commissioner said: 


“The only similarity in the two marks resides in the last syllable, 
‘Tex.’ The other portions of the marks are wholly dissimilar in appear- 
ance, sound, spelling and significance. While there is some evidence of 
the hearsay type that the applicant’s wall boards were made from walnut 
sawdust and possibly the first syllable of the applicant’s mark was bor- 
rowed from the word walnut, yet it is probable, in view of the commonly 
accepted name given the goods by those familiar with goods of this char- 
acter, wall board, the public would be apt to think the first syllable of 
the applicant’s mark was borrowed from the name of the goods. How- 
ever this may be, the mark seems merely suggestive, if it would have any 
meaning at all to the purchasing public. The opposer’s mark comprises 
three syllables rather than two as in the applicant’s mark, and the first 
two syllables would impress the average observer or customer more than 
would the final syllable.” 


He then, after noting opposer’s argument that it was the first 
to use a mark including the letters “tex” in connection with these 
goods and referring to a number of registrations of trade-marks 
including those letters for goods which, while not identical with, 
are quite similar to the goods of the opposer, said: 


“In view of the widely extended use of these three letters, ‘Tex,’ in 
connection with trade-marks for building materials of various and some- 
what analogous kinds, it is believed the opposer is not entitled to protec- 
tion of its trade-mark so broad as to bar others from using any mark how- 
ever dissimilar upon wall board, which mark includes these letters ‘Tex.’ 

“In view of these registered trade-marks being made of record in this 
case without prior notice to the opposer, the latter is, upon filing a request 
therefor within the period of appeal to the court, entitled to a reconsidera- 
tion of the matters here decided so far as they are affected by this citation 
of these registrations.”™ 


Moors, A. C.: Held that applicant is entitled to register, as 
a trade-mark for a composition of animal and mineral substances, 
used for ceiling, wall and other interior coverings, the word “Plas- 


% The Celotex Company v. Ben Hur Wilson, 156 M. D. 25, May 3, 1929. 
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tex,’ notwithstanding the prior use and registration by opposer of 
the word “Craftex,” as a trade-mark for substantially the same 
goods. 

The ground of the decision is that the marks are not so simi- 
lar as to be likely to cause confusion. 

After noting applicant’s argument as to the suggestiveness 
of the first syllable “Plas” and the suggestiveness of the second 
syllable “‘tex’”’ and that it is only when these syllables are combined 
that a unique trade-mark is formed, the Assistant Commissioner 
said: 

“In comparing the two marks ‘Craftex’ and ‘Plastex’ with each other 
it is found that they both use the common suffix ‘tex’ and the letter ‘a,’ but 
resemble each other in no other respect. Certainly there is no resemblance 
between ‘Plas’ and ‘Craf,’ either in appearance, sound or suggestion. The 
applicant points out that ‘Plastex’ ‘suggests at once a plastic substance 
capable of being textured.’ ‘Craftex,’ on the other hand, might suggest 
a substance capable of being applied by, or possessing the appearance of 
having been applied by, one having the ingenuity, skill or dexterity of a 
craftsman. But whatever else the opposer’s mark may suggest it is evi- 
dent that it does not convey the same thought as the applicant’s mark. 

“Furthermore, in view of the many prior trade-marks, for goods of 
this class, which include the suffix ‘tex’ the opposer’s mark may not be 
said to be so truly arbitrary, strange and fanciful as to entitle the opposer 


to a monopoly of use such as to exclude the use of the applicant’s mark 
on the same class of goods.”” 


Non-Descriptive Terms 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
under the Act of 1905, as a trade-mark for anesthetizing tablets 
and solutions, a mark consisting of the term “Conducto,” having 
the base of the letter “C” extended in a curve under the remainder 
of the word, and above the curve but below the word, the notation 
““Unitube” the letter “T”’ being larger than the other letters, with- 
out disclaiming the notation “Unitube.” 

The ground of the decision is that the term, which was re- 
quired by the examiner to be disclaimed, is not descriptive of the 
goods. In his decision, after stating that the examiner was cor- 
rect in holding that the term in question would be likely to be con- 


* Craftex Company v. Plastex Company of America, 156 M. D. 27, 
May 7, 1929. 
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strued as meaning “unit tube, 
said: 


the First Assistant Commissioner 


“It is not believed, however, that such words or notation which merely 
indicate a container of unit capacity are descriptive of applicant’s goods. 
Indeed there is nothing at all in the notation which is descriptive of the 
tablets and solutions even if descriptive of an ampoule or glass container. 
Those familiar with the goods when sold in containers would not be likely, 
unless familiar with this name which the applicant has adopted, to refer 
to the goods as unit tubes. More likely those using such tubes, if they 
had never heard of this particular notation, would call them single tubes 
or single-charge tubes.”” 


On What Goods 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for jewelry catalogs issued periodically, a mark 
consisting of the words “Great American” with therebeneath a 
representation of an Indian carrying a bow and arrows. 

The ground of the decision is that the catalog is a volume of 
considerable size and in effect constitutes a book and is of con- 
siderable value and that, while given away, its cost of manufacture 
is taken into consideration in the sale of the goods listed and that 
it is issued periodically. 

In his decision, after discussing a number of decisions relative 
to trade-mark use, the First Assistant Commissioner said: 


“The applicant’s catalog, being a volume of considerable size and 
containing a very great number of illustrations, some of them highly col- 
ored and ornamental, of the goods which the applicant sells, constitutes a 
book, a catalog or a volume of considerable intrinsic value to those en- 
gaged in the purchase and resale of the applicant’s goods. The volume 
is stated to be published periodically and the trade-mark applied to it is 
so far fanciful as to fall within the accepted definition of a trade-mark. 

“The only bar raised against the registration, therefore, is that the 
catalog or book is not directly sold. As above indicated it is believed 
proper to hold that purchasers of applicant’s goods do pay for the pub- 
lication indirectly and that the trade-mark law is satisfied. 


- * + * * 


“As was emphasized in the Maryland Assurance Corporation case (326 
O. G. 469), the instant case is to be sharply distinguished from those cases 
where goods are described in sporadic, gratuitously distributed catalogs 
which are not issued periodically for established mailing lists and from 
allegations of trade-mark use on such sporadically issued and gratuitously 
distributed catalogs and advertisements.’”™ 


* Ex parte Arthur E. Smith, 156 M. D. 45, May 20, 1929. 
* Ex parte The Oskamp Nolting Co., 156 M. D. 22, May 2, 1929. 
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Res Adjudicata 


Moore, A. C.: Held that the petition of the American Fruit 
Growers, Incorporated, seeking the cancellation of the registration 
of John Braadland, Ltd., (registration No. 233557), was properly 
dismissed, since the question involved in the cancellation proceeding 
as to the right of the registrant to its registration was finally adju- 
dicated in Opposition No. 6648, involving the same parties. 

In his decision, after noting the statement of the Examiner 
of Interferences that the only difference between the present attack 
upon the registrant’s right to its registration and that set up in the 
opposition is that in the prior proceedings use had been alleged 
only on citrus fruits and deciduous fruits, whereas in the present 
proceeding use of the mark is alleged also on canned fruits and 
vegetables, and noting the petitioner’s contention that in the present 
proceeding it is relying upon a registration which had not been 
issued at the time the notice of opposition was filed and therefore 
could not have been pleaded, the Assistant Commissioner said: 

“The appellant’s registration No. 212033 was not a prerequisite to the 
pleading of prior adoption and use by the appellant of the mark in issue 
on canned fruits and vegetables, in the opposition proceeding, and the 
failure to so plead in the opposition proceeding, estops it from raising the 
question in this proceeding. The doctrine of res adjudicata applies not 
only to matters previously adjudicated, but also to all matters which could 
have been adjudicated in the former proceeding.” 

With reference to the appellant’s contention that the judgment 
in the opposition was in the nature of a non-suit and was not a 
final adjudication of the merits of the question in issue, he said: 

“Such contention is not tenable. The record in the opposition pro- 
ceeding shows that the merits of the registrant’s right to register its 
mark were considered, and that it was decided that the goods pleaded by 
the appellant in opposition to the registrant’s right to register were not 
of the same descriptive properties as the registrant’s goods. If the 
appellant had appropriated its mark to canned fruits and vegetables prior 
to the opposition, as now contended, those goods should have been pleaded. 

“The question at issue is the same whether contested in an opposition 


proceeding or in a cancellation proceeding, and it was concluded in the 
opposition proceeding.” * 


*% American Fruit Growers, Inc. v. John Braadland, Ltd., 151 M. D. 
974, March 13, 1929. 
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PATENTS AND TRADE-MARKS ACT OF MARCH 2, 1929 


Aw Act To CHANGE THE Tirte oF THE United States Court or Cusroms 

APPEALS, AND FOR OTHER PuRPOsEs. 

Be it enacted by the Senate and House of Representatives of 
the United States of America in Congress assembled. That the 
title of the United States Court of Customs Appeals, created by 
the Act approved August 5, 1909, is hereby changed to the United 
States Court of Customs and Patent Appeals. 

Section 2. (a) The jurisdiction now vested in the Court of 
Appeals of the District of Columbia in respect of appeals from the 
Patent Office in patent and trade-mark cases is vested in the United 
States Court of Customs and Patent Appeals. 

(b) Sections 4911 (Forty-fourth Statutes, page 1336), 4912 
(section 60, title 35, United States Code), and 4915 (section 63, 
title 85, United States Code) of the Revised Statutes, as amended, 
and section 9 of the Act entitled “An Act to authorize the registra- 
tion of trade-marks used in commerce with foreign nations or among 
the several States or with Indian tribes, and to protect the same,’ 
approved February 20, 1905 (United States Code, title 15, section 
89), are amended by striking out the words “Court of Appeals of 
the District of Columbia” wherever they occur therein and insert- 
ing in lieu thereof the words “United States Court of Customs and 
Patent Appeals’ in each instance. 

(c) Where before the effective date of this Act an appeal from 
the decision of the Patent Office has been filed with the Court of 
Appeals of the District of Columbia— 

(1) If any hearing before said court has been held in the 
case, or if the case has been submitted for decision, then further 
proceedings in respect of the case shall be had in the same manner 
and with the same effect as if this Act had not been enacted. 

(2) If no hearing before said court has been held in the case, 
and the case has not been submitted for decision, then the appeal, 
together with the original papers, printed records, and record en- 
tries duly certified, shall, by appropriate orders duly entered of 
record, be transferred to the United States Court of Customs and 
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Patent Appeals, and further proceedings in respect of the case 
shall be had in the same manner and with the same effect as if the 
appeal had been filed in said court. 

(d) Nothing contained in this Act shall be construed as af- 
fecting in any way the jurisdiction of the Court of Appeals of the 
District of Columbia in equity cases. 

Section 3. The opinion of the Court of Customs and Patent 
Appeals in every case on appeal from the decision of the Patent 
Office shall be rendered in writing, and shall be filed in such case 
as part of the record thereof, and a certified copy of said opinion 
shall be sent to the Commissioner of Patents and shall be entered 
of record in the Patent Office. 

Section 4. This Act shall take effect thirty days after its 


enactment. 
Approved, March 2, 1929. 


In rE Bake ite Corporation 
Supreme Court of the United States 
May 20, 1929 


Courts—EsraBLisH MENT. 

While Article III of the Constitution provides that the judicial 
power of the United States shall be vested in a Supreme Court, and 
such inferior courts as Congress may establish, and that its power 
shall extend to cases and controversies of certain enumerated classes, 
other articles of the Constitution invest Congress with powers, in the 
exercise of which it may create inferior courts and clothe them with 
functions deemed essential in carrying those powers into execution. 
The first of these courts are called constitutional courts and the sec- 
ond legislative courts. 

Courts—J URISDICTION. 

Constitutional courts share in the exercise of judicial power de- 
fined in Article II of the Constitution and can be vested with no 
other jurisdiction, while the functions of legislative courts are di- 
rected to one or more of the powers vested in Congress by other sec- 
tions of the Constitution, and are prescribed by Congress independ- 
ently of Article III. 

Covurr or Customs Appears—Lecisiative Court. 

The United States Court of Customs Appeals held to be a legis- 
lative and not a constitutional court, and properly invested with juris- 
diction of the questions specified by section 316 of the Tariff Act of 

1922, 
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On petition for a writ of prohibition to the Court of Customs 
Appeals, prohibiting it from hearing appeal from findings of the 
Tariff Commission. Denied. 


Samuel M. Richardson, for Bakelite Corporation. 

Meyer Kraushaar of New York City, for the importers. 

Wm. D. Mitchell (Robert P. Reeder, on the brief) both of 

Washington, D. C., for the Court of Customs Appeals. 

Nore: The above decision is one that has been awaited to determine 
the jurisdiction of the Court of Customs Appeals to consider appeals from 
the Patent Office under the Act of March 2, 1929. Its jurisdiction over 
appeals from the Patent Office is presumed to depend upon the same 


considerations, and to be settled by the above decision. (See page 319, 
ante.) Ep. 


Mr. Justice Van Devanter delivered the opinion of the Court. 

This is a petition for a writ of prohibition to the Court of 
Customs Appeals prohibiting it from entertaining an appeal from 
findings of the Tariff Commission in a proceeding begun and con- 
ducted under section 316 of the Tariff Act of 1922, c. 356, 42 Stat. 
858, 943; sections 174-179, title 19, U. S. C. A rule to show 
cause was issued; return was made to the rule; and a hearing has 
been had on the petition and return. 

Section 316 of the Tariff Act is long and not happily drafted. 
A summary of it will suffice for present purposes. It is designed 
to protect domestic industry and trade against “unfair methods of 
competition and unfair acts’ in the importation of articles into 
the United States, and in their sale after importation. To that end 
it empowers the President, whenever the existence of any such un- 
fair methods or acts is established to his satisfaction, to deal with 
them by fixing an additional duty upon the importation of the 
articles to which the unfair practice relates, or, if he is satisfied 
the unfairness is extreme, by directing that the articles be excluded 
from entry. 

The section provides that, “to assist the President” in making 
decisions thereunder, the Tariff Commission shall investigate alle- 
gations of unfair practice, conduct hearings, receive evidence, and 
make findings and recommendations, subject to a right in the im- 
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porter or consignee, if the findings be against him, to appeal to 
the Court of Customs Appeals on questions of law affecting the 
findings. There is also a provision purporting to subject the de- 
cision of that court to review by this Court upon certiorari. Ulti- 
mately the Commission is required to transmit its findings and 
recommendations, with a transcript of the evidence, to the Presi- 
dent so that he may consider the matter and act thereon. 


A further provision declares that 


“any additional duty or any refusal of entry under this section shall con- 
tinue in effect until the President shall find and instruct the Secretary of 
the Treasury that the conditions which led to the assessment of such addi- 
tional duty or refusal of entry no longer exist.” 


The present petitioner, the Bakelite Corporation, desiring to 
invoke the action under that section, filed with the Tariff Commis- 
sion a sworn complaint charging unfair methods and acts in the 
importation and subsequent sale of certain articles and alleging a 
resulting injury to its domestic business of manufacturing and sell- 
ing similar articles. The Commission entertained the complaint, 
gave public notice thereof and conducted a hearing, in which in- 
terested importers appeared and presented evidence claimed to be 
in refutation of the charge. The Commission made findings sus- 
taining the charge and recommended that the articles to which the 
unfair practice relates be excluded from entry. The importers 
appealed to the Court of Customs Appeals, where the Bakelite 
Corporation challenged the court’s jurisdiction on constitutional 
grounds. The court upheld its jurisdiction and announced its pur- 
pose to entertain the appeal. Thereupon the Bakelite Corporation 
presented to this Court its petition for a writ of prohibition. Pend- 
ing a decision on the petition, further proceedings on the appeal 
have been suspended. 

The grounds on which the jurisdiction of the Court of Cus- 
toms Appeals was challenged in that court, and on which a writ 
of prohibition is sought here, are: 

1. That the Court of Customs Appeals is an inferior court 
created by Congress under section 1 of Article III of the Constitu- 
tion, and as such it can have no jurisdiction of any proceeding 





IN RE BAKELITE CORPORATION 267 


which is not a case or controversy within the meaning of section 
2 of the same article. 


2. That the proceeding presented by the appeal from the 


Tariff Commission is not a case of controversy in the sense of that 


section, but is merely an advisory proceeding in aid of executive 
action. 

The Court of Customs Appeals considered these grounds in 
the order just stated and by its ruling sustained the first and re- 
jected the second. 16 Ct. Cust. Appls.—, 53 Treasury Decisions 
716. 

In this Court, counsel have addressed arguments not only to 
the two questions bearing on the jurisdiction of the Court of Cus- 
toms Appeals, but also to the question whether, if that court be 
exceeding its jurisdiction, this Court has power to issue to it a writ 
of prohibition to arrest the unauthorized proceedings. 

The power of this Court to issue writs of prohibition never 
has been clearly defined by statute’ or by decisions.” And the ex- 
istence of the power in a situation like the present is not free from 
doubt. But the doubt need not be resolved now, for, assuming 
that the power exists, there is here, as will appear later on, no 
tenable basis for exercising it. In such a case it is admissible, and 
is common practice, to pass the question of power and to deny the 
writ because without warrant in other respects.* 

While Article III of the Constitution declares, in section 1, 
that the judicial power of the United States shall be vested in one 
Supreme Court and in “such inferior courts as the Congress may 
from time to time ordain and establish,” and prescribes, in section 
2, that this power shall extend to cases and controversies of certain 
enumerated classes, it long has been settled that Article III does 
not express the full authority of Congress to create courts, and 
that other articles invest Congress with powers in the execution of 
which it may create inferior courts and clothe them with functions 
deemed essential or helpful in carrying those powers into execution. 
But there is a difference between the two classes of courts. Those 


established under the specific power given in section 2 of Article 
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III are called constitutional courts. They share in the exercise 
of the judicial power defined in that section, can be invested with 
no other jurisdiction, and have judges who hold office during good 
behavior, with no power in Congress to provide otherwise. On 
the other hand, those created by Congress in the exertion of other 
powers are called legislative courts. Their functions always are 
directed to the execution of one or more of such powers and are 
prescribed by Congress independently of section 2 of Article III; 
and their judges hold for such term as Congress prescribes, whether 
it be a fixed period of years or during good behavior. 

The first pronouncement on the subject by this Court was in 
American Insurance Co. v. Canter, 1 Pet. 511, where the status and 
jurisdiction of courts created by Congress for the Territory of 
Florida were drawn in question. Chief Justice Marshall, speak- 
ing for the Court, said, p. 546: 


“These courts, then, are not constitutional courts, in which the judicial 
power conferred by the Constitution on the general Government can be 
deposited. They are incapable of receiving it. They are legislative courts, 
created in virtue of the general right of sovereignty which exists in the 
Government, or in virtue of that clause which enables Congress to make 
all needful rules and regulations respecting the territory belonging to the 
United States. The jurisdiction with which they are invested is not a part 
of that judicial power which is defined in the 3d article of the Constitution 
but is conferred by Congress, in the execution of those general powers 
which that body possesses over the territories of the United States.” 

That ruling has been accepted and applied from that time to 
the present in cases relating to territorial courts.* 

A like view has been taken of the status and jurisdiction of 
the courts provided by Congress for the District of Columbia. 
These courts, this Court has held, are created in virtue of the power 
of Congress “to exercise exclusive legislation” over the district 
made the seat of the Government of the United States, are legis- 
lative rather than constitutional courts, and may be clothed with 
the authority and charged with the duty of giving advisory de- 
cisions in proceedings which are not cases or controversies within 
the meaning of Article III, but are merely in aid of legislative or 
executive action, and therefore outside the admissible jurisdiction 
of courts established under that article.° 
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The United States Court for China and the consular courts 
are legislative courts created as a means of carrying into effect 
powers conferred by the Constitution respecting treaties and com- 
merce with foreign countries. They exercise their functions with- 
in particular districts in foreign territory and are invested with a 
large measure of jurisdiction over American citizens in those dis- 
tricts.° The authority of Congress to create them and to clothe 
them with such jurisdiction has been upheld by this Court and is 
well recognized.’ 

Legislative courts also may be created as special tribunals to 
examine and determine various matters, arising between the Gov- 
ernment and others, which from their nature do not require judi- 
cial determination and yet are susceptible of it. The mode of de- 
termining matters of this class is completely within congressional 
control. Congress may reserve to itself the power to decide, may 
delegate that power to executive officers, or may commit it to judi- 
cial tribunals.* 

Conspicuous among such matters are claims against the United 
States. These may arise in many ways and may be for money, 
lands or other things. They all admit of legislative or executive 
determination, and yet from their nature are susceptible of deter- 
mination by courts; but no court can have cognizance of them ex- 
cept as Congress makes specific provision therefor. Nor do claim- 
ants have any right to sue on them unless Congress consents; and 
Congress may attach to its consent such conditions as it deems 
proper, even to requiring that the suits be brought in a legislative 
court specially created to consider them.’ 

The Court of Claims is such a court. It was created, and has 
been maintained, as a special tribunal to examine and determine 
claims for money against the United States. This is a function 
which belongs primarily to Congress as an incident of its power to 
pay the debts of the United States. But the function is one which 
Congress has a discretion either to exercise directly or to delegate 
to other agencies. 
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For 65 years following the adoption of the Constitution, Con- 
gress made it a practice not only to determine various claims itself 
but also to commit the determination of many to the executive de- 
partments. In time, as claims multiplied, that practice subjected 
Congress and those departments to a heavy burden. To lessen 
that burden Congress created the Court of Claims and delegated to 
it the examination and determination of all claims within stated 
classes.1° Other claims have since been included in the delegation 
and some have been excluded. But the court is still what Congress 
at the outset declared it should be—‘‘a court for the investigation 
of claims against the United States.”” The matters made cognizable 
therein include nothing which inherently or necessarily requires 
judicial determination. On the contrary, all are matters which 
are susceptible of legislative or executive determination and can 
have no other, save under and in conformity with permissive legis- 
lation by Congress. 

The nature of the proceedings in the Court of Claims and 
the power of Congress over them are illustrated in McElrath v. 
United States, 102 U. S. 426, where particular attention was given 
to the statutory provisions authorizing that court, when passing 
on claims against the Government, to consider and determine any 
asserted set-offs or counter-claims, and directing that all issues 
of fact be tried by the court without a jury. The claimant in that 
case objected that these provisions were in conflict with the seventh 
amendment to the Constitution, which preserves the right of trial 
by jury in suits at common law where the value in controversy 
exceeds $20. This Court disposed of the objection by saying (p. 
440): 

“There is nothing in these provisions which violates either the letter 
or spirit of the seventh amendment. Suits against the Government in the 
Court of Claims, whether reference be had to the claimant’s demand, or 
to the defence, or to any set-off, or counter-claim which the Government 
may assert, are not controlled by the seventh amendment. They are not 
suits at common law within its true meaning. The Government cannot be 
sued, except with its own consent. It can declare in what court it may 
be sued, and prescribe the forms of pleading and the rules of practice 
to be observed in such suits. It may restrict the jurisdiction of the court 


to a consideration of only certain classes of claims against the United 
States. Congress, by the act in question, informs the claimant that if he 
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avails himself of the privilege of suing the Government in the special 
court organized for that purpose, he may be met with a set-off, counter- 
claim, or other demand of the Government, upon which judgment may go 
against him, without the intervention of a jury, if the court, upon the 
whole case, is of opinion that the Government is entitled to such judgment. 
If the claimant avails himself of the privileges thus granted, he must do 
so subject to the conditions annexed by the Government to the exercise 
of the privilege.” 

While what has been said of the creation and special function 
of the court definitely reflects its status as a legislative court, there 
is propriety in mentioning the fact that Congress always has 
treated it as having that status. From the outset Congress has 
required it to give merely advisory decisions on many matters. 
Under the act creating it all of its decisions were to be of that 
nature.’ Afterwards some were to have effect as binding judg- 
ments, but others were still to be merely advisory.’* This is true 
at the present time.’* A duty to give decisions which are advisory 
only, and so without force as judicial judgments, may be laid on 
a legislative court, but not on a constitutional court established 
under Article III.** 

In Gordon v. United States, 117 U. S. 697, and again in In re 
Sanborn, 148 U. S. 222 (13 S. Ct. Rep. 577), this Court plainly 
was of opinion that the Court of Claims is a legislative court spe- 
cially created to consider claims for money against the United 
States, and on that basis distinctly recognized that Congress may 
require it to give advisory decisions. And in United States v. 
Klein, 138 Wall. 128, 144-145, this Court described it as having all 
the functions of a court, but being, as respects its organization and 
existence, undoubtedly and completely under the control of Con- 
gress. 

In the present case the court below regarded the recent de- 
cision in Miles v. Graham, 268 U. S. 501 (45 S. Ct. Rep. 601), as 
disapproving what was said in the cases just cited, and holding 
that the Court of Claims is a constitutional rather than a legisla- 
tive court. But in this Miles v. Graham was taken too broadly. 
The opinion therein contains no mention of the cases supposed to 
have been disapproved; not does it show that this Court’s attention 
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was drawn to the question whether that court is a statutory court 
or a constitutional court. In fact, as appears from the briefs, that 
question was not mooted. Such as were mooted were considered 
and determined in the opinion. Certainly the decision is not to be 
taken in this case as disturbing the earlier rulings or attributing 
to the Court of Claims a changed status. Webster v. Fall, 266 
U. S. 507, 511 (45 S. Ct. Rep. 148). 

That court was said to be a_ constitutional court in 
United States v. Union Pacific R. R. Co., 98 U. S. 569, 602-603; 
but this statement was purely an obiter dictum, because the question 
whether the Court of Claims is a constitutional court or a legisla- 
tive court was in no way involved. And any weight the dictum, 
as such, might have is more than overcome by what has been said 
on the question in other cases where there was need for considering 
it. 

Without doubt that court is a court of the United States with- 
in the meaning of section 375 of title 28, U. S. C.,’° just as the 
superior courts of the District of Columbia are;'® but this does not 
make it a constitutional court. 

The authority to create legislative courts finds illustration 
also in the late Court of Private Land Claims. It was created in 
virtue of the power of Congress over the fulfilment of treaty stipu- 
lations; and its special function was that of hearing and finally 
determining claims founded on Spanish or Mexican grants, con- 
cessions, etc., and embracing lands within the territory ceded by 
Mexico to the United States and subsequently included within the 
Territories of New, Mexico, Arizona and Utah and the States of 
Nevada, Colorado and Wyoming." By the treaties of cession the 
United States was obligated to inquire into private claims to lands 
within the ceded territory and to respect inviolably those that were 
valid. Congress at first intrusted the preliminary inquiry to execu- 
tive officers and required that they make reports whereon it could 
make the ultimate determinations. This was an admissible mode 
of dealing with the subject and many claims were finally deter- 
mined under it.'* But later on Congress created the Court of Pri- 








IN RE BAKELITE CORPORATION 273 


vate Land Claims and charged it with the duty of examining and 
adjudicating, as between claimants and the United States, all 
claims not already determined. In Coe v. United States, 155 U. S. 
76 (15 S. Ct. Rep. 16), that court was held to be a legislative court 
and the validity of the act creating it was sustained. And while 
that case related to lands in a Territory, there can be no real doubt 
that the same rule would apply were the lands in a State. The 
obligation of the United States would be the same in either case 
and Congress would have the same discretion respecting the mode 
of fulfilling it.*° In fact, the act creating the court included within 
its jurisdiction all claims within three States as well as those with- 
in three Territories, and the court adjudicated all within these 
limits that were brought before it within the periods fixed by Con- 
gress. 

The Choctaw and Chickasaw Citizenship Court was another 
legislative court. It was created to hear and determine contro- 
verted claims to membership in two Indian tribes. The tribes were 
under the guardianship of the United States, which in virtue of 
that relation was proceeding to distribute the lands and funds of 
the tribes among their members. How the membership should be 
determined rested in the discretion of Congress. It could commit 
the task to officers of the department in charge of Indian affairs, 
to a commission or to a judicial tribunal. As the controversies 
were difficult of solution and large properties were to be distributed, 
Congress chose to create a special court and to authorize it to de- 
termine the controversies. In Wallace v. Adams, 204 U. S. 415, 
this was held to be a valid exertion of authority belonging to Con- 
gress by reason of its control over the Indian tribes. And it is of 
significance here that in so ruling this Court approvingly cited and 
gave effect to the opinion of Chief Justice Taney in Gordon v. 
United States respecting the status of the Court of Claims. 

Before we turn to the status of the Court of Customs Appeals 
it will be helpful to refer briefly to the Customs Court. Formerly 
it was the Board of General Appraisers. Congress assumed to 


make the board a court by changing its name. There was no change 
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in powers, duties or personnel.*° The board was an executive 
agency charged with the duty of reviewing acts of appraisers and 
collectors in appraising and classifying imports and in liquidating 
and collecting customs duties.” But its functions, although mostly 
quasi-judicial, were all susceptible of performance by executive 
officers and had been performed by such officers in earlier times. 
The Court of Customs Appeals was created by Congress in 
virtue of its power to lay and collect duties on imports and to adopt 
any appropriate means of carrying that power into execution.** 
The full province of the court under the act creating it is that of 
determining matters arising between the Government and others in 
the executive administration and application of the customs laws. 
These matters are brought before it by appeals from decisions of 
the Customs Court, formerly called the Board of General Apprais- 


#8 The appeals include nothing which inherently or necessarily 


ers. 
requires judicial determination, but only matters the determination 
of which may be, and at times has been, committed exclusively to 
executive officers. True, the provisions of the customs laws requir- 
ing duties to be paid and turned into the Treasury promptly, with- 
out awaiting disposal of protests against rulings of appraisers and 
collectors, operate in many instances to convert the protests into 
applications to refund part or all of the money paid;** but this 
does not make the matters involved in the protests any the less sus- 
ceptible of determination by executive officers.”> In fact their final 
determination has been at times confided to the Secretary of the 
Treasury, with no recourse to judicial proceedings.”® 

This summary of the court’s province as a special tribunal, 
of the matters subjected to its revisory authority, and of its rela- 
tion to the executive adminis‘ration of the customs laws, shows 
very plainly that it is a legislative and not a constitutional court. 

Some features of the act creating it are referred to in the opin- 
ion below as requiring a different conclusion; but when rightly 
understood they cannot be so regarded. 

A feature much stressed is the, absence of any provision re- 


specting the tenure of the judges. From this it is argued that Con- 
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gress intended the court to be a constitutional one, the judges of 
which would hold their offices during good behavior. And in sup- 
port of the argument it is said that in creating courts Congress 
has made it a practice to distinguish between those intended to be 
constitutional and those intended to be legislative by making no 
provision respecting the tenure of judges of the former and ex- 
pressly fixing the tenure of judges of the latter. But the argument 
is fallacious. It mistakenly assumes that whether a court is of one 
class or the other depends on the intention of Congress, whereas 
the true test lies in the power under which the court was created 
and in the jurisdiction conferred. Nor has there been any settled 
practice on the part of Congress which gives special significance 
to the absence or presence of a provision respecting the tenure of 
judges. This may be illustrated by two citations. The same Con- 
gress that created the Court of Customs Appeals made provision 
for five additional circuit judges and declared that they should hold 
their offices during good behavior ;”’ and yet the status of the judges 
was the same as it would have been had that declaration been omit- 
ted. In creating courts for some of the Territories Congress failed 
to include a provision fixing the tenure of the judges;** but the 
courts became legislative courts just as if such a provision had been 
included. 

Another feature much stressed is a provision purporting to 
authorize temporary assignments of circuit and district judges to 
the Court of Customs Appeals when vacancies occur in its member- 
ship or when any of its members are disqualified or otherwise un- 
able to act. This, it is said, shows that Congress intended the court 
to be a constitutional one, for otherwise such assignments would 
be inadmissible under the Constitution. But if there be constitu- 
tional obstacles to assigning judges of constitutional courts to leg- 
islative courts, the provision cited is for that reason invalid and 
cannot be saved on the theory that Congress intended the court 
to be in one class when under the Constitution it belongs in an- 
other. Besides, the inference sought to be drawn from that pro- 
vision is effectually refuted by two later enactments—one permit- 
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ting judges of that court to be assigned from time to time to the 
superior courts of the District of Columbia,’ which are legislative 
courts, and the other transferring to that court the advisory juris- 
diction in respect of appeals from the Patent Office which formerly 
was vested in the Court of Appeals of the District of Columbia.*° 

Another feature to which attention was given is the denomina- 
tion of the court as a United States court. That the court is a court 
of the United States is plain; but this is quite consistent with its 
being a legislative court. 

As it is plain that the Court of Customs Appeals is a legisla- 
tive and not a constitutional court, there is no need for now in- 
quiring whether the proceeding under section 316 of the Tariff 
Act of 1922, now pending before it, is a case or controversy within 
the meaning of section 2 of Article III of the Constitution, for this 
section applies only to constitutional courts. Even if the proceed- 
ing is not such a case or controversy the Court of Customs Appeals, 
being a legislative court, may be invested with jurisdiction of it, 
as is done by section 316. 

Of course, a writ of prohibition does not lie to a court which 
is proceeding within the limits of its jurisdiction, as the Court of 
Customs Appeals appears to be doing in this instance. 

Prohibition denied. 

1 See Rev. Stat. secs. 688, 716; U. S. C., title 28, secs. 342, 377. 

2 See Ex parte City Bank of New Orleans, 3 How. 292, 311, 322; Ex 
parte Joins, 191 U. S. 93, 102 (6 S. Ct. Rep. 570) and cases cited; Ex 
parte United States, 226 U. S. 420 (335 S. Ct. Rep. 170). 

’ Ex parte City Bank of New Orleans, 3 How. 292, 311, 322; Smith 
v. Whitney, 116 U. S. 167, 175-176 (24 S. Ct. Rep. 27); Ex parte Joins, 
191 U. S. 93, 102 (24 S. Ct. Rep. 24); In re Rice, 155 U. S. 396 (15 S. Ct. 
Rep. 149); In re Huguley Manufacturing Co., 184 U. S. 297 (84 S. Ct. 
Rep. 255); Ex parte Oklahoma, 220 U. S. 191 (34 S. Ct. Rep. 426); Ex 
parte Oklahoma (No. 2), 220 U. S. 210 (31 S. Ct. Rep. 431); Ex parte 
Southwestern Surety Insurance Co., 247 U. S. 19 (38 S. Ct. Rep. 430); 
Ex parte Tiffany, 252 U. S. 32 (40 S. Ct. Rep. 239); Ex parte Peterson, 
253 U. S. 300 (40 S. Ct. Rep. 543); Ex parte Chicago, Rock Island & 
Pacific Ry. Co., 255 U. S. 273 (41 S. Ct. Rep. 288); Ex parte United 
States, 263 U S. 389 (44S. Ct. Rep. 130). 

4 Benner v. Porter, 9 How. 235, 242; Clinton v. Englebrecht, 13 Wall. 
434, 447; Hornbuckle v. Toombs, 18 Wall. 648, 655; Good v. Martin, 95 


U. S. 90, 98; Reynolds v. United States, 98 U. S. 145, 154; City of Panama, 
101 U. S. 453, 460; McAllister v. United States, 141 U. S. 174, 180 et seq. 
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(11 S. Ct. Rep. 149); Romeu v. Todd, 206 U. S. 358, 368 (27 S. Ct. Rep. 
324). 

5 Keller v. Potomac Electric Power Co., 261 U. S. 428, 442-444 (48 S. 
Ct. Rep. 445); Postum Cereal Co. v. California Fig Nut Co., 272 U. S. 
638, 700 (47 S. Ct. Rep. 284). And see Butterworth v. Hoe, 112 U. S. 
50, 60 (5 S. Ct. Rep. 25); United States v. Duell, 172 U. S. 576, 582-583 
(19 S. Ct. Rep. 286). 

6 See title 19, chapters 2 and 3, U. S. C. 

™In re Ross, 140 U. S. 453 (11 S. Ct. Rep. 25); American China 
Development Co. v. Boyd, 148 Fed. 258; Biddle v. United States, 156 
Fed. 759; Cunningham v. Rodgers, 171 Fed. 835; Swayne & Hoyt v. 
Everett, 255 Fed. 71; Fleming v. United States, 279 Fed. 613; Wulfsohn 
v. Russo-Asiatic Bank, 11 F. (2d) 715; 2 Moore’s Digest International 
Law, sec. 262; 1 Hyde International Law, sec. 264. 

8 Murray’s Lessee v. Hoboken Land & Improvement Co., 18 How. 
272, 280, 284; Grisar v. McDowell, 6 Wall. 363, 379; Auffmordt v. Hedden, 
137 U. S. 310, 329 (11 S. Ct. Rep. 103); In re Fassett, 142 U. S. 479, 486- 
487 (12 S. Ct. Rep. 295); Nishimura Ekiu v. United States, 142 U. S. 651, 
659-660 (12 S. Ct. Rep. 336); Astiazaran v. Santa Rita Land & Mining 
Co., 148 U. S. 80, 81-83 (13 S. Ct. Rep. 457); Pasavant v. United States, 
148 U. S. 214, 219 (13 S. Ct. Rep. 572); Fong Yue Ting v. United States, 
149 U. S. 698, 714-715 (13 S. Ct. Rep. 1016); United States v. Coe, 155 
U. S. 76, 84 (15 S. Ct. Rep. 16); Wallace v. Adams, 204 U. S. 415, 423 
(275 S. Ct. Rep. 363); Gordon v. United States, 117 U. S. 697, 699; La 
Abra Silver Mining Co. v. United States, 175 U. S. 423, 459-461 (20 S. 
Ct. Rep. 168); United States v. Babcock, 250 U. S. 328, 331 (39 S. Ct. 
Rep. 464); Luckenbach S. S. Co. v. United States, 272 U. S. 533, 536 (47 
S. Ct. Rep. 176). 

® United States v. Ferreira, 13 How. 40, 147; De Groot v. United 
States, 5 Wall. 419, 431-433; Ex parte Russell, 13 Wall. 646, 668; Mc- 
Elrath v. United States, 102 U. S. 426, 440; United States v. Louisiana, 
128 U. S. 32, 36-37 (8 S. Ct. Rep. 17); Schillinger v. United States, 155 
U. S. 163, 166 (15 S. Ct. Rep. 85); Luckenbach S. S. Co. v. United States, 
272 U. S. 533, 536 (47 S. Ct. Rep. 186). 

10 Act Feb. 24, 1855, c. 122, 10 Stat. 612. 

11 Act Feb. 24, 1855, c. 122, secs. 7-9, 10 Stat. 612. 

12 Acts Mar. 3, 1863, c. 92, secs. 3. 5 and 7, 12 Stat. 765; Mar. 17, 1866, 
c. 19, 14 Stat. 9; Mar. 3, 1883, c. 116, secs. 1 and 2, 22 Stat. 485; Jan. 20, 
1885, c. 25, sec. 6, 23 Stat. 283; Mar. 3, 1887, c. 359, secs. 12-14, 24 Stat. 
505. 

13 Title 28, secs. 254, 257, U. S. C. 

14 United States v. Ferreira, 13 How. 40, 48-51; Gordon v. United 
States, 117 U. S. 697; In re Sanborn, 148 U. S. 222 (13 S. Ct. 577); Musk- 
rat v. United States, 219 U. S. 346 (31 S. Ct. Rep. 150); Keller v. Potomac 
Electric Co., 261 U. S. 428, 442-444 (43 S. Ct. Rep. 445); Postum Cereal 
Co. v. California Fig Nut Co., 272 U. S. 693, 698-691 (47 S. Ct. Rep. 284) ; 
Liberty Warehouse Co. v. Grannis, 273 U. S. 70, 74; Fidelity National 
Bank v. Swope, 274 U. S. 123, 134; Willing v. Chicago Auditorium, 277 
U. S. 274, 289. 

1521 Op. A. G. 449. 

16 James v. United States, 202 U. S. 401, 407-408 (26 S. Ct. Rep. 685). 
17 Act Mar. 3, 1891, c. 539, 26 Stat. 854. 
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18 Tameling v. U. S. Freehold Co., 93 U. S. 644, 662-663; Astiazaran v. 
Santa Rita Land and Mining Co., 148 U. S. 80, 81-82 (13 S. Ct. Rep. 457). 

19 Grisar v. McDowell. 6 Wall. 363, 379. 

20 Act May 28, 1926, c. 411, 44 Stat. 669. 

21 Acts June 10, 1890, c. 407, secs. 12-18, 26 Stat. 131, 136, Aug. 5, 
1909, c. 6, reenacted secs. 12-17, 36 Stat. 11, 98. Sept. 21, 1922, c. 356, sec. 
518, 42 Stat. 858, 972; title 19, secs. 381, 383, 398-492, 404-406, U. S. C. 

22 Constitution, Art. I, sec. 8, cls. 1 and 18; Murray’s Lessee v. Hobo- 
ken Land & Improvement Co., 18 How. 272, 281. 

23 Act August 5, 1909, c. 6, sec. 29, 36 Stat. 11, 105; title 28, secs. 301- 
311,°C46.c. 

24 Title 19, secs. 386, 396, 399, 407, 408, U. S. C. 

25 Murray’s Lessee v. Hoboken Land & Improvement Co., 18 How. 
272, 280-281; Auffmordt v. Hedden, 137 U. S. 310, 329 (13 S. Ct. Rep. 
103); Fong Yue Ting v. United States, 149 U. S. 698, 714-715 (13 S. Ct. 
Rep. 197). 

26 Cary v. Curtis, 3 How. 236, 242, 245-246. 

27 Act June 18, 1910, c. 309, 36 Stat. 534, 540. 

28 Acts May 7, 1800, c. 41, sec. 3, 2 Stat. 58; Jan. 11, 1805, c. 5, sec. 
3, 2 Stat. 309; Feb. 3, 1809, c. 13, sec. 3, 2 Stat. 514. 

29 Act of Sept. 14, 1922, c. 306, sec. 5, 42 Stat. 836, 839; Title 28, sec. 
93:' U.S. &. 

30 Act of Mar. 2, 1929. 


ANcIENT Eayptian Arasic Orper or Noses oF THE Mystic 
SuRINE, ETC., ET AL. v. D. W. Micuavux, ET AL. 


Supreme Court of the United States 
June 3, 1929 


Unrair Competirion—Names or NON-COMMERCIAL ORGANIZATIONS. 
Whether the rules relating to the use of trade-marks and trade- 
names are applicable to controversies between fraternal orders, query. 
Unrarr Competirion—Use or Siminar Name, Titre, aNp Insign1a— 
LacHeEs. 
In a suit brought by the white Masonic order of “Nobles of the 
Mystic Shrine” to restrain the use by a negro order of a similar title, 
both orders being duly incorporated, but plaintiff having been or- 
ganized prior to defendant, the acquiescence by plaintiff for more 
than thirty years in defendant’s conduct held to bar it from relief. 


Suit in equity to restrain alleged wrongful use of Masonic 
title and insignia. On certiorari to the Texas Supreme Court, from 
a decree in favor of plaintiff. Reversed and remanded. 


James E. White, Samuel A. T. Watkins, both of Chicago, IIl., 
Harold S. Davis and Moorfield Storey, both of Boston, 
Mass., for petitioners. 
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Claude Pollard, of Austin, Texas; J. H. Crooker §& D. A. 


Simmons, both of Houston, Texas, for respondent. 


Van Devanter, J.: This case presents a controversy between 
two fraternal orders called Nobles of the Mystic Shrine, one hav- 
ing white and the other negro members. A short reference to the 
origin and history of these orders will conduce to an accurate ap- 
preciation of the controversy. 

From early times there have been two distinct masonic fra- 
ternities in the United States, one confined to white men and the 
other to negroes Each has had its local lodges, grand lodges and 
supreme lodge, and also several component bodies, including 
Knights Templar and Scottish Rite consistories. Both have ex- 
isted in the same territory and have had similar names, rituals and 
emblems, and yet have been independent and without any inter- 
relation. The white fraternity’s existence in this country reaches 
back to early colonial times. The negro fraternity was organized 
in Boston in 1784 and afterwards was extended to other sections. 

The orders called Nobles of the Mystic Shrine are relatively 
modern, originated in the United States and are outgrowths of the 
masonic fraternities just described. They were founded by ma- 
sons and their membership is restricted to masons—white in one 
case and negro in the other—who have become Knights Templars 
or have received the 32nd degree in a Scottish Rite consistory. The 
white masons were the first to establish an order of Nobles of the 
Mystic Shrine. They organized one in New York in 1872 for 
fraternal and charitable purposes. The order grew rapidly and 
soon came to have local lodges, called temples, in most of the 
States, and also to have a national governing body called its Im- 
perial Council. The negro masons imitatively organized a like 
order for like purposes in Chicago in 1893. It grew, although not 
so rapidly as the white order, and came to have many local tem- 
ples in other sections of the country and to have a national gov- 
erning body called its Imperial Council. The constitution, em- 
blems and regalia of the negro order, as also the titles given to 
the officers of its temples and council, were all adopted in imitation 
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of those of the white order. Another feature imitatively copied 
was a purely fanciful claim, once put forth by the white order and 
afterwards discredited, to the effect that that order was an au- 
thorized extension of an ancient and illustrious order established 
centuries ago in Mohammedan countries. 

Each of the orders, after becoming well organized, made it a 
practice to hold periodic national meetings attended with public 
parades and other features tending to bring attention to the order 
and to advance its extension. And, aside from such activities, each 
publicly engaged in commendable charitable work. The white 
order, by reason of its greater membership and the larger resources 
of its members, was able to carry that work further than the negro 
order could, but the contributions and efforts of the latter in that 
field were both helpful and substantial. 

The white order always has been a voluntary unincorporated 
association. In 1895 the New York legislature passed a special 
act purporting to incorporate it, but the proffered incorporation 
was rejected. In 1893 the negro order was incorporated under 
the laws of Illinois, but that incorporation was abandoned; and 
in 1901 the order was incorporated as a fraternal and charitable 
association under the Act of Congress of May 5, 1870, providing 
for the creation of corporations in the District of Columbia, c. 80, 
section 3, 16 Stat. 98, 101. 

The name adopted by the white order is “Ancient Arabic Or- 
der of the Nobles of the Mystic Shrine for North America” and 
that adopted by the negro order, and under which it was incor- 
porated, is “Ancient Egyptian Arabic Order of the Nobles of the 
Mystic Shrine of North and South America and its Jurisdictions.” 

Prior to 1918 both orders established local temples in the State 
of Texas—in some instances in the same cities. Among the temples 
of the white order were one in Dallas established in 1887, one in 
El] Paso established in 1907 and one in Houston established in 
1915. Among those of the negro order were one in Dallas estab- 
lished in 1894, one in El Paso established in 1902 and one in Hous- 
ton established in 1917. 
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The present suit was begun in 1918 in a State court of Texas. 
Originally it was brought by members of the local temple of the 
white order in Houston against members of the local temple of the 
negro order in that city to enjoin the latter from using any imita- 
tion of the name, constitution, titles, emblems and regalia of the 
former. But through the voluntary intervention of other parties 
and a voluntary enlargement of the original pleadings—all with 
the court’s leave—the suit was broadened into one between the 
two national orders wherein the white order sought an injunction 
against the negro order restraining and preventing the latter, its 
lodges, officers, and members, “throughout the State of Texas and 
the entire United States,” from further using the name under which 
it was acting, from designating its local lodges as ‘“‘temples,’ from 
designating its members as “Nobles” or “Shriners,” from giving 
the officers of its lodges and councils the titles of like officers in 
the white order, from using a constitution, emblems and regalia 
like those of the white order and from organizing or instituting 
lodges in imitation of those of that order. 

The answer of the negro order may be summarized as denying 
that the white order had acquired any exclusive or superior right 
to use the name, constitution, designations, titles, emblems and 
regalia before mentioned or any of them; denying that the negro 
order's use of such name, constitution, designations, titles, emblems 
and regalia was with any wrongful or fraudulent purpose, or was 
other than the exercise of a right belonging to that order as a law- 
fully constituted fraternal and charitable association; setting up 
the negro order’s incorporation in 1901 under the Act of Congress 
of May 5, 1870, and asserting that in virtue of that act and such 
incorporation the order became entitled, if not theretofore entitled, 
to use the name which it had been and was still using, to adopt and 
have a constitution, to establish and have local lodges, to select 
and use appropriate emblems and regalia, and to do other things 
properly incident to the maintenance of a fraternal and charitable 
order; alleging that its acts and practices were all within its rights 
under that incorporation; asserting that there had been and was 
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no competition between the two orders and that the white order 
drew its members wholly from the white masonic fraternity, while 
the negro order drew its members wholly from the negro masonic 
fraternity; and setting up that the white order by reason of its 
laches and its acquiescence in the acts and practices of the negro 
order was without right to an injunction or other equitable relief. 

On a trial of the issues the court made special findings of fact, 
stated its conclusions of law and entered a decree awarding to the 
white order all of the relief sought. The findings of fact included 
one to the effect that the imitative acts and practices of the negro 
order constituted ‘‘a fraudulent deception” injurious to the white 
order; and another to the effect that the white order had not 
acquiesced in those acts and practices and was not chargeable with 
laches in not taking earlier steps to stop them. The conclusions of 
law and the decree are copied in the margin. The decree was af- 
firmed by the Court of Civil Appeals, 278 S. W. 874, and by the Su- 
preme Court of the State, 286 S. W. 176. The negro order then 
petitioned this Court for a review upon writ of certiorari and the 
petition was granted. 

In the State Appellate Courts the negro order relied upon the 
Act of Congress of May 5, 1870, and its incorporation thereunder, 
just as it had done in the trial court, and also insisted that the de- 
cree against it was not in accord with the decision of this Court in 
Creswill v. Knights of Pythias, 225 U. S. 246 (32 S. Ct. Rep. 822) 
where like privileges asserted under that act of Congress by a fra- 
ternal and benevolent association incorporated thereunder were in- 
volved. 

The right thus specially set up in the State Court is a Federal 
right. Whether it was denied or not given due recognition by the 
challenged decree, as affirmed, is a question on which the defeated 
claimants are entitled to invoke the judgment of this Court, as is 
done in their petition for certiorari. And it is our province to 
inquire not only whether the right was denied in direct terms, but 
also whether it was denied in substance and effect by interposing 
a non-Federal ground of decision having no fair support. Creswill 
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v. Knights of Pythias, supra; Ward v. Love County, 253 U. S. 17, 
22 (40 S. Ct. Rep. 219); Davis v. Weschler, 263 U. S. 22, 24 (44 
S. Ct. Rep. 13); Railroad Commission v. Eastern Texas R. R. Co., 
264 U. S. 79, 86 (44 S. Ct. Rep. 247); New York Central R. R. 
Co. v. New York & Pennsylvania Company, 271 U. S. 124, 126 
(46 S. Ct. Rep. 447). 

The record and the opinions set forth therein make it appar- 
ent that the existence within the State of Texas of local lodges of 
each of the two orders was not contrary to any statute of the State. 
The State Court put its decision upon principles of general law 
which it deemed applicable, and not upon any local regulations. 
It did not wholly refuse to recognize the right set up by the negro 
order in virtue of the incorporation under the act of Congress, but 
did hold that the white order had acquired a superior and exclusive 
right to use the name, constitution, emblems and regalia in ques- 
tion by prior adoption and use; that the subsequent adoption and 
use by the negro order was in derogation of that right; that the 
white order, in the absence of acquiescence of laches on its part, 
was entitled to an injunction preventing further use by the negro 
order; and that there had been no such acquiescence or laches as 
would constitute a bar to that relief, inasmuch as the negro order 
had been proceeding with “a fraudulent purpose of appropriating 
the benefits of the [white] order to themselves.” 

Whether the rules relating to the use of trade-marks and trade- 
names are applicable to controversies like this between fraternal 
orders has been the subject of varying decisions in other courts. 
Without now indicating any opinion on that question, we shall in- 
dulge the assumption that the State Court was right in holding 
those rules applicable and shall pass to another matter turning 
on the facts of this case, and which as resolved by the State Court 
resulted in the denial of the Federal right set up by the negro order. 
That matter is whether there was acquiescence or laches on the 
part of the white order. The State Court held there was neither. 
If there was either the white order was without any right to object 
to the use which it was seeking to restrain and the negro order was 
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entitled to continue that use in virtue of its incorporation under 
the Act of Congress. 

An attentive examination of the record discloses not only that 
the finding on the question of laches is without fair support in the 
evidence, but that the evidence conclusively refutes it. 

There is no evidence of a fraudulent intent on the part of the 
negro order, or of a purpose on its part to induce any one, whether 
mason or nonmason, to believe that it was the white order or that 
they were parts of the same fraternity. On the contrary, it is 
shown that the negro order always held itself out as entirely dis- 
tinct from the white order and as open only to members of the 
negro masonic fraternity. True, there was much imitation, but this 
is shown to have been in the nature of emulation rather than false 
pretense. 

The evidence discloses that the negro order promptly entered 
its constitution in the Congressional Library under an act of Con- 
gress providing for copyrights; that its members openly wore its 
insignia as indicative of its existence and their membership; and 
that at its yearly national meetings the members in large numbers 
marched in public parades wearing its regalia. 

It is further shown that the Imperial Potentate of the white 
order in his address at their national meeting in 1894 called atten- 
tion to the existence of the negro order and to its use of names, 
titles, etc., like those of the white order. He also named Texas 
as one of the States in which the negro order had established lodges. 
The address was published and distributed among the lodges and 
members of the white order. At several subsequent meetings 
there was similar mention of the negro order and its activities. 

Thus it is established that from the beginning the white order 
had knowledge of the existence and imitative acts and practices 
of the negro order. In addition, the evidence indubitably shows 
that with such knowledge the white order silently stood by for 
many years while the negro order was continuing its imitative acts 
and practices and was establishing new lodges, enlarging its mem- 
bership, acquiring real property in its corporate name, and invest- 
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ing substantial sums in the copied paraphernalia, regalia and em- 
blems. It is also shown by the uncontradicted testimony of several 
witnesses—one a life member of the white order—that a large 
proportion of the copied paraphernalia, regalia, emblems and in- 
signia used by the negro order, its lodges and members was pur- 
chased from or through members of the white order, and that in 
one instance a lodge of that order, preparatory to moving to new 
quarters, sold the paraphernalia and regalia used in the old quar- 
ters to a lodge of the negro order in the same city. 

The effect on the negro order of the silence and apparent 
acquiescence of the white order is reflected in the fact that when 
this suit was brought the former had 76 local lodges, approximately 
9,000 members and real and personal property valued at approxi- 
mately $600,000 which was held and used for fraternal and charit- 
able purposes. 

The only evidence making against that already outlined con- 
sists of a showing that a suit was instituted in Georgia in 1914 by 
a local lodge of the white order against a local lodge of the negro 
order to restrain the latter from imitating the name, emblems and 
regalia of the former and that a similar suit was begun in Arkan- 
sas a few years later—one resulting in a decree for the plaintiffs 
and the other in a decree for the defendants. In instituting these 
suits the plaintiff lodges undoubtedly manifested strong objections 
to the imitative acts of the defendant lodges. But the objections 
came too late to overcome or weaken the force of the conduct of 
the white order during the 30 years preceding the earlier of the 
two suits. After that period of inaction and seeming acquiescence 
it was too late to resuscitate the original exclusive right for which 
the white order is now contending. Sazlehner v. Eisner & Men- 
delson Co., 179 U. S. 5, 19, 87 (21 S. Ct. Rep. 1). 

What we have said of the evidence demonstrates, as we think, 
not only that there was obvious and long continued laches on the 
part of the white order, but also that the circumstances were such 
that its laches barred it from asserting an exclusive right, or seek- 
ing equitable relief, as against the negro order. Creswill v. Knights 


By" 



































































286 NINETEEN TRADE-MARK REPORTER 





of Pythias, supra; Sazlehner v. Eisner § Mendelson Co., 179 U. S. 
19, 35-37 (21 S. Ct. Rep. 7); Piatt v. Vattier, 9 Pet. 405, 416; 
Hayward v. National Bank, 96 U. S. 611, 617; French Republic 
v. Saratoga Vichy Co., 191 U. S. 427, 436-437 (21 S. Ct. Rep. 
145); Benedict v. City of New York, 250 U. S. 321, 328 (39 S. Ct. 
Rep. 476); Du Bouley v. Du Bouley, L. R. R. 2 P. C. 430, 446. 

As it is apparent that had this view of the question of laches 
prevailed in the State court the Federal right set up by the negro 
order must have been sustained, the decree must be reversed and 
the cause remanded for further proceedings not inconsistent with 
this opinion. 

Decree reversed. 


Conciusions or Laws: I.—The plaintiffs, and the plaintiff-intervenor, 
and the other plaintiff-intervenors herein being first in time to use and 
adopt the constitution and laws, the regalia, paraphernalia, jewels, badges, 
head covering, titles of officers, names of subordinate organizations, and 
names of members in North America or elsewhere, and having used same 
continuously for more than fifty (50) years are entitled to an injunction 
restraining the use thereof by the defendants, and the defendant-intervenor, 
and this regardless of whether plaintiff-intervenor is incorporated or exists, 
and has existed, as a voluntary unincorporated, fraternal, benevolent or 
social organization. 

II.—The plaintiff, plaintiff-intervenor, and the other plaintiff-inter- 
venors herein having established their legal right to the injunction, and 
the injury which will accrue to them if an injunction is denied being a 
continuous injury and wrong, the injunction may issue notwithstanding 
the facts may disclose delays in seeking relief. 

II1I.—The intentional use by the defendants and defendant-intervenor 
of the constitution and laws, titles of officers, regalia, paraphernalia, jewels, 
emblems, badges, pins, head covering, names of subordinate organizations, 
and names of plaintiff, plaintiff-intervenor, and the other plaintiff-inter- 
venors herein by a literal appropriation thereof is a fraud, being used as 
a fraud as against plaintiffs, plaintiff-intervenor, and the other plaintiff- 
intervenors herein, and constitutes a continuing wrong, demanding a 
judicial interposition by the issuance of an injunction and mere delay 
or even acquiescence cannot defeat the remedy, unless such delay has been 
continued so long and under such circumstances as to defeat the right 
itself, and the facts in this case do not show such delay, or laches, as would 
constitute a defense to the issuance of the injunction herein. 

IV.—The plaintiff, the plaintiff-intervenor, and the other plaintiff- 
intervenors herein have not been guilty of such laches or delay, or ac- 
quiescence as to defeat their right to the issuance of the injunction. 

Decree: Wherefore it is ordered, adjudged and decreed by the Court 
that the individual defendants and each of them, and the defendant, “Doric 
Temple [Houston] of the Ancient Egyptian Arabic Order of the Nobles 
of the Mystic Shrine of North and South America and its Jurisdictions” 
and the officers and membership thereof; and the defendant intervenor, 
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“Ancient Egyptian Arabic Order Nobles of the Mystic Shrine of North 
and South America and its Jurisdictions” and each and all of its officers 
and members and their associates, confederates and successors in office; 
and each and all of the “Temples” thereof, and their officers and member- 
ship throughout North America be perpetually restrained and enjoined 
from: 

I—Using the name “Ancient Egyptian Arabic Order Nobles of the 
Mystic Shrine of North and South America and its Jurisdictions” or any 
other name, the distinctive words of which are a colorable imitation of the 
name “Ancient Arabic Order of the Nobles of the Mystic Shrine for North 
America” and from using any of the distinctive words in said name and 
particularly the distinctive words “Ancient Arabic” and the distinctive 
word “Nobles” and the distinctive words “Mystic Shrine” or any colorable 
imitation of either of them, as the name or part of the name of any society 
or organization, corporate or otherwise. 

II.—From using the name “Temple” or any colorable imitation thereof 
as the designation of any organization either governing or subordinate, of 
any society or organization, corporate or otherwise. 

III.—From organizing, undertaking to organize or maintaining di- 
rectly or indirectly, or in any manner encouraging the organization or 
maintenance anywhere throughout the North America, or any governing 
body under the name of “Imperial Council” or any colorable imitation 
thereof; or any subordinate body under the name of “Temple” or any 
colorable imitation thereof; or under the name of “Shrine” or any color- 
able imitation thereof as the name of, or for, any society or organization, 
corporate or otherwise. 

IV.—From using, wearing or displaying as insignia or emblems of 
membership of any society or organization, corporate or otherwise, any 
of the emblems, insignia, paraphernalia, badges, jewels or head covering, 
etc., or any colorable imitation thereof, of the plaintiffs or plaintiff-inter- 
venor or plaintiffs intervenors or any of its Temples or subordinate or- 
ganizations. 

V.—From using as a part of any organization, corporate or other- 
wise, or in connection therewith the constitution and by-laws of the plain- 
tiffs and the plaintiff-intervenor and plaintiffs-intervenors, and of their 
Temples and subordinate organizations or any colorable imitation of the 
same or of any part thereof. 

ViI.—From using, wearing or displaying any of the emblems, insignia, 
paraphernalia, jewels, badges, head-coverings, constitution and laws, titles 
of officers or colorable imitation thereof of the plaintiffs or plaintiff-inter- 
venor or the other plaintiffs-intervenors herein, as the emblems, insignia, 
paraphernalia, jewels, badges, head-covering, constitution and laws and 
titles of officers of any fraternal or secret order, or other organization or 
society by whatever name it may be called, and whether corporate or 
otherwise. 

VII.—From using the name “Shrine” as the name of any fraternal or 
secret order or other organization or society by whatever name it may be 
called or otherwise known and whether corporate or otherwise. 

VIII.—From using the name “Shriner” and the name “Nobles” as a 
designation of the membership of any fraternal or secret order or other 
organization or society, by whatsoever name it may be called or known 
and whether corporate or otherwise. 
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ArtHurR G. BeLpeNn v. Zopuar Mitts, Inc. 
United States Circuit Court of Appeals, Second Circuit 


June 17, 1929 


TrRapDE-MARKS—ASSIGNMENT—ORAL ASSIGNMENT OF ReGisteRED Mark In- 
VALID. 

An assignment of a registered trade-mark to be valid must be 
made in writing and convey the good will of the business; and it is 
void as against a subsequent purchaser without notice, unless re- 
corded in the patent office within three months from the date thereof. 
An oral assignment of a trade-mark, made to appellant by his mother 
as owner thereof, was therefore ineffective to convey title as against 
such purchaser. 

Trape-MAarks—AssiGNMENT—CONVEYANCE IN Gross INVALID. 

An assignment of a trade-mark, not associated with the good 
will of the business, is invalid and conveys no title. 

Trave-Marks—OwnersHip—Use IN Joint VENTURE. 

The use of a trade-mark by appellant and appellee in a joint busi- 
ness, the title remaining with the former’s mother, did not constitute 
abandonment by its owner and its registration by appellee soon after 
the cessation of such joint use, held unlawful. 

Appeal from decree of the District Court, Eastern District of 
New York. Bill and cross-bill for an injunction, restraining the 
use of a registered trade-mark. Decree dismissing the bill and 
granting an injunction on the cross-bill. Plaintiff appeals. Modi- 


fied by dismissing cross-bill, otherwise affirmed. 


Hauff & Warland (William E. Warland, of counsel), all of 
New York City, for appellant. 

Kenyon & Kenyon (Theodore S. Kenyon, Cedric W. Porter, 
of counsel), all of New York City, for appellee. 


Manton, J.: Appellant sued for infringement of a registered 
trade-mark “Pycnoleum.” The appellee answered making a denial 
and asking affirmative relief, alleging its ownership of the trade- 
mark “Pycnoleum’” by reason of a subsequent registration, and 
demanded an injunction and an accounting. The court below dis- 
missed the plaintiff's bill and granted a decree of infringement on 
the counterclaim, but denied an accounting. 

Appellant’s father, in his lifetime, did business under the 
name of A. G. Belden & Co., selling oils and lubricating compounds. 
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He registered, in his own name, the trade-mark “Pycnoleum” on 
August 16, 1887, and renewed it under the Act of 1905 on June 
26, 1917. In January, 1908, he extended the use of the mark to 
cover the sale of a composition of belt dressing and belt reclaimer, 
consisting of a mixture of six parts of blown rape seed oil and 
one part resin oil. In 1895 appellant entered his father’s employ 
and assisted in carrying on the business until his death in May, 
1918, when the business was bequeathed by will to his mother. 
After his father’s death, appellant personally carried on the busi- 
ness for his mother, continuing the use of the mark “Pycnoleum” 
and spending a small sum each year in advertising the mark. In 
February, 1925, the firm discontinued business and was unable to 
meet its obligations. 

It is claimed that in February, 1925, appellant’s mother orally 
assigned and transferred the trade-mark, together with her in- 
terest in the business, to him. The appellee was a creditor. It 
was then agreed that the appellant become associated in the busi- 
ness of the appellee using the mark “Pycnoleum” and _ solicit 
trade among the former customers of A. G. Belden & Co., as well 
as such new customers as might be procured, selling the oils, lu- 
bricating compounds and a belt cleaner, which were manufactured 
by the appellee, on an arrangement for a division of the profits. 
This continued from February, 1925, until June 1, 1927, when 
the appellant severed his connection with the appellee and again 
established his own business. He informed the appellee that he 
intended to use the trade-mark “‘Pycnoleum.” On June 7, 1927, 
the appellee applied for and received a registration in its name 
of the word “Pycnoleum,” stating in its application that it had 


used the mark since March, 1925. No notice of this application 


was given to the appellant, but thereafter, in November, 1927, 
when the registered trade-mark was issued to the appellee, it noti- 
fied him that he could not sell goods under the trade-mark 
“Pycnoleum.” 

Whatever may be the rights of appellant’s mother for infringe- 


ment of the trade-mark, we need not now consider. The appellant 
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never received a transfer of this registered trade-mark from her 
by reason of the oral assignment to him. Section 10 of the Trade- 
Mark Act of 1905, Chap. 592 (33 Stat. 727) provides that every 
registered trade-mark, and every mark for the registration of 
which application has been made, together with the application 
for registration, shall be assignable in connection with the good 
will of the business in which the mark is used. But such an assign- 
ment must be in writing duly acknowledged according to the laws 
of the country or state in which the same is executed. It is void 
as against any subsequent purchaser for a valuable consideration 
without notice unless it is recorded in the Patent Office within three 
months from the date thereof. Under the statute, this oral assign- 
ment was ineffectual to transfer title. Kidd v. Johnson, 100 U. S. 
617, President Suspender Co. v. Macwilliam, 238 Fed. 159 (C. C. 
A. 2nd) (7 T.-M. Rep., 103). A common law trade-mark may be 
conveyed with the sale of a business by oral transfer. Carroll v. 
Duluth Superior Milling Co., 232 Fed. 675 (C. C. A. 8th) (6 T.-M. 
Rep., 395). But here we have a registered trade-mark and the 
statute is controlling. 

Moreover, the oral permission of his mother, upon the dis- 
continuance of the business to the appellant, consenting to the use 
of the mark was stated by him to be of assistance in his “trying to 
make a living somewhere” and he said, “she told me to use the 
mark in any way I could to further the needs of my business and 
see what I could make out of it,” and “she gave me the right to 
use them and place them where I could in reference to making any 
profit on what I had.” This ora. permission to use the mark was 
a mere assignment in gross and ineffective to convey title to the 
appellant. But with title remaining in his mother and by her con- 
sent the trade-mark was used by the appellant and appellee jointly 
in the sale of appellant’s product. This was not an abandonment 
of the mark by its owner when Belden & Co. gave up business in 
1925. Appellant worked for his father for years and was sole 
manager of the business for seven years preceding its discontin- 
uance, using the mark “Pycnoleum.” He made it clear that it was 
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not intended by its owner to abandon the registered trade-mark. 
Appellant was in a position to control the good will and this he 
undertook to bring to the appellee. In doing so and in soliciting 
for new business for the appellee, he gave consent only to the use 
of the mark. They divided the profits. This use of the registered 
trade-mark therefore was joint. It was never agreed that the 
appellee should have any title rights in the mark; only Mrs. Bel- 
den could so contract. The appellant, having her consent to use 
the mark in business, could enter into this venture with the ap- 
pellee; the arrangement was more than mere employment. He 
received no salary or regular drawing account, but a share of the 
profits against which he at times drew money. It was a joint 
profit-sharing venture in which the appellee contributed capital 
and plant and the appellant the use of the trade-mark, trade, good 
will and service. This use of the trade-mark was apparently with 
the consent of the appellant’s mother. Rather than an abandon- 
ment of the registered mark, it was a persistent use of it. 
Sazlehner v. Eisner & Mendelson Co., 179 U. S. 19, 31 (21 S. Ct. 
Rep., 7). Cessation from business for a short time does not es- 
tablish abandonment. Beach-Nut Packing Co. v. Lorillard, 273 
U. S. 629, 632 (47 S. Ct. Rep., —) (17 T.-M. Rep., 159). 

For the appellee, in so short a time after the end of this busi- 
ness venture, to register the mark as its own upon the claim of 
right to do so after abandonment, and in this way to appropriate 
to itself what Mrs. Belden owned, was unlawful. The mark was 
a symbol of the Belden trade which it appropriated in the manner 
described. Appellee’s registration was ineffective. The ap- 
pellant will be relieved from the decree entered on the cross-bill. 
The decree will be modified by reversing that part of the relief 
granted on the cross-bill and dismissing the same. The dismissal 
of the appellant’s bill is affirmed. 
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Epwarp WuNDERLICH, DOING BUSINEss AS WHITE Cross MEDICINE 
Co. v. J. Nixon CasuH, DOING BUSINEss As THE AMERICAN 
Drua Company 


United States Circuit Court of Appeals, Fifth Circuit 
June 19, 1929 


Unram Competrrion—“‘Wuitre Cross’—Free MarK—DIrrereNntrIATING 
FEeaTuRES ON CONTAINERS. 

The use of the words “White Cross” and the device of a white 
cross being open to both parties, the adoption by appellee of said 
words and device as a trade-mark, without imitating appellant’s 
manner of use or other features of its container, held not to constitute 
unfair competition. 

Appeal from a decree of the District Court, dismissing ap- 


pellant’s amended bill, in a suit to restrain unfair competition. 


Affirmed. 


H. W. Robinson (Edward K. Wunderlich and H. W. Robinson 
on the brief) both of New Orleans, La., for appellant. 

D. H. Edington (Norvelle R. Leigh, Jr., and D. H. Edington, 
Gordon, Edington § Leigh, on the brief) all of Mobile, 
Ala., for appellee. 


Warker, J.: This is an appeal from a decree dismissing ap- 
pellant’s amended bill which complained of the use by the appellee 
on containers of medicinal preparations marketed by him of the 
name or words “White Cross’ and the figure of a cross in white. 

The ground of the cause of action asserted is unfair compe- 
tition, in that after appellant had for many years used the name 
or words “White Cross,” together with the figure of a white cross 
on the bottles or other containers of medicinal preparations mar- 
keted by him, and after medicinal preparations put up in containers 
so marked had come to be known and recognized by wholesale and 
retail purchasers as appellant’s medicinal preparations, appellee 
commenced the manufacture and sale in the same trade territory of 
similar medicinal preparations under the name “White Cross,” to- 
gether with the figure of a white cross on the containers, and so 
similar to the name and figure previously used in connection with 
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appellant’s medicinal preparations as to mislead purchasers into 
believing that the medicinal preparations manufactured and sold by 
appellee were appellant’s products. 

The appellant did not allege or prove that he had acquired 
the exclusive right to the use, in connection with medicinal prepara- 
tions, of the name or words “White Cross,” or of the figure of a 
cross in white. It was not alleged or proved that at any time ap- 
pellant was the exclusive user in connection with medicinal prepa- 
rations of the words or name “‘White Cross,’ 


or of the figure of a 
cross in white. 

The evidence showed that after appellant had for many years 
marketed a product put up in packages having on them the words 
“White Cross Kidney, Liver and Blood Tea,’ and a Maltese cross 
with lettering and fancy trimmings around it, the package being 
white and the printing on it black, and selling for 10 cents each, 
appellee began marketing in the same trade territory his medicinal 
preparations put up in packages having on them the words “White 
Cross Liver Medicine” and a plain Greek cross, his package hav- 
ing a red background with the printing on it in white, and the price 
25 cents being stated in print. 

The packages are dissimilar and of different sizes. The evi- 
dence was without conflict to the effect that the differences be- 
tween the packages are such that one who was familiar with ap- 
pellant’s product and called for it would at once detect the differ- 
ence if appellee’s product in his package was offered in response 
to the call. 

The use of the words “White Cross’ and of the figure of a 
cross in white being open to both appellant and appellee, the use 
by the appellee in the dress of his products of the words ““White 
Cross” and of the figure of a cross in white, unaccompanied by 
any deceptive imitation of appellant’s manner of disclosing those 
words or that figure, or of any other feature of the dress in which 
appellant’s products were marketed, was not a violation of the 


right asserted by the appellant. 
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It was not enough to entitle appellant to relief sought that 
some purchasers might be influenced to accept appellee’s product 
when appellant’s was desired merely because appellee’s package 
had on it in any way the words “White Cross” and the figure of 
a cross in white, though the differences in other respects between 
appellant’s and appellee’s packages were such as to make them 
readily distinguishable by an ordinarily observant purchaser. 
Schlitz Brewing Co. v. Houston Ice Company, 250 U. S. 28; 241 
Fed. 817 (9 T.-M. Rep., 279) ; Coats v. Merrick Thread Company, 
149 U. S. 562 (13 S. Ct. Rep., 966). 

The differences between appellant’s and appellee’s packages 
were such as rendered mistake unlikely, and to warrant the con- 
clusion that if there was any deception it was due to resemblance 
in features as to which appellant had no exclusive right. We con- 
clude that the evidence did not sustain the claim asserted by ap- 
pellant’s bill as it was amended. The decree is affirmed. 


Tue Centaur Company v. E. GenesH, Superior ENGRAVING 
CoMPANY, WILLIAM L. GLEASON, DOING BUSINESS AS THE 
GLEAsSON PRINTING COMPANY, STANLEY M. BIELEK, 
DOING BUSINEss AS THE BIELEK MANUFACTURING 
CoMPANY AND DAVID J. REX, JOHN 8. REX, 

FRANK C. REX AND EDWARD G. REX, CO- 

PARTNERS, DOING BUSINESS AS 


D. J. Rex & Company 
United States District Court, Western District of Pennsylvania 


June 18, 1929 


Trape-Mark INFRINGEMENT—NAME OF PatentTeD ArticLe—“CastoriA.” 
The preparation put out by plaintiff for over fifty years not being 
the product manufactured under the original patent, plaintiff's trade- 
mark “Castoria” used thereon held valid, and its use by defendant on 
a similar preparation enjoined. 
Unram Competirion—Imiratinc Packages aNnp ConTAINERS oF Goons. 
The preparation and use by defendants of labels and cartons 
closely imitating plaintiff's genuine “Castoria” containers and affixing 


same to a similar remedy sold as “Castoria” enjoined as unfair com- 
petition. 
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In equity. Suit to enjoin infringement of trade-mark and un- 
fair competition. Injunction granted. 


Edward §. Rogers, Allen M. Reed, William T. Woodson, all 
of Chicago, Ill., and Edward A. Lawrence, for plaintiff. 
I. A. Melnich, for defendant Genesh. 


Tuomson, J.: This suit is brought to restrain infringement of 
trade-mark and unfair competition. The product which is the sub- 
ject of this suit is known as Castoria. Plaintiff was incorporated 
in 1877, but the product had been manufactured by its predecessor 
for many years before that date. The distribution of plaintiff's 
product is nation-wide and is a well-known household remedy for 
infants’ ailments. The word Castoria is the name used by the 
public and dealers in designating the plaintiff's remedy and has 
acquired a very definite indentifying significance. The jurisdic- 
tion of the Court and the citizenship and residence of the parties 
are admitted, and it is also admitted by the answer that the trade- 
mark Castoria and the labels and cartons of the plaintiff have been 
extensively used by it for many years and are well known to the 
trade and public. The registrations under the Federal Statute and 
their ownership by the plaintiff are also admitted. 

Paragraph 4 of the bill contains the vital averments in this 
case, which in substance are as follows: 

That defendants are engaged in a joint scheme to infringe 
the plaintiff's said trade-marks, to imitate its distinctive name, 
labels and cartons, and to compete unfairly with the plaintiff, and 
that in pursuance of the said scheme each of the defendants has 
performed, or is about to perform, the following acts: 

Genesh ordered from the defendants composing the partner- 
ship of D. J. Rex and Company the infringing carton and deliv- 
ered to the defendants the plates from which the same are to be 
printed ; that defendants are proceeding with the printing and have 
the plates in their possession. That there was delivered to them 
by Genesh as printer’s copy a specimen of plaintiff's genuine car- 
tons with a few changes indicated thereon; that the Superior En- 
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graving Company made the infringing plates; that the Gleason 
Printing Company is about to do a part of the printing of labels 
and cartons, and are designated to Genesh to receive the cartons 
printed by the defendants composing the partnership of Rex and 
Company from the plates made by the said Engraving Company 
and that Stanley M. Bielek, doing business as The Bielek Manu- 
facturing Company, is to manufacture a compound to be placed 
in bottles enclosed in the infringing labels and cartons, and that 
all of said defendants are joint participants in said scheme and 
contributors thereto. 

The case is rather extraordinary and anomalous in the fact 
that these discreditable averments are admitted in the answer. It 
is further admitted that the proposed product of the defendant 
is not made of the same ingredients, or in the same proportions, 
as plaintiff’s. It is also admitted that Exhibit C attached to the 
bill is a photograph of the printer’s copy submitted by Genesh for 
the purpose of having the infringing labels and cartons made, and 
that Exhibit D attached to the bill is a facsimile of defendants’ 
carton. 

On presentation of these facts to the Court, a temporary re- 
straining order was issued and the defendants enjoined from dis- 
posing of or otherwise transferring the plates, dies, etc., or trans- 
ferring any of the cartons or labels printed from the plates. 

An order taking the bill pro confesso is entered against all of 
the defendants except E. Genesh. The latter has admitted in his 
answer substantially all of the allegations of the bill, except the 
averments as to damage. Apparently, the only issue which he 
raises is the right of the plaintiff in the name Castoria. He denies 
that the plaintiff is entitled to the sole and exclusive use of the 
name Castoria; that the employment of said term in connection 
with any medicinal product made by the defendant is not an imi- 
tation and infringement on the rights of the plaintiff, and denies 
that any damage had resulted to the plaintiff. 

A plainer case of intentional and wrongful invasion of the 
plaintiff's rights could hardly be conceived. The changes made 
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by the defendant were so insignificant and the appearance between 
defendants’ and plaintiff's carton so similar, that the public would 
unquestionably be deceived. As was said by Justic Holmes in 
Jacobs v. Beecham, 221 U. S. 263 (31 S. Ct. Rep., 555), (1 T.-M. 
Rep., 55), “When the defendant has to justify using the plain- 
tiff’s trade-name, the burden is on him.” The word Castoria is a 
valid trade-mark. It is merely an arbitrary word having no par- 
ticular significance and is inherently capable of exclusive appro- 
priation as a trade-mark. It is not even in the lexicons and de- 
scribes nothing, but by long association it has come to designate 
the product of the plaintiff. The use of this word under the cir- 
cumstances disclosed by the evidence is presumptively an infringe- 
ment and fraudulent and for the purpose of passing off the goods 
of the infringer as the goods of the user of the trade-mark. 

In Rogers Manufacturing Company v. Rogers & Spurr Manu- 
facturing Company, 11 Fed. 495, Judge Lowell said: 


“The reason why artificial trade-marks are absolutely protected with- 
out inquiry into motives, etc., is that the defendant has no natural right 
to such a symbol, and has the whole world of nature from which to choose 


his own.” 

To the same general effect is the language of the Circuit Court 
of the Third Circuit in Gulden v. Chance, 182 Fed. 303. I need 
not elaborate on the authorities as the case on principle is per- 
fectly plain. The only possible question about the present trade- 
mark character of the word Castoria is raised by certain old cases 
where the rights in this word were discussed, such as Centaur v. 
Heinsfurter, 84 Fed. 955, and Centaur v. Killenberger, 87 Fed. 
725, and perhaps others, but these cases must be interpreted by 
the facts as they were presented. 

In the Heinsfurter case it was held that the expiration of the 
patent to Samuel Pitcher dedicated the name Castoria to the pub- 
lic, the assumption being that the product sold under the name 
Castoria by the plaintiff was the product of the Pitcher patent. 
The cases which followed seem to accept the Heinsfurter case 
without question by assuming apparently that Castoria was a pa- 
tented product, that the patent had expired and that the name 
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thereafter belonged to the public. Those cases assumed appar- 
ently that the plaintiff and defendants were both manufacturing 
the product of the expired patent. On that hypothesis, the con- 
clusion in those cases naturally followed. But here the record 
shows conclusively that Castoria as manufactured by the plaintiff 
for over fifty years is not, and never was, the product of the ex- 
pired Pitcher patent. The product disclosed in it is described as a 
“cathartic or substitute for castor oil.” It is not questioned that 
what the defendant in this case is calling Castoria is neither the 
product of the Pitcher patent, nor the product sold by the plain- 
tiff, but something different from either. This is made clear by a 
comparison of the ingredients of the three formulas. It becomes 
clear, therefore, that to the extent that the earlier cases assumed 
that the word Castoria is not a valid trade-mark they are not bind- 
ing or conclusive in the case before us. Every case must be de- 
cided on its own circumstances. In the case before us, the de- 
fendant has concluded himself by his fraudulent conduct. Even 
if his intentions had been honest in his endeavor to appropriate 
the name Castoria, under the facts of the case I think he could 
not have escaped infringement, but certainly the Court, in view 
of defendant’s fraud, will not trust him in the use of the word 
Castoria. The facts of the case would seem to demand that he 
should be enjoined completely from its use. 

Plaintiff is entitled to the relief prayed for and a decree may 
be drawn accordingly. 


Dosss & Company v. Cospss HaserpasH_er, INc. 
New York Supreme Court, Appellate Division, First Department 
June, 1929 


Unram Competirion—SvurnamMes—Wroncorvut Use 1n Corporate Name. 
The use by defendant of the name “Cobbs Haberdasher, Inc.,” 
when no one by the name of Cobbs was connected with the business, 
held an act of unfair competition against the plaintiff, and the fur- 
ther use of the name “Cobbs” in whatever form was enjoined. 


Appeal by plaintiff from so much of an order of the Supreme 
Court, New York County, granting plaintiff's motion for an in- 
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junction pendente lite, as denies motion to enjoin use of the name 
“Cobbs Haberdasher, Inc.” Reversed. 


Briesen & Schrenk (Thomas McErlean, of Counsel) all of 
New York City, for appellant. 

Benjamin B. Weinberg (Michael I. Winter, of Counsel), both 
of New York City, for respondent. 


It is entirely apparent to this court that the defendant, a 
competitor of plaintiff, has adopted its corporate name with a view 
of profiting from the long-established and successful business of 
plaintiff. No person of the name of “Cobbs” is connected with the 
defendant corporation and no excuse is offered for the adoption 

of such name, and the use of the name “Cobbs” by the defendant 
will, in our opinion, result in serious confusion of trade and decep- 
tion of the public, and the adoption and use by defendant of a 
name so similar to plaintiff's trade-name, in our opinion, consti- 
tutes an act of unfair competition. The defendant should be re- 
strained from using the name “Cobbs” in any form whatsoever, 
whether alone or in conjunction with the defendant’s corporate 
title. 

The order so far as appealed from should be reversed with 
$10 costs and disbursements, and the motion in all respects granted. 


Am. Boscu MacGneto Corp. v. Rospert Boscu Magneto Co. 
New York Supreme Court, New York County 
June 20, 1929 


i Trape-Names—Unram Competirion—Trapine with Enemy Act. 

The right to the use of the name “Bosch” being a corporate asset 
passed to plaintiff as part of the good will of the business sold by the 
{ Alien Property Custodian. Defendant was, therefore, enjoined from 
using its corporate name or any other corporate title of which the 
name “Bosch” formed a part. 
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In equity. On final hearing. Suit to enjoin use of name 
“Bosch” in corporate name. Injunction granted. 
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Root, Clark, Buckner, Howland § Ballantine, of New York 
City, for plaintiff. 
Harvey T. Andrews, of New York City, for defendant. 


Crain, J.: Plaintiff and defendant are domestic corporations 
with similar names. In each are the words Bosch Magneto. Plain- 
tiff was organized January 9, 1917; defendant in September, 1921. 
The common and confusing word is the family name of Robert 
Bosch, a German. He is the inventor of most of the things made 
and sold by plaintiff and the maker of the things sold by defendant. 
Both corporations deal in products used for the same purposes, 
and which are similar in appearance and dealt in by jobbers in the 
same lines. Plaintiff seeks judgment restraining the defendant 
from transacting in the United States business formerly done by 
Bosch Magneto Company, which when first organized was called 
“Robert Bosch, New York, Inc.” It seeks also to enjoin defend- 
ant from selling in the United States magnetos, spark plugs or 
automobile electric equipment manufactured or acquired from 
Robert Bosch, from representing that it is the successor of the 
Bosch Magneto Company and from using the name Bosch or Rob- 
ert Bosch. The defendant seeks by counterclaim similar injunctive 
relief. Both admit, and indeed contend, that confusion arises from 
the similarity of names, the similarity of products and similarity 
in advertising matter, and each, while regretting this confusion, 
aims to end it by an adjudication that it alone has the right to the 
use of the name. The question, therefore, to be decided is whether 
both may use the name, and if not which has such right. The evi- 
dence establishes that prior to September 10, 1906, Robert Bosch 
had become favorably known in Germany and elsewhere as a manu- 
facturer of magnetos. That his business was large and increasing. 
That he wished to extend it to the United States. That in Sep- 
tember, 1906, he sent trusted persons to this country and caused 
a corporation to be formed entitled Robert Bosch, New York, Inc. 
That this corporation so organized by Bosch’s agents was given 
perpetual duration and was empowered to manufacture, sell and 
deal in machinery and apparatus incidental to the construction of 
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engines, motors, automobiles, etc., and authorized to acquire, use 
and sell inventions and patent rights covering any of the articles 
which it should manufacture or deal in. That he became its first 
president, one of its directors and the owner of two-thirds of its 
stock. That for such stock he sold to such corporation the good 
will for the United States in the business theretofore acquired and 
developed and his right, title and interest for the United States 
in all patents theretofore obtained by him, and his right, title and 
interest for the same territory in certain patents standing in his 
name and that of one Simms relating to machines and devices for 
magneto-electrical ignition. That on February 17, 1908, during 
his presidency and control, the name of this corporation was 
changed to Bosch Magneto Company. That he promoted and su- 
perintended the establishment of two factories in the United States 
for the manufacture of most of the parts forming the magnetos 
and that such factories gradually extended the manufacture so as 
to include most of the parts forming the magnetos and that he re- 
ceived from this company about $2,500,000. That this sum was 
paid for a block of his stock, some of his patents, as salary and 
for his work in supervising the establishment of factories in this 
country. That the business of the corporation increased until 
1914, when the World War greatly lessened the importations from 
Germany. That about 1918 its stockholders, including Bosch, 
were pronounced alien enemies by executive proclamation, and 
about January 7, 1919, it ceased doing business. That its property 
was seized and sold at public auction by the Alien Property Cus- 
todian to one Kern for $4,150,000, who transferred its tangible 
assets and good will to plaintiff. That plaintiff entered into and 
prosecuted the business which had been conducted by the Bosch 
Magneto Company. That the latter was dissolved. That the 
plaintiff has gradually and steadily increased such business, doing 
so in part by extensive and costly advertising in which it has fea- 
tured the word Bosch. That in August, 1917, when the war pre- 
vented Robert Bosch from shipping to the United States, he or- 


ganized a German corporation. That in July, 1921, this corpora- 
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tion appointed one Heins its sole representative in the United 
States, and that in September, 1921, Heins established the defend- 
ant company. That Robert Bosch is financially interested in the 
defendant and that it imports and sells the products of the German 
corporation referred to with which Bosch is associated. That the 
defendant’s business is large and increasing. That it advertises 
extensively and features in its advertisements the word “Bosch,” 
and that there have been instances when orders intended for the 
plaintiff have been received by the defendant and when orders in- 
tended for defendant have been received by plaintiff. Plaintiff 
contends that, apart from the legal effect of writings executed by 
Robert Bosch, he by conduct has estopped himself from claiming 
that he did not unqualifiedly part with his right to use the name 
Bosch in the United States in connection with the manufacture or 
sale of products which were dealt in by Robert Bosch, New York, 
Inc., and by that company under its name of the Bosch Magneto 
Company. That by causing a corporation to be organized by his 
agents in this state under the name of Robert Bosch, New York, 
Inc., with such powers as were conferred on such corporation, by 
conveying to it the good will and patents, by shipping to it mer- 
chandise bearing the name “Bosch,” by causing it to sell such mer- 
chandise under the name “Bosch,” by causing it to advertise ex- 
tensively under the name “Bosch,” by supervising the establish- 
ment for it of factories in this country in which products bearing 
the name “Bosch” should be made, by acting as its president, by 
being one of its directors and by controlling it through stock owner- 
ship and permitting it while under such control to establish under 
the name “Bosch” a business and good will he conferred upon it 
that which he cannot take from it. That he was amply paid for 
doing this in salary, by compensation for supervising the establish- 
ment of factories, by the profits which he made on merchandise 
sold to it, and by the price paid to him by it for corporate stock 
and patents. That, in brief, he was fully compensated for all that 
he parted with, which included his right to use in the United States 
otherwise than through such corporation the name “Bosch.”’ That 
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Robert Bosch, New York, Inc., under its changed name of Bosch 
Magneto Company, possessed a most valuable business. That one 
of its most valuable assets was the right to use the word “Bosch” 
in its corporate name and upon its products and that all this the 
present plaintiff lawfully acquired on the transfer to it of the as- 
sets, including the good will of such corporation through the action 
of the Alien Property Custodian. The defendant denies that Rob- 
ert Bosch ever unqualifiedly parted with the right to use his own 
name and asserts that there was a limitation upon the right which 
Bosch conferred upon Robert Bosch, New York, Inc., to use such 
name and that such limitation was that such name could only be 
so used by it if it bought its products from Robert Bosch in Ger- 
many or obtained essential parts thereof from him or caused what 
it sold to be made under the supervision of Robert Bosch. The 
defendant then further asserts that such limited right did not pass 
to plaintiff under the proceedings taken by the Alien Property Cus- 
todian, but that as such proceedings were involuntary as to him, 
Robert Bosch, when the corporation Bosch Magneto Company 
ceased to exist, he, Bosch, reacquired the unqualified right to the 
use of his own name and rightfully conferred it upon the defendant 
corporation. The only witnesses testifying to an oral limitation 
upon the right to the use of the word “Bosch” as conferred by the 
writings between Robert Bosch and Robert Bosch, New York, Inc., 
are interested witnesses, and for the following reasons, among 
others, doubt is entertained as to whether any such limitation was 
put upon such right, namely: (1) It would have been repugnant 
to the agreement as expressed in the writings of the parties; (2) it 
would have been against the interest of those with whom Bosch was 
dealing and it would have been therefore unlikely that they would 
have assented to it; (3) it would have constituted an important 
curtailment of their rights as conferred by the writings; (4) being 
against the interests of such persons, they would have been tempted 
to breach the understanding and deny its existence, knowing which, 
Robert Bosch, who was an experienced business man, would have 


appreciated the importance to him of having the understanding 
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reduced to writing and the danger in having no writing evidencing 
it, and (5) the conduct of the parties casts doubt upon the existence 
of any such understanding. Thus it was plainly the policy of 
Robert Bosch and Robert Bosch, New York, Inc., both under that 
name and under its changed name of Bosch Magneto Company, to 
gradually cause all parts of all the products sold under the name 
Bosch in the United States to be made in the United States and 
not imported from Germany; and it was also at the same time the 
policy of these parties to spend large sums in extensively adver- 
tising the name “Bosch” and to make it the featured and important 
word. These policies were inconsistent with and therefore nega- 
tive the existence of an agreement that the word “Bosch” could 
and should only be used while the products were in whole or part 
made in Germany. But if it be assumed that there was such an 
unheralded and unannounced oral understanding, or, in other 
words, to use the language of Robert Bosch, such a “gentleman’s 
agreement,” it would not be binding upon those dealings with the 
Bosch Magneto Company on the face of its apparently exclusive 
right to the use of the word “Bosch.”’ This is not a case where a 
man associated with himself others in a joint venture or partner- 
ship and entered into an agreement with them that while certain 
conditions existed his name might form part of the firm name. It 
is, on the contrary, a case where a man brought into play the law 
of New York for the purpose of creating under his own name a 
corporation. In the former case if the condition ceased to exist 
upon the continuance of which the right to the use of the name 
depended the right to use the name would end. In the latter 
case the right to the use of the name would flow from the operation 
of a statute and could only be terminated by methods provided by 
law. While the corporation lived, its right to the use of its corpor- 
ate name lived. This right to the use of the corporate name was 
a corporate asset and it passed as part of the good will when the 
property passed through the action of the alien custodian to those 
who organized the plaintiff company and to the plaintiff corpora- 
tion. Others, whether associated with Bosch or not, cannot law- 
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fully use such name or any name so similar as to beget confusion 
and mislead the public. The proceeding by which plaintiff's prede- 
cessor Bosch Magneto Company lost all and plaintiff gained all 
cannot be collaterally attacked. It was drastic and high-handed. 
Only war could have justified it, but from a national standpoint 
war did justify it. It would be against public policy to hold that 
the buyer on a sale at public auction conducted by order of the alien 
property custodian acquired less from the instrument which passed 
title to him than he would have acquired from a like worded docu- 
ment received on a voluntary sale, and all that he acquired he has 
conveyed to the plaintiff. It follows that plaintiff is entitled to in- 
junctive relief to the following extent: (1) Enjoining the defend- 
ant company from the use of its present corporate name or any 
name containing the words Bosch or Robert Bosch; (2) enjoining 
the defendant from selling or advertising any product in the nature 
of magnetos, spark plugs or automobile electric equipment bearing 
or under the name of Robert Bosch or Bosch. Findings of fact and 
conclusions of law (being those proposed by plaintiff) and which 
are conformable to this opinion have been signed and filed. Settle 
judgment. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Color 


Moors, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for rubber type, a mark 
described as “consisting of a type body having a printed surface 
that is colored red.” 

The ground of the decision is that the so-called mark is not a 
trade-mark; that black and red rubber are in common use, the 
colors being in some degree incidental to the composition; and that 
the face portion of the type, being subjected to harder wear, may 
be of a different composition from the body of the type and inci- 
dentally of a different color. 
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In his decision the Assistant Commissioner said: 





“It is well settled by many authorities that color alone does not con- 
stitute a valid trade-mark. Mere color is not distinctive as to origin or 
ownership, it being common practice to give to articles of trade various 
colors as choice or fancy may dictate. .. . But where color is impressed 
in a particular design, as a circle, square, triangle, a cross or a star. it 
may constitute a technical and valid trade-mark. Nor do contrasting 
colors constitute valid trade-marks, except where the combination of 
colors with the goods is of such a nature as to impress the public mind 
of having no other purpose, and this is particularly true where the colors 
used are the natural colors of the goods.”1 


Conflicting Marks 


Moore, A. C.: Held that applicant is not entitled to register 
the term “Homozon” for a blood purifier, prophylactic, etc., in 
the nature of a general tonic, in view of the prior use and regis- 


tration by the opposer of the term “Hormotone,” as a trade-mark 
for internal secretions to supply deficient secretions of the spleen, 
thyroid, pituitary, etc. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks, as applied thereto, decep- 
tively similar. 

With respect to the goods, the Assistant Commissioner said: 


“The goods of the parties have the same descriptive properties, in the 
sense of the law of trade-marks. It is true that they possess different 
physical properties and may produce specifically different curative effects 
upon the human system, but both fall within the general class of tonics.” 


With respect to the marks, he said: 


“The two marks “Homozon” and “Hormotone” are regarded as so 
nearly resembling each other in appearance and sound as to be likely to 
cause confusion or mistake in the mind of the public. The distinction 
between the first two syllables “Homo” and “Hormo” would hardly be 
observed and carried in the memory of the average member of the pur- 
chasing public; and the same is true respecting the last syllables of the 
marks, “Zon” and “Tone,” respectively. In view of the common practice 
of using misspelled words as trade-marks, it is believed that should the 
distinctions between the two marks be observed and remembered, said 
marks would most likely be regarded as variants of the same mark.”2 


1 Ex parte Superior Type Company, 156 M. D. 61, June 3, 1929. 
2G. W. Carnrick Co. v. F. M. Eugene Blass, 156 M. D. 63, June 5, 
1929. 
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Moore, A. C.: Held that the applicant is not entitled to reg- 
ister, as a trade-mark for insulating wall boards, the term “Wal- 
tex,” in view of the prior use by opposer of the term “Wall-Tex,” 
as a trade-mark for oil cloth on the ground that the marks are so 
similar that, as used upon the goods in question, there would be 
likely to be confusion in trade. 

In respect to the marks, the Assistant Commissioner said: 

“The two marks, “Wall-Tex” and “Waltex” are regarded as con- 
fusingly similar to each other when concurrently appropriated to goods of 
the same descriptive properties. In fact the applicant admits in its answer 
to the notice of opposition that the marks are ‘similar.’ ” 

In respect to the goods, the Assistant Commissioner, after 
stating that obviously the goods of the two parties were not identi- 
cal, said: 

“They are both wall coverings, however, and the testimony submitted 
on the part of the opposer establishes the fact that while the opposer’s 
goods are used principally as a decorative covering to take the place of 
wall paper, they are also used for structural purposes, to strengthen the 
plaster and hold it in place, and to do away with the necessity for decora- 
tive plaster 

“While the respective goods are not specifically the same, yet viewed 
in a more general light as wall coverings possessing decorative charac- 
teristics, I am constrained to hold that the concurrent use of both marks 
on the respective goods of the parties would be likely to cause confusion 


or mistake in the mind of the public and to deceive purchasers as to the 
origin or ownership of the goods,”3 


Interference 


Moore, A. C.: Held that the Rosemaid Company is not en- 
titled to register the term “Rosemaid” as a trade-mark for wom- 
en’s garments, including women’s underwear, in view of the prior 
use by Rose Brothers Company of the term “Rose Maid” as a 
trade-mark for analogous goods. 

The ground of the decision is that prior use by Rose Brothers 
Company was clearly established and that the discontinuance of 
the use of the mark on the particular goods for a time did not 
establish abandonment. 


3 Columbus-Union Oil Cloth Co. v. Ben Hur Wilson (Des Moines Saw 
Mill Co., Inc., Assignee substituted), 156 M. D. 65, June 11, 1929. 
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In his decision with reference to an argument that the ex- 
aminer of interferences had based his decision on irrelevant testi- 
mony relating to the use of the marks on such goods as umbrellas 
and parasols, the Assistant Commissioner said: 


“|. . . while the acting examiner may have considered the testimony re- 
lating to the use of the mark ‘Rose Maid’ by the Rose Brothers Company 
on umbrellas, parasols, lamp shades, etc., yet he did not base his decision 
on such consideration. He found that the Rose Brothers Company used 
the mark on ladies’ underwear during the period between the years 1917 
and 1920, which was prior to the appellant’s use of said mark. He also 
found that said company ‘discontinued the use of the mark on these goods 
in 1920, and did not again resume use of the mark until May, 1926, and 
then for a different line of goods, namely, hosiery.’ ” 


With reference to the argument that the mark was abandoned 
by Rose Brothers Company because of the discontinuance of its 
use on ladies’ underwear, by a non-use from 1920 to 1926, the 


Assistant Commissioner said: 


' the evidence clearly shows that such discontinuance was due to the 
disruption in trade in ladies’ underwear brought about by the change that 
occurred at that time from the use of cotton goods to the use of silk and 
rayon for ladies’ underwear, and without any intention on the part of the 
Rose Brothers Company to abandon the use of the mark on these articles 
of trade. It seems evident from the testimony that it was the intention 
of said company to resume activity in the sale of these articles under its 
trade-mark when justified by trade conditions. There is nothing in the 
conduct of the company from which any intention to abandon the use of 
the mark on ladies’ underwear may reasonably be inferred.”’4 


Nore: No appeal was taken by Sam Rosenberg & Company, of Los 
Angeles, Calif., from the decision of the examiner of interferences so far 
as it was adverse to it. 


Non-Conflicting Marks 


Moore, A. C.: Held that the applicant is entitled to register 
the term “Polly Peachtree” as a trade-mark for toilet water, per- 
fumes, etc., notwithstanding the prior use and registration by op- 
poser of the terms “Peaches” and “Peach Blow,” as trade-marks 
for the same goods. 

The ground of the decision is that the applicant’s mark is not 
so similar to the marks of the opposer that its use would be likely 
to cause confusion. 


4The Rosemaid Company v. Rose Brothers Co., 156 M. D. 82, June 
28, 1929. 
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In his decision, after stating that the contention of the op- 
poser was, in effect, that under its trade-marks, “Peaches” and 
“Peach Blow,” it is entitled to an exclusive monopoly of the word 
“Peach” as a trade-mark for toilet articles, whether used alone or 
in combination with other words or phrases, without regard to the 
idea conveyed, the Assistant Commissioner said: 


“It is believed that such contention is too extravagant and is incon- 
sistent with the opposer’s own acts in recognizing trade-mark distinctions 
between its marks, viz., ‘Peaches,’ ‘Peach Blow,’ ‘Peaches and Cream.’ 
and ‘Velvet of Peaches,’ in each of which the word ‘peach’ occurs. The 
test of identity of trade-marks is primarily the impression they produce 
upon the public mind. If they create in the mind of the public the same 
object of thought, they may ordinarily be regarded as identical within 
the meaning of the trade-mark law; but where they create different ob- 
jects of thought, they may not be so regarded. 

“The word peach primarily creates in the mind the idea of a fruit 
known by that name; whereas the word peachtree creates in the mind 
the idea of a tree of the peach-bearing variety. In such terms as peach- 
tree and peach blow the words tree and blow may be regarded as the root 
words which are, respectively, qualified by the word peach. Certainly, the 
average member of the public would not confuse a peach with a tree, 
assuming this to be the only distinction between the two marks. There 
is, however, another and a more important distinction between the two 
marks. The applicant’s mark Peachtree is qualified by the word Polly, 
the two words creating in the mind an object of thought totally distinct 
from Peaches or Peach Blow.”5 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for various knitted and textile underwear, the term 
“Silkenese,” notwithstanding the prior adoption and use by op- 
poser of the term “Celanese,” as a trade-mark for threads, yarns, 
fabrics and garments on the ground that the marks are not decep- 
tively similar. 

In his decision, after pointing out that the opposer had been 
long engaged in production of artificial silk yarn from cellulose 
acetate, which product differs both chemically and physically from 
what is known in the trade as rayon and requires special treatment 
in dyeing and in handling the fabrics made from the yarns; that 
it has spent large amounts of money in advertising and has a very 
valuable good will; and stating that, under those circumstances, 


5 Bourjois, Inc. v. Cheatham Chemical Company, 156 M. D. 69, June 
24, 1929. 
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any doubt must be resolved against the applicant, the later comer; 



























the First Assistant Commissioner said, with respect to the goods: 





“While extensive manufacture of garments has not been shown by 
the opposer, although it discloses that its mark appears on goods manu- 
factured by purchasers of its fabrics, yet it is believed to be proper to 
hold that confusion would result if the same mark appeared upon garments 
of the kind made by the applicant and also upon the fabrics of which 
such garments were made. It is deemed the goods possess the same de- 
scriptive properties.” 


With respect to the marks, after pointing out that the only 





similarity between the two marks resides in the suffix “nese’’ or 
“ese” and noting that this suffix has a definite meaning, the First 
Assistant Commissioner said: 


“The word ‘silken’ of the applicant’s mark is an ordinary descriptive 
word indicating a quality or the nature of the fabric or the goods. There 
is nothing similar in appearance, significance, or meaning between ‘celan’ 
and ‘silken’ and there is only a remote similarity in sound. The similarity 
between the two notations is regarded as residing substantially entirely 
in the suffix ‘nese’ or ‘ese.’ If the opposer were the first to adopt upon 
goods of this character a notation ending in these letters, its claim for 
the broad protection it seeks might be more favorably considered. The 
applicant has, however, established that trade-marks having these same 
letters as suffixes have been used and are still used upon goods of this 
same general character from a date long prior to the earliest date opposer 
entered the field. 

= . . In view of these established facts as to prior adoption and 
use of marks upon this class of goods, which marks have the same suffix 
which constitutes the only similar portion of the two marks here under 
review, it is deemed the opposer is not entitled to such a breadth of pro- 
tection as would preclude others from using any mark or notation however 
dissimilar from opposer’s which has this same suffix. 

“It is believed the descriptive and well-known term ‘silken’ when used 
in conjunction with the suffix ‘ese’ forms a suggestive notation which, when 
used as a trade-mark, does not invade any rights the opposer is entitled 
to assert.”6 


6 Celanese Corporation of America v. Vanity Fair Silk Mills, 156 
M. D. 76, June 17, 1929. 
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Tue Vortex Manvuracturine Co. et at. v. THe Piy-rite 
ContracTiIne Co. ET AL. 


United States District Court, District of Maryland 
June 11, 1929 


Trave-Marx InraincemeNtT—TeEst. 

It is impossible to lay down a definite line of division between 
infringing and non-infringing marks, the question of similarity being 
of necessity a matter of impression. 

Trape-Marxk Inraincement—‘Par-Locx” ann “Priy-Rrre”—Non-Con- 

FLICTING Marks. 

In a suit to enjoin the use of the name “Ply-Rite” as a trade- 
mark for a process for applying material to surfaces as infringing 
the trade-mark “Par-Lock,” used on similar goods, held that, although 
“Ply-Rite” suggested “appliers,” the name by which those applying 
the plaintiff's process are commonly known, plaintiff had no ex- 
clusive right to the latter term; moreover, the words “Par-Lock” and 
“Ply-Rite” are not so similar in sound or appearance as to bring them 
within the rule of infringement. 

Unram Competirion—Derense—‘Unctean Hanpns.” 

The defense of “unclean hands,” to prevail, must usually be 
based upon conditions existing at the time when equitable relief 
was sought. Misrepresentations discontinued before the suit was 
brought are not available as a defense. 

Unrar Competition—Passino Orr. 

Defendants, who, while infringing plaintiff's patent, sought to 
divert its trade by representing that their product “Ply-Rite,” al- 
though made of cheaper material, was equal to plaintiff’s article, 
were guilty of unfair competition. 


In equity. Action to enjoin infringement of trade-mark and 
unfair competition. Decree for plaintiff on both counts. 


Albert H. Bates, for plaintiff. 
Donald A. Gardiner, of Washington, D. C., and Herbert R. 
O’Connor, of Baltimore, Md., for defendants. 


Coteman, J.: The bill of complaint, which is brought by the 
Vortex Manufacturing Company, an Ohio corporation, the exclusive 
licensee of Charles H. Parkin, deceased, and the Union Trust 
Company of Cleveland, executor of the Parkin Estate, against 
the Ply-Rite Contracting Company, a Maryland corporation and 
five individuals, citizens of Maryland and officials and directors of 
that company, asks for relief on four separate grounds: (1) in- 
fringement of Parkin patent No. 1,282,460 (application filed 
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February 15, 1916, and patent granted October 22, 1918), of 
which Charles H. Parkin was the inventor; (2) infringement of 
Bagnall and Taylor patent No. 1,239,074 (application filed June 
16, 1916, and patent granted September 4, 1917), of which Parkin 
was the owner; (8) infringement of plaintiff’s registered trade- 
mark “Par-Lock”; and (4) unfair competition. For convenience 
and simplicity, the parties plaintiff will be referred to in the 
singular number. 

(Discussion of patent infringement is here omitted.) 

The trade-mark: We now come to a consideration of the third 
branch of the case, namely, plaintiff's contention that the trade- 
mark “Par-Lock” is infringed by the name “Ply-Rite.” It is 
claimed that the similarity in sound and appearance of the two 
words, as well as in the thought suggested by them, is sufficient 
to constitute infringement. 

There is some similarity in their sound. In pronouncing either 
word, one must pronounce the letters P, R and L. Both words 
are hyphenated, and contain not only the same number of letters, 
but each begins with the same letter, each has three letters in its 
first part, and four letters in the latter part. All of these facts 
may occasionally cause some confusion, especially when either 
word is sought to be expressed quickly or in quick repetition, as 
was evidenced during the course of the trial by unintentional in- 
terchange of the words by witnesses and counsel. It is claimed 
by plaintiff that the thought suggested by the two words is even 
more productive of confusion, especially because the words relate 
to the applying of materials to a surface; because those who do 
Par-locking are known to the trade as “Appliers,” and because 
the name Ply-Rite suggests the right to apply. 

The question of similarity of trade-names as applied to a 
particular product or process must of necessity be a matter of 
impression. Between the two extremes, the absolute copy of a 
name and a name which is radically and essentially different, there 
are innumerable other names with varying degrees of difference, 
and it is impossible to lay down a definite line of division between 
infringing and non-infringing names. The manner in which the 
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alleged infringing word is written, used or displayed, that is, the 
character of type employed, and other matters directly related to 
the display, must be taken into consideration. In the present case, 
the appearance of the two words is less similar than is their sound. 

In fact, the Court finds no such simulation in the use of the 
word Ply-Rite on defendants’ letterheads or otherwise, as would 
warrant a finding of infringement on the ground of appearance. 
The thought suggested by the two words is not really productive 
of such confusion as plaintiff claims. It has no exclusive right 
to use the name “Appliers,” and it is only through the added as- 
sociation of this word that the same idea is likely to arise. None 
of the cases to which we have been referred appear to go to the 
length sought by plaintiff. Nor does the Court feel that there is 
such similarity in sound as to bring the word within the rule of 
infringement. 

If, therefore, there is not such substantial similarity in sound, 
appearance, or thought suggested, as to warrant a declaration of 
infringement on such grounds alone, are we justified, nevertheless, 
in extending the rule by reason of any other evidence in the case? 
Plaintiff contends that we are; that the general rule should be 
enforced more strictly against the present defendants because 
they are not business rivals on an equal footing, but have branched 
off from plaintiff's licensee, and have dealt with its customers and 
operated in defiance of its patents, and that under such circum- 
stances, it was all the more incumbent upon defendants to choose 
a name which could not possibly be confused with the trade-name 
of their original employee. 

But we do not think this sufficient, because, as has been said 
in a recent decision, “while an identity in meaning or even an 
analogy therein, between the trade-mark word and the claimed 
infringing word, may well make out a case of deception by unfair 
competition, when taken in connection with other evidence, which 
alone would be insufficient, yet we are not aware of any authority 
which justified finding infringement of a technical trade-mark 
from such analogy or identity only, unaccompanied by substantial 
similarity in appearance, display or sound, and we are not satis- 
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fied that any principle justifies the extension of the rule to such 
a case.” Block v. Jung Arch Brace Co., 800 Fed. 808, 318 [14 
T.-M. Rep. 475]. 

The Question of Unfair Competition: This brings us to the 
last question, namely, whether, independently of the matter of 
trade-mark infringement, defendants have been guilty of unfair 
competition. In support of its contention that defendants’ prac- 
tices have been unfair, plaintiff showed instances of defendants 
having gone to the contractor on a particular piece of work after 
the architect had specified “Par-Lock” and having arranged to 
have Ply-Rite substituted; of having gone to the very customers 
of the plaintiff and under bid the plaintiff on the particular job, 
with the result that plaintiff was compelled to reduce its price 
in order to obtain the contract; and of claiming, orally and in 
writing, that their material was fully equal to Par-Lock. 

There is, however, no proof that in any of these alleged in- 
stances did defendants actually attempt to palm, or pass off their 
product as that of the plaintiff, or did they ever induce the actual 
breach of a contract. However, these are only two of the various 
practices that are actionable as unfair competition. Today the 
law of unfair competition is plastic. The test is simple, and lies 
in the answer to the question: Has the plaintiff's legitimate busi- 
ness been damaged through acts of the defendants which a court 
of equity would consider unfair? The Court feels that the evi- 
dence requires an affirmative answer to this question. 

Through the peculiarly intimate knowledge which the defend- 
ants had acquired of plaintiff's process, they were able to make 
serious inroads upon plaintiff's business, and the manner in which 
they did it was not without its element of unfairness. Intent is 
a vital element in questions of this kind. Defendants knew that 
they used a cheaper grade of asphalt in their bond material than 
did plaintiff. By reason of this fact defendants could, and had 
a legal right to, quote a cheaper price, but they did not have a 
right in so doing to state, as they did, that their material and 
process was fully equal to that of Par-Lock whose process they 





scnapibeniianaA SOE a in 





VORTEX MFG. CO. V. THE PLY-RITE CONT. CO. 315 


were in the act of infringing. See Topliff v. Topliff, 145 U. S. 
156 (12 S. Ct. R. 825). 

Defendants have not merely denied any claim of unfair com- 
petition, but have answered with a counter-charge that plaintiff 
itself has been guilty of unfair practices, namely, that the plaintiff 
comes into court with unclean hands. They rely upon numerous 
letters, written to the trade, in which plaintiff stated that “any 
company putting sand in asphalt in any manner for the purpose 
of bonding the finish coat infringes the Par-Lock patents.” How- 
ever, it is well settled that to preclude a plaintiff from relief, 
his misrepresentations must be both intentional and material so as 
to constitute a deliberate fraud upon the public. Liberal allow- 
ance will be made for trade exaggerations. 

There is no evidence in the present case that such statements 
as the aforegoing exceeded the legal bounds. They should be 
taken as being at most an inaccurate analysis of plaintiff’s patents 
which are referred to in the very same letters—an inaccuracy due 
rather to an excess of business zeal than to any deliberate 
misrepresentation. 

Furthermore, all of such statements appear to have been made 
prior to the filing of the present suit. In the absence of unusual 
circumstances, misrepresentations that have been discontinued be- 
fore commencement of a suit cannot be availed of as a defense. 
That is, the defense of unclean hands, to prevail, must usually 
be based upon conditions existing at the time when equitable relief 
is sought. Coco-Cola v. Coke Co., 254 U.S. 148 (41 S. Ct. R. 118), 
Mowie Nerve Food Co. v. Modoz Co., 158 Fed. 487; 162 Fed. 649. 

The fact that defendants may have discontinued their infring- 
ing practices is not sufficient to save them from both an injunction, 
and from an accounting in damages. Plaintiff, however, claims that 
defendants’ conduct has been sufficiently aggravating and wanton 
as to warrant the imposing of treble damages permitted by the 
statute. But with this we are not inclined to agree. The assessing 
of such additional damages is entirely discretionary with the Court. 

A decree will be entered (1) declaring the Parkin patent 
valid as to all claims, and enjoining defendants from infringing 
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it; (2) declaring valid, claims 1 to 6, inclusive, of the Bagnall 
and Taylor patent, and enjoining defendants from infringing any 
of these claims; (8) enjoining defendants from further unfair 
competition in the manner herein named; and (4) referring the case 
to a Special Master to determine and report the damages and 
profits. 


Saunpers v. Pigety-Wiegety Corporation 


PieGiy-WicGLty CorPoRATION v. SAUNDERS 
(30 F. [2d] 385) 


United States Circuit Court of Appeals, Sixth Circuit 
June 18, 1929 


Unram CompPpetTiTion—Temporary Injunction, WHEN GRANTED. 

An order granting or refusing a temporary injunction is not 
determinative of the rights of the parties and may be granted by 
the court where it appears that the rights of all the parties can 
be best protected by issuing an injunction upon the giving of a 
proper bond. 


Trape-Names— Unrair Competition — “Picoiy-Wicoty” — Form or In- 

JUNCTION. 

Where plaintiff conveyed to defendant all right, title and interest 
in the trade-mark “Piggly-Wiggly,” together with all other marks, 
copyrights and patents used by him in connection with the operation 
of certain self-service stores, held that he was properly restrained 
from the use of the said mark and certain methods and instru- 
mentalities covered by the contract, but was permitted the use of 
his name and methods of self-service then in common use. 


In equity. Appeal and cross-appeal from the decree in a 


suit to enjoin use of trade-name and for unfair competition. 
Modified and affirmed. 


Fitzhugh, Dizon & Osoinach, of Memphis, Tenn. for plaintiff. 
Miles, Waring & Walker, G. T. Fitzhugh and J. W. Farley, 
all of Memphis, Tenn., for defendant. 


Before Denison and Donanve, Circuit Judges, and Hickxen- 
Looper, District Judge. 


DonanveE, C. J.: Cause No. 4148 is an appeal from an order 
and decree granting a temporary injunction in an action pending 
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in the District Court in which the plaintiff, the Piggly-Wiggly 
Corporation, asks a perpetual injunction restraining the defendant, 
Clarence Saunders, from doing and performing certain acts claimed 
to be in violation of the terms and conditions of two separate 
contracts made and entered into between the Piggly-Wiggly Cor- 
poration and Saunders. Cause No. 4144 is a cross-appeal from 
the same decree. 

The plaintiff's bill for an injunction avers, in substance, that 
prior to the year 1918, Saunders procured valuable patents from 
the United States government and many foreign countries cover- 
ing a system of merchandising known as the Clarence Saunders 
Self Serving Store; that he also obtained a copyright and trade- 
mark of the name “Piggly-Wiggly” as a designation of stores using 
this system; that he thereupon installed over the United States 
a chain of self-service retail grocery stores under this system known 
as the “Clarence Saunders Self Serving Stores,” and entered into 
license contracts with individuals and corporations in a great 
number of cities and towns in the different states for the operation 
of retail grocery stores, which stores in pursuance of such licensed 
contracts were opened and are now being operated; that in Sep- 
tember of 1918, defendant caused to be organized and incorporated 
under the laws of the state of Delaware the Piggly-Wiggly Cor- 
poration, the plaintiff in this action; that for and in consideration 
of $550,000 in cash and 15,000 shares of no par value common 
stock of said corporation, Saunders sold to the Piggly-Wiggly 
Corporation the property described in his written proposition of 
sale as “my business, and the good-will belonging thereto, estab- 
lished and built up by me under my own name and the name 
Piggly-Wiggly, comprising the establishing, operating, and the 
licensing of agents and subsidiary concerns to operate, Piggly- 
Wiggly Stores, and to use my trade-name, copyrights and inven- 
tions appertaining to such stores in the operation of the business, 
together with the right to operate under my United States patent 
No. 1,242,872, dated October 19, 1917. . . . All licenses granted 
under said patent to date and all beneficial interest therein. All 
trade-mark contracts granted to agents to this date and all bene- 
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ficial interest therein; certain applications for other United States 
Letters Patents now pending in the United States Patent Office for 
me in connection with Saunders Self Serving Store. . . . Certain 
other applications for patents in the course of preparation and to 
be filed, all relating to inventions and instrumentalities for use 
in connection with the operation of Piggly-Wiggly Stores and the 
business connected therewith. Any other inventions which I have 
made or may make hereafter in instrumentalities relating to and 
for the purpose of the business aforesaid in the United States, and 
will agree, at the expense of the said Corporation, to file applica- 
tions for United States patents for such inventions and to make 
proper agreements for the use thereof by the said corporation in 
connection with Saunders Self Serving Stores; also all copyrights 
registered or to be registered by me for subject matters relating to 
said business; also all trade-mark rights, both under United States 
statutes and under the common law, relating to or in connection 
with said business; also all beneficial rights under any other exist- 
ing contracts relating to said business which I now hold with any 
one.” That on the 25th day of August, 1919, the plaintiff pur- 
chased from the defendant certain foreign patents and applications 
for patents and interests described in a resolution adopted on 
that date by the stockholders of said company, for which it paid 
the defendant the sum of $210,000 in cash and issued to him 35,000 
shares in stock; that prior to the contracts of sale by the defend- 
ants to plaintiff, defendant had extensively advertised his own 
name as the originator and inventor of self service stores described 
in said contracts as the Saunders Self Serving Store; that after the 
execution of said contracts the plaintiff extensively advertised the 
patents and patent rights thereto as having been invented by Clar- 
ence Saunders; that after said plaintiff had purchased the property 
hereinbefore described from Saunders, that Saunders continued 
as its president, and as the president of the Piggly-Wiggly Stores 
Incorporation, a company organized by Saunders in 1919, under 
the laws of Virginia, which corporation obtained a license con- 
tract from the plaintiff corporation and opened and began to 
operate, and is now operating, a large number of stores; that as 





SAUNDERS V. PIGGLY-WIGGLY CORP. 319 


president of both of these companies Saunders advertised the 
name of Clarence Saunders as the originator of the system as 
extensively as he advertised the name Piggly-Wiggly, so that in the 
public mind the Piggly-Wiggly system was and is connected with 
the name of Clarence Saunders and the Clarence Saunders Self 
Serving Stores, both of which names, by reason of said advertise- 
ment, are valuable property rights. It is further averred that the 
defendant has applied for patents for what he terms a new system 
of self serving stores and is about to apply for a charter in some 
one of the states to be known as the Clarence Saunders Corporation, 
and also for a corporation to be known as the Clarence Saunders 
Stores Corporation and to have a copyright or trade-mark with a 
designation of some kind or description as Clarence Saunders Sys- 
tem or Clarence Saunders Stores; that it is the purpose of defend- 
ant to operate said stores and said corporation on the same prin- 
ciple of licensing operators as the plaintiff is now operating, and 
that defendant publicly states that he expects to organize a cor- 
poration for that purpose, capitalized with 50,000 shares of no par 
stock and sell to the public 10,000 shares at $50 a share and him- 
self retain the remainder; that defendant has announced his inten- 
tion to open a self service store in the city of Memphis, Tenn., 
at the northwest corner of Third Street and Madison Avenue, 
being one of the most prominent corners in the city of Memphis, 
for the sale of the same character of merchandise as sold by the 
Piggly-Wiggly Stores, Incorporated, and by the independent op- 
erators of plaintiff, and that he has put on the outside of the 
building in which he proposed to open this store the following: 
“Clarence Saunders Stores System”; that he has also painted a 
sign thereon as follows: “A New Invention—A New Store Origi- 
nated by Clarence Saunders to Open Here March 7, 1924.” It 
is further averred that the entire interior arrangement of said 
store is to be practically identical with the interior of the stores 
owned and operated by plaintiff and sold to plaintiff by defendants 
and known as the Clarence Saunders Self Service System of Stores. 
Plaintiff further avers that it purchased the good will of said busi- 
ness and the right to use without interference by the defendant 
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or others in its advertising the fact that this system of self serving 
chain stores was originated by Clarence Saunders; that it pur- 
chased and has the right to use without interference by defendant 
or others in its advertising the designation of these stores as Clar- 
ence Saunders Self Serving Stores. There are a number of other 
averments that need not be here stated. The plaintiff prays that 
the defendant be restrained from in any way using in connection 
with a store or self service stores, any duplicate of the arrangement 
of said stores as they existed when it purchased said rights and 
that defendant should be required to transfer, assign, and convey 
to it any patents that he may have procured that in any way 
constitute an improvement or in any way relate to self service 
stores in their interior arrangement or otherwise; and that the 
plaintiff may be enjoined from doing any of the things that will 
in any way interfere with the right of the plaintiff by the use 
of names and trade-marks, license, contracts, and good-will of 
plaintiff’s business. 

The defendant for answer denies that he has procured patents 
covering a system of merchandising known as Clarence Saunders 
Self Serving Stores, or that he obtained a copyright and trade- 
mark for the trade-name “Piggly-Wiggly”’; that he installed a chain 
of stores known as Clarence Saunders Self Serving Stores; that 
he ever entered into any contract providing for the opening of 
any retail grocery stores to be known as the Clarence Saunders 
Self Serving Stores; that he sold or proposed to sell to the plaintiff 
the use of his name or the right at any time to engage individually 
or to organize a corporation using his name to engage in merchandis- 
ing, but that he did sell to the plaintiff the exclusive right to use the 
name Piggly-Wiggly and any good-will attached to or resulting 
from the use of that name. He further denies that he adopted or 
intends to use the trade-name “Clarence Saunders Self Serving 
Store,” but on the contrary intends to use the trade-name “Clarence 
Saunders Stores System,” and admits that he intends to open 
a grocery store at the northwest corner of Third Street and Madi- 
son Avenue in Memphis, Tenn., but denies that the entire interior 
arrangement of said store is to be practically identical with the 
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interior of the stores owned and operated by plaintiff. He admits 
the right of the plaintiff to advertise its system of self service chain 
stores as the system originated by Clarence Saunders, but denies 
that he sold the right to use his name as a trade-name or trade- 
mark, and avers in his answer that his loss will be irreparable if he 
is restrained from proceeding to open this store and conduct 
business as contemplated. 

A temporary restraining order issued, and on March 18th 
this restraining order was continued for 10 days from and after 
the 18th of March and on March 28th it was further extended to 
and including March 31st. From this order an appeal was taken 
by defendant upon the theory that the extension of the restraining 
order was, in effect, a temporary and interlocutory injunction. 

It appears from the order allowing this appeal, but not other- 
wise, that upon the execution by plaintiff of a further bond in the 
sum of $5,000 the court ordered that pending the appeal the 
temporary restraining order should continue in force to the extent 
of restraining defendant from opening, operating, or conducting 
any character of store or stores wherein he may seek to use any 
of the articles, instrumentalities, means, or methods embraced in 
the express terms of the contracts made the basis of this suit in 
use in connection with or appertaining to Piggly-Wiggly Stores; 
from using in any store or stores any inventions or new instrumen- 
talities or new means or methods the product of the intellect of 
defendant, made by him or any other person for him which fall 
within and are embraced by the terms of said contracts to which 
plaintiff is by such contracts entitled, whether the same shall 
relate to the exterior or interior arrangement of such store or stores 
or to the means or methods used in the operation thereof. How- 
ever, the writ shall not prohibit defendant from engaging in the 
mercantile business or from using self serving stores or self serving 
methods in connection with such stores as were in common use at 
the time of the execution of said contracts, and which do not fall 
within the scope of any of the patents, inventions, trade-marks, 
trade-names, instrumentalities, means, or methods conveyed to 
plaintiff by defendant by said contracts, nor shall it prohibit de- 
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fendant from the use of his own name in the operation of any 
such store or stores, provided his name shall not be used so as to 
cause it to appear that it is the Saunders Self Serving System of 
Stores or the Saunders Self Serving Methods used in connection 
with such stores as said matters and rights were conveyed in said 
contracts. A number of affidavits were filed on behalf of plaintiff 
and defendant respectively. While the rights of the parties ulti- 
mately depend upon the construction of the terms and provisions 
of the written contracts, nevertheless, before the rights of the 
parties are finally adjudicated the court should be fully advised by 
the evidence of all the facts and circumstances in relation to the 
business and the patents purchased by the plaintiff from the de- 
fendant, so that the scope and purpose of the contracts may be fully 
understood. An order granting or refusing a temporary injunction 
is not determinative of the rights of the parties, and may be 
granted by the court in the exercise of a sound discretion where it 
appears that the rights of all the parties can be protected by the 
issuing of an injunction upon the giving of a proper bond in a 
sufficient amount to compensate the defendant for the damages 
occasioned thereby. In this respect the party to the suit asking a 
temporary injunction must assume the risk of obtaining a favorable 
final decree. Orders granting or denying a preliminary injunction 
will not be disturbed by this court, unless it clearly appears that the 
court below has exercised the discretion vested in it on a wholly 
wrong comprehension of the facts or the law in the case. Rousso 
v. First National Bank of Detroit et al. (C. C. A. 6) 287 F. 278, 
and cases there cited. 

It is sufficient to say that it does not appear to this court that 
the trial court has abused its discretion, or has exercised that 
discretion under a misunderstanding or a wreng comprehension 
of the facts as they are made to appear by affidavits only, or the 
law applicable to these facts. There is one particular, however, 
in which the court, perhaps inadvertently, unduly limited the de- 
fendant. At the time Saunders invented the self serving methods 
sold to the plaintiff, there were then other methods of self-serving 
stores in common use, which might be adopted and used by any one 
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in so far as the Piggly-Wiggly Corporation was concerned. That 
being true, Saunders could not sell to plaintiff other methods that 
were in common use, and his contract of sale would in no wise bar 
him from the use of those methods in any retail stores that he 
might open thereafter. 

While the court recognized the right of Saunders to use these 
other methods, it overlooked the possibility that there may have 
been some improvements in self-service methods other than the 
Piggly-Wiggly methods, that were in common use at the time of 
the execution of this contract of sale, and if so, and the same do 
not infringe upon the Piggly-Wiggly method, then Saunders is en- 
titled to make use of such improvements and to that extent this 
temporary injunction will be modified. 

From the order modifying the original and supplemental re- 
straining order the plaintiff has filed a cross-appeal. The same 
rule applies to an order denying or modifying a preliminary in- 
junction that applies to an order granting the same. It does not 
appear that the trial court in modifying the original and supple- 
mental restraining orders exercised its discretion under a misunder- 
standing of the facts or law. There is no express provision in 
these contracts prohibiting Saunders from engaging in the retail 
grocery business or from operating self-service stores with instru- 
mentalities in common use in self-service stores other than the 
Piggly-Wiggly stores when these contracts were executed, or with 
any improvements therein that do not infringe the Piggly-Wiggly 
methods. Nor is there any provision written into these contracts 
in reference to the right of Saunders to use his own name in con- 
nection with such business. It is clear, however, that Saunders 
may not use his own name in such connection as to deceive the 
public or deprive the plaintiff of the benefits of the rights, privi- 
leges, and good-will of the business he originated, extensively adver- 
tised and sold to the plaintiff. 

The original and supplemental restraining order as modified, 
which modification seems to be accepted by all parties, including the 
trial court, as a temporary injunction, expressly provides that 
“Saunders must not use his own name in connection with such 
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stores in such a way as to cause it to appear that such stores are 
the Saunders Self Serving System Stores or the Saunders Self 
Serving Methods used in connection with such stores as such 
matters and rights were conveyed in said contracts.” 

This, we think, is, in general terms, the extent to which 
Saunders may be enjoined from the use of his own name in con- 
nection with the operation of self-service stores, and while it may 
be indefinite in some respects, it would seem to be sufficiently clear 
to control the conduct of the parties during the pendency of this 
suit. If, however, it should be found insufficient for that purpose 
the trial court may, upon proper showing, make such specific orders 
in reference thereto as the protection of the rights of the parties 
may require. 

For the reasons stated, the decree of the District Court, modi- 
fied as hereinbefore stated, is affirmed. The cost in this court to 
be equally divided between the parties. 


Sierra CuemicaLt Company v. Tony Berettini, JoHN SULLIVAN 
aNp Louis BERETTINI DOING BUSINESS AS Rarnprop CHemicaL Co. 


United States Circuit Court of Appeals, Seventh Circuit 


June 20, 1929 


Trapve-Marxs—Vauiniry—Svuccestive Marks. 
A trade-mark may be suggestive of a characteristic of the prod- 
uct and yet be valid, but in such a case the field is open to other 


traders to employ equally suggestive marks, provided only that they 
be not deceptively similar. 


Trapve-Mark InrrInceEMENT—TEST. 

It is sufficient to constitute infringement, if one adopts a trade- 
name or a trade-mark so like another in form, spelling or sound 
that one is likely to become confused or misled, who has no very 
definite or clear recollection as to the real mark. 


Trave-Mark InrrInceEMENT—“Rarnprops” ann “Rain Water Crystars” 
The word “Raindrops” held to infringe the trade-mark “Rain 
Water Crystals,” both used on a water-softening preparation. 


Trape-Marx InrrinceEMENT—PicrToriaL Marks. 
A mark consisting essentially of the representation of a rural 
landscape and falling rain, with the section of a cottage showing 
a water spout pouring water into a rain barrel infringes a mark 
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consisting of the picture of a water barrel with water gushing into 

the barrel from a spout shown against a corner of a building. It also 

infringes another mark, consisting of a picture of a child sitting under 

an umbrella, with the rain pouring over it and down a spout over- 
flowing a barrel. 

In equity. Action for trade-mark infringement. From a de- 

cision dismissing the complaint, plaintiff appeals. Affirmed as 

to defendant Louis Berettini, reversed as to the other defendants. 


Edward S. Rogers, Allen M. Reed and William T. Woodson, 
all of Chicago IIl., for appellant. 
Henry F. Freeman, of Chicago, Ill., for appellee. 


Before AuttscHuter and Page, Circuit Judges, and Lusz, 
District Judge. 


Lusg, D. J.: Appellant seeks reversal of a decree dismissing 
its bill for injunction against infringement by appellees of its 
trade-marks, and unfair competition. The bill was dismissed 
below for want of equity. 

The sole question here is whether appellees have infringed 
appellant’s trade-marks applied to carton containers of a compound 
used for softening water. 

On May 21, 1914, appellant applied for, and on September 26, 
1916, obtained registry of the mark “Rain Water Crystals,” and 
on March 17, 1919, it applied for, and on August 26, 1919, obtained 
registry of mark No. 126,482, depicting a water barrel, a water 
spout with water gushing from it into the barrel, with outlines of 
the siding of a building suggesting the location of the barrel as 
at a corner thereof. On the same date, to wit, March 17, 1919, ap- 
pellant applied for registry of its third mark, No. 127,506 (which 
it did not obtain until November 11, 1919), consisting of a picture 
“illustrating a child sitting under an umbrella with the rain pouring 
over it and down a spout overflowing a barrel.” 

Appellant has expended in the neighborhood of $500,000 in 
advertising its product. 

In 1927 appellees began to market a water softening compound 
in Streator, Ill., where their business is located, and in nearby 
communities, which product they called “Raindrops.” The face of 
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appellees’ cartons containing their product carries an illustration 
of a rural landscape and rain falling, and in the right foreground 
appears a section of a cottage with a water spout at its corner 
gushing water into a barrel beneath it. 

Appellant has marketed its product in one and two-pound 
paper containers, red, black and white in color, carrying on their 
face the name “Rain Water Crystals” in large type near the top, 
with the illustration of the child under the umbrella, sitting in the 
rain near the overflowing barrel, described above, and on the back 
of the cartons, in the upper center in red, an illustration of the 
barrel at the corner of the building with the water gushing from 
the down spout into it. 

Appellees’ containers were one-half, and one and one-half 


pound in size, blue and white in color, the face being mainly 
covered by the picture of the rural scene, the rain, and the section 
of the cottage with its down spout and barrel, as above described, 
with the word “Raindrops” printed in large letters across the 
sky line of the picture. The cartons of each party indicate the 


name and location of the manufacturer, and bear miscellaneous 
printing recommending uses for the contents, and directions for 
such use; and, in addition, appellant’s bear the assertion, “Softens 
the hardest water,” while appellees’ bear, “Softens hard water.” 

From the foregoing it is apparent that appellant’s trade- 
marks are not of that class known as arbitrary and wholly fanciful. 
They are rather of the kind known as suggestive. While not sug- 
gestive of the ingredients of its product, they are suggestive of its 
characteristics or properties. While all soft water is not rain 
water, all rain water is soft, and we think of rain water and soft 
water as quite the same thing, and we venture that even in this 
modern day the old-fashioned rain water barrel under the down 
spout is closely associated by most, if not all, persons with soft 
water. No serious attack is made upon the validity of appellant’s 
trade-marks. 

They fall quite clearly in that line of suggestive marks dealt 
with by this Court in Enoch Morgan’s Sons Co. v. Ward, 152 Fed. 
690 (7 C. C. A.), and particularly the mark consisting of a 
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drawing “of a human face observing itself reflected in a pan,” as 
applied to a cake of scouring material called Sapolio. In that 
case the validity of the mark, as suggestive of the claimed char- 
acteristic of Sapolio that it would make things bright enough to be 
used as mirrors, was upheld. 

A trade-mark may then be suggestive of a characteristic of 
the product and yet be valid, but in such case the field is open to 
other traders to employ equally suggestive marks, provided only 
they be not deceptively similar. Ostermoor § Co. v. Rose Spring 
§ Mattress Co., 5 F. (2d) 268 (D. C. A. [15 T.-M. Rep. 467]; 
Strus Soap Co. v. Royal Lemon Products Co., 2 F. (2d) 972 (8 C. 
C. A.) [15 T.-M. Rep. 266]; General Baking Co. v. Ward Baking 
Co., 4 F. (2d) 304 [15 T.-M. Rep. 158]. 

It is not claimed that appellees infringed appellant’s package. 
The color schemes and general appearance of the packages differ 
materially. The contention is that appellees’ mark is deceptively 
similar to the registered marks of appellant. The Sapolio case 
(supra) is authority in this Court to sustain the proposition that 
mere differences in the package or dress will not prevent infringe- 
ment of a registered mark, if it is in fact colorably imitated. 

The same case is authority for the proposition that while ap- 
pellant may not exclusively appropriate to itself the idea that its 
product will make hard water soft like rain water, there is nothing 
to prevent suggestion of that characteristic of its product by the 
name “Rain Water Crystals,” or by the drawing of a child sitting 
in the rain under an umbrella of a barrel standing underneath a 
gushing down spout attached to the corner of a building. However, 
the field is open to appellees to use equally suggestive marks so 
long as they are not deceptively similar, and that presents the 
narrow question here involved. 

That “Raindrops” neither looks like, nor sounds like “Rain 
Water Crystals” seems clear. The former name is a single word, 
while the latter consists of three. The only thing common to both 
is the word “Rain,” and that may not be exclusively appropriated 
by either party. The most important distinction between appellees’ 
mark and appellant’s mark No. 127,506 is the dropping out by 
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appellees of the child sitting under the umbrella and inserting in 
its stead the landscape. 

Appellees’ rain barrel and gushing spout are prominent fea- 
tures of their mark, but share their prominence with the landscape 
and, the falling rain. Appellant’s overflowing water barrel and 
spout similarly share their prominence with the child under the 
umbrella. ‘Nevertheless, it is our impression that in both the 
falling rain with the down spout gushing water into the barrel is 
the dominant note. 

More clearly is it apparent that appellees’ mark includes, as 
its dominant feature, the whole of trade-mark No. 126,482 of 
appellant. It is true that appellees have added to appellant’s 
bare representation of the rain barrel located beneath the gushing 
water spout at the corner of a building considerably more detail, 
disclosing sufficient of the building to indicate that it is a cottage, 
together with the rural landscape, with representation of falling 
rain; nevertheless, these are differences serving to prevent appellees’ 
mark from being an exact copy of appellant’s, but which will not 
prevent infringement. 

The ultimate question of deceptive similarity is of necessity 
one of impression from ocular examination of the pictorial marks 
while bearing in mind, as was said in Gehl v. The Hebe Company, 
276 Fed. 271 (7 C. C. A.) [12 T.-M. Rep. 154], “that the in- 
terest of the average consumer in either of the brands is probably 
not such that he would charge his mind with the precise form and 
sound of the word,” and as said in Northam Warren Corporation 
v. Universal Cosmetic Co., 18 F. (2d) 774 [17 T.-M. Rep 203]: 

“But it is sufficient (to constitute infringement) if one adopts 
a trade-name or a trade-mark so like another in form, spelling, or 
sound that one, with a not very definite or clear recollection as to 
the real trade-mark, is likely to become confused or misled.” 

It is true that appellant has used its trade-mark No. 126,482 
upon the back of its packages, but we see no reason why appellees 
should be permitted to restrict appellant to that location for this 
trade-mark; nor does the argument, that because appellant has 
placed this trade-mark upon the back of its packages it is no 
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infringement for appellees to place a deceptively similar one on 
the front of their cartons, make strong appeal. Our conclusion is 
that appellees’ mark infringes both trade-marks No. 126,482 and 
127,506. 

On the trial below the undisputed evidence showed that the 
defendant Louis Berettini had no interest in the business of the 
two other appellees, but was a mere employee, and as to him the 
decree is affirmed; but as to the two other appellees the decree 
is reversed, and the cause remanded for further proceedings in 
accordance with this opinion, appellant to recover its cost in this 
court. 


Metat StTamPine CorPoRATION AND STANDARD Propvucts Mra. 
Co. v. Generat Motors CorPoraTIon 


United States Circuit Court of Appeals, Seventh Circuit 
June 18, 1929 


Trave-Mark InrrincemMeNT—Use or Mark on RepiacemMent Parts. 

The use by appellants on their hub caps for automobiles, sold as 
replacement parts, of appellee’s registered trade-marks, “Buick,” 
“Oakland,” “Chevrolet” and “Pontiac,” tends to make the public 
believe that such parts are the product of the appellee. The decision 
of the District Court granting an injunction was affirmed. 

In equity. From a decision enjoining use of certain automo- 
bile names on replacement parts therefor, defendants appeal. Af- 
firmed. 


Arthur H. Boettcher, of Chicago, Ill., for appellant. 

John W. Michael and Thomas F. Howe, both of Milwaukee, 
Wis., and Henry S. Rademacher, of Chicago, IIl., for 
appellee. 


Before AtscnHuter, Evans and Pages, Circuit Judges. 

Auscnuter, C. J.: The appeal is from an order of the dis- 
trict court awarding a preliminary injunction against appellants, 
restraining them from making, or marketing when so made, hub 
caps for automobiles upon which appear the names “Buick,” “Oak- 
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land,” “Chevrolet,” or ‘Pontiac,’ in unqualified imitation of ap- 
pellee’s registered trade-marks for such names, as applied by 
appellee to the hub caps of automobiles which appellee manufac- 
tures and sells under such several names. 

As is well understood, the hub cap is screwed onto and covers 
the hub of the wheel, and has the function of protecting the bear- 
ings against dust and grit. Caps for the various makes of cars 
are of different size and design, and are evidently made to be 
ornamental as well as useful. As the caps of these makes pro- 
trude more or less prominently, they are quite subject to injury 
from contact, and in their use quite occasionally become unscrewed 
and lost, making replacement necessary. They are, in value, an 
insignificant part of the machine, those in question being listed 
to the user at from 20 to 85 cents apiece. 

It was the practice of appellants, one to manufacture and 
the other to distribute caps for the different makes of cars,’ in 
exact imitation of those wherewith the cars were equipped by 
their makers. An assortment of the various caps would then be 
placed upon a large display card, with name of car and price of 
caps printed on the card, and the cards thus equipped distributed 
among garages and other dealers in automobile parts, where the 
car owner seeking to replace a cap might select and purchase one 
like those on his car. 

The bill alleges that appellee is the manufacturer of these 
makes of cars, and the owner of the registered trade-marks which 
have long been used in connection with such cars; and that it 
manufactures and offers for sale the various replacement parts, in- 
cluding hub caps, in which it continuously does a large business. 

Appellants contend that the automobile owner himself has 
the lawful right to replace parts, and that therefore appellants 
have the right to make and to sell to the owners such parts for 
replacement. Generally speaking, this is not controverted. Indeed, 
appellee concedes to appellants the right to make and sell for 
replacement the hub caps in exact form of the originals; but denies 
the right to place upon the caps appellee’s trade-marks. It con- 
tends that the trade-mark indicates the origin of the product, and 
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its employment by another is calculated to lead the ultimate buyer 
to believe that the caps so marked were the output of appellee. 

This contention seems to be logical and just, and has the sanc- 
tion of excellent authority. A leading case is Moline Plow Co. v. 
Omaha Iron Store Co., 235 Fed. 519, (8 C. C. A.) [6 T.-M. Rep. 
553], where the plowshares for replacement in Moline Company’s 
plows were stamped with a monogram closely simulating the regis- 
tered trade-mark which the Moline Company placed upon its plow- 
shares, whether sold on its plows or sold for replacement. Al- 
though it appeared that upon each of the alleged offending shares 
there was pasted a printed statement that they were made by a 
concern other than the Moline Company, the court denied the right 
to make and sell for replacement purposes plowshares with the 
closely simulated Moline trade-mark thereon. 

In another case a maker of internal combustion engines, which 
were trade-marked with the name “Duro,” sought relief against 
a maker of spark plugs which were fitted for use in the Duro 
engine, from marking the spark plugs with the name “Duro.” In- 
junctive relief was awarded, and was sustained in Duro Co. v. 
Duro Co., 27 F. (2d) 339 (3 C. C. A.) [18 T.-M. Rep. 430]. 

But appellants contend that in the case of the hub caps the 
trade-mark thereon is made to serve the purpose not alone of a 
trade-mark, but to help give an individualistic and pleasing appear- 
ance to the car itself, which would be marred if an original hub 
cap should be replaced by another which was materially different 
in appearance from the rest, and that this would be the result if 
the replacement cap was not an exact imitation, in all respects, 
of the others. 

While we hardly think that this fact alone would be sufficient 
to justify appropriation of appellee’s trade-mark, we are of the 
belief that the suggestion is more argumentative than real. Cer- 
tainly when the car is in motion it would scarcely be perceptible 
whether, between hub caps otherwise alike, one had and another 
had not the name thereon; and since the different wheels of the 
car do not synchronize in their movement, it would only be by 





332 NINETEEN TRADE-MARK REPORTER 


chance that the lettering on any two of the caps would be in the 
same position when the car is at rest. 

It is easily conceivable that, other things being equal, many 
car owners may prefer replacement parts to be the product of the 
makers of their cars, in which case the maker’s trade-mark on 
the copied hub cap might induce the assumption that the hub cap 
was an output of the makers of the cars, and thus the buyer be 
deceived by this false indication of origin, and this wholly regard- 
less of whether or not such was the intent of those who made and 
sold the hub cap. 

That the cards on which the hub caps were placed bore the 
printed statement that the maker was one of appellants is quite 
beside the question. Purchasers may not notice the printing on 
the cards, and may act wholly upon the faith of the representa- 
tion of origin which the name on the cap is likely to convey. 

There is no potency in the suggestion, repeatedly put forth 
for appellants, that to sustain appellee’s contentions would give 
it a monopoly on supplying such replacement parts whereon it 
had placed its trade-mark, and would enable it to extort uncon- 
scionable prices from those who must have the parts. If the public 
insists upon having trade-marked parts which are the output of 
the original maker of the car, then in such sense the maker of the 
car may have a monopoly. We see no reason why the maker may 
not stamp its mark on every nut and bolt which enters into the 
construction. This would not prevent others from making and 
supplying for replacement such nut or bolt or other parts just like 
those of the original. But it would not justify others in placing 
thereon any distinctive arbitrary mark which would tend to make 
the public believe the parts to be the output of the trade-mark 
owner. 

If unconscionable and extortionate practices of the car maker 
in respect to the supplying of replacement parts may injuriously 
affect his status in a court of equity when he there seeks protec- 
tion of his lawful trade-marks, it is sufficient to say that record 
here so far discloses no facts which tend to indicate that for any 
such reason the court should have withheld its injunctive order. 
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From the present state of the record we are satisfied that it 
sufficiently appears that the placing of appellee’s trade-marks upon 
hub caps made and sold by appellants is a representation to the 
ultimate purchaser of their origin with appellee, and is to that ex- 
tent an invasion of its rights; and we must conclude that in award- 


ing a temporary injunction the district court did not transgress its 
discretion. 


Tecia Corporation v. Saton Tecra, Lrp. 


New York Supreme Court, Appellate Division 
(226 App. Div. 168) 


May 17, 1929 


Unram Competition—Damace ror InsJuNcTION—ImPproreRLy GRANTED. 

In a suit to restrain wrongful use of trade-name, held that, where 
there was a dissolution of the preliminary injunction in a substantial 
particular, defendant was entitled to a reference to compute the 
amount of its damages. 

In equity. Action for unfair competition in use of trade-name. 
Defendant appeals from order denying motion for reference and 
from order granting motion to strike out costs in its favor; also 
from order denying motion to vacate injunction. Reversed as to 
the first two appeals and affirmed as to the third. 


Neil P. Cullom (James E. Freehill and Henry W. Steingarten 
on the brief) all of New York City, for appellant. 

William Klein and Albert T. Scharps (Milton R. Weinberger 
of counsel), all of New York City, for respondents. 


Fincn, J.: There are here presented three appeals from as 
many orders. First, defendant appeals from an order denying a 
motion for a reference to ascertain the damages sustained by it 
because of a preliminary injunction granted in the action, which 
injunction was finally dissolved in part and in part sustained. 

The plaintiffs obtained a preliminary injunction restraining the 
defendant, (1) from doing business under the name “Salon Tecla, 
Ltd.,” or any other name of which “Tecla” is a part; (2) from 
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selling or offering for sale any goods, wares and merchandise, not 
originating from plaintiff, under the name or mark “Tecla”; and 
(8) from exposing to the public any and all signs, cards and 
advertising matter, or offering any written or printed matter con- 
taining the name “Salon Tecla, Ltd.,” or any other name of which 
“Tecla” forms a part. This preliminary injunction was granted 
on condition that the plaintiffs execute and deliver an undertaking 
providing that the plaintiffs will pay to the defendant so enjoined 
such damages not exceeding the sum of $2,500 as the defendant may 
sustain by reason of the injunction “if the court finally decides 
that the plaintiff is not entitled thereto.” This preliminary injunc- 
tion was affirmed without opinion by this court, by a three to two 
decision. (215 App. Div. 706.) After a trial of the action the 
injunction was limited so as to provide: “That defendant may 
make use of title Tecla Eagle or Salon Tecla Limited if written 
or printed or painted the same size type, not script type.” The 
trial court made the following conclusion of law: “2. That the 
plaintiff, The Tecla Corporation, was entitled to the preliminary 
injunction limited as above specified, contained in an order hereto- 
fore made by this court in August, 1925.” Upon appeal this 
court reversed the judgment and dismissed the complaint on the 
merits and reversed the conclusion of law above quoted. (223 
App. Div. 17.) Thereafter the Court of Appeals wrote a per- 
curiam opinion, as follows (249 N. Y. 157): 


“The use by the defendant of the peculiar and characteristic script 
which the plaintiff had long employed for the display of its name is 
calculated to emphasize unduly the similarity of names and forcibly to 
suggest to the public identity of origin or management. The judgment 
of the Appellate Division should be modified to the extent that defendant 
is enjoined from writing or printing the word ‘Tecla’ upon any signs, 
cards, stationery or advertising matter in the peculiar and characteristic 
script used by the plaintiff, and as modified, affirmed, with costs to the 
plaintiff in the Appellate Division and in this Court. . . . Judgment 


accordingly.” 

The remittitur of the Court of Appeals provided “that the 
judgment of the Appellate Division of the Supreme Court appealed 
from herein be and the same hereby is modified in accordance 
with opinion and as modified affirmed, with costs to the plaintiffs 
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in the Appellate Division and in this court.” Thereafter a judg- 
ment was entered in the Supreme Court upon the remittitur ad- 
judging “that the judgment of the Appellate Division heretofore 
entered herein is modified to the extent that defendant Salon Tecla, 
Ltd., is enjoined from printing or painting the word “Tecla’ upon 
any signs, cards, stationery, or advertising matter in the peculiar 
and characteristic script used by the plaintiffs, and as modified, 
affirmed, with costs to the plaintiffs in the Court of Appeals and 
the Appellate Division; and it is further adjudged that the plaintiffs 
‘ recover of the defendant . . . . the sum of $892.77 
costs as taxed by the clerk.” The plaintiffs thereupon moved to 
resettle the remittitur in the Court of Appeals, and said: “In 
form, however, the determination of the Appellate Division stands 
affirmed, and in view of the fact that the Appellate Division 
dismissed the complaint, it is apparent that unless the remittitur 
is cured there would be an anomalous situation of an injunction 
being granted while a dismissal of the complaint is affirmed.” This 
motion to resettle the remittitur was denied. Thereafter the defend- 
ant moved for a reference to ascertain the damages sustained by it 
by reason of the preliminary injunction. This motion was denied, 
and the defendant appeals. 

The defendant bases its right to a reference to ascertain its 
damages upon two grounds: First, it urges that the Court of 
Appeals affirmed the dismissal of the complaint by this court, 
and that the complaint standing dismissed, the defendant is entitled 
to a reference. It is obvious, however, that the effect of the decision 
of the Court of Appeals is to sustain the complaint in so far as 
that court granted affirmative relief to the plaintiff, and also to 
reinstate to that extent the finding of the trial court with respect 
to the right to the preliminary injunction. In other words, by 
the decision of the Court of Appeals it has been finally adjudicated 
that the plaintiff was entitled to the preliminary injunction as to 
part of the matters enjoined, namely, the use of the peculiar and 
characteristic script employed by the plaintiff, but that plaintiff 
was not entitled to enjoin the defendant from using at all the 
name “Tecla.” Unless the plaintiff is accorded affirmative relief 
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to this extent under the complaint, the modification of the Court 
of Appeals and the reasoned basis therefor goes for naught. The 
defendant secondly urges that, because for an appreciable period 
of time it was improperly restrained from using at all the name 
“Tecla,” it is entitled to have its damages ascertained therefor, 
notwithstanding that plaintiff was entitled to a part of the relief 
granted by the injunction. That a partial dissolution of a pre- 
liminary injunction entitles defendant to sue for the damages 
sustained, represents the majority view among the States of the 
United States, including New York. This result is in accordance 
with the equities, since if liability upon the undertaking only 
accrues upon total dissolution of the injunction, defendant suffers 
damages without a remedy and a situation arises to prevent which 
the undertaking was given. In New York the majority view was 
directly laid down in an early case and apparently has not since 
been questioned. In Pierson v. Ellis (46 Hun, 336) the court, 
by Martin, J., said: 


“The single question presented is, whether there was such a breach 
of the defendant’s undertaking as to entitle the plaintiff to a recovery.... 
He (the defendant) claims that as the court determined that the plaintiff 
in the injunction action was entitled to an injunction to restrain one of 
the acts mentioned in the order, there was no breach of the undertaking 
given on obtaining it. In other words, the defendant’s position is that 
if his principal had the right to enjoin the plaintiff from performing any 
one particular act, he might procure an injunction restraining him from 
performing that and any number of other acts, and still the person sign- 
ing his undertaking not be liable thereon. We do not think such a 
position can be sustained....This undertaking described the injunction 
and recited all the acts which were restrained by the order. The words 
‘such injunction’ clearly referred to the injunction granted, which enjoined 
all the acts enumerated. The defendant’s contract was, should the court 
finally decide that the plaintiff was not entitled thereto, that is, to the 
particular injunction described therein, then he would pay the defendant 
such damages as he should sustain by reason thereof, not to exceed $250. 

“In this case the court has finally decided that the plaintiff in that 
action was not entitled to such an injunction. It is true that the court 
held that the plaintiff in that action was entitled to an injunction re- 
straining the defendant from TT one of the enumerated acts, 
but such was not the injunction granted. The injunction granted was 
to restrain all the acts enumerated, which is quite another order from 
one restraining a single act. The effect of the defendant’s contention 
would be to require us to construe this undertaking as though it had pro- 
vided that the plaintiff would Ped only in the event that the court should 
finally decide that the plaintiff was not entitled to any injunction what- 
ever. Such is not a proper construction of the language employed. The 
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language of the undertaking is definite....And when the court finally 
decided in that case that the plaintiff was not entitled to the injunction 
granted, but only to an injunction restraining one of the acts enumerated, 
the defendant became liable on his undertaking.” 


Also, in 82 Corpus Juris, 451, it is said: 


“While it has been held that no damages can be recovered in case 
the injunction has been sustained in part and there was no abuse of the 
remedy, the weight of authority is that the partial dissolution of an 
injunction by a final decree is such a breach of the obligation of the 
bond as to give to the obligee a right of action thereon.” 


Also, in 40 American Law Reports Annotated, 990, it is said: 


“The majority of cases passing on the question whether partial dis- 
solution of an injunction breaches the injunction bond hold that a final 
decree dissolving an injunction in part is a breach of the injunction 
bond, and renders the sureties liable thereon.” 


It should be noted that the case at bar is not that of a modifica- 
tion of an injunction where the modification does not substantially 
change the relief sought. In such a case no reference may be had 
because no damages have been suffered. The rule applicable to 
such a situation is stated in 32 Corpus Juris (at p. 451) as follows: 


“Nevertheless, a modification of the injunction, if not to such an 
extent as to involve a decision that plaintiff was not entitled to 
the injunction substantially as granted, does not entitle defendant 
to bring an action on a bond conditioned to pay damages if the 
court shall finally decide that plaintiff was not entitled to the 
injunction.” The relief which plaintiff sought herein and for which 
it obtained the preliminary injunction was to prevent the use of 
the name “Tecla” in any manner. As noted, however, the relief 
which it obtained was only to prevent the use of the name ““Tecla” 
in the form of the peculiar and characteristic script which was 
used by the plaintiff. It follows that in the case at bar there has 
been a partial dissolution of the preliminary injunction in a sub- 
stantial particular, and consequently defendant is entitled to a 
reference to ascertain the damages which it has suffered. 

It follows that the order appealed from denying this relief 
should be reversed and the motion granted. 

The second appeal is from an order granting a motion to strike 
out the costs which were awarded by this court in favor of the 
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defendant and against the plaintiffs when it reversed the judgment 
after a trial at Special Term and denied an injunction in any form. 
Upon the modification by the Court of Appeals permitting an 
injunction against the use of the name in the peculiar and charac- 
teristic script employed by the plaintiff costs were awarded to the 
plaintiff in the Court of Appeals and in the Appellate Division 
and judgment for these costs has, as already noted, been entered. 
The plaintiff maintained in its motion to the Court of Appeals to 
resettle the remittitur that it was also entitled to the costs at 
Special Term. The decision of the Court of Appeals, in denying 
a motion to resettle the remittitur, distinctly, however, held to 
the contrary. This result was equitable for the reason that the 
costs as permitted by this court approximately offset the costs as 
allowed by the Court of Appeals and, since the plaintiff was 
unsuccessful in preventing the use of the name “Tecla” in any 
form but did succeed in obtaining approximately one-half the relief 
which it sought, it was just to allow neither party approximately 
to obtain costs. 

It follows that the motion to strike out the costs from the judg- 
ment as entered, following the decision of this court, should not 
have been granted and the order should be reversed and the motion 
denied. 

The third appeal is from an order denying a motion to vacate 
the decree granting the injunction in the modified form allowed 
in the decision of the Court of Appeals. It follows from what has 
heretofore been said that in modifying the judgment appealed 
from by entering the decree granting a permanent injunction against 
the use of the name “Tecla” in the peculiar and characteristic 
script used by the plaintiff, no error was committed, and the 
learned justice at Special Term correctly denied the motion to 
vacate this judgment as entered, and the order appealed from should 
be affirmed. 

The order denying the motion for a reference to ascertain 
damages should be reversed, with ten dollars costs and disburse- 
ments to appellant, and the motion granted. 
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The order granting the motion to strike costs from the judg- 
ment should be reversed and the motion denied. 

The order denying the motion to vacate the judgment should be 
affirmed, without costs. 


Dowu1ne, P. J., Merrett, McAvoy and O’Mattey, JJ., 
concur. 


First order appealed from reversed, with ten dollars costs and 
disbursements, and motion granted. 

Second order reversed and motion denied. 

Third order affirmed, without costs. 


Lee Howe. anp Swirt & Co. v. Buacxroor Creamery CoMPANY 
Idaho Supreme Court 


June 26, 1929 


Trave-Mark—Orat AssiGNMENT. 

Sale by plaintiff Howell to defendant under a parole agreement 
accompanying a bill of sale of the stock, fixtures and equipment, 
conveying the former’s business, trade-mark and good-will in con- 
nection with the manufacture and sale of butter under the mark 
“Bannock Brand,” held to be proven by the evidence. 

In equity. Action for alleged trade-mark infringement. From 


decision dismissing complaint, plaintiffs appeal. Affirmed. 


Peterson, Baum & Clark, for appellants. 
John W. Jones and Guy Stevens, both of Blackfoot, Idaho, 
for respondents. 


Baxer, D. J.: Both plaintiffs and defendants claim, as against 
the other the exclusive right to the use of the trade-name or mark 
“Bannock Brand” in the distribution of butter and, by the aid of 
injunctive process, seek to prevent the use of that name by the 
other. The claim of the plaintiffs is that Lee Howell, who for 
more than seven years had been engaged in the creamery and 
butter manufacturing business at Blackfoot under the name of 
Blackfoot Creamery, had, during substantially all of that time, 
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sold his surplus butter to the plaintiff, Swift & Company; that the 
company had adopted and exclusively used, though not recorded 
in the office of the Secretary of State as authorized by C. S. Sec. 
2316, the trade-name or trade-mark “Bannock Brand” under which 
this butter was marketed, and had built up an extensive demand 
for butter offered for sale under that brand. The defendants base 
their right upon the purchase by them from Howell of the entire 
business of the Blackfoot Creamery, including the good-will, busi- 
ness name and the trade-name and recordation in the office of the 
Secretary of State. There was a decree denying plaintiffs any 
relief and awarding to defendants the injunctive relief prayed for 
in their cross complaint. The plaintiffs have appealed. 

The evidence was conflicting, but that offered on behalf of the 
defendants and evidently accepted by the trial court was to the 
effect that the plaintiff, Howell, while in business at McCammon 
in about 1918 had used the name “Bannock Brand” on butter 
manufactured by him; that in 1918 he opened his plant at Black- 
foot and, from that time to the date of the sale to respondents, had 
sold his product under that name and one other; that Swift & 
Company had purchased from him his surplus butter and at the 
company’s suggestion he had wrapped the butter delivered in paper 
bearing the name “Bannock Brand”; that Howell, during the same 
time had sold “Bannock Brand” butter to other creameries, to 
hotels, restaurants and mining companies; that in October, 1926, 
respondents purchased the entire property, including supply of 
“Bannock Brand” wrappers, business name, good-will and trade- 
name from Howell who remained in their employ for a time, intro- 
duced them to his customers and delivered some “Bannock Brand” 
butter to local consumers; that the trade-name was registered at 
the suggestion of Howell. Respondents, for a short time, con- 
tinued to sell their surplus butter to Swift & Company, but dis- 
agreements as to price soon developed. Howell then promptly left 
the employ of respondents, opened a competing business in Black- 
foot and resumed the manufacture and distribution of butter under 
the name “Bannock Brand.” The respondents continued to market 
butter under the same name. Howell and Swift & Company then 
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commenced this action. The trial court found that the trade-name 
was adopted and used by and was the property of Howell and 
not of Swift & Company, and that it was sold by the former to 
the respondents. 

The assignments of error are: (1) The trial court erred in 
admitting testimony which, appellants contend, violated the parole 
evidence rule; and, (2) the insufficiency of the evidence to sustain 
the material findings of fact. 

There was no written contract of sale between Howell and re- 
spondents ; their agreement was wholly oral. Under this agreement 
respondents were let into possession and delivered checks repre- 
senting the full purchase price. Some three or four weeks after 
possession was surrendered and very soon after check for the final 
payment had been delivered to Howell, unpaid claims against the 
latter were presented. Respondents then stopped payment of the 
check and in an effort to comply with the provisions of the “Bulk 
Sales Law,” Howell delivered at respondent’s office an instrument, 
referred to as a bill of sale, which recited that he had sold to the 
respondents “the stock and equipment, furniture and fixtures and 
all personal property used in connection with the Blackfoot Cream- 
ery.” There was attached to this instrument an affidavit by Howell 
that all debts had been paid. The evidence objected to was to the 
effect that the good-will of the business and the trade-name, “Ban- 
nock Brand,” were sold to respondents. There was no denial of the 
testimony of respondents that the bill of sale and attached affidavit 
were executed merely in an effort to comply with the requirements 
of the Bulk Sales Law, and to enable the appellant Howell to obtain 
the balance of the purchase price, or that the original oral contract 


did not contemplate the execution of any instrument in writing 
other than deeds necessary to transfer the legal title to the land 
sold. The inference is well justified, if not required, that the bill 
of sale was neither executed nor delivered with the intention that 
it should evidence the contract of the parties or be the final ex- 
pression of their respective engagements, or even effect a transfer 
of the title to the personal property sold. This was the view of 


the trial court. The so-called parole evidence rule presupposes 
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the existence of some written instrument setting forth the agree- 
ment of the parties. Unless there is such contract, there is no 
writing to be modified or varied by agreement resting in parole, 
(22 C. J. 1105; 10 R. C. L. 1019; 10 Cal. Jur. 917; Hall v. Barnard 
(Ia.) 116 N. W. 604). There was no error in the admission of 
evidence. 

Appellants contend that the evidence is wholly insufficient to 
sustain the findings of the trial court that Howell and not Swift 
& Company conceived, first adopted and used, and thereby became 
the owner of the trade-name involved or that Howell, except in 
rare or isolated instances, sold butter so labeled to others or that 
Howell sold the trade-name to respondents. Having concluded that 
the evidence of the parole agreement was not improperly received, 
there is no merit to the contention that Howell did not sell to 
respondents and they did not purchase from him the trade-name. 
The finding that he did sell it to them is supported by substantial, 
though conflicting, evidence. We are also of the opinion that the 
evidence is sufficient to sustain the other findings of which appell- 
ants complain. The contentions of appellant that Swift & Company, 
by reason of priority of adoption and use of the trade-name in the 
distribution though not in the manufacture of the butter, became 
the owner of the name and privileged to exclusively use it notwith- 
standing registration by respondent, could be considered only 
after having first determined that findings contrary to those made 
were required by the evidence. 

The judgment appealed from is affirmed, with costs to re- 
spondents. 


Bunge, C. J., and Givens, Wa. E. Lee and Varian, JJ., con- 
cur. 
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BralTERMAN-FepperR CompaNy v. CARDILLI 
(45 Atl. Rep. 338) 


Maryland Court of Appeals 
March 19, 1929 


Unram Competirion—Dvupuication oF Goops—Maraices Improperty Os- 

TAINED. 

In a suit to enjoin sale by appellant of music rolls for player 
pianos made from matrices alleged to have been illegally acquired 
from appellee, and alleged to mislead the public, as to their origin, 
held on demurrer that the bill did not state a cause of action, since 
there was nothing in the facts alleged to deceive the public as to 
the origin of the goods. 


In equity. Action for alleged unfair competition. From an 
order overruling its demurrer to plaintiff's complaint, defendant 
appeals. Reversed and remanded. 


Morris Fedder and W. Conwell Smith, both of Baltimore, Md., 
for appellant. 


L. B. Keene Claggett (Bartlett, Poe & Claggett, on the brief) 


all of Baltimore, Md., for appellee. 


Stoan, J.: This is an appeal from an order of the circuit 
court of Baltimore City overruling a demurrer to the bill of com- 
plaint of the appellee, wherein the appellant is charged with unfair 
competition in the manufacture and sale of perforated music rolls 
for player pianos. 

The bill alleges that the appellee, with a place of business 
in New York for some years, has been engaged “in the business 
of making, through a manufacturer,’ piano player music rolls 
under the trade-mark, “Virtuoso”; and that during the same period 
the appellant was engaged in the same line of business, selling its 
product under the trade-mark “Mel-O-Art”; that since the year 
1922 the appellant has been manufacturing and selling 17 music 
rolls of the same “perforation and musical interpretation” as the 
rolls of the appellee, the only identification in the bill of complaint 
being the numbers of the rolls, but whether the numbers used by 
appellant or appellee, or both, the bill does not say; that the 
appellant, “in order to enable it to manufacture the said music 





344 NINETEEN TRADE-MARK REPORTER 


rolls referred to in the foregoing paragraph, improperly and il- 
legally acquired possession of duplicate masters or matrices of the 
masters and matrices owned and used by ‘the appellee’ in the man- 
ufacture of his perforated music rolls and thereupon proceeded 
to appropriate to its own use and benefit the duplicate masters or 
matrices so acquired; that the ‘appellant,’ since the year 1922, 
has been imitating, manufacturing and selling perforated music 
rolls taken from the duplicate masters or matrices, improperly 
and illegally acquired as aforesaid, under the trade-mark ‘Mel-O- 
Art’ and has caused said music rolls to be advertised throughout 
the trade in such a way as to mislead the public and to create the 
impression that the said music rolls were the same as the music 
rolls being manufactured and sold by ‘the appellee’; . . . that ‘the 
appellee’s’ good-will and business are being seriously injured and 
the public is being defrauded and deceived and said acts, if con- 
tinued, will result in irrevocable injury to” the appellee. The bill 
then prays (a) for an injunction to restrain the appellant from 
manufacturing, selling, or advertising for sale any of the music 
rolls referred to; (b) for an accounting; (c) for an answer to the 
bill; (d) for general relief. 

To this the appellant demurred, the first four reasons therefor 
going to the substance of the bill as a whole, the fifth that the bill 
was not accompanied by proper exhibits, and the sixth that the 
appellee had a complete remedy at law. 

The contention of the appellee is that on the allegations of its 
bill it is entitled to an injunction restraining the appellant from 
manufacturing or dealing in the 17 music rolls mentioned, on the 
ground that in so manufacturing and dealing in these rolls the 
appellee is unfairly competing with it; the defendant contending 
that, inasmuch as it is in effect charged with fraud, the allegations 
of the bill are too vague and indefinite for it to be on notice of 
the facts it is summoned to answer, and that, assuming the allega- 
tions and argument presented by the appellee’s brief to be true, 
it is not guilty of the unfair practices of which it is accused. 


“The general rule that vy bill in equity must contain a clear state- 


ment of the facts upon which the plaintiff relies for relief is applied with 
much rigor to a bill for injunction. . . . All the material facts must be 
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brought before the Court; there must be no concealment; all the res 
gestae must be represented as they actually are.” 

Miller’s Equity, 687-688. These requirements must be met 
by the plaintiff when the court is asked to pass a peremptory 
order for injunction, and, when the court is not disposed to grant 
such an order for want of a disclosure of all the essential facts, 
the defendant may be given notice by summons, as was done in 
this case, or by an order to show cause, so that the defendant may 
be heard before action be taken. Miller’s Equity, 689. This is 
on the theory that the court may be informed before taking sum- 
mary action in such cases. But in this case the charge, though not 
so named, is fraud (Miller’s Equity 118, 38 Cyc. 895); the de- 
fendant, appellee, is charged with having “improperly and il- 
legally” obtained the appellee’s goods, and with putting them out 
to the public as its own. Such charges are required to be alleged 
clearly and specifically, in no vague or uncertain terms. “In a 
charge of fraud the essential facts must be set forth, and any 
omission of a material circumstance cannot be supplied by sugges- 
tion in the bill or by conjecture on the part of the chancellor.” 
Homer v. Crown Cork & Seal Co., 155 Md. 66, 88, 141 A. 425, 488. 
Nor can the omission of the facts relied on be made up by inferences 
which must be drawn from the plaintiff’s conclusions, 88 Cyc. 894. 
Lipson v. Evans, 188 Md. 870, 877-878, 105 A. 312. 

Are the allegations of the appellee so clear and specific as to 
warrant the charge of fraudulent practices here made against the 
appellant? He says the appellant “improperly and illegally ac- 
quired possession of” duplicate masters or matrices . . . owned 
and used by him in the manufacturing of his perforated music 
rolls,” and appropriated to its own use, and then put duplicate 
piano player rolls out under its trade-mark “Mel-O-Art,” which 
bears no similarity to the trade-mark of the appellee, “Virtuoso,” 
and to this adds that the appellant “has caused said music rolls 
to be advertised throughout the trade in such a way as to mislead 
the public and to create the impression that the said music rolls 
were the same as the music rolls being manufactured and sold by” 
the appellee. The latter clause is a generalization and a conclusion 
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which did not inform the chancellor as to what the advertisement 
was, or wherein it was calculated to deceive or mislead the public. 


“Unfair competition consists in passing off or attempting to pass off 
upon the public the goods or business of one person as and for the goods 
or business of another. It consists essentially in the conduct of a trade 
or business in such a manner that there is either an express or implied 
representation to that effect.” 


88 Cyc. 756; 26 R. C. L. 875; Nims on Unfair Competition, 9; 
and this principle was applied by this court in Mundon v. Taxicab 
Co., 151 Md. 449, 185 A. 177, in a case wherein the appellant 
“attempted, by copying the color combination of the appellee's 
cabs, to appropriate some of the fruits of the latter’s enterprise 
and labor.” See, also, Burton v. Taxicab Co., 155 Md. —, 143 
A. 799. 

In the instant case the appellee seeks an extension of the rule 
in the Mundon case, and asks us to apply it to a case in which 
there is merely a copying of his unpatented product, with the im- 
print of the appellant’s trade-mark, a designation that bears no 
resemblance to the appellee’s trade-mark. The only resemblance 
charged is that the music rolls of the appellant have the same 
identical perforations as the rolls of the appellee, but it would 
require some stretch of the imagination to believe that, if this is the 
only imitation, it would deceive a customer unless there be some 
charge, in more definite form than the bill discloses, that the 
appellant advertises or holds out to the public information that its 
goods are the same as those of the appellee. It would be a rash 
presumption to say that a customer could look at a music roll, yards 
in length, and see the resemblance; it would be no easy matter 
for one not an expert to see the resemblance by comparing or 
matching them. The appellee charges the appellant with adver- 
tising its rolls in such a way as to deceive the public into the belief 
that it is solicited to buy the appellee’s product. If this is true, 
then the advertising matter should be exhibited with the bill, or full 
information as to such advertising set out in the bill. 

The bill alleges that the appellee is engaged in the business of 
making “through a manufacturer” perforated music rolls, and that 
duplicates of them are being made and sold, by the appellant 
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through the acquirement by it, improperly and illegally of duplicates 
of the masters or matrices used to produce the appellee’s music 
rolls. This is only the statement of a conclusion. The details ought 
to be given with sufficient facts for the chancellor to decide whether 
they were improperly or illegally acquired by the appellant. The 
appellee says the rolls are being made for it by a manufacturer. 
From this it cannot be inferred that the appellant improperly 
secured the masters or matrices from which the rolls of the appellant 
are made; it may be improper as between the appellee and his 
manufacturer, and otherwise as to the appellant. A statement of 
the arrangement between them might show a breach of contract 
with the appellee by the manufacturer. We are not deciding, if 
the facts relied on should be more clearly and with greater detail 
alleged by the appellee, that it would show a case of unfair com- 
petition, but we are not going to express an opinion until a case 
is presented. 

What the appellee asks this Court to do is to extend the 
principle of unfair competition to a case wherein there is no decep- 
tion of the public, but an alleged appropriation of the appellee’s 
methods of production of goods which the appellee could other- 
wise make and sell as its own. As authority for such a rule the 
appellee cites International News Service v. Associated Press, 248 
U. S. 215, 89 S. Ct. 68, 68 L. Ed. 212, 2 A. L. R. 298 [9 T.-M. 
Rep. 15]; Victor Talking Machine Co. v. Armstrong (C. C.) 182 
F. 711; Fonotipia, Ltd., v. Bradley (C. C.) 171 F. 951; Meccano v. 
Wagner (D. C.) 284 F. 912 [6 T.-M. Rep. 487]. The facts alleged 
in the bill are so meager as not to justify this court in applying 
the extension of the rule allowed in those cases to the one before 
us. The appellee has not stated a case which, in our opinion, meets 
the test of the authorities upon which he relies. When such a case 
is presented, we will then decide the question. 

Order reversed, and case remanded, with leave to the appellee 
to amend; the appellee to pay the costs. 
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Puiu A. Sincer & Bro., Inc. v. A. Hottanper & Son, Inc. 
(145 Atl. Rep., 621) 


New Jersey Court of Chancery 
April 8, 1929 


Trape-Names—License To Use. 

In a suit to enjoin use of a trade-name, after the license granting 
such use was revoked, where it appeared that the license was contin- 
ued in an agreement between the parties, whereby the business and 
good-will with the trade-marks were conveyed to defendant, the bill 
was dismissed. 


In equity. Suit to enjoin use of trade-name. Bill dismissed. 


Leber §& Ruback, of Newark, N. J., for plaintiff. 
Stein, McGlynn & Hannock (Merritt Lane, of counsel), all 
of Newark, N. J., for defendant. 


Backes, Vice Chancellor: The bill sets up that the complain- 
ant for ten years past has engaged in dyeing and dressing furs, 
and has built up a valuable good will and has and uses a registered 
trade-mark, known in the trade, to identify its fur dressing and 
dyeing, and that it has another trade-mark, not exactly like the 
registered one, which is also known in the industry and used to 
identify skins dyed and treated by it; that on August 6, 1928, it 
gave the defendant permission to use its trade-marks on marmot 
(ground hog) skins dyed by the defendant, by this letter: 


“Newark, N. J., August 6, 1928. 

“A. Hollander & Son, Inc.. Newark, New Jersey—Gentlemen: As 
part of our transaction evidenced by the agreement between us dated 
August 6, 1928, concerning the equipment in our Green St. plant and the 
other matters in said agreement provided for, we do hereby agree and 
consent that you may hereafter use and employ on Marmot skins dyed by 
you or by any of your subsidiaries the stamp or mark or legend of ‘Philip 
A. Singer & Bro. Inc.’ or any stamp, mark or legend like the one now 
used by us or similar thereto. Very truly yours, Philip A. Singer & Bro., 
Inc., by Philip A. Singer, President.” 


Claiming that this was a mere license, the complainant re- 
voked it and now prays an injunction because of irreparable harm 
that will come to its business if the defendant continues to use the 
trade-marks. It appearing on the face of the bill that the license 
formed part of an agreement in writing, the complainant was 
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ordered to set forth the whole of the arrangement, under rule 44, 
and, the complainant having complied, annexing a copy of the con- 
tract, it now appears that on August 6, 1928, the Singers sold 
their fur dressing and dyeing plant on Green Street, Newark, to 
the Hollanders, and agreed to give them their formulas for dressing 
or dyeing pelts, skins, or furs, other than rabbits, and not to en- 
gage in that line of business in the United States or Canada until 
after December 31, 1933. On their part, the Hollanders agreed 
to pay the Singers a royalty of two cents for every marmot skin, 
fur or pelt dyed by them in the meantime, and guaranteed a royalty 
yield of $40,000. At the end of the period the formulas are to 
be the property of both. The Hollanders also agreed not to use 
the name of the complainant in connection with their business. This 
presents an entirely different picture, and the case in its true 
light. It comes with ill grace from a suitor appealing to a court 
of conscience for relief to disclose only half the truth. Suppres- 
sion of facts material to the issue is neither ingenious nor ingenu- 
ous, and proper discipline would be to deny a hearing. 

In the fuller statement of the cause of action, protestingly 
submitted, the complainant, by way of avoiding the force and effect 
of the contemporaneous letters, alleges that it was not intended 
to be read as a part of the contract, but only to indicate the transac- 
tion out of which the license grew; that it was agreed that the 
license should continue only so long as the complainant consented ; 
that it was not intended as a part of the contract; that the license 
was without consideration; and finally that to treat the letter as 
a part of the contract and not a license would be repugnant to 
defendants’ covenant not to use the complainant’s name in its busi- 
ness. In short, the effort of the complainant is to deny the natural 
purport of its own deliberately chosen language. 

On this motion all matters well pleaded are to be taken as 
true, but allegations of the intention of the parties extra the con- 
tract, and oral arrangements contra the written undertaking, is 
not approved pleading. The intention of the parties and their 
agreement must be gathered from what they committed to writ- 
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ing and not from what they say was the understanding or they 
had in mind or intended should have been written into the con- 
tract. As to the plea of no consideration for the license, the 
facio ut facias inheres. And there is no conflict between the 
covenant and the “license.” Under one the defendant is not to 
use the complainant’s name in its business promiscuously; under 
the other, it may brand its finished product of marmot skins with 
the trade-marks; a proviso, not a repugnance. Chancellor Union 
Land Co. v. Jaffe (N. J. Sup.) 140 A. 395. 

The letter and the contract manifest the transaction. Read in 
conjunction, as they must be (13 C. J. 528, and New Jersey cases 
cited), they express the agreement of the parties, and as unmis- 
takably as plain words can certify the letter formed an integral 
part of the contract, which inter alia gave the defendant the right 
to use the trade-marks on the type of skins it was to dye under 
the formulas, for the use of which it was to pay the royalty. 

The bill will be dismissed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Composite Mark 


Moorg, A. C.: Held that applicant is entitled to register, 
under the Act of 1905, the term ““Hydegrade,” as a trade-mark for 
knitted, netted and textile fabrics in the piece. 

In his decision, after noting that the record showed that the 
mark was registered in 1906 to applicant’s predecessor in business, 


but through inadvertence was not renewed, the Assistant Commis- 
sioner said: 


“In view of this fact, and the further fact that marks of this charac- 
ter have been registered, as evidenced by the decisions noted in the brief 
on appeal, the applicant is entitled to the benefit of any reasonable doubt 
as to the registrability of the mark. In said decisions such marks as 
‘Bellgrade,’ ‘Brown-Hoist, and ‘Tatronife’ were held to be registrable. 
In each of these cases a surname formed the first syllable of the mark, 


the last syllable naming the article of trade, or referring to the quality 
of such article.” * 


* Ex parte Fred Butterfield & Co., Inc., 156 M. D. 100, July 25, 1929. 
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Compound Surname 


Moorg, A. C.: Held that applicant is entitled to register, as 
a trade-mark for Portland cement, the term “Penn-Allen.” 

The ground of the decision is that, while each of the names 
included in this mark is the name of an individual, the compound 
word is not such a name and is registrable. 

In his decision, after referring to the Examiner's rejection on 
the ground that a registrable mark cannot be made by a combina- 
tion of two unregistrable words, he said: 


“The appellant contends that its mark ‘Penn-Allen’ does not consist 
merely in the name of an individual; that while the words ‘Penn’ and 
‘Allen, separately considered, are surnames, yet the combination forms a 
new entity, a word with no meaning, and with no function except as a 
trade-mark for appellant’s merchandise; also, that there is nothing in the 
statute which prohibits the registration of the appellant’s mark. 

“I have been unable to discover any good reason for refusing to 
register the mark. The mark is arbitrary, fanciful and novel, and is 
not the name of an individual, but functions as a trade-mark when appro- 
priated to the appellant’s merchandise.” 


And then, after referring to several decisions with relation to 
such marks and stating that the Supreme Court in Hamilton-Brown 
Shoe Co. v. Wolf Brothers § Co., 240 U. S. 251, 36 S. Ct. Rep. 269 
[6 T.-M. Rep. 169], 225 O. G. 1441, involving the trade-mark, 
“The American Girl,” had pointed out the distinction between 
marks in which unregistrable words, when combined, produce a 
mark having the characteristics of the word separately considered 


and those cases in which the combination is devoid of unregistrable 
characteristics, he said: 


“As pointed out by the appellant, the Patent Office has registered 
trade-marks consisting of the combination of surnames, and of these cases 
special reference may be made to the decision in Ex parte Crew-Levick Co., 
123 M. D. 4, 7 T.-M. Rep. 397, in which it was stated: 

“The words ‘Crew-Levick’ while a part of the applicant’s name are 
not all of it and there is no reason to suppose that they are together the 
name of anybody although the separate words may be surnames.” * 


Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for leggings, the notation “E-Z-On,” in 


*Ex parte Pennsylvania-Dixie Cement Corp., 156 M. D. 86, July 5, 
1929. 
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view of the prior use and registration by opposer of the notation 
“E-Z,” as a trade-mark for wearing apparel, including women’s 
and children’s waists, underwaists, union suits and sleeping gar- 
ments made of knitted and textile materials, on the ground that 


the goods are of the same descriptive properties and the marks 
deceptively similar. 


With respect to the goods, the First Assistant Commissioner 
said: 


“Since the goods upon which applicant claims use of its mark are 
leggings, there being no restriction as to the material of which the leggings 
are made, and since leggings, especially for children, are very frequently 
made of knitted and woven fabrics similar to the fabrics from which the 
underwear of knitted and textile material sold by the opposer is made, it 
is deemed the goods of both parties possess the same descriptive proper- 
ties. 

* . oe * 


“While it is clear enough no one would confuse the goods of the two 
parties in the sense that leggings would be purchased for waists, union 
suits, or sleeping garments, yet customers familiar with opposer’s goods, 
and believing them to be reliable and satisfactory in use, would be likely 
on seeing the applicant’s mark upon the knitted leggings to be led to 
think the leggings had the same origin as the opposer’s goods.” 


And then, after noting applicant’s argument, based upon cer- 
tain prior registrations of similar marks, that opposer is entitled 
only to limited protection, the First Assistant Commissioner stated 
that the marks disclosed in the registrations cited were not proven 
to have been still in use and almost all of them failed to carry 
their date of adoption and use back of the date established by the 
opposer and then said: 


“It is not deemed proper to hold that any failure of opposer to inter- 
fere or assert rights in connection with the use of these registered trade- 
marks justifies a finding that the opposition must fail. It is deemed the 
applicant has adopted a mark the use of which upon its goods in the same 


market in which the opposer’s goods appear, would almost certainly lead 
to confusion.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the words “Super Hygrade,” as a trade-mark for gasoline 
and lubricating oils, in view of the prior adoption and use by 


*The E-Z Waist Co. v. William Greilich & Sons, Inc., 156 M. D. 98, 
July 20, 1929. 
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opposer of the term “Super-Gas,” as a trade-mark for the same 
goods. 

In his decision, with respect to the contention that the opposer, 
which is shown to have been the first to adopt its mark, had aban- 
doned the use of it at the time the applicant entered the field, the 
First Assistant Commissioner, after noting that the opposer dis- 
continued the use of the mark in 1923 while it was seeking to 
improve its grade of gasoline and that in 1926, having succeeded 


in ridding the gasoline of an objectionable odor, had resumed the 
use of the mark, said: 


% >.«7 Se 2 did not, between 1923 and 1926, abandon its 
mark and is entitled to be deemed the first to adopt and use, as between 
the parties here involved, the word ‘Super.’” 


After noting that the applicant had registered the term “Hy- 
Grade”’ placed upon an irregular shaped background, with the word 
““Hy-Grade” disclaimed, and had also registered the term “Super- 
Grade,” with the word “Grade” disclaimed, and noting applicant’s 


argument that “Super” is merely descriptive of the goods, the First 
Assistant Commissioner said: 


“If it be admitted that ‘Super’ and ‘Hygrade’ are both descriptive 
of the goods, and this must be deemed established in the case at bar so 
far as applicant is concerned, then it must be held the two words when 
used together are none the less descriptive of the goods, and the appli- 
cant’s mark for this reason is not registrable. Since the opposer must 
be deemed the first to adopt and use the word ‘Super’ upon its goods there 
is no necessity for determining and no determination should be made 
in a proceeding of this kind that its mark is merely descriptive of the 
goods. The opposer being a user of this word ‘Super,’ whether as a 
trade-mark or in a descriptive sense, would be damaged by the registra- 
tion of the applicant’s mark ‘Super Hygrade.’ Confusion of origin of 
goods would seem to be quite likely if both marks appeared upon these 
same goods in the same market, and even if the word ‘Super’ is public 
a sgh ty the applicant, by obtaining registration of its mark, would be 
ikely to damage opposer.” ¢ 


Krinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, as a trade-mark for maple syrup, cane syrup, candy, candies, 
sugared ginger, sugared kumquats, sugared dates, candied orange 
peel, candied lemon peel, and candied citron, a mark consisting of 


‘Barnsdall Refineries, Inc., v. Hygrade Oil & Fuel Corp., 156 M. D. 
101, July 25, 1929, 
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the representation of a rider on a galloping horse, with the word 
“Revere” appearing thereabove, in view of the prior adoption and 
use by opposer of a similar mark containing the words “Revere 
Sugar,” as a trade-mark for sugar. 

It appears that the applicant had sought to register his trade- 
mark as applied to a long list of goods usually sold in grocery 
stores and the Examiner of Interferences had sustained the opposi- 
tion in so far as maple syrup and canned syrup were concerned. 

The ground of the decision is that the goods above recited 
are such that the use of the mark thereupon would be likely to cause 
confusion in view of the prior use of its mark by the opposer. 

After noting that the marks of the two parties are substan- 
tially the same, purely fanciful, and, by reason of the historic event 
they seek to portray, quite distinctive, and noting that all goods in 
which sugar is used cannot be said to possess the same descriptive 
properties as sugar, the First Assistant Commissioner said: 


“, . + . yet the applicant includes in his list some goods which are 
made up very largely of sugar and some goods which, by virtue of their 
names, suggest that they are to a considerable extent made up of sugar. 
Since the applicant’s goods and those of the opposer are sold in the same 
stores over the same counters to the same class of customers, and since 
the applicant is seeking registration of substantially the opposer’s mark 
as applied to a very large proportion if not the bulk of the goods sold 
in the same stores where the opposer’s goods are sold, it is deemed the 
applicant should eliminate from his list not only the maple syrup and 
cane syrup but also candy, candies, sugared ginger, sugared kumquats, 


sugared dates, candied orange peel, candied lemon peel, and candied 
citron.” 


With respect to the contention that the term “Revere” is in 
effect the name of the opposer, he said: 


“In view of the stipulation regarding the use of the word ‘Revere’ 
for ‘many years as parts of the names of various businesses in the United 
States,’ some of which companies long preceded the date of the formation 
of the opposer company, it is deemed the latter has no such exclusive 
right to the use of the name ‘Revere’ as part of its corporate name as 
would justify a refusal for that reason of registration to the applicant. 
It is also deemed, as set forth in the stipulation of facts, that this name 
is not open to exclusive appropriation as a company or corporate name 
by any business association.” * 


> *Revere Sugar Refinery v. Joseph G. Salvato, 156 M. D. 103, July 
5, 1929. 
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Smoxapor Mre. Company, Inc. v. Tusutar Propucts Company 
(31 F. [2d] 255) 


United States Circuit Court of Appeals, Second Circuit 
March 4, 1929 


Unram Comperition-—Use or Descriptive Terms. 
The use of the words “Ashless Ash Stands” in the manufacture 
and sale of a smoker’s stand held not to be an infringement of plain- 
tiff’s right to use the same words on similar goods, inasmuch as the 


words are plainly descriptive and not valid as a common law trade- 
mark, 


Appeal from a decree of the United States District Court, 
District of Connecticut, dismissing the bill of complainant in a suit 
for trade-mark infringement. Affirmed. 


Mitchell §& Bechert, of New York City (John P. Bartlett and 
George H. Mitchell, both of New York City, of counsel) 
for appellant. 

Gifford & Scull, of New York City (George F. Scull, of New 
York City, of counsel) for appellee. 


Before L. Hann, Swan, and Aveustrus N. Hanp, Circuit 
Judges. 


Aveustus N. Hann, C. J.: The complainant has for some 
time been engaged in the commercial development of ash stands 
which rest on the floor and have an ash tray at a point within 
convenient reach of the user, and a vertical tube attached to it 
for the purpose of conducting the ashes, burnt matches, and cigar 
stubs into a waste-receiving receptacle in the lower part of the 
stand. 


The first of these smoker’s stands, called the “Rock-a-by,’ 
or “Roly-Poly,” sold under the trade-mark “Smokador,’ was made 
under United States patent No. 1,559,234, to Fleming, dated Octo- 
ber 27, 1925, and was extensively sold. It was provided with a 
weighted, rocking base, fitted normally to hold the stand in a 
vertical position, and to return it to a vertical position when 
rocked. The base of this stand served both as a support and as a 
waste-receiving receptacle. 


Nore: Discussion of the patent infringement is here omitted.—Eb. 
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The causes of action for infringement of trade-mark and for 


unfair competition need but slight comment. 

About four years ago complainant began to use the words 
“Ashless Ash Stand” in connection with the fanciful term “Smoka- 
dor” in marketing its stands. These words have neither been shown 
to have acquired a secondary meaning nor to have caused, or to 
be likely to cause, deception. The trade-mark under which com- 
plainant’s goods have been sold was ‘‘Smokador,” and defendant’s 
mark was “Ashagon.” The supplemental words “Ashless Ash 
Stand,” used in connection with the trade-marks, were only descrip- 
tive of the several goods sold. They were not a valid common- 
law trade-mark, nor did they form any basis for a cause of action 
for unfair competition. Turner §& Seymour Mfg. Co. v. A. & J. 
Mfg. Co. (C. C. A.) 20 F. (2d) 298. 

The decree is modified, so as to hold the patent in suit valid 
and infringed, and is otherwise affirmed. 


Wiruram Fareunpricnu, Inc. v. WHEELER Rippie Cueese Co., INc. 
United States District Court, Eastern District of New York 


August 6, 1929 


Trape-Mark INFRINGEMENT—DISsTINGUISHING FEATURES. 

JA mark consisting of a mere monogram held not to infringe a 
mark consisting of a circle with a monogram therein, and the heads 
of a goat and a sheep above, the letters of the two monograms being 
different. 

Lasets—CopyriGHTt INFRINGEMENT. 

Where two wrappers used on cheese were each of tin foil, tri- 
angular in shape and bore similar descriptive wording, but the names 
of the respective makers shown thereon as well as the trade-marks and 
the ornamental features were distinctly different, there was no infringe- 
ment of the plaintiff's copyrighted label. 

Unrair ComPEetITION—J URISDICTION. 

Where both parties are citizens of the same state, the federal 
court has no jurisdiction in a suit for unfair competition, regardless 
of the fact that other issues wherein it had jurisdiction were joined 
therewith. 
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In equity. On final hearing. Suit for alleged infringement 
of trade-mark and copyrighted label, and for unfair competition. 
Dismissed as to the first two for want of equity, and as to the third 
for lack of jurisdiction. 


Max D. Ordmann, of New York City for plaintiff. 
Pentlarge § Johnson, of New York City, (C. A. Soans of 
Chicago, IIl., of counsel) for defendant. 


CampBELL, D. J.: This is a suit in equity. 

The plaintiff is a corporation organized January, 1926, and is 
the successor in business of William Faehndrich, who is the presi- 
dent of the plaintiff. 

At the time of the organization of the corporation the said 
William Faehndrich sold his entire business to the plaintiff. 

The plaintiff has been since its organization, and the said 
William Faehndrich was for some years prior thereto, engaged in 
the business of importing cheese into the United States. 

About 1919, plaintiff’s predecessor invented and constructed 
a machine, on which he later obtained letters patent No. 1,340,479, 
for cutting the round cakes or stones of cheese into individual 
portions of triangular shapes and uniform in size and weight, 
but with this patent we have no concern as no cause of action for 
the infringement thereof by the defendant has been alleged. 

Prior to 1918, no cheese was sold by jobbers in individual 
portions of uniform weight and shape, except such cheese as was 
originally made in moulds, but cheese made in round cakes or 
stones was sold in halves and quarters, by jobbers, and cheese had 
been for many years sold by retailers in triangular pieces, in size 
to suit the purchaser. 

The said William Faehndrich selected a label and trade-mark 
which he printed on a tinfoil dress and put the individual portions 
on the market. 

On January 10, 1919, said William Faehndrich published his 
label and subsequently, on May 24, 1927, the plaintiff deposited 
the label in the Patent Office for registration, which was regis- 
tered in said office on August 23, 1927, by the number 32,615. 
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On September 18, 1919, the said William Faehndrich filed his 
application for registration of his trade-mark, which was registered 
in said office on April 27, 1920. 

Neither the plaintiff nor his predecessor, William Faehndrich, 
has any patent for the product or process. 

The said William Faehndrich did a good business, and the de- 
fendant was a purchaser of the cheese of the said William Faehnd- 
rich, and his successor the plaintiff, from 1921 to April, 1927. 

In 1927 the defendant commenced to cut its own merchandise 
and sell the same in individual portions, with a dress, label and 
mark as per plaintiff's Exhibit 4. 

The evidence offered on behalf of the plaintiff as to confusion 
in the trade caused by any similarity of marks and labels on de- 
fendant’s products was far from convincing; on the contrary, any 
loss of business by plaintiff occasioned by the advent of the de- 
fendant in the trade, appears to have been caused by its reduction 
in the price of the product. 

The plaintiff seeks relief on three alleged causes of action: 

I. Infringement of registered trade-mark. 
II. Infringement of registered copyright. 

III. Unfair competition. 

First, considering the trade-mark. 

The trade-mark as registered shows and claims no color, and 
therefore plaintiff can have no monopoly therein, nor is the use 
of the trade-mark limited to use on packages of any particular 
shape, but the predecessor of the plaintiff, in his application for 
registration, stated “I adopted for my use the trade-mark shown 
in the accompanying drawing for cheese,’ and further stated “The 
trade-mark is applied or affixed to the goods or to the packages 
containing the same by placing thereon a printed label on which 
the trade-name is shown.” 

The trade-mark consisted of a circle with the monogram 
“W.F.” therein and the heads of a goat and a sheep facing in 
opposite directions above the circle. 

The mark placed on the defendant’s product was not stated to 
be a trade-mark, and consisted simply of a monogram, different 
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not only in the letters but in the type used, and there were no 
animal heads anywhere on the package. 

I do not find any confusing similarity in the mark of the 
defendant with that of the plaintiff, and therefore it does not 
infringe. 

Next considering the label. 

The right to register a label in the Patent Office cannot be 
seriously questioned (Heague-Sprague Corporation v. Frank C. 
Meyer Co., 81 Fed. (2d) 583 and 27 Fed. (2d) 178, 179), but the 
general provisions of the copyright law apply in such cases except 
insofar as they are modified by the provisions relating to the pro- 
cedure in the Patent Office. 

As I have before stated, the evidence does not convince me 
that confusion was caused in the trade by any similarity in the 
defendant’s label with that of the plaintiff. 

What plaintiff is clearly attempting to do is to prevent the sale 
by others of cheese cut into individual portions, notwithstanding the 
fact that it has no patent on its product or process. 

Clearly, plaintiff can have no exclusive right to the use of 
tinfoil, as it has been in use for many years prior to the first 
publication of the label for wrapping cheese. 

Likewise it can have no exclusive right to the shape of the 
parcel containing the individual portions of cheese, as that shape 
is necessarily required in the cutting of cheese made in round cakes 
or stones, and it has no exclusive right to the triangular shape of 
the label, the marginal border, the words describing the goods and 
the weight, but if the registration was properly made, it is entitled 
to protection under the copyright law of its original selection and 
grouping of the various features making up its label. West Pub- 
lishing Co. v. Edward Thompson Co. 169 Fed. 833, 853. 

The test is not visual comparison but a mental comparison, 
whether the defendant’s label would mislead an ordinarily prudent 
purchaser into buying defendant’s goods for those of the plaintiff. 
California Packing Corporation v. Halferty, 295 Fed. 229 [14 
T.-M. Rep., 281]. 
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From my examination of the two labels in question, I should 
say that no ordinarily prudent purchaser would be misled, and this 
opinion would be changed only if a purchaser could be said to be 
ordinarily prudent, who relied only on the triangular shape of the 
portion and label, and that the label was printed on tinfoil, in no 
one of which elements can the plaintiff have an exclusive right. 

In the defendant’s design there are no animal heads, which 
give distinction and artistic effect to plaintiff's label, and in the 
defendant’s label the monogram is entirely different and the words 
are arranged in a different manner. 

On each side of the tinfoil wrapper of the defendant, below 
the top on which the label is displayed, the defendant has printed 
“Charles A. Wheeler, Inc., Brooklyn,” in letters large enough to 
be plainly visible to anyone handling the individual portion; whereas 
the plaintiff, in the same relative position, displays its name on 
one side in somewhat less bold type, and on the other side the 
copyright notice. 

I do not find any confusing similarity in the label of the de- 
fendant with that of the plaintiff, and therefore it does not infringe. 

As to unfair competition. 

In view of my findings as to lack of similarity of the trade- 
mark and label, there would be but little to be said as to this 
cause of action, but I do not intend to discuss the facts as I am 
clearly of the opinion that this court is without jurisdiction of the 
cause of action, based upon the alleged unfair competition. 

It is not denied that plaintiff and defendant are both New 
York corporations, and as such both are residents of the State of 
New York, and this court is without jurisdiction as to the cause of 
action alleging unfair competition. National Casket Co. v. New 
York & Brooklyn Casket Co., 185 Fed. 5338, 534. 

This situation is not changed by writing in a single suit a 
czxuse of action of which the Court is without jurisdiction with 
others of which it has jurisdiction, Geneva Furniture Co. v. Karpen 
288 U. S. 254, 259, 85 Sup. Ct. 788, 789, 59 L. Ed. 1925. 

A decree may be entered in favor of the defendant dismissing 
the complaint, with costs. 





ed 
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Stanparp O11 Company v. T. A. Micuie 
United States District Court, Eastern District of Missouri 
July 2, 1929 


Unrarm Competirion—*‘Sranparp”—Seconpary MEANING. 

The word “Standard,” because of long and exclusive use thereof 
by plaintiff on gasoline, motor oils and filling stations serving same, 
held to have acquired a secondary meaning, as identifying exclusively 
defendant’s goods and service. 


Unram Competition—Use or Worp “Sranparp”’ 1n TrapE-NAME AND ON 

Fiturne StratTions—ImrraTion oF Cotor SCHEME. 

The use by defendant, dealer in gasoline and motor oil, of the 
words “Standard Service Stations” in his business and of a color 
scheme for his stations similar to that used by plaintiff held unfair 
competition. 


Unram Competition—Suit—Derense—Lacues. 

In order to establish laches as a defense in a case of unfair com- 
petition, there must exist more than the mere lapse of time; there 
must appear elements of an estoppel, whereby defendant is damaged 
through delay in suing. 

In equity. On final hearing. Suit for unfair competition. 
Decree for plaintiff. 


A. L. Green, and Oliver & Oliver, of Cape Girardeau, Mo., 
for plaintiff. 

H. E. Alexander, of Cape Girardeau, Mo., and McKay & Peal, 
of Caruthersville, Mo., for defendant. 


Faris and Davis, J. J.: Plaintiff sues to enjoin the use of the 
word “Standard” in the name and style Standard Service Station, 
under which the defendant carries on a competitive business, and 
for other relief. 

Plaintiff is engaged in the business of selling, inter alia, gaso- 
line and lubricating oils in Missouri, and in many other States of 
the Union. It was organized under the name of Standard Oil 
Company at least as early as 1889, and under this name has been 
doing business, as said, in many States of the Union, and in 
Missouri since 1897. It carries on in Missouri both a retail and 
a wholesale business in gasoline and oils, having in the St. Louis 
district alone some three hundred filling stations at which it retails 
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its products. Many of these stations it owns outright; others it 
leases. It has a standard color scheme which it uses to designate 
its stations and gasoline pumps and in lettering its signs. This 
color scheme, however, differs according to whether the station in 
question be a leased one or one which is owned absolutely by the 
plaintiff. 

Both plaintiff and defendant, when this action was begun, 
had, and now have, retail stations for the sale of gasoline and oils 
in the town of Steele, in Pemiscot County, Missouri. Defendant, in 
his place of business, also carries a line of tires and tubes, and 
perhaps renders service for the public in the repair of tires and 
tubes, and perhaps renders service in other similar matters. Some 
stress was put, in the trial of the case, upon this feature thereof. 
But it is so obvious that it cuts no figure whatever, that I need not 
discuss it further. 

Plaintiff for many years prior to 1921 had an agency for the 
sale of its products at Caruthersville, Pemiscot County, Missouri, 
a town some 15 or 20 miles from Steele, which, as said, is the 
locus in quo of the controversy now vexing the Court. 

In the year 1921, defendant became an agent of plaintiff at 
Steele, Mo., for the distribution of its oils at wholesale, and so 
continued for about one year. Thereafter defendant sold gasoline 
and oils at retail, buying from plaintiff a part, at least, of such oils 
and so forth until about November, 1926. 

In 1925 defendant constructed a filling station and painted 
thereon two certain signs. These signs each bore the words “Stand- 
ard Service Station.” The background and letters of these signs 
were repainted some two years ago in similitude of the color scheme 
of the plaintiff. The pumps, or some of them, of the defendant 
are painted similarly and in the same colors used by the plaintiff. 

After the construction of defendant’s filling station and for a 
period of some three years thereafter, plaintiff made efforts to pur- 
chase the station of defendant. Failing to complete the deal, it 
bought a station already in competition with defendant which it is 
now, and for some fourteen months ‘has been, operating. This 
station so purchased by plaintiff is in near proximity to that oper- 
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ated by defendant, being perhaps either just across the street or 
diagonally across a street therefrom. 

After defendant ceased to deal in gasoline and oils of plaintiff's 
production, plaintiff demanded of defendant that he remove his 
signs and other indices alleged to be in simulation of plaintiff's 
business. Defendant refused, perhaps in November, 1928, for the 
last time, to do so, and this action was begun in March, 1929. 

Numerous instances of confusion of defendant’s business with 
that of plaintiff were shown on the trial. There was much evidence 
that the name Standard, or that word, when used in connection 
with the gasoline and lubricating oils business, has been lifted from 
the public domain and has taken on a secondary meaning, as 
wholly applicable to plaintiff and its business, and that the word 
Standard is generally understood in such business, as referring 
to plaintiff’s goods. 

Defendant contends that he uses the word in the name and 
style of the business carried on by him as indicative of the class 
of service which he holds himself out to the public as capable of 
rendering, and of the service which he does render; that is, that his 
services and his products, or the products sold by him, are up 
to date; that they measure up to the criteria established by the 
Bureau of Standards and that such Bureau establishes standards 
of prescribed excellence with regard to gasolines and similar prod- 
ucts, (which, of course, it does not), and that thus he uses the word 
in its ordinary sense, or so-called dictionary sense, and not other- 
wise. And that all this has been done by him without any intent 
to benefit from the advertising and name of plaintiff in the trade 
in which both parties are engaged. 

There was some evidence as to recent changes in painting on 
signs, pumps, and buildings, and as to the caps worn by the service 
station attendants of the respective parties, which might well be 
construed as a studied effort to bring about confusion. That there 
was confusion, the record abundantly shows. 

But I am of opinion that it cuts no decisive figure in the case 
whether defendant’s intent here was good or bad; that is to say, 
as to whether he was engaged in a studied effort so to simulate the 
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business of plaintiff as that confusion would be brought about, and 
that he would financially profit from such confusion. If plaintiff 
has, in the oil business, the right within the trade territory into 
which it has pushed its business to the exclusive use of the word 
Standard, then the defendant has no right to use such word so as to 
bring about confusion and the mistaking by the casual and unwary 
purchaser of his goods for the goods of plaintiff. 

The action here is bottomed on unfair competition. But the 
inherent wrong here, as in cases of infringement of either a com- 
mon-law trade-mark or a registered trade-mark, is nevertheless 
identical. In a suit for the infringement of a registered trade-mark, 
where notice to desist has been given, and notwithstanding such 
notice infringement has continued, proof of a fraudulent intent to 
injure plaintiff is not required. (Feil v. American Serum Company, 
16 Fed. (2d) 88) [17 T.-M. Rep. 90]. Such notice to desist is ad- 
mitted here by defendant, as his frank testimony disclosed on the 
trial of the case. 

If plaintiff by more than thirty years’ use of the word Standard 
has caused this word to be lifted from the public domain and to be 
applied and understood in the oil business as designating its busi- 
ness, and its gasoline and oils, then no one has the right to use 
this word in such wise as to cause confusion among customers. Not 
only does the proof show such lifting of the word Standard from 
the public domain, but the situation is such as at least to fall in 
the twilight zone as between evidence of the fact and judicial 
notice of the fact. Not only is actual confusion banned by the 
rule, but probability from the facts that such confusion will occur, 
that is to say, are the facts shown in evidence calculated to produce 
confusion? There is no better evidence of such probability of con- 
fusion than the mere fact that more than a hundred persons have 
been confused and led to visit defendant’s station and there attempt 
to buy the products of plaintiff. (Sweet Sirteen Company v. Sweet 
16 Shop, 15 Fed. (2d) 920) [17 T.-M. Rep. 71]. 

True it is that plaintiff trades under its corporate name of 
Standard Oil Company, while defendant trades under the name of 
Standard Service Station. He individually owns the business, 
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though he does not use his individual name, or any part thereof, in 
such business. So the question is pertinent whether, in the oil busi- 
ness, the name Standard Service Station is sufficiently similar to 
that of plaintiff as to be calculated to deceive the casual unwary 
customer. If it is, then defendant, other things being present, is 
not entitled to use the word Standard in his business or as a part 
of the designation of his business. 

The ruled cases have gone far against defendant on this point. 
It may even seem, casually, that they have gone too far, even in 
cases accompanied, as here, by some evidence of studied similitude 
in aspects other than the mere name alone. Be that, however, as 
it may be, there are cases holding either that infringement of 
trade-marks is present or unfair competition exists, in the use of 
“Gold Stripe” for “Gold Ribbon” (Lowney v. Chandler, 12 Fed. 
(2) 189) [16 T.-M. Rep. 2384]; “Super-Flash” for “Silver-Flash” 
(27 Fed. (2d) 205); “Milcoa” for “Nucoa,” Best Foods, etc., v. 
Hemphill, etc., Co., (5 Fed. (2d) 855) [15 T.-M. Rep. 208]; 
“White Lily” for “Lily White” (Macy §& Company v. Grocery 
Company, 267 Fed. 749) [10 T.-M. Rep. 290]; “Queen Brand” 
for “Queen Make” (Queen Mfg. Company v. Ginsberg (25 Fed. 
(2d) 285) [18 T.-M. Rep. 275]; “Wheat Nuts” for “Grape Nuts” 
(Postum Cereal Company v. Farmers, etc., Company, 24 Fed. (2d) 
901) [18 T.-M. Rep. 165]; “Oh Johnnie” for “Oh Henry” 
(Williamson Candy Company v. Ucano Candy Company, 3 Fed. 
(2d) 156) [15 T.-M. Rep. 339]. 

Cases of this sort, in addition to those above cited, can be cited 
by the dozens. So far have the courts gone upon the point as to 
lay down the rule that “there must be such a wide distinction be- 
tween the dissimilar words as to prevent any possibility of con- 
fusion in the use of the marks.” (Lowney v. Chandler, supra.) 
Even if there shall exist a doubt, that doubt will be resolved against 
him who is last in the field. (Postum Cereal Company v. Farmers, 
etc., Company, supra.) 

I am of the opinion that I need not seriously consider the 
question of laches raised by the defendant. It is fairly well settled 
that, before the doctrine of laches will be applied to a case like 
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this, there must exist more than the mere lapse of time; there must 
appear elements of estoppel, whereby defendant is hurt through 
the delay to sue. None such worthy of consideration is found in 
the record here. Moreover, the courts have gone far, perhaps 
absent estoppel, on this point, also. (See McLean v. Fleming, 96 
U. S. 245; Menendez v. Holt, 128 U. S. 514 [9 S. Ct. Rep. 143]; 
Layton v. Church, 182 Fed. 35. 

Tested by the facts here and the applicable law, I think there 
is scarcely room for doubt that the injunction herein should issue 
substantially as prayed. A decree may be presented for entry 
accordingly. 


Max Levy & Company, Inc. v. Franx Kartz 
Appellate Court of Illinois, First District 
November 19, 1928 


Trape-Mark—REGIsTRATION—TEN-YEAR CLAUSE—EFFECT. 

Registration under the ten-year proviso of the Act of 1905 is 
merely prima facie evidence of ownership and may be contradicted 
by evidence showing that plaintiff did not have an exclusive use of 
the mark during the ten-year period. 


Trape-Mark—GeENeERIC TERM. 
The word “cullet” for broken glass, long and extensively used in 
the trade as the generic name of the commodity, cannot be exclusively 
appropriated as a trade-mark by the plaintiff. 


Trape-Mark INrrRINGEMENT—Svuit—LacuHes. 
A delay of over ten years by plaintiff before bringing action, 
with full knowledge of defendant’s use of the mark, held to bar any 
relief. 


Appeal from a decree of the Circuit Court of Cook County 
dismissing the bill for want of equity. Affirmed. 


Joshua R. H. Potts, of Philadelphia, Pa., for plaintiff. 
Ephraim Banning, of Chicago, Illinois, for defendant. 


Nore: Petitions for writs of certiorari to the Illinois Supreme Court 
and to the Supreme Court of the United States were both denied. 
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McSvre ty, J.: Complainant filed its bill claiming the exclusive 
right to the use of the word “cullet’”’ in connection with its business 
and seeking to have the defendant enjoined from using this word 
in connection with his business. An answer and a replication were 
filed and upon hearing by the Court it was ordered that the bill 
be dismissed for want of equity. Complainant appeals. 

There is little controversy as to the facts. Sometime before 
January 1, 1895, Max Levy started his jobbing and brokerage 
business in broken glass and adopted the word “cullet” to describe 
this commodity. This word was used on his letterheads, on trucks 
and signs and on labels or shipping tags. December 9, 1913, he 
registered the word “cullet’’ as a trade-mark for broken glass in 
the United States Patent Office under the ten-year proviso of the 
Federal Trade-Mark Act of February 20, 1905. About January 
13, 1917, the complainant was incorporated under the laws of 
Illinois and Levy transferred to the corporation all his interest in 
the business, together with the trade-mark and good-will. The word 
“cullet” has been used and advertised in connection with complain- 
ant’s business, which has become large. The word was registered 
with the Secretary of State for Illinois on November 3, 1926. 

In 1916 or 1917 one John Hessler started in business in 
Chicago buying and selling broken glass under the name of Illinois 
Cullet Company, not Inc. Complainant notified Hessler of its 
claim to the exclusive use of the word “cullet.” No suit, however, 
was brought seeking to restrain Hessler from using this name and 
he continued to do so. In 1924 the defendant Kartz took over the 
business of Hessler and has continued doing business under the 
name of Illinois Cullet Company, not Inc., since that time. De- 
fendant uses the name Illinois Cullet Company on his signs, trucks 
and letterheads. It also appears in the classified telephone direc- 
tory under the heading ‘“Cullet, Jobbers and Brokers,” as also 
appears complainant’s name under the same heading. 

There is no evidence that the defendant ever used the word 
“cullet’”’ as a trade-mark or that the word was ever displayed in a 
similar manner to that employed by the complainant. The issue 
centers upon the use of the word “cullet.” Defendant asserts that 
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cullet is a generic word or a word merely descriptive of broken 
glass, and hence cannot be employed by any one as a trade-mark 
and that no one can acquire the right to the exclusive use of it. 

There was a mass of evidence tending to show that the word 
“cullet,’ meaning broken glass, was and has been in general use 
in the trade for a considerable length of time. In a list of diction- 
aries, beginning with Knights Mechanical Dictionary of 1880, the 
word “cullet’” appears and is defined as broken or.refuse glass for 
remelting. In a number of printed publications beginning in 1866 
and continuously thereafter the word appears to describe broken 
glass; also in a number of advertisements in trade periodicals. 
For instance, in the National Glass Budget published in May, 
1897, is an advertisement of another concern using the word 
“cullet.” This advertisement with the use of this word was repro- 
duced weekly throughout 1897 and a portion of 1898. Again, in 
the same trade journal of July, 1902, a St. Louis concern adver- 
tised itself as dealing in “‘cullet.” This advertisement was repro- 
duced some sixteen times in the years 1902 and 1908 in this trade 
journal. In this same journal is also a “cullet’” advertisement by 
the complainant. In the Chicago business directory of 1903 de- 
fendant’s business was listed under the head of “cullet,’ as were 
others in the same line of business. This word to designate this 
line of business seems to have been in general use continuously over 
a long period of time. The American Glass Review of January 15, 
1927, contains advertisements under the heading of “cullet,” under 
which is listed a concern of St. Louis and also the complainant. 
To detail all the places in which the word “cullet” is used as a de- 
scriptive term to indicate broken glass or refuse glass for remelting 
would unduly extend this opinion. Although there was negative 
testimony of certain witnesses who said they had never heard the 
word, yet in view of the great amount of documentary evidence 
adduced, it was clearly established that the word “cullet” is a 
generic or descriptive word. 

As a general proposition, a generic name or one merely de- 
scriptive of an article of trade, cannot be employed as a trade- 
mark and the exclusive use of it be entitled to legal protection. 
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Canal Co. v. Clark, 18 Wallace, 311. As was said in Trinidad 
Asphalt Mfg. Co. v. Standard Paint Co., 168 Fed. 977 [1 T.-M. 
Rep. 10]: 

“All must submit to the competition which comes alone from the fair 
and truthful employment of generic names and terms descriptive of the 
qualities and characteristics of articles of trade and commerce, unaccom- 
panied by other acts designed to induce confusion and error in the mind 
of the public.” 

Complainant does not claim that the word “cullet” was used 
deceptively or that the defendant imitated complainant’s use of it. 
The true name and description of goods may be used and such use 
will not be enjoined. 38 Cyc., pp. 801, 824; Florence Mfg. Co. v. 
Dowd, 171 Fed. 122 [1 T.-M. Rep. 289] ; Hopkins on Trade-Marks, 
Sec. 46, p. 94. In Elgin Butter Co. v. Creamery Co., 155 Ill. 127 
(40 N. E. Rep. 616), it was held that the use of the words “Elgin,” 
“butter” and “creamery” could not be enjoined in the absence of 
any artifice to mislead dealers. In Goodyear Co. v. Goodyear Rub- 
ber Co., 128 U. S. 598 (9 S. Ct. Rep. 166), after a thorough dis- 
cussion of the principle it was held that names which were merely 
descriptive of a class of goods cannot be exclusively appropriated 
by anyone. See also Brown Chemical Co. v. Meyer, 189 U.S. 540 
(11 S. Ct. Rep. 625). 

There is some suggestion that complainant originated the spell- 
ing of the word “‘cullet’”’ as used by complainant and defendant, but 
this finds no support whatever in the record. The evidence is con- 
clusive that the proper spelling of the word has always been 
c-u-]-l-e-t. 

Complainant invokes the Federal registration of the word 
“cullet” as a trade-mark. ‘The ten-year clause of the Trade-Mark 
act of February 20, 1905, as amended, provides that one may 
register any mark used by the applicant “which was in actual and 
exclusive use as a trade-mark of the applicant . . . . for ten 
years next preceding February 20, 1905.” Such registration has 
been held to be merely prima facie evidence of ownership, but 
this evidence may be contradicted in court and the apparent right 
of the registering party shown not to exist. Carroll § Son Co. v. 
McIlvaine & Baldwin, Inc., 171 Fed. 125; Coca-Cola Co. v. Steven- 
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son, 276 Fed. 1010 [11 T.-M. Rep. 113]; Jergens Co. v. Woodbury, 
Inc., 278 Fed. 952 [11 T.-M. Rep. 192]. The evidence heretofore 
referred to shows conclusively that complainant did not, exclusive 
of others, use the word “cullet” to describe its business for ten 
years prior to 1905. Under such circumstances the word could not 
have acquired a secondary meaning and be regarded as meaning 
the complainant’s commodities only. 

Defendant asserts that in any event complainant is not entitled 
to the relief sought because it has been guilty of laches. We deem 
the point well taken. It appears that Hessler originated defend- 
ant’s business sometime in 1916 or 1917, and complainant bought 
cullet from him. Hessler did business under the name Illinois 
Cullet Company. Levy, complainant’s president, testified that they 
did not interfere with Hessler’s use of the word “cullet” in his 
business as he had been a good customer and was sick for quite 
a while; “anyway, we didn’t bother him. We did not bring suit 
nor did we bother him in any way, except to serve him with notice 
on two occasions, I believe.” Hessler thereafter conducted his 
business as the Illinois Cullet Company until his death in 1924, 
when this business passed into the hands of the defendant Kartz. 
It was not until October, 1926, that complainant made any com- 
plaint of the use of the word “‘cullet” in defendant’s business name. 
We hold that the delay of over ten years, with knowledge on the 
part of complainant, without any legal interference, must be held 
as constituting laches by complainant in asserting any exclusive 
right to the use of the word. Tending to support our conclusion 
is the decision in Graff Co. v. Cook Co., 2 Fed. (2d) 988 [15 T.-M. 
Rep. 30], where the delay in asserting complainant’s rights was 
eight years. In Lane § Bodley Co. v. Locke, 150 U. S. 198 (14S. 
Ct. Rep. 78) acquiescence for twelve years was held to be laches. 
See also Valvoline Oil Co. v. Havoline Oil Co., 211 Fed. 189 [4 
T.-M. Rep. 257], and Meyer Mfg. Co. v. Miller Mfg. Co., 24 Fed. 
(2d) 505, in which cases it was held that by unconscionable delay 
in so doing, the complainant estopped himself from asserting 
alleged rights. 
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Upon either the merits of the case or upon the ground of 
laches, the decree of the Chancellor was right and it is affirmed. 
Affirmed. 


O’Connor, P. J., and Marcuett, J., concur. 


Lames v. Warp Bros. Company, INc. 
(235 N. Y. S. 93) 


New York Supreme Court 
May 17, 1929 


Trape-Mark InNrriIncemENT—Scope or INJUNCTION. 

Where the simulation of a trade-mark is accomplished in bad 
faith, the first user thereof is entitled to an injunction covering terri- 
tory to which the sale of his products under the mark may reasonably 
be extended. Injunction extended to two counties. 


Trape-Mark Inrrincement—“CertTiFIED” For Breap. 

Where plaintiff's intestate began the use of the word “Certified” 
as a trade-mark for bread made and sold by him in Ontario, New York, 
the subsequent adoption and use by defendant of the same word for 
bread in the same territory, in a wrapper similar to that used by 
plaintiff, held unfair competition. 


Trave-Mark INrriInceMENT—Svu1tT—LacueEs. 

Where plaintiff notified defendant of its claim to the word “Certi- 
fied” as a trade-mark for bread shortly after defendant’s first use 
thereof, but waited, before bringing suit, to ascertain whether defend- 
ant’s use there would affect its business, this was only a reasonable 
delay, and laches can not be set up as a defense. 

In equity. On final hearing. To restrain the use of trade- 


mark and for damages. Judgment for plaintiff. 


Samuel Levy, of Rochester, N. Y., for plaintiff. 

Chamberlain, Page §& Chamberlain, of Rochester, N. Y. (Har- 
old E. Stonebraker, Francis J. D’Amanda, and J. Stuart 
Page, of counsel, all of Rochester, N. Y.) for defendant. 


Ropenseck, J.: The plaintiff's intestate was conducting the 
business of a baker at Ontario, N. Y., and, some question having 
been raised about the use of substitutes by him in making bread, 
during the war period, he sent a loaf of bread to the Food Admin- 
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istrator and received back a certificate that his bread complied with 
the requirements as to ingredients. This certificate was advertised 
by him, and suggested to him the name “‘Certified’”’ as a name for his 
make of bread. He continued to use this name and did business in 
a number of surrounding towns, when in June, 1921, the defendant, 
Ward Bros. Company, Inc., having previously been selling bread in 
this territory, introduced a bread inclosed in a wrapper similar to 
that used by the plaintiff, although not identical with it in color, with 
the word “Certified” stamped conspicuously upon it, and a seal 
almost identical with that upon the wrapper of the plaintiff's in- 
testate. The two wrappers were so much alike that a purchaser 
was liable to be deceived, and persons were misled in seeking to 
purchase the plaintiff’s bread, and by the use of “Certified” by the 
defendant. There is no question but that the two wrappers were 
so nearly alike that an ordinary person might be deceived in the 
make of the bread received by him in asking for certified bread. 
There is no evidence to justify a finding that the word “Certified,” 
as applied to bread, was used by the defendant or any one else 
prior to its use by the plaintiff. It is a nondescriptive term, distin- 
guishing the plaintiff’s bread from any other make, and, as such, 
its use by another maker of bread in the territory served by the 
plaintiff's intestate and by plaintiff and appropriate for the ex- 
tension of the business may be enjoined. 

The defense chiefly relied upon by the defendant is the delay 
of the plaintiff's intestate in instituting this suit. A large compaign 
of advertising was adopted by the defendant after June, 1921, and 
large outlays were made by it. But the defendant received a letter 
from the attorneys for the plaintiff's intestate in 1923, notifying it 
that the exclusive use of “Certified’’ was claimed by the plaintiff. A 
reply thereto was sent by defendant’s attorney, disavowing the right 
of the plaintiff to the exclusive use of the word “Certified,” and 
the campaign of advertising, not only in and about Rochester, but 
in the surrounding towns and other states, was continued, and, now, 
the defendant claims that this position of the defendant, and its ex- 
penditures, operates to bar the plaintiff from any recovery on the 
ground of laches. This defense should not prevail. The defendant 
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knew, shortly after it started to use the word “Certified,” that its 
right to do so was questioned, and it is hardly in a position to appeal 
to any equitable considerations to bar the plaintiff on account of the 
outlays made by it in advertising incurred in popularizing the use of 
the word “Certified,” after such notice. 

The facts are that the term “Certified” as applied to bread was 
first employed by plaintiff’s intestate; that defendant was notified 
of his claim to the exclusive use of the term in 1923, and knew of its 
use before that time; and that, in disregard of the claim of the plain- 
tiff and her intestate, it has continued to use the term. It took the 
chance of its continued use, and, under these circumstances, the legal 
rights of the parties should be determined without regard to what 
the defendant did in the way of expenditures after it knew of the 
claim of the plaintiff's intestate. It was not unreasonable for the 
plaintiff's intestate to delay suit until after he had determined 
whether or not the use of the term by defendant would affect his 
business. The evidence shows that his sales diminished from the 
time that the term was employed by the defendant, until plaintiff's 
intestate was obliged to discontinue the sale of bread at wholesale 
to the dealers, and to confine the sale of it to the retail trade. This 
did not occur until 1926, and suit was brought the same year, so 
that there was no laches. 

There is evidence from which it may be inferred, fairly, that 
the defendant, knowing of the use of the wrapper, trade-mark 
“Certified,” and seal, employed by plaintiff’s intestate, deliberately 
and intentionally set about to simulate them, and thereby secure the 
trade of plaintiff's intestate and force him out of business with 
reference to the sale of “Certified” bread. This act of the defendant 
distinguishes this case from those cases where the use of a trade- 
mark similar to one employed by another was made in good faith. 
Where the simulation of a trade-mark is accomplished in bad faith, 
the originator of the trade-mark is entitled to an injunction cover- 
ing adjacent territory into which the sale of his products, under 
the trade-mark, may very reasonably be extended. The use of the 
trade-mark “Certified’’ by the defendant in the various towns of 
the counties of Wayne and Monroe was made with the design of 
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appropriating such territory, including the counties of Wayne and 
Monroe, available for the extension of the business of the plaintiff's 
intestate and that of the plaintiff, and with the design of forestall- 
ing the extension of such trade to such territory. A trade-mark that 
is good in one part of a town and county is good in the entire 
town and county. In Hanover Star Milling Co. v. Metcalf, 240 
U. S. 4038, 36 S. Ct. 357, 60 L. Ed. 718 [6 T.-M. Rep. 149], Mr. 
Justice Holmes said: “I do not think that a trade-mark established 
in Chicago could be used by a competitor in some other part of 
Illinois on the ground that it was not known there. I think that 
if it is good in one part of the state, it is good in all.” Page 426 
(36 S. Ct. 865). The scope of the injunction, therefore, should 
apply not only to the portions of the towns of Wayne and Monroe 
counties, where the plaintiff's intestate had sold “Certified” bread, 
but to the entire counties of Wayne and Monroe in parts of which 
the sale of such bread had been made. 

The plaintiff is entitled to an injunction restraining the de- 
fendant from simulating the plaintiff's wrapper and seal, and using 
the term “Certified” in connection with its products, in the counties 
of Wayne and Monroe, and to the damages resulting from the acts 
of the defendant, and to the profits realized by the defendant from 
the unlawful use of such trade-mark. Cutter v. Gudebrod Bros. 
Co., 190 N. Y. 252, 83 N. E. 16. “In this country both the 
damages suffered by plaintiff and the profits realized by defendant 
may be recovered.” 388 Cyc. 913. Costs are awarded the plaintiff. 

So ordered. 


Rogers SItverWARE RepempTion Bureau, Inc. v. Rocers Sitver- 


WARE Premium Bureau 
(283 N. Y. S. 286) 


New York Supreme Court, New York County 
March 8, 1929 
Unrar CompetitTion—CorporaTeE Name—“Rogers.” 
Defendant, organized later than plaintiff, Rogers Silverware Re- 


demption Bureau, was restrained from using name “Rogers” in its 
corporate title, in advertising or selling, but permitted to use same in 
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corporate matters and to use the designation, J. Rogers, if the letter 
J. is made prominent. 


In equity. On motion for preliminary injunction. Motion 


granted. 


Nathan Burkan, of New York City, for plaintiff. 
Albert & Albert, of New York City, for defendant. 


Levy, J.: Plaintiff moves to restrain the defendant from acts 
of unfair competition. The use of the word “Rogers” in the cor- 
porate name of defendant, considered in the light of the nature 
of its activities, which are substantially identical with those of plain- 
tiff, is prima facie an element of unfair competition. Wheeler Syn- 
dicate, Inc. v. Wheeler, 99 Misc. Rep. 289, 168 N. Y. S. 817. 
Whether the confusion caused by the similarity of names is of 
such a serious character and whether defendant can prevail in its 
equitable defenses, so as to entitle it to a permanent injunction, 
can only be determined at the trial. 

On the other hand, if plaintiff should ultimately succeed, 
grave and irreparable damage will be worked it by reason of the de- 
fendants’ use of its name. The latter is a concern but recently 
established, and it cannot materially suffer by a direction that it 
withdraw the use of this name in connection with its advertising 
activities, except possibly to the extent to which its probable usur- 
pation of the name enables it to profit at the expense of the plaintiff. 
The balance of convenience is therefore decidedly on plaintiff's 
side. 

Defendant will be restrained from employing the name 
“Rogers” in its corporate title, in its advertising and sales program, 
pending the determination of this action. It will also be prohibited 
from references to offers of premiums of Rogers or original Rogers 
silverware. But it may refer to J. Rogers, provided the letter J. 
is featured prominently. It will be permitted, however, to continue 
the use of its corporate name in statutory corporate matters, in 
connection with its bank account, and in other affairs not a part 
of its advertising, circularizing, selling, and premium offer activities. 
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I am fully aware of the legal difficulties in connection with the 
use of dual names by a corporation. In the earlier case of Thomas 
v. Dakin, 22 Wend. 9, 73, Chief Justice Nelson said: 


“A corporation may have more than one name; it may have one in 
which to contract, grant, etc., and another in which to sue and be sued; 
so it may be known by two different names, and may sue and be sued 
in either. . . . The only material circumstance is, a name, or names, 
of some kind, in which all the affairs of the company may be conducted. 
So much, and no more, is essential to give simplicity and effect to the 
operation.” 

In Scarsdale Pub. Co., etc., v. Carter, 63 Misc. Rep. 271, 274, 
116 N. Y. S. 731, 734, on the other hand, Mr. Justice Goff, speak- 
ing for the Appellate Term, basing his views upon section 2 of sub- 
division 1 of the Business Corporation Law, said: 


“The name, therefore, is essential to its existence. It becomes a species 
of property and will be protected as a trade-mark (State v. McGrath 
[92 Mo. 355] 5 S. W. 29), and, while by its use advantages are gained, 
corresponding obligations must be recognized; and one of these is that, 
in its business dealings and contracts, it must use the name given to it by 
the law of its existence. It cannot change its name, either directly or by 
user, nor can the public give it a name other than that of its creation by 
which it can be recognized in judicial proceedings.” 

The difficulty suggested by that case may, however, be obviated 
if the defendant will file both with the secretary of state and the 
county clerk of New York county a copy of the order to be entered 
herein, for the protection of such persons who might deal with it 
during the period occurring in advance of the trial. 

The motion is granted as indicated, on condition that plaintiff 


furnish an undertaking in the sum of $5,000. Settle order. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Descriptive Term 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1920, the notation “Silver Finish,” as 
used upon sheets of iron and steel, on the ground that these words 
are merely descriptive of a characteristic of the goods and would 
not be understood by the public as in any way indicating origin. 
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In his decision, after referring to applicant’s brief, in which 
were fully outlined the purposes intended by the passage of the 
Act of 1920, the First Assistant Commissioner said: 


al 


. yet it is deemed plain enough a notation or symbol sought 
to be ‘registered under such act must fall within the definition of a trade- 
mark. It is true the act does not forbid the registration of descriptive or 
geographical terms, yet such terms must also possess the quality or func- 
tion of indicating to the public origin or ownership of the goods. Ordinary 
descriptive terms such as the public would commonly use in describing 
the particular goods do not, as a general rule, indicate to the public any- 
thing more than the presence in or upon the goods of the descriptive 
features or qualities the terms imply. It is thought clear that any part 
of the public seeing the applicant’s notation on plates of iron or steel and 
seeing the silver-like finish upon such materials would get no other impres- 
sion or suggestion than that these words describe this finish. It must be 
held the words when used upon these goods do not function as a trade- 
mark.” * 


Goods of Different Descriptive Properties 


Moore, A. C.: Held that applicant is entitled to register, as 
a trade-mark for butter, the notation “Golden West,” displayed 
above a mountain scene, notwithstanding the prior use and regis- 
tration by opposer of the same notation, as a trade-mark for dressed 
poultry, on the ground that the goods of the respective parties are 
not of the same descriptive properties. 

In his decision, with reference to the objection to the con- 
sideration of certain prior registrations, profert of copies of which 
was made at final hearing, the Assistant Commissioner said: 


“As the copies of registrations of third parties were introduced into 
the record by consent, or at least without objection, it is now too late 
to object to their consideration. If said registrations were material to 
the issue and the opposer were of the opinion that they should not be 
considered, objection should have been raised at the time profert thereof 
was made.” 


With respect to the pertinency of these registrations, the 
Assistant Commissioner said: 


“ 


. . it may be noted that the said registrations are not competent 
evidence or pertinent to the issue. The question at issue is whether the 
applicant’s mark shall be registered; and the only question presented for 
decision is whether the applicant’s goods and opposer’s goods are of the 
same descriptive properties. The applicant’s application for registration 


*Ex parte The American Rolling Mill Company, 156 M. D. 90, July 
9, 1929. 
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is not rejected or denied on the said registrations; and the question as to 
whether the applicant’s goods and the opposer’s goods are of the same 
descriptive properties is not determinable on existing registrations. The 
only purpose in introducing into the record the said registrations was to 
show that the opposer was not the originator of the name ‘Golden West,’ 
or the first to adopt said name as a trade-mark; and the only apparent 
reason for objecting to the consideration of said registrations is to exclude 
all evidence bearing on this question, leaving to inference whether the 
mark was so truly arbitrary, strange and fanciful with the opposer as to 
entitle it to a monopoly of use in a wider field than one who selects an 
old mark and appropriates it to specifically new use. The opposer, how- 
ever, in its bill of complaint did not claim to have originated the name 
‘Golden West,’ nor to be the first to adopt it as a trade-mark. If any such 
claim had been made, no doubt evidence would have been referred to in 
the applicant’s answer showing such claim to be without foundation in 
fact.” 


And then, after stating that it was common knowledge that 
“Golden West” was a poetic designation of California and there 
had been periodicals published under that title and plays in the 
title of which that term occurred, he said: 


“It appears, therefore, that at the time the opposer entered the field 
the term ‘Golden West’ was free to all to be adopted as a trade-mark, 
subject to the rights of the then existing registrants.” 


With reference to the question whether the goods are of the 
same descriptive properties, he said: 


“ 


. . it is observed that the opposer did not so regard them, as 
evidenced by the fact that it appropriated different trade-marks to its 
dressed poultry and butter products, respectively, using ‘Golden West’ 
for its dressed poultry, and the marks ‘Brookfield, ‘Gold Rock, ‘Fair- 
view, ‘Forestville, ‘Cresta’ and ‘Swastika’ for the different grades of its 
butter. But the best evidence that the opposer’s dressed poultry and 
the applicant’s butter are not of the same descriptive properties is the 
fact that the mark ‘Golden West’ has been used by both parties on their 
respective goods since 1917 without the occurrence of a single instance 
of confusion or mistake on the part of the public, so far as shown by the 
record. 

“Furthermore, as pointed out by the applicant, products having de- 
scriptive properties much nearer to the applicant’s butter than dressed 
poultry have been held not to have the same descriptive properties as 
butter (citing decisions).” ? 


Geographical Term 


Moore, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, a trade-mark which includes the word 


* Swift & Company v. The Reno Creamery Co., 156 M. D. 91, July 10, 
1929. 
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“Newport” printed conspicuously thereacross, without disclaiming 
the exclusive use of that term. 

The ground of the decision is that the word “Newport” being 
geographical and the dominant feature of the mark, the mark is not 
registrable without such disclaimer. 

In his decision, after referring to applicant’s contention that 
the word is not merely a geographical term, but had acquired a 
secondary meaning because of its long use upon applicant’s prod- 
ucts, the Assistant Commissioner said: 


“The word ‘Newport’ is the name of more than a dozen geographical 
places, among which is a county in Rhode Island and its county seat, a 
seaport and fashionable summer resort. In the mind of the average 
member of the public the word is merely a geographical name, and as such 
does not function as a technical trade-mark apart from the design with 
which it is associated. Anyone located at either of the geographical places 
having the name ‘Newport’ dealing in goods of a like character of appli- 
cant’s would have an equal right to associate the word ‘Newport’ with 
his goods.” * 


Interference 


Kinnan, F. A. C.: Held that The Crete Mills is entitled to 
register a trade-mark for poultry feed consisting of the word “Vic- 
tor” and the representation of a sword partly piercing some of the 
letters of the word. 

The ground of the decision is that no evidence was offered 
on behalf of the Security Mills & Feed Co. and The Crete Mills 
has established use of its mark prior to the time that the Pratt 
Food Co. began the use of the word “Victory,” as a trade-mark 
for the same goods. 

In his decision, after noting that the Pratt Food Co. had 
moved to dissolve the interference because of the difference in the 
marks and has vigorously attacked the evidence of The Crete Mills 
seeking to distinguish between the use of a mark including the 
sword and one which did not, the First Assistant Commissioner 
said: 

“There is a record in connection with The Crete Mills application of 


a concession by The Quaker Oats Company to The Crete Mills permitting 
the latter to use the word ‘Victor’ upon poultry feed. The difference 


*Ex parte The Newport Company, 156 M. D. 100, July 25, 1929. 
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between the word ‘Victor’ and the word with the sword is not deemed 
material to the issue here to be decided. It is not thought the permission 
granted by The Quaker Oats Company has anything to do with the ques- 
tion of priority raised by the present proceeding. 

a . . In the instant case, Pratt Food Company has the mark 
‘Victory’ alone and it is the same as the mark of The Crete Mills except 
as to the final letter which the latter has omitted and as to the sword 
which the latter uses,” * 


Misrepresentation 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for canned fruits and vegetables, a mark 
comprising the representation of a human hand holding a lighted 
torch upon a red background with white lines radiating therefrom, 
and about the entire picture, a border which in part is a representa- 
tion of a ribbon, having the words “Facile Princeps” thereon. 

The ground of the decision is that applicant’s specimens bear 
the notation “Reg. U. S. Pat. Off.,” although the mark had not 
been registered, and that the mark was unregistrable in view of the 
prior registration of the mark “Torchlight” (No. 180,688), used 
upon canned fruits. 

With respect to the improper marking, he said, after stating 
that the notation “Reg. U. S. Pat. Off.” appears beneath the mark: 


“As the trade-mark has not been registered, such misrepresentation 
justifies the Office in refusing the application, irrespective of the ground 
upon which the Examiner denied registration. Four Roses Products Co. 
v. Small Grain Distilling and Drug Co., 378 O. G. 506 [18 T.-M. Rep. 576]. 
Although the applicant has submitted reference to the registration of the 
notation ‘Warranty’ by the Nielsen Packing Co., stated to be a subsidiary 
of the applicant, yet the labels filed in the application do not support the 
view that the reference to registration applies to this word ‘Warranty’ or 
to anything more than the mark the applicant seeks to have registered.” 


With reference to the similarity of the marks, he said: 


“The pictorial representation of the torchlight conveys to the mind 
of a customer much the same impression as does the registered notation. 
This feature of the torchlight is a prominent and material part of the 
applicant’s mark and embodies the entire suggestion conveyed by the 
registered mark and to such pictorial representation of what is described 
in the notation of the registered mark the applicant has added the addi- 
tional or auxiliary features. These are not sufficient to make it improb- 


*The Crete Mills v. Pratt Food Co. v. Security Mills & Feed Co., 
156 M. D. 105, July 25, 1929. 
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able confusion would result if both marks appeared in the same market 
upon the same class of goods.” * 


Non-conflicting Marks 


Kinnan, F. A. C.: Held that the opposition of the Celanese 
Corporation of America to the registration by the Vanity Fair Silk 
Mills of the notation “Silkenese,”’ as a trade-mark for silk and 
Bemberg fiber, should have been dismissed on the ground that the 
marks were not deceptively similar and the applicant should be 
refused registration on the ground that it had not used the mark 
upon the goods in question. 

The reason for holding the marks not deceptively similar is 
the same as that given in the foregoing case, No. 8349, involving 
the same parties. 

With respect to the question of non-use by the applicant, after 
noting that at the final hearing it was admitted that the applicant 
had never used the mark upon the particular piece goods stated, 
the First Assistant Commissioner said: 


“Upon this admission the examiner of interferences rendered judg- 
ment sustaining the opposition. The applicant’s appeal alleges that under 
these circumstances a decision predicated upon the grounds of confusion 
set forth in the notice of opposition should not have been rendered but 
that the opposition should have been dismissed and the application re- 
manded to the examiner of trade-marks for ex parte rejection.” 


He then, after noting that ordinarily matters not pleaded 
cannot be considered in an opposition proceeding, said: 


. 


. . yet in view of the holding in the companion opposition No. 
8349 between these parties, it is thought better to consider the similarity 
of the two marks here involved and to dismiss the opposition, and that 
action is here taken upon the grounds and for the reasons set out more 
at length in a decision of even date herewith in such companion opposition. 

ar . it is also adjudged that the applicant is not entitled to the 


registration for which it has made application.” ° 


Kinnan, F. A. C.: Held that John Venezia was entitled to 
register, under the Act of 1905, the term “Venezia’s Beauty,” as 
a trade-mark for a hair tonic, notwithstanding the prior use and 
registration by The Odell Company of the term “American 

*Ex parte Golden State Asparagus Co., 156 M. D. 88, July 6, 1929. 


*Celanese Corporation of America v. Vanity Fair Silk Mills, 156 
M. D. 74, June 17, 1929. 
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Beauty,’ as a trade-mark for similar goods, and that the registra- 
tion of Venezia ought not to be canceled. 

The ground of the decision is that, it appearing that the word 
“beauty” had been used in other combinations as trade-marks for 
this class of goods long prior to the date ot use by either party, 
the use of their marks by the two parties would not be likely to 
cause confusion. 

In his decision, after noting that the petitioner for cancella- 
tion had established prior use of its mark and had also established 
that registrant at one time purchased petitioner’s goods and then 
began manufacturing a somewhat similar hair tonic and noting 
that the exhibits filed by the registrant show trade marks for the 
same class of goods, which included the word “beauty,” the First 
Assistant Commissioner said: 


“Witnesses testifying on behalf of petitioner merely allege that they 
are unaware of any other users of marks including this word ‘beauty’ 
upon these goods but there is no further showing as to the activities of 
these prior registrants. It must be deemed established that the petitioner 
when it entered the field was not the first to use this word ‘beauty’ upon 
hair tonic and is not entitled to any exclusive rights in such term. The 
other portion of the registrant’s mark is wholly dissimilar from that of 
the petitioner. Neither party is entitled to any exclusive rights in the 
only part of the marks which is common, the word ‘beauty.’”' 


Moore, A. C.: Held that applicant is entitled to register, as 
a trade-mark for watches, watchcases, etc., the term “‘Liebros,” not- 
withstanding the prior adoption and use by opposer of the term 
“Helbros,” as a trade-mark for the same goods, on the ground that 
the marks are not deceptively similar. 


In his decision the Assistant Commissioner said: 


“A comparison of the two marks shows that they are alike only in 
the last syllable, ‘bros,’ which is a commonly used abbreviation of the word 
brothers. The first syllable of the two marks. ‘Lie’ and ‘Hel,’ respectively, 
are totally dissimilar from each other in appearance and in sound. 

“In view of the above facts, and the common practice of forming 
trade-marks by combining parts of firm names, it is believed, in the ab- 
sence of evidence to the contrary, that the public would not be confused 
or deceived as to the origin or ownership of the respective goods of the 
parties by the concurrent use of the two marks ‘Liebros’ and ‘Helbros.’” * 


*The Odell Company v. John Venezia, 156 M. D. 73, June 17, 1929. 
* Helbein-Stone Co., Inc. v. Liebermann Bros., 156 M. D. 79, June 21, 
1929. 
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Notice of Registration 


Moore, A. C.: Held that an interference involving the applica- 
tion for registration of John Herzog & Son and the registration 
of The Ohio Hydrate & Supply Company of trade-marks for build- 
ing lime was properly dissolved on the ground that the marks are 
not deceptively similar, but that John Herzog & Son is not entitled 
to register its mark because it had stated on the bags in which its 
goods are sold that the trade-mark is registered in the U. S. Patent 
Office, when, in fact, it had not been so registered. 

The registered mark consists of the representation of a hawk 
alighting on a mortar board, all surrounded by two concentric 
circles, between which appear the words “Hawk Spread.” The 
mark of the applicant consists of a representation of the dome of 
the Capitol and the words “Smooth Spread” thereabove, surrounded 
by two concentric circles, and above the dome and partially within 
the circles the representation of a flying eagle. 

In his decision, after stating that the pictorial characteristics 
of the mark are what would be noted by the public and that they 
so differ that they would produce different impressions upon the 
public mind, and noting applicant’s argument that the marks 
should not be considered merely by a side by side comparison, but 
with reference to what impression illiterate purchasers would have, 
he said: 

“It is only the essential and dominating features of a trade-mark 


that catch the eye and are remembered by the average member of the pur- 
chasing public. 

“The only features common to the marks are the word ‘Spread’ and 
the concentric border lines of the two pictures. The registrant disclaimed 
the word ‘Spread’ apart from the mark shown by the drawing; and the 
concentric border lines are too common in pictures generally to produce 
any unusual impression upon the mind of the observer. The marks other- 
wise are wholly distinct. It is true that the hawk and eagle are both 
birds, but in view of the prior registrations cited of record in this pro- 
ceeding, showing the use of pictures of birds as parts of trade-marks, it 
is evident that neither party is entitled to the exclusive use of a bird gen- 
erally, or of an eagle, particularly, as a trade-mark for the class of goods 
to which the parties to this proceeding appropriate their respective marks.” 
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With respect to the notice that the mark had been registered 
when it had not been and applicant’s lack of right to register in 
view thereof, he said: 


“That a false statement on a label that the disclosed trade-mark has 
been registered constitutes such fraud and misrepresentation as to deprive 
the party making the same of the benefits of the Trade-Mark Act was 
settled by the Court of Appeals of the District of Columbia in the case 
of Four Roses Products Co. (Four Roses Malt Extract Co. Substituted) 
v. Small Grain Distilling and Drug Co., 378 O. G. 506; App. D. C. (18 T.- 
M. Rep. 576) (quoting from the decision).” * 


No Trade-Mark Use 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for electroplated 
metallic finishes, a mark consisting of the outline of a label with 
the words thereon “Toledo Scale Company,” “Silvite,” “Rust Re- 
sistant Finish” and “Toledo, Ohio, U. S. A.,” the words comprising 
the last two groups being disclaimed. 

The ground of the decision is that no trade-mark use of the 
mark on the goods stated has been shown. 


In his decision, after noting that the notation is used only 
upon scales and scale parts which have upon or applied to them 
when sold the metallic finish on which the mark is said to be used, 


the First Assistant Commissioner said: 


“It is clear, therefore, that the applicant sells no separate goods of the 
character to be used as a finish upon other articles but merely sells the 
articles, in this case, scales and scale parts, with the finish applied to 
them. . . . The finish would appear upon the goods—scales and scale 
parts—as a mere integral part of such goods. The purchasing public 
would not be aware of any other interpretation of the notation than that 
the scales had on them a rust-resisting finish.” 


And then, after noting that one of the requirements of Section 
1 of the Act of February 20, 1905, is that the applicant for regis- 
tration shall specify the class of merchandise and the particular 


description of the goods to which the trade-mark is appropriated, 
he said: 


*The Ohio Hydrate & Supply Co. v. John Herzog & Son, 156 M. D. 
68, June 13, 1929. 
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“It is deemed abundantly established that under the conditions here 
present the applicant has not shown trade-mark use of the mark sought 
to be registered.” ” 


O pposition—Parties 


Moorg, A. C.: Held that in this opposition, in which three 
corporations were joined as opposer, the election as to which one 
should prosecute the opposition should not have been required 
under the particular circumstances of the case. 

In his decision, after noting that it was alleged in the notice 
of opposition that one of the corporations owned and controlled 
the other two and that the mark was adopted and used by the first 
and that, of the later two companies, one was the manufacturing 
and the other the selling company, and that there was but one use 
of the mark alleged, the Assistant Commissioner said: 


“It is not seen why, in view of the alleged relation of the three com- 
panies, an election should ever have been required. The case is very 
different from one in which three independent parties, each claiming to 
be injured by the registration of the mark in question, should undertake 
to file a joint opposition. In such a case there would be three causes of 
action; for example, the marks of these three parties might be different, 
but each might claim that the mark sought to be registered was con- 
fusingly similar to its mark. Here, as above pointed out, there is but 
one cause of action, based upon the alleged use of a single trade-mark on 
certain specified goods. 

“The facts will have to be developed when testimony is taken and 
it is not seen how applicant is in any way injured by the joinder of these 
three parties in one proceeding; in effect, the three opposers are acting 
at one” 


Ornamental Feature 


Moorg, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, a pictorial representation of a teapot with 
steam issuing from the spout, as a trade-mark for kitchen cabinets 
and tables. 


The registration is refused on the ground that, as used, this 
representation is merely ornamental and was not used as a trade- 
mark, 

*” Ex parte Toledo Scale Co., 156 M. D. 95, July 16, 1920. 
™ Kleenex Company, Kotex Company and International Cellucotton 


Products Company y. San-I-Sal Laboratories, Inc., 156 M. D. 72, June 
17, 1929. 
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In his decision, after stating that whether a mark functions 
as a trade-mark depends upon the impression it produces upon the 
mind of the public, the Assistant Commissioner said: 


“If the mark when associated with the goods to which it is appro- 
priated is descriptive of the goods, or of the use of the goods, or merely 
embellishes the goods by adding thereto ornamental characteristics, it 
does not function as a trade-mark. The mark in such cases directs the 
mind to the goods, and not to the origin or ownership of the goods.” 


With reference to the manner in which the mark is used, he 
said: 


“Clearly a pictorial representation of a teapot, standing by itself, 
would not be descriptive of kitchen cabinets and tables. When applied 
to kitchen tables, however, in the manner illustrated by the specimen filed 
with the application, it renders the table more ornamental, and suggests 
that the table is to be used in the kitchen. It is believed, therefore, that 
the mark directs the mind to the table and to the proposed use of the 


table, and does not indicate or suggest the origin or ownership of the 
table.” ” 


Nore: The specimens filed show a table having the representation in 
question at the four corners of the central panel thereof and centrally 
of each of the drop leaves, just above the lower edge thereof. 


* Ex parte McDougall Company, 156 M. D. 62, June 5, 1929. 
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MasLanp DuRALEATHER COMPANY AND W. & J. SLOANE v. FEepERAL 
Trape ComMMISSsION 


United States Circuit Court of Appeals, Third Circuit 
September 18, 1929 


Trape-Names—DecertTion or PurcHaser. 

A false name, or one that has a tendency to deceive the ordinary 
purchaser, will be enjoined. 

Unram Competirion—Feperat Trape Commission Act—“DvuRALEATHER” 
FoR ARTIFICIAL LEATHER. 

The use by petitioners of the word “Duraleather” on products 
that contained no leather, but closely resembled it, furnished their 
customers with the means to misrepresent that the goods made there- 
from were made of genuine leather, especially as the phrase “The 
Durable Leather Substitute” sometimes used with the name appeared 
in inconspicuous lettering. Moreover, the goods were afterward 
made into various articles, with no mark appearing thereon, and thus 
sold to consumers. 

Unram Competition—Use or Fatse Trape-Name—Desist Orpen AFFIRMED. 

Petitioners’ trade-name, “Duraleather,” for imitation leather, held 
inherently false, and the order of the Federal Trade Commission to 
cease and desist from its use was modified and is affirmed. 


In equity. On petition to review an order of the Federal Trade 
Commission. Modified and affirmed. 


Roberts §& Montgomery, of Philadelphia, Pa., for petitioners. 
Robert E. Healy, of Washington, D. C., for Federal Trade 
Commission. 


Revistas, D. J.: The Masland Duraleather Company, a 
Pennsylvania corporation, and W. & J. Sloane, a New Jersey 
corporation, jointly petition this court to review and set aside an 
order made by the Federal Trade Commission, commanding them 
to cease and desist from using the term “Duraleather” as a trade- 
name on imitation leather, on their stationery, in their advertise- 
ments of the product, and “from using the word leather or any 
other word or combination of words in such manner as to import 
or imply that such products are real leather.” 

The respondent hereafter will be called Commission, and the 
petitioners, when separately referred to, will be termed Masland 
Company and Sloane, respectively. 
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The Commission in that part of its answer which is in the 
nature of a cross-bill, prays for a decree affirming this order 
and requiring petitioners to conform thereto. 

The challenge order is the result of proceedings instituted by 
the Commission, pursuant to the act of September 26, 1914, 38 
Stat. 717 (15 U. S. C. A., Sees. 41-51), entitled “An act to create 
a Federal trade commission, to define its powers and duties and 
for other purposes,” in which it was charged that petitioners were 
using unfair methods of competition in interstate commerce in 
violation of the provisions of Section 5 of that act. 

The decried business methods and their alleged consequences 
are set out in two counts. Both deal with petitioners’ use of an 
alleged false and misleading trade-name in marking, advertising 
and marketing their artificial leather product, and the results there- 
of. The first relates to competition in the pertinent trade gen- 
erally, while the second is confined to a particularly named alleged 
competitor. 

The Commission’s findings underlying this order, pertinent 
or necessary to be understood on this review, somewhat abbreviated 
are: 

That the Masland Company is “engaged in the manufacture 
of a product which it calls ‘Duraleather,’ an imitation or artificial 
leather’; that Sloane is engaged in selling and distributing this 
product “to manufacturers of automobiles, automobile bodies, 
trunks, suitcases, satchels, upholstered articles and other similar 
products, who manufacture many of said products in whole or in 
part of said imitation or artificial leather’; that petitioners com- 
pete with others making “leather and imitation or artificial leather,’ 
who sell the same throughout the United States; that petitioners’ 
product contains no leather, but is painted and embossed with a 
grain closely resembling genuine leather; that the manufacture of 
this imitation leather was begun in 1914 by Walter E. Masland, 
individually, who designated it as ‘“Duraleather.” 

That since its incorporation (1919) the Masland Company 
continued this manufacture and designation; that prior to 1924 
Masland Company branded its imitation leather with the word 
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“Duraleather” and so advertised it without explanation that it was 
artificial and in imitation of genuine leather; that since 1924 Mas- 
land Company “has used the term ‘Duraleather’ in branding, label- 
ing, designating and advertising its said imitation or artificial 
leather, which term is printed in very conspicuous type and is also 
accompanied with the phrase ‘The Durable Leather Substitute’ in 
letters of less conspicuous type”; that samples of this imitation 
leather, sent to customers and prospective customers before 1924 
“bore the word ‘Duraleather’ without explanation that the product 
was imitation or artificial’; that since 1924 “these samples have 
borne the word ‘Duraleather’ in conspicuous letters and the words 
‘The Durable Leather Substitute’ in letters so small as to be hardly 
descernible to the human eye.” 

That “Duraleather’’ is frequently billed to customers of peti- 
tioners by Sloane, without explanation on the billing or invoice 
that the same is imitation or artificial; that on orders to imitate 
samples of genuine leather furnished by persons desiring such 
imitation, Masland Company endeavors to make this particular 
imitation; that in 1923 the Virginia Trunk & Bag Company pur- 
chased from one of the jobber customers of petitioners a quantity 
of “Duraleather,” which it used in making traveling bags and suit- 
cases, and which it sold in several of our states as “Duraleather”’ 
bags, ‘““Duraleather” suitcases and ‘“Duraleather” overnight bags, 
without explanation that the same were made of artificial or imita- 
tion leather, and that in the same year this company issued more 
than 10,000 catalogues and circulars “in which some of its bags 
and suitcases were described as ‘black, cobra grained Duraleather,’ 
without explanation that the same were made from imitation 
leather”; that the reason this company “used the word ‘Dura- 
leather,’ as above described, was because such name was given to 
the product by the manufacturers thereof.” 

That among the competitors of petitioners is A. C. Lawrence 
Leather Company, which is engaged in the manufacture of genuine 
leather, which it sells to makers of shoes, luggage, upholstered 
furniture, automobiles, novelties and other products, located in 
several states; that this company for more than twenty-five years 
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used its registered name, “Duro,” as a trade-name for calfskin 
and vealskin leathers made and sold by it, and advertised this trade- 
name in connection with its said products as “Duro calf,’ “Duro 
veal,” and “Duro calf leather”; that this company successfully 
opposed the registration by Masland Company of the word ‘“Dura- 
leather” ; that there is a similarity between the designated products 
of this company and the “Duraleather’’ made by the Masland 
Company. 

That the use by petitioners “of the trade-name ‘Duraleather’ 
has the capacity and tendency to mislead and deceive the consum- 
ing public into the belief that said ‘Duraleather’ is a product of 
the aforesaid competitor and to cause the consuming public to 
purchase articles made in whole or in part from ‘Duraleather’ in 
such belief’; that petitioners’ use of the term “Duraleather’” as 
applied to their imitation leather suggests the use of that term by 
their customers or the latter’s customers “in the marketing and sale 
of products made in whole or in part of ‘Duraleather.’ ”’ 

That such uses have “the tendency and capacity to divert trade 
from those who are engaged in the manufacture of real leather and 
those who are engaged in the manufacture of imitation leather and 
selling and advertising the same as such imitation leather”; that 
such uses also have “the capacity and tendency to deceive the con- 
suming public into the belief that the articles made therefrom are 
made from genuine leather and to cause the consuming public to 
purchase the same in such belief”; and that petitioners’ recited 
“acts and practices place in the hands of others the means of 
committing a fraud upon the consuming public by enabling dealers 
to offer for sale and sell to the consuming public articles made 
from ‘Duraleather’ as and for articles made of real leather.” 

These findings are challenged in the following summarized 
particulars: 

That the name of petitioners’ product since 1924 has not been 
“Duraleather,” but “Duraleather the Durable Leather Substitute,” 
and that this amplified name is clearly legible. 

That there is no evidence (a) of competition between peti- 
tioners and A. C. Lawrence Leather Company; (b) or between 
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them and any manufacturer of genuine leather; (c) or that the 
public, or anyone, has been, or is likely to be, deceived by such 
amplified name; (d) or that sales of this product were made with- 
out knowledge on the part of, or explanation to, purchasers that 
it was imitation leather; (e) that anyone was, or is likely to be, 
deceived into the belief that the product was genuine leather; (f) 
or that the amplified name suggests to customers a product made 
therefrom as being made of leather or “Duraleather”; (g) or that 
thereby any trade has been, or is likely to be, diverted from manu- 
facturers of real leather; (h) or that the consuming public has 
been, or is likely to be, deceived into the belief that articles made 
from that product are made from genuine leather; (i) or that the 
consuming public has been misled into purchasing such articles 
as a result of any such belief; (j) or that petitioners’ use of that 
amplified name places, or is likely to place, in the hands of others 
the means of deceiving the public into believing that such articles 
are made of real leather. 

In dealing with these alleged errors we must bear in mind 
that by Section 5 of the act referred to “the Commission is empow- 
ered and directed to prevent persons, partnerships, or corporations, 
except banks and common carriers subject to the acts to regulate 
commerce, from using unfair methods of competition in commerce,” 
and that its findings as to facts, if supported by testimony, are 
made conclusive. Federal Trade Commission v. Winsted Hosiery 
Co., 258 U. S. 488 [11 T.-M. Rep. 277] (42 S. Ct. Rep. 384; 
Curtis Pub. Co. v. Federal Trade Commission, 270 F. 881; 260 
U. S. 568 (43 S. Ct. Rep. 210). 

It is noted that the basic challenge relates to the trade-name, 
and that many of the other challenges need be considered only in 
case this court determines in favor of the petitioners’ contention 
that the trade-name is not “Duraleather” but “Duraleather, the 
Durable Leather Substitute.” 

It is conceded, and the record establishes, that from 1915 to 
1924 the name for this imitation leather was “Duraleather,”’ with- 
out any additions. During this period the product in question was 
advertised and marketed under that trade-name, the first four 
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years by Walter E. Masland and thereafter by his successor, the 
Masland Company. In 1924, for some reason not disclosed, there 
was added to the word “Duraleather” the phrase “The Durable 
Leather Substitute,” from which time this amplified name has been 
used in marking, advertising, and marketing this imitation leather. 

However, the word “Duraleather,”’ whenever it appeared with 
the additions referred to, was always on a line by itself and was of 
much larger type than the additions which appeared on a line 
below, and by far was the more prominent; and on some of the 
Masland Company’s billheads and on one form of the Sloane tags 
used in labeling this product, it was made the more conspicuous by 
being printed in red ink in contrast with the black ink used in 
printing the additional phrase. On samples, this addition was in 
many instances hardly discernible. Undisputedly, “Duraleather”’ 
was the sole name for this imitation leather for nine years. 

Thereafter, and seemingly purposely, it was the most con- 
spicuous and outstanding word in the marking, advertising and 
billing of this imitation leather. This “catchy” word, notwith- 
standing its later association with the additional phrase referred 
to, did not lose its significance or dominancy as the commercial 
signature under which the petitioners were advertising and mar- 
keting their product. 

Some time subsequent to the addition of this phrase, the Mas- 
land Company advertised its imitation leather in “The Decorative 
Furnishers Directory and Buyers Guide, published in New York 
City in pocket edition form. This advertisement carried a promi- 
nently displayed cut or picture of an upholstered arm-chair. 

Above and below this cut was printed the word “Duraleather’’ 
on one line and the words “The Durable Leather Substitute” on 
the following line. Here also in both places ‘“Duraleather” was 
printed in the larger type. The type used in printing it in the 
upper part of the advertisement was considerably the largest used 
in this advertisement, and was second only to the displayed arm- 
chair in prominence. 

Between the two lines of printing and immediately under- 
neath the upper word “Duraleather” and closer to it than to the 
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phrase “The Durable Leather Substitute” were the words “Trade- 
Mark.” The spacing and placing of these latter two words indicate 
that they referred to ‘“Duraleather” and not to the phrase following. 

A clipping of this advertisement was produced by the peti- 
tioners in response to the Commission’s request. They obtained it 
from the publishers of this directory, who enclosed it with a letter 
dated January 17, 1928, wherein the Masland Company was asked 
if the advertisement was “O. K.,” or whether a change was to be 
made therein for inclusion in its 1928 edition of the directory. 

The president of the Masland Company, when questioned in 
advance of its production, in regard to an advertisement of this 
product in this directory, after stating his unfamiliarity with such 
matters, said this directory was a small publication and that the 
Masland Company “had an advertisement there possibly one or 
two years and then cut it out because it was of no material value.” 

At the time this clipping and the publisher’s letter were pro- 
duced, counsel for the petitioners stated that this advertisement 
had not been recently used. 

No other testimony in relation to this advertisement was given, 
so that we have no means of determining the year when, or the 
particular edition of this guide wherein, this advertisement ap- 
peared. 

On its face, it evidences that it was prepared after Masland 
Company had coupled its trade-name “Duraleather” with the phrase 
referred to. And the use of the words “Trade-Mark” in close 
connection with the former than the latter, is evidence that at that 
time, whenever it was, Masland Company still considered that 
“Duraleather” alone was the trade-mark. 

How long after that Masland Company continued of the same 
mind, is left to conjecture, as is also the reason for not furnishing 
any more light on that subject. 


However, we are not to be supposed to have given a dominating 
emphasis on the failure of petitioners to explain the use of the 
words “Trade-Mark’’ in the connection referred to. We are satis- 
fied that the evidence taken as a whole affecting the question now 
considered, not only supports the Commission’s finding that “Dura- 
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leather” is the trade-name of petitioners’ imitation leather, but 
that it fully sustains such finding. 

The next question, and to our mind closely allied with the one 
just considered as limiting the inquiry before us, is: Is this name 
inherently false or misleading? 

Leather is the tanned skin of an animal and the petitioners’ 
product concededly contains no leather. It has a cotton cloth base 
on which is spread a coating composed of nitro cellulose solution, 
castor oil and various pigments for coloring, and by painting and 
embossing is made to resemble real leather on the only side thereof 
that is exposed to view when made up into goods or used in up- 
holstering, paneling or trimming. 

“Duraleather” is a coined word. “Dura” admittedly is an 
abbreviation of the word “durable,” and the word thus composed 
can be given no other meaning than “Durable leather.” So read 
and considered, it is an assertion that the product marked, adver- 
tised, and sold as “Duraleather’” consists of leather. By putting 
this imitation product bearing a false name into the channels of 
trade, whatever may have been the petitioners’ motive in so doing, 
they furnished their customers and those dealing with them the 
means to misrepresent that the goods made from that product 
were made of leather, and when such a false trade-name is sub- 
sequently associated with the sale of goods made from such product, 
the petitioners cannot escape legal responsibility by disclaiming 
any intention to deceive or by showing that those with whom they 
dealt directly—first purchasers of the product—well knew that 
it was but an imitation or substitute for the genuine article. While 
this imitation leather, as it passed from the petitioners in the first 
instance, was to its customers a finished product, it was to their 
knowledge and purpose to be used ultimately in upholstering and 
in the manufacture of suitcases and other goods and to come into 
the hands of those usually called the consuming public. 

The knowledge which these original and intermediate buyers 
had as to the character of the petitioners’ product cannot be im- 
puted to the ultimate buyer. There is nothing on the face of the 
upholstered goods and those made up in whole or in part from this 
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imitation leather that would convey such knowledge to the buyers 
thereof. So far as appearances were concerned, the contrary would 
be the intimation. These purchasers of the goods thus made could 
and would see only one side of this product—that side which had 
been purposely made to resemble or imitate genuine leather. Mas- 
land Company concedes that many of these would have difficulty 
to distinguish its product thus made up from genuine leather. 
When these goods are unaccompanied with the name “Duraleather,”’ 
as is the case in most instances, the likelihood that the purchaser 
thereof would be deceived into buying them, believing that they 
were made of genuine leather, was ever present. But when the 
goods so made are advertised as made of “Duraleather,” as was 
done by the Virginia Trunk & Bag Company in its catalogues and 
circulars issued for 1924 used by its customers and prospective 
customers located throughout several of the states, and who mostly 
were retailers of leather and imitation leather goods, in which 
advertisements appeared cuts or prints of suitcases under some of 
which was printed the legend “Made of ‘Duraleather’”’; or “Made 
of Black Cobra Grain Duraleather,” the likeness of such goods 
and the trade-name associated therewith in which the word 
“leather” was prominent, would cooperate and tend to deceive the 
ordinary ultimate buyer of such bags into the belief that their 
purchases were made of genuine leather. The price thereof, assum- 
ing that to their knowledge it was less than that of ordinary leather 
goods, would in many instances, probably, mean no more—if that 
much—than that they were made of an inferior grade of leather. 
A false trade-name, or one that has both the capacity and 
tendency to deceive the ordinary purchaser, will be enjoined. 
Sears, Roebuck § Co. v. Federal Trade Commission (C. C. 
A. 7), 258 F. 807 [9 T.-M. Rep. 399]; Federal Trade Commission 
v. Winsted Hosiery Co., supra; Royal Baking Powder Co. v. Fed- 
eral Trade Commission (C. C. A. 2), 281 F. 744 [12 T.-M. Rep. 
140]; Guarantee Veterinary Co. v. Federal Trade Commission 
(C. C. A. 2), 285 F. 853 [12 T.-M. Rep. 448]; For Film Cor- 
poration v. Federal Trade Commission (C. C. A. 2), 296 F. 853 
[14 T.-M. Rep. 295]; Procter §& Gamble Co. v. Federal Trade 
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Commission (C. C. A. 6), 11 F. (2d) 47; Federal Trade Commis- 
sion v. Balme (C. C. A. 2), 28 F. (2d) 615; Indiana Quartered 
Oak Co. v. Federal Trade Commission (C. C. A. 2), 26 F. (2d) 
340 [18 T.-M. Rep. 428]. 

The potential deceptive character of this trade-name is also 
shown by its similarity with ‘““Duro,” the registered trade-name of 
A. C. Lawrence Leather Company, used in connection with its 
advertisements and sales of calfskin and veals—-genuine leathers— 
manufactured by it for use in upholstering and in making traveling 
bags and other leather goods, and in which branch of trade peti- 
tioners and Lawrence Company compete. 

While “Duro” is not combined with the word “leather” in a 
compound word, as is petitioners’ “Dura,’ its use is associated 
with leather. If “Duraleather’” was the name given to a genuine 
leather, there would be no question but that it would be in conflict 
with the registered name “Duro” used as aforesaid whenever and 
wherever the two competed. 

True, the manufacturers of goods made from either of these 
products and the jobbers who sell them to such manufacturers 
are not deceived as to the character of the “Duraleather.” To 
them the product thus named is but a substitute for the genuine 
article, some of which is called “Duro,” but not so to the ordinary 
ultimate buyers of the goods made from this imitation product, 
who know of goods being made of leather called “Duro.” To 
them, not having the knowledge of the original or intermediary 
buyers, goods advertised as made from “Duraleather’ would be 
likely to mean that they were made from the “Duro” products— 
genuine leather. 


Goods bought under such conditions would tend to injure and 
victimize both purchasers and Lawrence Company. That the record 
does not show any instances of the latter kind of purchasers, does 
not militate against the Commission’s finding that the petitioners’ 
trade-name has the capacity and tendency to deceive the ultimate 
buyer. For under the cited cases, actual deception is not necessary 
to be shown ere such unfair trade practices can be enjoined. 
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For the foregoing reasons we are of the opinion that peti- 
tioners’ trade-name is “Duraleather’’; that it is inherently false; 
and that it has the capacity and tendency to deceive the ultimate 
purchasers of the goods made from the imitation leather marked, 
advertised and marketed under such trade-name into the belief 
that such goods are made of genuine leather. 

The remaining question is: Shall the challenged order be 
affirmed or modified ? 

The record before us is barren of any evidence indicating 
that in the selection or use of this trade-name, petitioners sought 
to deceive the purchasers of the goods made from the product 
bearing that name, or to overreach any of their competitors by 
unfair commercial methods. 

During a decade and a half of trading, Masland & Company 
and its predecessors in business built up a trade closely associated 
with this name which, during that period, has become increasingly 
of trade value to petitioners. The relinquishment of this name 
now made imperative, necessarily will be attended with some loss, 
which should not be greater than necessary to fulfill the Commis- 
sion’s order. We, therefore, modify the order by adding to the 
last paragraph the following: ‘That if the manner and form of 
their compliance should embrace a new and acceptable trade-name, 
the petitioners may for six months after the Commission has 
approved the new manner and form, use on this imitation leather 
product, stationery, and in their advertising the word ‘Duraleather’ 
in representing that the new trade-name stands for the same product 
which the Masland Company had previously manufactured and 
petitioners had previously sold under the name ‘Duraleather.’ ” 
Thus modified, the order of the Commission is affirmed. 
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AMERICAN SaFety Razor Corporation v. INTERNATIONAL SAFETY 
Razor Corp. 


United States Circuit Court of Appeals, Third Circuit 
September 4, 1929 


InrrInceMEeNT—“Gem,” “Ever Reapy” anp “Srar” on Sarety Razors. 
Plaintiff having acquired by purchase the trade-marks “Gem,” 
“Ever Ready” and “Star” for razors and blades, together with the 
business and good-will, has a property right in such marks, which is 


infringed by defendants’ use thereof on blades of their own manufac- 
ture. 


Unram Competition—Derense or “Uncizan Hanns.” 

The dismissal of plaintiffs’ bill by the lower court on the ground 
that plaintiff worked a fraud on the public by selling several blades 
at varying prices, in competition, representing each to be the best, 
held not justified by the evidence, since the record showed that the 
three blades were made by plaintiffs’ subsidiary companies and at 


different costs. The decision dismissing the bill was, therefore, re- 
versed. 


In equity. Appeal from a decree of the United States Dis- 
trict Court, District of New Jersey, dismissing the bill. Re- 
versed. For opinion below see 18 T.-M. Rep. 386. 


Chas. Evans Hughes, Milton Dammann, both of New York 
City, and Insley, Vreeman § Decker, of Jersey City, 
N. J., for plaintiff. 

Julian Harrison and Davies, Auerbach § Cornell, all of New 
York City, for defendant. 


Before Burrineton and Davis, Circuit Judges, and THomp- 
son, District Judge. 


Tuompson, D. J.: The plaintiff is a Virginia corporation 
engaged in the manufacture and sale of razors and blades and 
kindred articles and is the successor in business to three corpora- 
tions, the former owners of the trade-names and marks being 
“Gem,” “Ever Ready” and “Star,” which were acquired by plain- 
tiff with the good-will of the business in 1919. 

The defendants are selling safety blades of their own make 
in cartons and packages, bearing the plaintiff's names and dis- 
played on its advertising matter. 
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A preliminary injunction restraining the defendant from the 
use of their cartons and advertising matter was granted. In like 
manner, a preliminary injunction was granted against the Wool- 
worth Company in the Southern District of New York, the court, 
in its order, setting forth certain circulars and advertising matter, 
which the court held could be used by the Woolworth Company in 
the sale of defendant’s blades pending final hearing. On the trial 
of the case here, the bill was dismissed. There could be no ques- 
tion, and the court held that the plaintiff has the right to use all 
of its trade-marks on safety razors and blades, and to mark and 
advertise its products through its selling corporations as they were 
used before purchase by the plaintiff. 

But the court seemed to conclude that the plaintiff was selling 
the same blade at varying prices under a simulating competition in 
advertising; that it worked a fraud on the public, and coming 
into a court of equity with unclean hands, that the bill should be 
dismissed. This does not appear to have been an issue, either 
raised or suggested on the trial, and therefore the testimony bearing 
on the question is exceptionally meagre. But the record does show 
differences in the cost of plaintiff’s blades, which would appear to 
justify a difference in selling price. 

The three products of the plaintiff are sold by separate cor- 
porations, and in the sale of these products each selling agency 
separately advertises its frames and blades, and not unnaturally 
each extols the merits of its particular razor and blade. Because 
each may state that it has the best razor and the best blade is not 
a fraud on the public, as the plaintiff may legitimately foster and 
maintain competition among its products. The court is not the 
keeper of the public’s conscience, and it would be going very far 
to hold that because a complainant did not in some manner measure 
up to the court’s ideas of ethical fairness that the fact is sufficient 
to bar it from all redress in a court of equity. As the plaintiff has 
a clear property right in its trade-marks and names, it is the mani- 
fest duty of the defendant to differentiate its goods from those of 
plaintiff, so that the public may get the article it wishes to buy. 
The evidence clearly establishes that defendant's methods have 
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led to continual confusion by which the public is constantly de- 
ceived, and appears to establish a deliberate intent on defendant’s 
part to trade on its trade-names and marks. 

The decree of the court dismissing the plaintiff’s bill should 
be reversed and the bill reinstated. 

Burrineron, J., took no part in the decision of this case. 


Feperat Trape Commission v. Aspspott E. Kay 
United States Circuit Court of Appeals, Seventh Circuit 
September 18, 1929 


Unrair Competirion—Feperat Trave Commission Act—“Kay Rapium”— 

REGISTRATION aS DEFENSE. 

Regardless of whether respondent’s registration of the words 
“Kay Radium” for a product resembling radium is valid, the regis- 
tration of a trade-mark in the Patent Office is no protection against 
proceedings under Section 5 of the Federal Trade Commission Act, 
where such mark is used falsely and as a part of an unfair method 
of competition. 

Unram Competrrion—Muisteapinc Term “Raptum” on Arrticre ConrTarn- 
inc No Raprium. 

The use by respondent of the word “Radium” as a name of a 
substance manufactured and sold by him as a curative agent for the 
treatment of diseases generally treated by radium, but which sub- 
stance, it was shown by scientific test, contained no radium, held 
to be an unfair method of competition. Order of the Federal Trade 
Commission to cease and desist from its use modified and affirmed. 


In equity. Application to obtain decree, enforcing modified 


order of the Federal Trade Commission. Order modified and peti- 
tion granted. 


Robert E. Healy, Adrien F. Busick and Edward L. Smith, all 
of Washington, D. C., for petitioners. 
Abbott E. Kay, in propria persona, for respondent. 


Before AtscHuLeR and Pace, Circuit Judges, and Lusr, Dis- 
trict Judge. 


Lusge, D. J.: The Federal Trade Commission, the petitioner, 
seeks a decree of this court for enforcement of the modified order 
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of the petitioner dated June 21, 1928, against Abbott E. Kay, 
under the provisions of Section 5 of the Act of Congress approved 
September 26, 1914 (38 Stats. 717). 

On December 14, 1922, the petitioner issued a complaint 
charging respondent Kay and one R. T. Nelson with the use of 
unfair methods of competition in interstate commerce, the gist of 
which was that Kay and Nelson were producing and marketing in 
interstate commerce, a product or substance as radium which in 
fact was not radium. After answers were filed testimony was 
heard before an examiner of the Commission, and the Commission 
made its findings of fact and its conclusion, and pursuant thereto 
issued, and caused to be served, an order requiring the respondents 
to cease and desist from such methods of competition. On June 21, 
1928, the Commission, after notice and hearing, modified its find- 
ings of fact and issued its modified order as follows: 


“Modified order to cease and desist. It is now ordered that respon- 
dents, Abbott E. Kay and R. T. Nelson, as individuals and as co-partners, 
doing business under the name of Aaban Radium Company, their servants, 
agents and employees, cease and desist from further, in any manner, 
whatsoever, 

“1. Selling or offering for sale or advertising as and for radium or 
as containing radium, or possessing radioactive properties, the product 
heretofore sold and advertised as and for radium by respondents. 

“2, Applying, employing, or using descriptively the word ‘radium’ 
or any compound thereof implying radioactivity in connection with the 
sale, offering for sale, or advertising of the product heretofore sold and 
advertised as and for radium by respondents. 

“3. Making or causing to be made in advertising matter or other- 
wise representations, statements, or assertions that the product heretofore 
sold and advertised by respondents is radium, or that said product con- 
tains radium. 

“4. Making or causing to be made any false statement, claim, or 
representation of similar import or effect in connection with the sale of 
any other product or substance. 

“It is further ordered that the respondents shall, within sixty (60) 
days after the service upon them of a copy of this order, file with the 
Commissioner a report in writing setting forth in detail the manner and 
form in which they have complied with the order to cease and desist 
hereinbefore set forth.” 


Such modified order was served, and Nelson made and filed 
a report indicating that he had complied with the order to cease 
and desist, but the respondent Kay filed a report stating that he 
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led to continual confusion by which the public is constantly de- 
ceived, and appears to establish a deliberate intent on defendant’s 
part to trade on its trade-names and marks. 

The decree of the court dismissing the plaintiff's bill should 
be reversed and the bill reinstated. 

Burrineron, J., took no part in the decision of this case. 


FeperaL Trape Commission v. Asspott E. Kay 
United States Circuit Court of Appeals, Seventh Circuit 
September 18, 1929 


Unram Competrrion—Feperat Trapve Commission Act—“Kay Rapium”’— 

REGIsTRATION aS DEFENSE. 

Regardless of whether respondent’s registration of the words 
“Kay Radium” for a product resembling radium is valid, the regis- 
tration of a trade-mark in the Patent Office is no protection against 
proceedings under Section 5 of the Federal Trade Commission Act, 
where such mark is used falsely and as a part of an unfair method 
of competition. 

Unram Competrrion—Misteapinc Term “Raprum” on Articre ConTain- 
inc No Rapium. 

The use by respondent of the word “Radium” as a name of a 
substance manufactured and sold by him as a curative agent for the 
treatment of diseases generally treated by radium, but which sub- 
stance, it was shown by scientific test, contained no radium, held 
to be an unfair method of competition. Order of the Federal Trade 
Commission to cease and desist from its use modified and affirmed. 


In equity. Application to obtain decree, enforcing modified 


order of the Federal Trade Commission. Order modified and peti- 
tion granted. 


Robert E. Healy, Adrien F. Busick and Edward L. Smith, all 
of Washington, D. C., for petitioners. 
Abbott E. Kay, in propria persona, for respondent. 


Before AtscHuterR and Pace, Circuit Judges, and Lusr, Dis- 
trict Judge. 


Luss, D. J.: The Federal Trade Commission, the petitioner, 
seeks a decree of this court for enforcement of the modified order 
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of the petitioner dated June 21, 1928, against Abbott E. Kay, 
under the provisions of Section 5 of the Act of Congress approved 
September 26, 1914 (38 Stats. 717). 

On December 14, 1922, the petitioner issued a complaint 
charging respondent Kay and one R. T. Nelson with the use of 
unfair methods of competition in interstate commerce, the gist of 
which was that Kay and Nelson were producing and marketing in 
interstate commerce, a product or substance as radium which in 
fact was not radium. After answers were filed testimony was 
heard before an examiner of the Commission, and the Commission 
made its findings of fact and its conclusion, and pursuant thereto 
issued, and caused to be served, an order requiring the respondents 
to cease and desist from such methods of competition. On June 21, 
1928, the Commission, after notice and hearing, modified its find- 
ings of fact and issued its modified order as follows: 


“Modified order to cease and desist. It is now ordered that respon- 
dents, Abbott E. Kay and R. T. Nelson, as individuals and as co-partners, 
doing business under the name of Aaban Radium Company, their servants, 
agents and employees, cease and desist from further, in any manner, 
whatsoever, 

“1. Selling or offering for sale or advertising as and for radium or 
as containing radium, or possessing radioactive properties, the product 
heretofore sold and advertised as and for radium by respondents. 

“2. Applying, employing, or using descriptively the word ‘radium’ 
or any compound thereof implying radioactivity in connection with the 
sale, offering for sale, or advertising of the product heretofore sold and 
advertised as and for radium by respondents. 

“3. Making or causing to be made in advertising matter or other- 
wise representations, statements, or assertions that the product heretofore 
sold and advertised by respondents is radium, or that said product con- 
tains radium. 

“4, Making or causing to be made any false statement, claim, or 
representation of similar import or effect in connection with the sale of 
any other product or substance. 

“It is further ordered that the respondents shall, within sixty (60) 
days after the service upon them of a copy of this order, file with the 
Commissioner a report in writing setting forth in detail the manner and 
form in which they have complied with the order to cease and desist 
hereinbefore set forth.” 


Such modified order was served, and Nelson made and filed 
a report indicating that he had complied with the order to cease 
and desist, but the respondent Kay filed a report stating that he 
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had no intention of abandoning his business, Whereupon the Com- 
mission applied to this court for its decree against him. 

Respondent Kay appeared in propria persona and without 
counsel. No legal questions, as such, have been directly raised 
except that the findings and order of the Commission were unwar- 
ranted under the evidence, but the entire record has been carefully 
examined with a view to determining the legality and correctness 
of the Commission’s findings and order. 

Section 5 of the Trade Commission Act makes the Commis- 
sion’s findings conclusive as to the facts, if supported by evidence. 
The Government Bureau of Standards was furnished with several 
samples of the product which the respondent Kay had sent to 
various persons in various states, under the “escrow plan,” or for 
other purposes, and subjected such specimens to the scientific tests 
to which that Bureau was accustomed to subject specimens of 
radium for determining their genuineness. None of such samples 
of the Kay product responded to the radium tests so applied. One 
other test was applied to a sample of Dr. Kay’s product, outside 
the Bureau of Standards, and the testimony indicates that the 
sample failed to respond to such test. Such failure in all instances, 
the testimony amply shows, indicated that none of the samples of 
the Kay product had any appreciable radioactivity. It is true 
that radioactivity found by the photographic and electroscopic 
tests, which were used in all cases, may be found upon tests of 
mesothorium as well as radium. Nevertheless, absence of radio- 
activity sufficient to affect a sensitive photographic film, or an 
electroscope, is scientifically considered as proof that the specimen 
tested is neither radium nor mesothorium. 

It appears from the evidence that in the radium industry the 
regular method of purchase by physicians from the manufacturers 
of genuine radium is for the latter to send the product which it 
proposes to sell to the Government Bureau of Standards for tests. 
The Bureau customarily subjects the product so submitted to the 
electroscopic and photographic tests, and compares the results of 
such tests with similar tests made of a standard unit of radium kept 
by the Bureau for the purpose of comparison, and certifies the 


ae MM git aaa eit A RN it uns tes at clan en aii ei eb abe eis i es OO ase ch RNR 








FEDERAL TRADE COMMISSION V. ABBOTT E. KAY 403 


product proposed to be sold as having the radioactivity shown by 
the tests, and the amount of such radioactivity is admeasured by 
comparison with the Bureau’s radium standard. The Bureau does 
not ordinarily determine whether the product submitted to it is 
actually radium, or some other substance, such as mesothorium, 
having radioactivity. The explanation for this is that the process 
of determining whether the product is actually radium, or meso- 
thorium, or some other radioactive substance, is an intricate one, 
requiring damaging or destruction of the plaques or tubes in which 
the product is usually contained, and some interference with the 
product itself. The result is that the Bureau of Standards has 
contented itself with certifying to the radioactivity of the com- 
mercial product in terms of radium equivalent, as determined by 
its comparison with the radioactivity of the known standard unit 
of the Bureau. In commercial practice radium thus submitted to 
the Bureau is so certified and transmitted to the purchaser’s bank, 
and delivered to the purchaser upon payment of the purchase price 
to the bank after examination of the product with its certificate. 
Respondent Kay makes much of the omission by the Bureau of 
Standards to determine that the specimens commercially submitted 
to it are actually radium, but it is apparent that this is no answer 
to the charge made by the Federal Trade Commission that the 
product of the respondent Kay has no radioacticity whatsoever, 
is not radium, and hence is untruthfully and falsely marketed by 
the respondent Kay as radium. 

The evidence before the Commission amply established the 
fact that the respondent Kay had advertised in various magazines, 
some of them in general circulation, that his product was radium. 
The cases, Federal T'rade Commission v. Winsted Hosiery Co., 
258 U. S. 488, 42 B. C. Rep. 281 [11 T.-M. Rep. 277]; Royal 
Baking Powder Co. v. Federal Trade Commission, 281 Fed. 744 
[12 T.-M. Rep. 140]; Indiana Quartered Oak Co. v. Federal Trade 
Commission, 26 Fed. (2d) 340 [18 T.-M. Rep. 423], and cases 
cited, hold that false labelling, and advertisements which are false 
in fact, constitute an unfair method of competition, placed within 
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the cognizance of the Federal Trade Commission by Section 5 of 
the Trade Commission Act. 

It is suggested by respondent Kay’s report to the Commission 
that respondent has registered a trade-mark for his product, con- 
sisting of the words ““Kay-Radium.” Laying aside all question as 
to whether or not such trade-mark may not be invalid because it 
purports to describe the article by the word “radium,” and as a 
descriptive term not permitted to be appropriated under the pro- 
visions of the trade-mark act, it is clear that registration of a 
trade-mark in the Patent Office is no protection against proceed- 
ings under Section 5 of the Federal Trade Commission Act, where 
such trade-mark is in fact used falsely and as a part of an unfair 
method of competition. Assuming that respondent has registered 
his trade-mark as above indicated, the test of his methods of com- 
petition is not whether a trade-mark may have been registered, but 
whether his methods fall within the condemnation of the Federal 
Trade Commission Act, which declares “unfair methods of com- 
petition in commerce are declared unlawful.” Brougham, et al. 
v. Blanton Mfg. Co., 249 U. S. 495 (87 S. C. Rep. 3638). 

The evidence does not disclose how extensive a business re- 
spondent has done, but it is apparent that he has been, and is 
engaged in, advertising and distributing his product in interstate 
commerce. Radium is used largely for the treatment of disease, 
and especially cancer, and it can hardly be gainsaid that any mis- 
representation with respect to the identity of respondent’s product 
is a matter of public interest with which the Commission is, by 
Section 5 of the Trade Commission Act, empowered to deal. 

Respondent Kay relies largely upon the testimony of a number 
of patients who had various ailments, and who testified to beneficial 


results from the use of respondent’s product contained in plaques 
and tubes, and applied, presumably, as radium is. Witnesses for 
the Commission accounted for such results and testimony as due 
to mental suggestion. Whether that be correct or not, the prone- 
ness of lay patients to err in accrediting responsibility for benefits 
to health is well understood. 
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The substance known to science as radium, so the evidence 
indicates, is expensive to produce, often requiring reduction of a 
ton of ore to produce a milligram of radium, sells in the market at 
around $110 per milligram, requires a large ore refining plant for 
its production, and invariably responds positively to the photo- 
graphic film and electroscopic tests, while the Kay product is 
negative under the two tests last mentioned, is produced in a 
laboratory in his home, and offered for sale at $10 per milligram. 
Granting that discovery of a new source and comparatively inex- 
pensive method of extraction might account for some of these dif- 
ferences, the fact that the Kay product fails under the scientific 
tests, together with the other differences noted, strongly indicate 
a different substance rather than a difference in source and method 
of extraction of radium. Opinion in evidence that the Kay product 
is not radium was also adduced. It is apparent from the fore- 
going, without further discussion of detail, that the findings of 
the Commission were amply sustained by evidence. 

A considerable period of time elapsed between the time when 
the Commission filed its original findings and order to cease and 
desist, and the filing of its modified findings and order. After the 
original findings and order were filed a stay was applied for which 
was denied on March 29, 1924. The record does not disclose any 
report by the respondent Kay to the first order to cease and desist, 
and the matter seems to have remained dormant until June 21, 
1928, when the modified findings and order were made, to which 
response was made by the respondents as above indicated. The 
transcript of the record was not filed in the court until October 9, 
1928. While we withhold approval of so long delay, the question 
is apparently covered by the provisions of Section 5 of the Trade 
Commission Act, which provides: 


“Until a transcript of the record in such hearing shall have been filed 
in a Circuit Court of Appeals of the United States, as hereinafter pro- 
vided, the Commission may at any time * * * * modify or set aside, in 
whole or in part, any report or any order made or issued by it under this 
section.” 


If more prompt action was desired by the respondent, the 
same section of the act permits the respondent to petition for review 
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and requires the Commission to certify and file in court the re- 
quired transcript. 

Paragraph number four of the modified order of the Commis- 
sion is somewhat indefinite and uncertain, and, we believe, sus- 
ceptible of a construction broader than the facts warrant. It is 
ordered that the said paragraph four be eliminated from the order 
of the Commission and that in lieu thereof there be inserted the 
following: 

Selling, offering for sale, or advertising, as and for radium, 
or as containing radium or possessing radioactive properties, or 
applying, employing, or using descriptively the word “radium” or 
any compound thereof implying radioactivity, in connection with 
the sale, offering for sale, or advertising of any such product, or 
making or causing to be made in any advertising matter or other- 
wise any representations, statements, or assertions that the product 
advertised or sold is radium or contains radium or radioactive prop- 
erties, unless such product is in fact radium and possesses the 
radioactive properties of radium as ascertained by photographic 
and electroscopic tests applied by generally recognized authorities 
such as the United States Bureau of Standards at Washington, 
D. C. 

With the order of the Federal Trade Commission thus modified 
the prayer of the petitioner is granted. 


Fincutey, Inc. v. Fincuty Company, Inc. 
United States District Court, District of Maryland 
June 11, 1929 


Trave-Mark InrrInceMENtT—UNFam CompetiITrion—J URISDICTION. 

In a suit for infringement of a registered trade-mark and for 
unfair competition, where defendant makes no interstate use of the 
mark, but there is interstate use by plaintiff, it seems that the court 
has jurisdiction to grant an injunction. 

Trave-Marxs—GeocraPHicaL TerM—“FINCcHLEY”—SEcONDARY MEANING. 

Although the name “Finchley” may be a geographical term, it 
has acquired a secondary meaning, so that the first user may secure 
the exclusive right to such name as a trade-mark against anyone not 
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doing business in the same territory and even against him, if the 
name be used fraudulently. 
Trape-Marxs—Reoistration—Errect or DiscLammer. 

An applicant for the registration of a trade-mark may disclaim 
unregistrable portions thereof and still will not be deprived of the 
benefits of registration of his mark as a whole. 

Trape-Mark INFRINGEMENT—SIMILaRITY oF Goons. 

In a suit brought to enjoin the use of the name “Finchley” and 
its accompanying crest, where plaintiff sold thereunder men’s clothing 
and some women’s coats while defendant’s trade was limited to 
women’s coats and dresses, held that plaintiff was entitled to enjoin 
the use of said name by defendant on the theory that the property 
right in the trade-mark covered a normal extension of his business 
to new lines of goods and new territory. 

Unram Competirion—Wroneorvut Use or Trape-Name—Inrenr. 

Where, after plaintiff had adopted and used in his business of 
retailing men’s clothing and women’s coats, his name “Finchley” 
shown in Old English, defendant began the use of the word “Finch- 
ley” in similar lettering as a trade-mark for women’s coats and dresses, 
held that defendant’s intent to defraud was shown by the testimony 
of its president, as well as by the simulation of plaintiff's mark on 
defendant’s labels, boxes and correspondence. 

Unram Competirion—Derense—“UncLeEAN Hanns.” 

The charge that plaintiff came into court with unclean hands, 
because of failure to comply with certain provisions of the Maryland 
statute, held not to be proven nor to bar it from its right to resort 
to the federal courts; nor could defendant urge as a defense certain 
alleged misrepresentations on the part of plaintiff discontinued several 
years before the bringing of the suit. 


In equity. On final hearing. Suit for trade-mark infringe- 
ment and for unfair competition. Decree for plaintiff. 


Cox and Campbell (Clarence G. Campbell, of counsel), of New 
York City, and Haman, Cook, Chestnut § Markel (George 
Ross Veazey, of counsel), all of Baltimore, Md., for 
plaintiff. 

John E. Cross and Louis Hollander, both of Baltimore, Md., 
for defendant. 


Coteman, J.: The present suit is based upon two grounds, 
first, infringement of the registered trade-mark “Finchley” and 
its accompanying crest or symbol; and, secondly, upon unfair com- 
petition. 

The only difference between the spelling of the name Finchley 
as used by the complainant in its corporate name and trade-mark, 
and that used by the defendant in its corporate name, advertise- 
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ments, correspondence, labels and so forth, is that the former spells 
the word with the letter “e’’ in the last syllable, and the latter does 
not. The similarity between the two words seems to the court 
to be so great as not to be open to question. Their appearance and 
sound are strikingly similar. The defendant uses the Old English 
type, just as this complainant, even to the extent of adopting it 
on the front of its store. The court attaches no material signifi- 
cance to the fact that the defendant adds the words “A Baltimore 
Institution” to its labels. 

So the real question is this: Is the complainant on the plead- 
ings and evidence in this case vested with such ownership and 
right to the use of this word as prevents the defendant from using 
it itself. I understand that there is no claim being made for an 
accounting in damages, but only for an injunction, in the present 
case. 

Defendant asserts that complainant is not entitled to an in- 
junction because, first, there is no averment or proof of an inter- 
state use of the name, actual or threatened, by defendant; secondly, 
because the name “Finchley” is a geographical one in which a 
secondary meaning has not been acquired and cannot be acquired ; 
third, because complainant has disclaimed the right to use it as it 
does ; fourth, because there is lack of similarity between complain- 
ant’s and defendant’s goods—that is, that there is no competition ; 
and, lastly, because the complainant himself is guilty of misrep- 
resentation. 

As to the trade-mark, I find no averment or proof of inter- 
state use, either actual or threatened, by defendant. Whether 
such is actually necessary, however, in cases of this kind, I have 
at least a very serious doubt from the decisions, including the last 
decision of the Supreme Court (The United States Printing and 
Lithographing Company v. Griggs, Cooper & Co. [19 T.-M. Rep. 
187], 49 S. Ct. Rep. 267), and also because of what seems to me 
to be tne common sense of the rule. If the rule were otherwise than 
here stated, a defendant might inflict, with entire immunity, serious 
harm upon a complainant, by dealing only in one place. I do not 
think that that is the intent of the statute—granting that it is a 
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somewhat limited law—provided the plaintiff's business impinges 
or comes in contact in that one place with the defendant’s business. 
There must be some interstate business, of course, but I think if 
the business of the plaintiff is interstate and as such is conducted 
in any one or more places where defendant also conducts its busi- 
ness, that is what is meant by the rule which Justice Holmes lays 
down in the United States Printing & Lithographing Company 
case. But assuming that proof is necessary that defendant’s busi- 
ness is also interstate in character, and that it is lacking in this 
case, the result which I read is not different, because with respect 
to the question of unfair competition, the court finds that the juris- 
dictional allegations of the bill are sufficient, and also that the 
complainant has sustained the burden of proof imposed upon it 
such as to entitle it to have the defendant enjoined from further 
use of the name. In short, the court finds that none of the de- 
fenses raised by the defendant are tenable. 

With respect to the claim that the name “Finchley” is a geo- 
graphical one, it seems to the court sufficient to say that geographi- 
cal names often acquire a secondary significance, indicative not 
only of the place of manufacture, but of the name of the manu- 
facturer or producer and the quality of the thing manufactured or 
produced, which enables the manufacturer or owner to assert exclu- 
sive right to such name as against everyone not doing business 
within the same geographical limits, and even as against them 
if the name be used fraudulently for the purpose of misleading 
buyers as to the actual origin of the thing produced, or palming 
off the products of one person as those of another. I understand 
that to be the guiding principle; certainly it is the principle an- 
nounced in such cases as French Republic v. Saratoga Vichy Spring 
Company, 191 U. S. 427 (24S. Ct. Rep. 145), and in Siegert v. 
Gandolfi, 149 Fed. 100, and also in Annheuser-Busch, Inc. v. Bud- 
weiser Malt Products Corporation, 295 Fed. 806 [18 T.-M. Rep. 
198}. 

We next come to the third question, that of disclaimer. As 
to this, it seems to the court sufficient to say that when a trade- 
mark includes unregistrable matter, the applicant may disclaim the 
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unregistrable part and thereby preclude himself from setting up 
any exclusive right to it, and yet not be deprived of the benefits 
of registration of his trade-mark as a whole. I understand that 
to be the rule in Beckwith v. Commissioner, 252 U. S. 588 [10 
T.-M. Rep. 255; 40 S. Ct. Rep. 414]. The disclaimer, as I read 
it in the present case, amounts to no more than this. But assuming 
that it does, and assuming further that the word “Finchley” is not 
capable of registration apart from the mark, we still have to con- 
sider complainant’s rights in it as a trade-name, as opposed to a 
trade-mark—a trade-name as used in the common-law sense. 
That brings us, then, to the fourth question, namely, that of 
similarity between the goods manufactured and sold by the com- 
plainant, and those manufactured and sold by the defendant. It 
is necessary to advert for a moment to the trend in the law dealing 
with cases of this kind. Must the owner of a trade-mark permit 
the use of that mark on articles which he does not himself sell? 
In the present case it is to be noted that, as a matter of fact, com- 
plainant does sell, to some extent at least, women’s apparel, that 
is, women’s coats. It is comparatively easy to carry over the good- 
will of one article in which the public has confidence to another, 
by associating the first and the second, even though the seller or 
maker of the first may be unknown, and also for a firm to extend 
its good-will into territory where its goods have never been sold, 
but where its reputation has already gone. In owning a mark 
which enjoys such trust and confidence in relation to one article 
or place, the owner possesses valuable property in the right to use 
a familiar and popular mark, or name, in the extension of his busi- 
ness to new lines of goods and to new territory. He owns a right 
to use the popularity of that mark or name or object for his profit, 
and to prevent its use by others to his detriment. He owns a right 
to use it to extend his business, and to increase his profits to an 
extent impossible, perhaps, if he refrained from so doing or used 
some other’s mark, or name, which did not enjoy the confidence 
which the public placed in the same brand. As the court views the 


decisions, this is undoubtedly their trend, whatever may appear to 
have been said to the contrary in such cases as the Borden Ice 
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Cream Company v. Borden’s Condensed Milk, 201 Fed. 510 [8 
T.-M. Rep. 80], and similar cases. When such earlier cases are 
distinguishable on their facts from the present case it is not here 
necessary to decide. 


As was said in the Aunt Jemima case, 247 Fed. 407, 410: 


“No one has a right to apply another’s name to his own goods. If, 
for instance, one were to publish a book on banking under the name of a 
firm of bankers, it would be no answer to say that there was no competi- 
tion between banking and publishing, or that the bankers had sustained 
no pecuniary damage, or that the book was a good book. The act would 
still be a trespass, for which the bankers would be entitled to at least 
nominal damages at law and, that remedy being inadequate and the 
trespass being a continuing one, they would be entitled to relief in equity.” 


The doctrine of unfair competition simply means that no one 
should be allowed to sell his goods as those of another. To be 
sure, this rule is usually invoked when there is actual market com- 
petition between the analogous products of the complainant and 
defendant. But as was said in Vogue Company v. Thompson- 
Hudson Company, 300 Fed. 509, 512 [13 T.-M. Rep. 349]: 


“There is no fetish in the word ‘competition.’ The invocation of 
equity rests more vitally upon the unfairness. If B represents that his 
goods are made by A and if damage therefrom to A is to be seen, we 
are aware of no consideration which makes it controlling whether this 
damage to A will come from market competition with some article which 
A is then manufacturing, or will come in some other way. The injury 
to A is present and the fraud upon the consumer is present; nothing 
else is needed.” See also 6 Fed. (2) 875; 12 Fed. (2) 991. 


Again, as was said by Judge Morris in Rogers, Ltd. v. Majestic 
Products Corp., 28 F. (2d) 219, 220 [18 T. M. Rep. 146]: 


“The goods capable of being so passed off are not limited to those 
that are identical, or even to those that have the same descriptive proper- 
ties. Many articles, quite dissimilar in their appearance, properties and 
use, may nevertheless bear such relation to each and other and be so 
associated in the mind of the public that confusion and deception touching 
their respective origins will follow as a natural consequence, if their dress 
or marks are similar.” 


And again, as was said in the case of Yale Electric Corpora- 
tion v. Robertson, 26 Fed. 2nd, 972, 974 [17 T.-M. Rep. 414] by 
Judge Hand: 

“It has of recent years been recognized that a merchant may have a 


sufficient economic interest in the use of his mark outside the field of his 
own exploitation to justify interposition by a court. His mark is his 
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authentic seal; by it he vouches for the goods which bear it; it carries 
his name for good or ill. If another uses it, he borrows the owner’s 
reputation, whose quality no longer lies within his own control. This is 
an injury, even though the borrower does not tarnish it, or divert any sales 
by its use; for a reputation, like a face, is the symbol of its possessor and 
creator, and another can use it only as a mask. And so it has come to 
be recognized that, unless a borrower’s use is so foreign to the owners as 
to insure against any identification of the two, it is unlawful.” 


This principle has been applied to flour and syrup, automo- 
biles and radio tubes, medicines and cigars, men’s suits and hats 
and caps, flashlights and padlocks, and the court does not see that 
it is really any extension of the existing law to apply the principle 
in the present case. 

With respect to the question of intent, assuming, without de- 
ciding, that intent to defraud on the part of defendant is actually 
necessary in cases of unfair competition, the court feels that on the 
evidence such intent has, as a matter of fact, been proven. This 
seems clear from the manner in which and the time when defendant 
first began using the name “Finchly.”” The president of defendant 
company has testified that he was accustomed to frequent the neigh- 
borhood of the Finchley store; that relatives lived nearby; that 
his attention was called to this concern; that his own company 
first began to use the name thereafter. We have the further sig- 
nificant fact that the Old English type is uniformly used by de- 
fendant on all labels, boxes and correspondence. In the face of 
such evidence the court can attach little weight to the statements 
of defendant’s president that the name was adopted upon the mere 
chance suggestion of a relative, or by a process of elimination. 

Lastly, the court finds no evidence to support the contention 
of defendant that complainant has itself acted unfairly, to the 
extent that would require the court to deny relief. In order to 
prevail, the defense of unclean hands must usually be based upon 
conditions existing at the time when the party applies for equitable 
relief. That may not always be the case. It is a question of 
degree, of course. But in any event, whether or not such alleged 
misrepresentation as may have been practiced here through certain 
advertisements had actually been discontinued several years before 
the bringing of this suit, it does not appear that anyone actually 
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has relied upon them to their detriment, or that they are of such 
character as really to mislead, in view of all the circumstances of 
complainant’s operations, and the admitted activities of its presi- 
dent and other representatives in England for the purpose of secur- 
ing the latest English styles and fabrics. 

As to the contention of defendant that complainant is outlawed 
because of his failure to comply with the statutory requirements 
of the Maryland Corporation Law governing domestic and foreign 
corporations, it is sufficient to point out that, assuming but without 
deciding, that this complainant is required by the Maryland law 
to comply with its provisions, what the complainant may have done 
or may do in Maryland is not void. The complainant is only pro- 
hibited from access to the state courts. It cannot be ousted of its 
right to resort to the Federal courts if jurisdiction otherwise exists. 
That principle has been clearly set forth in David Lupton’s Sons 
Company v. Automobile Club of America, 225 U. S. 489 (82 S. Ct. 
Rep. 711). 

The bill of complaint is adequate in so far as jurisdictional 
averments respecting diversity of citizenship are concerned, and 
also respecting the amount in controversy, whether we apply the 
test of the value of the trade-mark to the complainant, or the value 
of the damage which defendant is alleged to have caused. 

The conclusions of the court, therefore, are that complainant 
is entitled to an injunction as prayed. 

A decree will be signed in accordance with this opinion. 


[Nore: Although the remarks of the court above with respect to the 
case of U. 8. Printing & Lithographing Co. v. Griggs, Cooper & Co., are 
dictum, we do not agree with the view of the case therein suggested (see 
Reporter, Vol. 19, p. 189, Note). In the Griggs-Cooper Case, the suit was 
evidently brought and tried upon the theory that the manufacture by the 
defendant of infringing labels, and their distribution to consumers in 
various states, was use of the infringing trade-mark in interstate commerce, 
whereas the Supreme Court took the view that there was no trade-mark 
use until the labels had been applied to the goods. There could therefore 
be no use of the trade-mark in interstate commerce without sale in inter- 
state commerce of goods so marked, and there was no evidence in the 
case of such sale. For a fuller discussion of this matter see Bulletin of 
the U. S. Trade-Mark Association, May, 1929, Vol. 24, p. 135. 

We consider this decision open to criticism in another particular, 
since it holds that, where the plaintiff’s registered trade-mark is used in 
interstate commerce, the courts have jurisdiction to grant an injunction 
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against the use of an infringing mark by the defendant, although such 
use by the defendant does not extend to interstate commerce. In this 
particular we consider the case contrary to the decision of the United 
States Supreme Court, under the Statute of 1881 (Warner v. Searle & 
Hereth Co., 191 U. S. 195). Ep.] 


ConsoLIDATED MacHINE Toot CorRPORATION OF AMERICA V. 
Tue Cottis Co. 


United States District Court, Southern District of Iowa 


June 27, 1929 


Unram Competrrion—Use or Name or Patentep Articie Arrer Expma- 

TION OF PaTENT. 

Plaintiff, manufacturer of chucks sold under the name “Magic” 
and made according to an expired patent, having been the only user 
of the name on this product for seven years after the patent expired, 
is entitled to restrain the defendant from adopting the word as a 
trade-mark for the same article. 


In equity. On final hearing. Action for unfair competition. 
Decree for plaintiff. 


Harold E. Stonebraker, of Rochester, N. Y., for plaintiff. 
Banning & Banning, of Chicago, Ill., for defendant. 


Were the facts similar I would adhere to my opinion in the 
American Specialty Company v. The Collis Company [6 T.-M. 
Rep. 561; 225 Fed. Rep. 929], but I find considerable difference 
in the cases. 

As I understand it, the plaintiff has been manufacturing the 
chuck in different forms since 1902—since 1919 of the same type 
manufactured by the defendant. 

The Davis patent expired in 1919. The defendants did not 
immediately commence the manufacture of the chuck, but allowed 
the plaintiff to continue making the chuck and using the term 
“Magic” until 1926. 

For seven years the defendant permitted the plaintiff to exer- 
cise its monopoly by virtue of the word “Magic.” In my judg- 
ment, under all the facts and circumstances, the defendant cannot 
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now adopt the word ““Magic’’ and avoid the equitable rule of unfair 
competition. 

Of course, in this case it is most difficult to apply the rule in 
the Singer case, because it is quite apparent that the plaintiff has 
not for many years manufactured strictly under the Davis patent, 
and it is also apparent that the defendant is not developing the 
Davis chuck, but aside from these considerations, and without 
undertaking a discussion of the case or the facts, I am firmly con- 
vinced that, under the equitable rules, the defendant should not 
be allowed to adopt the Modern Tool Company’s specific type and 
sell it under the name of “Magic” type—it is quite apparent to 
me that some purchasers may be misled by this name “Magic.” 

The “tool” is a chuck—the name is not descriptive except in 
so far as the plaintiff has made it descriptive. 

An injunction will be issued herein restraining the defendant 
from continuing the use of the word “Magic” in connection with 
the chuck manufactured by it. 

If the parties cannot agree upon the question of damages for 
which plaintiff prays, application can be made for the appointment 
of a master to take evidence and make an accounting. 

Counsel for the plaintiff will prepare a decree in accordance 
with these findings and submit it to counsel for the defendant, who 
will have five days in which to make objections to the form thereof, 
and the same will then be submitted for my signature. Decree 
will reserve to the defendant proper exceptions. 


[Nore: The refusal of the court to apply the rule in the Singer Case 
to the facts herein recited was undoubtedly correct. The qualification of 
that rule, made in the above decision, is to be found in the language of 
the Singer Case itself. 

“Where another avails himself of this public dedication to make a 
machine and use the generic designation he can do so in all forms with the 
fullest liberty by affixing such name to the machines.” Singer Mfg. Co. v. 
June Mfg. Co., 163 U. S. 169 (199), (16 S. Ct. Rep. 1002). 

But the fact that the name of a patented article becomes open to 
limited public use upon the expiration of the patent does not make it 
any more public property than would be the case with any other word 
which at that time was open to public appropriation. The fact that others 
might then use it is of no importance, where no actual use thereof by 
others has taken place. If the public permits the original user to go 
on over a period of years as the sole user of the name, then the public 
right to use the name becomes subject to the operation of the other 
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principle, to wit, that during these years the mark may have acquired 
a secondary meaning to indicate the goods of that particular manufac- 
turer only. A mark that is originally public property, like a descriptive 
term, may be withdrawn from the public domain through actual and 
exclusive use by one manufacturer. A mark that has fallen into the 
public domain, like the name of a patented article, could be reclaimed by 
the same method. Scandinavian Belting Co. v. Asbestos & Rubber Works, 
257 Fed. Rep. 937; McKesson & Robbins, Inc. v. The Charles H. Phillips 
Chemical Co. [16 T.-M. Rep. 317].] 


Hitt Fiasucracka Company v. Victory SparRKLER & SPECIALTY 
CoMPANY 


United States District Court, District of Delaware 
April 12, 1929 


Unram Competirion—Cotor—Imiratinc CONTAINERS AND ADVERTISING 

Matter. 

Defendant’s use of cartons, folder and circular which in color 
scheme and general appearance closely imitated those of plaintiff held 
unfair competition and enjoined. 

Trape-Marxs—“FiasuH Cracker” For TORPEDOES. 

In the case at issue, no evidence was presented sufficient to justify 
restraining defendant’s use of the words “Flash Cracker” on its tor- 
pedoes. 


In equity. On motion for preliminary injunction. Injunc- 
tion granted in part. 


Mason, Fenwick & Lawrence, of Washington, D. C., for plain- 
tiff. 

Watson, Coit, Morse & Grindle, of Washington, D. C., for 
defendant. 


Morris, J.: I find in the record as now presented no sound 
basis upon which defendant’s use of “Flash Cracker” may be en- 
joined pendente lite. 

Whether defendant is estopped or otherwise barred from suc- 
cessfully contending that it is at liberty to use stripes upon a white 
background, used by it for some years upon its torpedoes, involves 
novel questions of law arising out of the former relations of the 
parties and their subsequent acts that should not be decided upon 
a motion for a preliminary injunction. 
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It is clear, however, that plaintiff had and possessed a dis- 
tinctive dress for its cartons that it has not abandoned. This the 
defendant has imitated, almost copied. Moreover, it takes express 
use of this fact in its circular, plaintiff's Exhibit 6, distributed by 
it for the specific purpose of obtaining orders for its flash crackers. 
It there says: 

“We are using red, white and blue cartons and containers similar in 
size and appearance to the type we developed for Hitt. . . .” 

A clearer intimation to dealers or jobbers that former pur- 
chasers of Hitt’s goods would be found ready purchasers of de- 
fendant’s product would be difficult to phrase. 

These cartons have been displayed by defendant in a folder 

) almost identical with that used by Hitt. Regardless of whether 

the defendant would have been at liberty to use the folder had it 
not displayed therein cartons unlawfully imitating the cartons of 
the plaintiff, I have no doubt that the use to which the folder has 
been put has made it, at least temporarily, a successful means of 
unfair competition. 

Defendant’s use of the circular, the folder, and the cartons in 
their present dress must be enjoined pendente lite. 


Geo. Boreretpt & Co. v. Parrumerie Roger & GALLET 
Commissioner of Patents 


October 1, 1929 


Trape-Marxs—CanceLttatTion—“Le Jape” ann “Jape v’Or” on PeRrumMERY 

—ConrFiictinc Marks. 

A trade-mark consisting of the word “Le Jade” and a representa- 
tion of two parrots held to be confusingly similar to a mark consist- 
ing of the words “Jade d’Or,” both used on perfumery; and the deci- 
sion of the Examiner of Interferences ordering cancellation of the 
registrations containing the words “Le Jade” was affirmed. 

Trave-Marxs—Cance.tation—Derense—Lackx or Evipence or Conrv- 
' sION. 

The fact that no actual confusion between the goods bearing the 
respective marks was shown is not conclusive; the question being not 
whether there is actual confusion, but whether there is likelihood 
thereof. 
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principle, to wit, that during these years the mark may have acquired 
a secondary meaning to indicate the goods of that particular manufac- 
turer only. A mark that is originally public property, like a descriptive 
term, may be withdrawn from the public domain through actual and 
exclusive use by one manufacturer. A mark that has fallen into the 
public domain, like the name of a patented article, could be reclaimed by 
the same method. Scandinavian Belting Co. v. Asbestos & Rubber Works, 
257 Fed. Rep. 937; McKesson & Robbins, Inc. v. The Charles H. Phillips 
Chemical Co. [16 T.-M. Rep. 317].] 


Hitt Fiasucracka Company v. Victory SparRKLER & SPECIALTY 
CoMPANY 


United States District Court, District of Delaware 
April 12, 1929 


Unram Compvetirion—Cotor—Imiratinc CoNTAINERS AND ADVERTISING 

MAtTrTeR. 

Defendant’s use of cartons, folder and circular which in color 
scheme and general appearance closely imitated those of plaintiff held 
unfair competition and enjoined. 

Trapve-Marxs—“FiasuH Cracker” For ToRPEDOES. 

In the case at issue, no evidence was presented sufficient to justify 
restraining defendant’s use of the words “Flash Cracker” on its tor- 
pedoes. 


In equity. On motion for preliminary injunction. Injunc- 
tion granted in part. 


Mason, Fenwick § Lawrence, of Washington, D. C., for plain- 
tiff. 

Watson, Coit, Morse & Grindle, of Washington, D. C., for 
defendant. 


Morris, J.: I find in the record as now presented no sound 
basis upon which defendant’s use of ‘Flash Cracker” may be en- 
joined pendente lite. 

Whether defendant is estopped or otherwise barred from suc- 
cessfully contending that it is at liberty to use stripes upon a white 
background, used by it for some years upon its torpedoes, involves 
novel questions of law arising out of the former relations of the 
parties and their subsequent acts that should not be decided upon 
a motion for a preliminary injunction. 
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It is clear, however, that plaintiff had and possessed a dis- 
tinctive dress for its cartons that it has not abandoned. This the 
defendant has imitated, almost copied. Moreover, it takes express 
use of this fact in its circular, plaintiff's Exhibit 6, distributed by 
it for the specific purpose of obtaining orders for its flash crackers. 
It there says: 

“We are using red, white and blue cartons and containers similar in 
size and appearance to the type we developed for Hitt. . . .” 

A clearer intimation to dealers or jobbers that former pur- 
chasers of Hitt’s goods would be found ready purchasers of de- 
fendant’s product would be difficult to phrase. 

These cartons have been displayed by defendant in a folder 
almost identical with that used by Hitt. Regardless of whether 
the defendant would have been at liberty to use the folder had it 
not displayed therein cartons unlawfully imitating the cartons of 
the plaintiff, I have no doubt that the use to which the folder has 
been put has made it, at least temporarily, a successful means of 
unfair competition. 

Defendant’s use of the circular, the folder, and the cartons in 
their present dress must be enjoined pendente lite. 


Geo. Boreretpt & Co. v. Parrumerie Rocer & GALLET 
Commissioner of Patents 


October 1, 1929 


] 


Trape-Marxs—Cance.ttaTion—“Le Jape” anp “Jape v’Or” on Perrumery 

—ConrFiicTtinc Marks. 

A trade-mark consisting of the word “Le Jade” and a representa- 
tion of two parrots held to be confusingly similar to a mark consist- 
ing of the words “Jade d’Or,” both used on perfumery; and the deci- 
sion of the Examiner of Interferences ordering cancellation of the 
registrations containing the words “Le Jade” was affirmed. 

Trapve-Marks—Cance.taTion—Derense—Lack or Evipence or Conrv- 
: SION. 
: The fact that no actual confusion between the goods bearing the 
respective marks was shown is not conclusive; the question being not 
whether there is actual confusion, but whether there is likelihood 
thereof. 
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Trape-Marxs—Apreat—Res ApJupDIcATA. 

It having been held in an earlier case between the parties involv- 
ing the same marks that there was no registrable distinction between 
registrant’s mark “Le Jade” and petitioner’s mark “Jade d’Or,” that 
issue was res adjudicata. 


Appeal from a decision of the Acting Examiner of Interfer- 
ences in a cancellation proceeding. Affirmed. For the Commis- 
sioner’s decision in a related case see 16 T.-M. Rep. 588. 


Briesen & Schrenk, of New York City, for petitioner. 
Maurice Leon, of New York City, for registrant. 


Moors, A. C.: The registrant, Parfumerie Roger & Gallet, 
appeals from the decision of the Acting Examiner of Interferences 
granting the motion of the petitioner, Geo. Borgfeldt & Co., to 
strike out registrant’s answer and to enter judgment sustaining 
the petition for cancellation of registrations numbers 208,662, 
208,668 and 208,664 issue to the registrant. 

The basis for the Examiner’s decision is that the registrant's 
answer to the petition for cancellation is legally insufficient in view 
of the decision of the First Assistant Commissioner in Opposition 
No. 5,199, involving the same parties and the same goods, in which 
it was held that the registrant’s mark consisting of the notation 
“Le Jade” placed within a space enclosed by a somewhat unusual 
representation of two parrots, the specimens filed portraying the 
mark in green and gold (applications numbers 188,770 and 
188,771), was not registrable over the petitioner’s mark, “Jade 
d’Or.” The First Assistant Commissioner held that the word 
“Jade” is a prominent and outstanding feature of the mark in each 
of the registrant’s applications above noted; that it is the principal 
and outstanding part of the petitioner’s mark “Jade d’Or’’; and 
that the goods of both parties would become known in the trade 
as the “Jace” goods. No appeal having been prosecuted from 
said decision it became final and' conclusive against the registrant, 
not only as to the specific marks litigated in said opposition pro- 
ceeding, but also as to all mere variations thereof. 

That the registrant’s marks involved herein are not identical 


with its marks involved in the opposition proceeding appears to 
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be generally conceded. The principal question for decision, there- 
fore, is whether the marks involved herein are distinctive in char- 
acter, or whether the essential and dominant characteristic of the 
two groups of marks is the same, the differences relating to the 
setting for the mark, hence unimportant. 

The mark in each of the registrants’ cases involved herein 
comprises the notation “Le Jade.” In the opposition case the 
First Assistant Commissioner held in connection with those marks 
consisting of “I.e Jade’ placed within a space enclosed by a rep- 
resentation of two parrots, that the word “Jade” constituted the 
principal and outstanding part of both the registrant's and the 
opposer's mark. The registrant seems to be of the same opinion 
respecting its mark, as evidenced by Section 9 of its answer to the 
notice of the petition for cancellation in which it is stated: 


“9. Registrant avers that its toilet preparations sold under the trade- 
mark covered by the registration herein sought to be cancelled are gen- 
erally referred to and advertised as Roger & Gallet’s Jade or Roger & 
Gallet’s Le Jade goods and are so known to the public, but have never 
been generally offered for sale, sold or advertised for sale except as goods 
of Roger & Gallet and with the name of Roger & Gallet featured promi- 
nently on the goods and in all advertising matter; and therefore registrant 
denies the allegations of paragraph 8 of the application for cancellation.” 

It appears from the quoted statement of the registrant that 
it believes it is justified in adopting and using the petition’s mark 
on goods of the same descriptive properties, provided the registrant 
associates its name with the mark. If the origin or ownership of 
the goods were known by the registrant’s name, then the mark 
‘“Jade’’ would have no function; and if every manufacturer or 
owner of the same class of goods were accorded the same right, 
then the mark would become commonplace and would lose its value 
to the petitioner. 

The registrant contends that the alleged fact that its goods 
have been sold widely under its registrations for upwards of five 
years with no actual confusion between them and petitioner’s goods 
is conclusive proof of its right to its registrations. Such conten- 
tion is not tenable. The absence of confusion may have been due 
to conditions other than resemblance between the marks, such as 
differences in the dress of the goods or of the containers, the 
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presence of the name of the registrant, or to other conditions not 
present in the marks. Furthermore, while confusion may not exist 
today, it may occur tomorrow. ‘The question is not one of actual 
confusion, but of likelihood of confusion. The First Assistant 
Commissioner held that there is not registrable distinction between 
the registrant’s mark “Le Jade’ and the petitioner’s mark “Jade 
d’Or,” and that decision if good when it was rendered is good now. 
If it was not good when rendered, appeal should have been prose- 
cuted to have the ruling set aside, as provided by law. Therefore, 
I am constrained to hold that the decision of the First Assistant 
Commissioner in Opposition No. 5,199 is conclusive of the ques- 
tion raised in this proceeding. 

Respecting the suggestion of the registrant that Mr. Kalupy, 
who had had no previous connection with the case by sitting with 
Mr. Rockwood on rehearing and taking part in the proceeding, 
acted outside of the scope of his authority, it may be stated that 
it is not unusual for the person sitting in cases arising in this Office 
to call others to aid him in developing the facts on which his deci- 
sion is to be based. As a matter of fact, Mr. Kalupy is the recog- 
nized head of the division of trade-mark interferences during the 
absence of Mr. Carnes and as such had a perfect right to assist 
in conducting the rehearing. 

The decision of the Acting Examiner of Interferences is 
affirmed; and registrations numbers 208,662, 208,668 and 208,664 
are hereby cancelled, subject to the right of appeal. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—Grounds 


Kinnan, F. A. C.: Held that the Armstrong Cork & Insula- 
tion Company had not established any ground for cancellation of 
the registration of the words “Rock Cork,” as a trade-mark for 
insulation, issued to the Banner Rock Products Company under 
the Act of 1905. 

In his decision the First Assistant Commissioner noted that 
the product of the registrant was an insulating material of mineral 
origin and that the petitioner for cancellation alleged no use of 
that mark, but set up use of the descriptive word “corkboard” 
upon its own goods and that it contended that it was injured be- 
cause of the deceptiveness of the term used by the registrant as 
applied to its own goods. He further noted that the registrant 
had done a business which had increased until in 1927 it had 
reached a very large extent and that the parties had been in com- 
petition for many years without any effort being made to prevent 
the registrant using its mark. He then said: 


“From the foregoing it is apparent the first question to be considered 
is whether petitioner has shown that it is damaged by the registration 
of registrant’s mark. Obviously, if petitioner is not damaged by the 
registration it has no standing here. The petitioner seeks to sustain its 
allegations as to damage by reference to several adjudicated cases but 
it is thought they are not determinative of petitioner’s contentions (citing 
decisions). While those cases clearly enough are to the effect that a 
trade-mark, if fraudulent in its nature or if the business conducted under 
it is fraudulent, cannot be sustained, and if registrant’s mark were held 
deceptive possibly they would support a conclusion that such mark was 
not properly registered, yet those adjudicated cases have no bearing upon 
the petitioner’s allegation of damage or its right to have the registrant’s 
mark cancelled. . . . Those decisions make it very plain that deception 
of the public does not create a private right which would sustain a peti- 
tion for cancellation or a suit for infringement. It is deemed that for 
this reason and because petitioner has not used a similar mark or nota- 
tion, the petition should be dismissed (citing decisions) .” 


He then further said: 


“With the above disposition of the petition it does not seem necessary 
to enter into a further discussion of the grounds upon which damage to 
the petitioner is predicated. It will be sufficient to note that the con- 
clusion of the Examiner of Trade-Mark Interferences that the registrant’s 
trade-mark is not deceptive or misleading is deemed sound. This is 
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regarded as especially proper in view of registrant’s activities in explain- 
ing to purchasers the character of its goods, and in view of the fact that 
the part of the public that would be deceived by the trade-mark when 
attached to the goods is so small and generally uninformed as to such 
matters as to be negligible.” * 


Conflicting Marks 


Kinnan, F. A. C. Held that applicant is not entitled to reg- 
ister, as a trade-mark for cigarettes, a composite mark including 
the Statue of Liberty at New York and the Eiffel Tower, the rep- 
resentation of an aeroplane and the words “Lucky Lindy Ciga- 
rettes,’ in view of the prior adoption, use and registration by 
opposer of the words “I.ucky Strike,” as a trade-mark for the same 
goods, on the ground that, by reason of the inclusion of the word 
“Lucky,” the marks are so similar that their contemporaneous use 
would be likely to cause confusion. 

In his decision, after noting that the applicant had taken no 
testimony and that taken by the opposer established use long prior 
to the claimed date of use of the applicant and therefore all doubts 
as to confusion must be resolved against the applicant, the First 
Assistant Commissioner said: 


“There is abundant testimony establishing that customers and pur- 
chasers very frequently refer to and call for the opposer’s goods by the 
name ‘Lucky’ or ‘Luckies.’ The applicant has contended that this testi- 
mony is of the character of hearsay and is not admissible for that reason. 
It is not deemed such a contention is sound or that such testimony would 
be inadmissible in any of the usual courts of law or of equity. These 
witnesses state facts as to which they have absolute knowledge. They do 
not state what others have told them as to the designation of opposer’s 
goods by these names but state that these goods have been within their own 
hearing and knowledge called for by these names. These witnesses are 
competent to testify as to these facts and their testimony is entitled to 
full faith and credit in the absence of anything in the record justifying a 
holding to the countrary. 

. * 7 

“The opposer has a specific trade-mark of which the word ‘Lucky’ 
is ¢# material, prominent and substantial part, and opposer’s goods have 
been very frequently called by this portion of its trade-name or trade- 
mark so that opposer’s goods have long since come to be well known in 
the trade by the term ‘Lucky’ or ‘Luckies. The applicant has incor- 
porated in his mark this distinctive portion of the opposer’s mark. It is 
believed he should not have done this (citing decisions).” 


* Armstrong Cork & Insulation Co. v. Banner Rock Products Co., 156 
M. D. 109, August 6, 1929. 
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With respect to the contention of the applicant that the op- 
poser’s registrations are invalid because the trade-mark constitutes 
the name of certain business or commercial concerns, he said: 


“As to the earlier registrations of the opposer’s mark it is noted that 
the portion of the statute, Section 5 (b), Act of February 20, 1905, quoted 
by the applicant in his brief was not enacted into law until January 8, 
1913, and consequently would not affect registrations prior to that date. 
Furthermore, such portion of the statute has been usually interpreted to 
refer to institutions, organizations, etc., other than those of a commercial 
character since commercial organizations are taken care of in the succeed- 
ing portion of this section of the statute. . . . Construing these portions 
of this section of the Trade-Mark Act as did the United States Supreme 
Court in the case of American Steel Foundries v. Robertson, 342 O. G. 
711, 269 U. S. 372 [16 T.-M. Rep. 51; 46 S. Ct. Rep. 160], it seems clear 
enough that there is nothing in this section which affects the validity of 
the opposer’s registrations. Furthermore, the instant proceeding is not of 
the character to permit of a determination of the validity of such regis- 
trations as they are they are not open to attack in this collateral manner.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for golf balls, the notation “Maxpar,” 
in view of the prior use and registration by opposer of the term 
“Par,” as a trade-mark for golf balls. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks so similar that their contem- 
poraneous use on these goods would be likely to cause confusion 
in trade. In his decision the First Assistant Commissioner said: 


“It is a matter of common knowledge, of which judicial notice may 
properly be taken, that the word ‘par’ is widely used in golf games to 
indicate a substantially perfect score but there is wanting any evidence 
that such word has been used prior to applicant’s date of adoption and 
use upon apparatus used in playing the game of golf. It is deemed the 
applicant, in adopting its trade-mark which includes the entire mark of 
the opposer, has approached too near the latter’s mark. . . . While the 
difference between the marks is recognized, yet it is thought quite prob- 
able a user of a golf club who was familiar with the opposer’s trade-mark 
would, on seeing the applicant’s mark, be led to believe it was a varia- 
tion of the opposer’s mark and indicated the same origin.” 


With reference to the goods being of the same descriptive 
properties, he said: 


“It is not necessary to consider whether the opposer is entitled to 
prevent others using this word upon golf equipment other than clubs and 


2The American Tobacco Co. v. Samuel Materezzo, 156 M. D. 112, 
August 1, 1929. 
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balls. These two articles are used together, the club is used to drive the 
ball, and the entire utility of each depends upon use with the other. Their 
use together is so intimate and inseparable that it must be held the goods 
possess the same descriptive properties as such terms have been con- 
strued by the courts (citing decisions).” * 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, as a trade-mark for paints and varnishes, a mark consisting 
of a representation of the rising sun, with the words ‘Sunrise 
Brand” appearing across the rays, in view of the prior adoption 
and use by the opposer of a mark consisting of the representation 
of a setting sun with the words “Sunset Brand” therebeneath, as 
a trade-mark for the same goods. 

In his decision, after stating that the determination of the 
issue rested largely upon the interpretation to be placed upon the 
cases of Patton Paint Company v. Sunset Paint Company, 3138 
O. G. 668, 58 App. D. C. 848 [18 T.-M. Rep. 885 (290 Fed. Rep. 
823)], and 815 O. G. 195, 58 App. D. C. 851 [18 T.-M. Rep. 
845 (290 Fed. Rep. 896)], in which it was held that the word 
“Sun” has been so long and frequently used in the making of 
trade-names that no one could appropriate it to the exclusion of 
others, the First Assistant Commissioner said: 


“It is considered the two marks in the instant case are more nearly 
alike than were the marks in the adjudicated cases. Both parties rep- 
resent a portion only of the sun appearing above the horizon, both parties 
use the yellow and orange-red colors, while one party uses the word 
‘Sunset’ and the other word ‘Sunrise.’ The applicant has incorporated 
the main feature of opposer’s mark and has not added thereto any par- 
ticular distinguishing features. The average purchaser would not dis- 
tinguish between the representation of a sunrise and that of a sunset 
since they are practically the same in appearance. It is thought the words 
‘sunrise’ and ‘sunset’ are so frequently used in connection with the appear- 
ance and disappearance of the sun that the distinction between these 
words would not be particularly noted or retained in the memory of 
purchasers.” ¢ 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register the notation “Lucky Girl,” as a trade-mark for whole 


*The Crawford, McGregor & Canby Co. v. Dunlop Tire & Rubber 
Corp., 156 M. D. 122, August 6, 1929. 

* Pittsburgh Plate Glass Co. of Michigan v. Sunrise Paint Products 
Co., 156 M. D. 129, August 9, 1929. 
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wheat flour and pastry flour, in view of the prior use and registra- 
tion by the opposer of the term “Lucky,” as a trade-mark for 
various kinds of flour, and that applicant is entitled to register 
its mark for canned fruits, vegetables and various food flavoring 
extracts, coffee, honey and prunes in syrup, notwithstanding such 
prior use of its mark by the opposer. 

The ground of the decision is that the marks are substantially 
the same and that the goods first above specified are of the same 
descriptive properties as the opposer’s goods, but the goods second 
above specified are not of the same descriptive properties as the 
opposer's. 

With reference to the marks and the first of the goods he said: 

“It is deemed that the word ‘Lucky’ is a fairly prominent part of 
the applicant’s mark and when used upon whole wheat flour and pastry 
flour would be likely to cause confusion of origin. Goods of this kind 


would appear to possess the same descriptive properties as the goods 
upon which the opposer uses its mark.” 


With reference to the other goods he said: 


“As to the other goods included in applicant’s case, there is no adju- 
dicated case cited by the opposer, save that of Best-Clymer Manufacturing 
Co. v. E. G. Smyth [9 T.-M. Rep. 252 (U. S. District Court of Missouri) ], 
or with which I am familiar, which supports so advanced a ruling that 
the goods upon which the respective parties use their marks possess the 
same descriptive properties In the case of W. R. Roach & Co. v. G. & J. 
Lo-Bue Bros., 360 O. G. 749, 57 App. D. C. 96, macaroni was held not to 
possess the same descriptive properties as canned fruits and vegetables, 
fresh fruits and vegetables, coffee, tea, etc. In the case of Quaker Oats 
Company v. Mother’s Macaroni Company, 198 O. G. 899, 41 App. D. C. 254 
[4 T.-M. Rep. 73], the Court held that macaroni, spaghetti and vermicelli 
were not goods of the same descriptive properties as breakfast cereals. 
The holding in the Best-Clymer case appears not to have been considered 
on appeal and is deemed somewhat in conflict with the decisions above 
noted of the Court of Appeals of the District of Columbia.” ° 


Kinnan, F. A. C.: Held that applicant is entitled to register 
the term “Purola,”’ as a trade-mark for hard fat shortening, not- 
withstanding the prior use of that same mark and similar marks, 
such as “Puro” and “Purolene,’ 
motor fuel oils and lubricants. 


, 


upon lubricating oils and greases, 


5 Federal Mill & Elevator Co., Inc. v. Federal Distributors, Inc., 156 
M. D. 139, August 13, 1929. 
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The ground of the decision is that the goods of the two par- 
ties are not of the same descriptive properties and therefore there 
is no likelihood of confusion. 

In his decision, after stating that, in view of the proven 
earlier use by opposer, doubt should be resolved against the appli- 
cant and that the marks of the parties are identical and some- 
what suggestive, the First Assistant Commissioner said: 


“While there is some effort on behalf of opposer to show that confu- 
sion is probable because some forms of petroleum-derived oils are used 
internally and some forms of animal oils are used for lubrication, yet the 
business of the opposer is in connection with petroleum products not used 
for internal purposes, while the business of the applicant is in connection 
with a food product which appears to be derived from fish and to be a 
substitute for lard as a shortening. It is deemed the commercial activities 
of the respective parties are so dissimilar as to the nature of the goods, 
the class of purchasers, and the uses for which the goods are intended 
that there is no probability of conflict or confusion in trade. The goods 
here under consideration clearly enough do not possess the same descrip- 
tive properties nor do they belong in the same class.” * 


Kinnan, F. A. C.: Held that applicant was not entitled to 
register, under the Act of 1905, the notation “Airway,” as a trade- 
mark for rubber vehicle tires, and that the registration which it 
had obtained should be cancelled, in view of the prior use by The 
B. F. Goodrich Company of the term “Airline” upon pneumatic 
tires. 

In his decision, after stating that the testimony clearly estab- 
lished that the petitioner for cancellation adopted its mark prior 
to the date when the registrant adopted its mark, and noting the 
argument on behalf of the registrant that the word “air” is descrip- 
tive of the goods and the words “way” and “line” are so unlike 
that there is no possibility of confusion, the First Assistant Com- 
missioner said: 


“It is not necessary to consider these two words, ‘way’ and ‘line,’ alone 
but the two marks must be considered as a whole, as they would appear 
to the average customer or the purchasing part of the public. It is 
believed, notwithstanding the different meanings that may be attached 
to the words ‘way’ and ‘line,’ that the two marks as a whole possess sub- 
stantially the same significance or meaning when used upon the particular 
goods involved. Considered in their entirety, there is identity in spelling, 


*The Pure Oil Co. v. Vegetable Oil Products Co., 156 M. D. 138, 
August 13, 1929. 
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appearance and sound as to a portion of the marks and a similarity in 
meaning or significance in the terminal portions of the marks. These facts 
render it probable that there would be confusion or mistake in the mind 
of a public if both marks appeared upon the pneumatic tires in the same 
market.” * 


Kinnan, F. A. C.: Held that applicant was not entitled to 
register, under the Act of 1905, as a trade-mark for bread, the 
term “Wardway” and that the registration which it had obtained 
should be cancelled, in view of the prior use by the Ward Baking 
Company, Inc., of the term “Ward,” as a trade-mark for such 
goods, and the use by that company of the term “Ward Way” in 
its advertisements. 

In his decision, after referring to a stipulation which showed 
that the petitioner for cancellation was long prior in the field in 
the use of the mark and that it had used in its advertising circu- 
lars the words “Ward Way,” he said: 


“It is established, in consequence, that the registrant has adopted the 
entire mark of the petitioner and added thereto the suffix ‘Way,’ and used 
such notation upon the same class of goods as those upon which the peti- 
tioner uses its mark. There is nothing in connection with the notation or 
trade-mark of the registrant which indicates the product upon which the 
mark is used is not that of the petitioner. The registrant’s complete 
notation is not the name of the corporation or any member of it. . . . It 
is evident enough the principal and distinguishing word of the registrant’s 
mark is ‘Ward,’ which, as above noted, constitutes the entire trade-mark 
of the petitioner. It is believed there can be no question but that confu- 
sion of goods and of origin would arise if both these marks were used 
upon bread in the same market.” * 


Moore, A. C.: Held that the Gale Shoe Manufacturing Co. 
was not entitled to register, under the Act of 1905, as a trade- 
mark for leather shoes, a mark consisting primarily of the notation 
“Rest-O-Arch,” and that the registration it had obtained should 
be cancelled, in view of the prior adoption, use and registration 
by The Irving Drew Company of the term “Arch Rest,” as a trade- 
mark for goods of the same descriptive properties. 

™The B. F. Goodrich Co. v. The Firestone Tire & Rubber Co., 156 
M. D. 183, August 13, 1929. 


*Ward Baking Company, Inc. v. The Wardrop Company, Inc., 156 
M. D. 149, August 17, 1929. 











428 NINETEEN TRADE-MARK REPORTER 


The ground of the decision is that these marks are so similar 


that their contemporaneous use on the goods in question would be 
likely to cause confusion. 





In his decision, after noting that the petitioner was the first 
to adopt and use its mark and citing the provision of the statute 
with reference to registration, the Assistant Commissioner stated 
that if these two marks are so similar as to be likely to cause con- 


fusion, the registration was improperly granted, and further said: 


“A comparison of the two marks shows that they both comprise the 
same dominant characteristic, viz., the combination of the words ‘Arch’ 
and ‘rest, with the same suggestion. The transposition of these words 
does not affect materially the mark either in appearance, sound or mean- 
ing, and is not such a change as would be likely to be carried in the 
memory of the public. The use of the letter ‘O’ between the words, in the 
registrant’s mark, has no significance nor modifying effect upon the words. 
The pictorial representation of an arch bridge resting upon end towers, 
in the registrant’s mark, is but another way of presenting the same 
thought. It is believed that the registrant should not have been permitted 
to register the petitioner’s mark even when associated with the picture of 
an arch bridge resting upon end towers.” 

























With reference to the registrant’s argument that the peti- 
tioner’s mark is descriptive, the Assistant Commissioner noted that 
that mark was held not descriptive by the Court of Appeals (824 
O. G. 676, 54 App. D. C. 810, 297 F. R. 889) and stated that the 
question of its registrability was not before the office for decision. 
He also stated that it was not clear what effect that question had 
upon the registrant’s right to registration, and said: 

“The law prohibits the registration of a ‘known trade-mark owned 
and in use by another and appropriated to merchandise of the same 


descriptive properties.’ The petitioner’s trade-mark was certainly a 
‘known’ trade-mark when the registrant entered the field.” 









With reference to the argument that the Examiner of Inter- 
ferences erred in refusing to consider certain prior registrations 
cited in the brief of the registrant, he said: 


“The apparent purpose in noting said registrations was to show ‘that 
both the words “Arch” and “Rest” are descriptive words, whether used 
separately or conjunctively in connection with shoes.’ This question, 
however, has been decided by the Court of Appeals, as above indicated. 
If the registrant were of the opinion that said registrations were material 
to the issue they should have been pleaded in the answer to the petition 
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for cancellation. As they were not, the Acting Examiner was not obliged 
to consider their materiality.” ° 


Descriptive Marks 


Krinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, under the Act of 1905, as a trade-mark for sensitized photo- 
graphic paper, the notation “Copy Rite,” on the ground that this 
mark would clearly indicate to the public that the paper was copy- 
righted. 

In his decision, after stating that the Examiner had relied 
for his rejection upon the decision in Ex parte The Blish Milling 
Company, 165 O. G. 241 [1 T.-M. Rep. 136], in which it was held 
that the term “Copyright is not registrable as a trade-mark, the 
First Assistant Commissioner said: 


“It is deemed the Examiner was clearly right in refusing registra- 
tion. To the public the notation used by applicant, notwithstanding the 


phonetic spelling of the second word, would merely mean that the paper 
was copyrighted. 


“The public is not informed as to the distinctions and niceties of the 
law as to what is and can be copyrighted. Such part of the public as 
would see the applicant’s notation upon its photographic paper would be 
deceived into thinking or believing that the merchandise had received 
some approval or protection of the Federal Government.” ” 


Descriptive Terms 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register, under the Act of 1905, as trade-marks for electrical appa- 
ratus, the marks “Squarecel,’ ‘‘Squarebilt,” “Solid Pack,’ and 
“Solidpak,” since these terms are merely descriptive of the goods. 

In the first of these cases, after noting that electric storage 
batteries of the wet type, such as used on automobiles and for 
radio receiving sets, are put up in substantially rectangular boxes, 


the battery being nearly, though not quite, square, the First Assist- 
ant Commissioner said: 


“The individual cells are square in cross-section and the applicant 
states in his brief that this is true of the goods upon which it uses its 


*The Irving Drew Co. v. Gale Shoe Co., 156 M. D. 167, September 
80, 1929. 


* Ex parte Ansco Photoproducts, Inc., 156 M. D. 166, September 25, 
1929. 
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mark. While the applicant has noted the various definitions of the word 
‘square,’ and has cited a number of registrations of marks which it deems 
persuasive of the registrability of applicant’s mark and has also called 
attention to several adjudicated cases, yet it is believed the applicant’s 
mark or notation is merely descriptive of the goods and would so be 
construed by that part of the public which included purchasers.” 

In the second case above cited (No. 271,752) substantially 
the same holding was made and in addition the First Assistant 
Commissioner said: 


“Even if the term ‘square’ is used to indicate that the battery is 
honestly or properly or efficiently made the interpretation of the notation 
by the public would be that the mark is merely descriptive of the char- 
acter or quality of the goods.” 

In the third case (No. 266,728), with reference to the mark 
“Solid Pack,” after noting that the cells, usually three in number, 
are packed close together in a box so they are not moved relative 
to each other, he said: 


“It is understood the applicant’s mark is used upon this class of 
battery. It would seem clear that to the ordinary purchaser familiar with 
matters of this kind these words would merely mean that the cells are 
solidly packed so as not to have relative movement in the case or box.” 

In the last case (No. 271,750) it was stated that the notation 
“Solidpak” was regarded as substantially equivalent to “Solid 
Pack,” and he said: 


“The purchasing public would interpret this notation to mean that 
elements or cells constituting the battery were solidly packed.” ™ 


Moors, A. C.: Held that applicant was not entitled to reg- 
ister, under the Act of 1905, the term “Ensemble,” as a trade- 
mark for garter-brassieres, and that the registration which it had 
obtained should be cancelled, since this term was descriptive and 
had been previously used by the Bromley-Shepard Company, Inc. 

In his decision, after referring to the cancellation section 
(Section 18 of the Trade-Mark Act) and stating that the petitioner 
had alleged specifically that it had used this term “Ensemble” as 
descriptive of a combination undergarment for ladies and that after 
the mark was registered petitioner was threatened with suit and 


“Ex parte Dry Batteries, Inc. 156 M. D. 116, 117, 118 and 119, 
August 6, 1929. 
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finally sued, though the suit was subsequently dismissed without 
prejudice, the Assistant Commissioner said: 


“This is clearly such a statement of facts from which, if true, it may 
reasonably be inferred that the petitioner will be damaged unless the 
registration is cancelled. 

“The petitioner having established legal standing in the cancellation 
proceeding it may properly challenge the validity of the registrant’s 
registration.” 


With reference to the right to cancel registrations he said: 


“In cancellation proceedings a distinction should be observed as be- 
tween the rights of a registrant of a technical trade-mark and a regis- 
trant of an untechnical mark such as words or devices descriptive of the 
article with which it is associated. The former has a statutory right 
which may not be brought into question except by one who believes he 
has a superior right. As adoption and use of a technical trade-mark are 
necessary prerequisites to any legal trade-mark title to said mark, a 
petitioner for cancellation of the registration of such a trade-mark can 
claim no statutory damage unless he has adopted and used said mark. * * * 

“The rights of registrants of untechnical marks, such as words or 
devices descriptive of the goods with which they are used, or of the quality 
or character of such goods, are governed by a different rule. The regis- 
trants in such cases have no statutory rights. . . 

“When marks of this character have been inadvertently registered, 
it is only necessary that one who seeks to cancel such registration shall 
have used said mark in describing the article which he manufactures or 
owns.” 


With reference to the question whether the term “Ensemble” 
is descriptive, after quoting the dictionary definition of that term, 
he said: 


“This definition is clearly applicable to ladies’ underwear to which 
both the registrant and the petitioner apply the term. And the record 
establishes the fact that the word ‘Ensemble’ had been applied to Idaies’ 
garments before its adoption and use by the registrant.” * 


Estoppel 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for watchcases, the notation “Tru-Wite” 
written in a somewhat distinctive manner, in view of the prior 
adoption and use by opposer of the notation “Nuwite,” as a trade- 
mark for the same class of goods. 


% Bromley-Shepard Co., Inc. v. Model Brassiere Co., Inc., 156 M. D. 
148, August 14, 1929. 
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The ground of the decision is that the applicant, in view of 
a prior opposition brought by it, is estopped to allege that the 
marks are not deceptively similar and that the opposer was the 
first to use its mark. 

With reference to the question of estoppel, after noting that 
the prior opposition was brought against the applicant here and 
that it was alleged that the two marks were deceptively similar, 
the First Assistant Commissioner said: 


“In that opposition it was alleged by the there opposer, the applicant 
in the instant proceeding, that ‘Nuwite’ was so similar to the mark of 
the opposing party, viz., “Tru-Wite,’ ‘as to be calculated to deceive,’ and 
that the registration of ‘Nuwite’ was sought upon goods of the same 
descriptive qualities covered by applicant for the mark ‘Tru-Wite.’ That 
opposition was terminated by a judgment in favor of the there applicant, 
Charles M. Levy & Sons, because the opposer failed to present any testi- 
mony. The judgment of the Examiner of Interferences became final. 
That proceeding is held to estop the applicant in the case at bar, The 
Nov-E-Line Manufacturing Company, Inc., to contend that the two marks 
are not confusingly similar. Clearly enough the applicant here should 
not be heard to plead in one proceeding involving the identical parties 
and marks, that the latter are confusingly similar and in a later proceed- 
ing between the same parties involving these same marks that the latter 
are not confusingly similar.” 


With reference to the question of the descriptiveness of the 
marks, he said: 

“Since applicant is not entitled to registration the question of the 
descriptiveness of either or both marks should not be here considered. 


The opposer here has obtained registration and the question of cancella- 
tion of such registration cannot be raised in the instant proceeding.” * 


Krnnan, F. A. C.: The First Assistant Commissioner, after 
stating that the rehearing was granted because of the citation in 
the decision of certain prior registrations not previously of record 
and noting the opposer’s disapproval of the citation of such regis- 
trations, said: 

“. . . . yet it must be held that the officials of this Office are charged 
by law with the judicial interpretation of the right of an applicant to 
registration and in reaching a decision upon such question it is the duty 
of the officials to consider any record of this Office which has a bearing 


upon such right to registration. It is to be regretted that a necessity some- 
times arises in a case of this kind whereby an opposer or other interested 


* Chas. M. Levy & Sons v. The Nov-E-Line Mfg. Co., 156 M. D. 111, 
August 1, 1929. 





ee ee 


 eeihecrwet Becius 








DECISIONS OF THE COMMISSIONER OF PATENTS 433 


party suffers from the legal surprise incident to the citation of new refer- 
ences or reasons. The only remedy appears to be, where such new refer- 
ences or reasons are material to the determination of an applicant’s right 
to registration, to permit the party so surprised to make a further show- 
ing, and this has been done in the instant case. 

“A review of the brief filed and showing made in connection with the 
rehearing fails to disclose any ground upon which my former decision 
can be properly modified or changed.” * 


Geographical Term 


Moore, A. C.: Held that the opposition to the registration 
of the word “Montevallo,” as a trade-mark for coal, was properly 
sustained on the ground that the word merely designated the sec- 
tion in which the coal was mined. 

With respect to the allegation of error on the part of the 
Examiner of Interferences in granting a petition for rehearing, 
the Assistant Commissioner said: 


“The granting of rehearings rests largely within the discretionary 
powers of the trial judge and his rulings thereon should not be disturbed 
except in clear cases of abuse of those powers. The Acting Examiner of 
Interferences on petition for a rehearing was of the opinion that there 
was material error in his decision, and it was not only his privilege but 
his duty to correct such error.” 


With respect to the question whether the mark is registrable, 
the Assistant Commissioner, after noting that the application was 
made under the ten-year clause of the Act of 1905 and that, under 
that clause, the mark must have been used “as a trade-mark” and 
such use must have been actual and exclusive during the ten-year 
period and further noting what the record showed as to the use of 
the term “Montevallo” as indicating a section in which coal was 
mined, said: 


“Under these circumstances Montevallo Coal meant coal from the 
Montevallo seam and not coal of the applicant, or of either of the other 
producers of coal from said seam. Therefore, the use by the applicant 
of the word ‘Montevallo’ in designating its coal could not have been a 
trade-mark use of said word. The word directed the mind of the public 
to the regional source of the coal, and not to the producer or owner. 

* * * * 

“To sustain the applicant in its contention would in effect give to it 

a substantial monopoly in the Montevallo coal industry (citing Caspner 


“The Celotex Company v. Ben Hur Wilson, 156 M. D. 124, August 
6, 1929. 
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v. Coffman, 178 U. S. Rep. 168 (20 S. Ct. Rep. 842), and Canal Company 
v. Clark (13 Wall. 311).”* 


Goods of Same Descriptive Properties 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the term “Fashion Park,” as a trade-mark for men’s under- 
wear and nightwear, in view of the prior use and registration by 
opposer of the mark “Fashion Park” and other marks including 
those words, as trade-marks for men’s outer clothing. 

The ground of the decision is that the goods of the two parties 
are of the same descriptive properties and that the use of the marks 
thereon would be likely to cause confusion. 

In his decision, after noting the opposer’s much earlier use 
of the mark and stating that therefore doubts must be resolved 
against the newcomer, the First Assistant Commissioner said: 


“It is deemed the construction or interpretation placed upon these 
terms, ‘same descriptive properties’ (citing decisions), are conclusive 
against the contentions of the applicant. While the fact has not been 
overlooked that undergarments are generally different from outergarments 
and no one would confuse a garment of one class with one of the other, 
yet it is deemed quite probably confusion of origin would result if this 
identical mark appeared upon both kinds of goods in the same market. 
Both kinds of goods are quite generally sold in the same stores, over the 
same counters, and to the same class of customers.” ” 


No Bona Fide Use 


Kinnan, F. A. C.: Held that the petition of The Cincinnati 
Milling Machine Company to cancel the registration issued under 
the Act of 1905 to the Greenfield Tap and Die Corporation of the 
term “Hydromatic,” as a trade-mark for machine tools, was prop- 
erly dismissed, since the petitioner had not established a bona fide 
use of the mark prior to the date when the registrant began the 
use of the same mark upon internal grinding machines. 

In his decision, after pointing out that petitioner had estab- 
lished that in 1926 it actually sold certain machines which bore 

* Little Gem Coal Co. v. Montevallo Coal Mining Co., 156 M. D. 126, 


August 7, 1929. 


* Fashion Park, Inc. v. Sexton Mfg. Co., 156 M. D. 131, August 9, 
1929, 
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its customary trade-mark, “Hydroil,” which machines were billed 
as “Hydroil” grinders and that a label was attachel to such ma- 
chines bearing the term “Hydro-Matic,” but that no further use 
of that term was made until February, 1927, when a new type of 
machine known as “No. 12 Grinder” was placed upon the market, 
the First Assistant Commissioner said: 


“From the foregoing it is evident that the petitioner did not adopt 
and use its mark here under consideration upon the No. 12 grinders until 
after the registrant entered the field, since the first No. 12 grinder was 
not finally sold and those of this type that were finally sold with the 
trade-mark upon them were sold at too late a date for petitioner to 
prevail in the instant proceeding. . . . Since the purpose of attaching 
the labels appears to have been merely to enable registration of the mark 
to be obtained and there was no intention of continuing the use of the 
mark on that particular kind of goods but there was an avowed intention 
of reserving it for use upon the new style of grinder and since the use 
of the mark was not continued on any goods whatever after the sale in 
the spring of 1926 of these eight machines, it must be deemed the peti- 
tioner has not established bona fide trade-mark use prior to the date of 
the sale of the successful No. 12 grinders in 1928. . . . As stated in this 
last noted decision, the use of a trade-mark may, however, be so transi- 
tory, spasmodic, and inconsiderable as not to invest title in the user. It 
is deemed the petitioner’s use prior to the date registrant entered the field 
was of this character. Of course it is well-settled law that mere intention 
to adopt and mere advertisements of a trade-mark establish no trade- 
mark rights therein but such rights accrue only when a mark is actually 
used upon the goods in commerce.” 


With reference to the contention of the registrant that the 
goods of the two parties were not of the same descriptive proper- 
ties, he said: 


“Grinding and milling machines, while operating somewhat differently 
as to the manner in which the metal upon which they operate is removed, 
are metal-cutting machines and it is thought confusion would be probable 
if the same mark appeared upon both in the same market.” 


Non-conflicting Marks 


Moors, A. C.: Held that applicant is entitled to register, 
as a trade-mark for pectin-apple jelly and pineapple preserves, 
a mark consisting of the representation of a tiger’s head and the 
word “Tiger,” notwithstanding the prior use by opposer of a mark 
for goods of the same descriptive properties consisting of a repre- 


Greenfield Tap and Die Corp. v. The Cincinnati Milling Machine Co., 
156 M. D. 135, August 13, 1929. 
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sentation of a lion’s head and the word “Monarch,” on the ground 
that the marks are not deceptively similar. 
In his decision the Assistant Commissioner said: 


“Each of the marks comprises as its essential elements a word and 
a picture. The word tiger does not have the same appearance, sound or 
meaning as the word “monarch,” nor is there any resemblance between 
the picture of a tiger’s head and that of a lion’s head. It is true that a 
tiger and a lion are both ferocious animals of the genus Felis, but they 
are not otherwise associated in the public mind. It is believed, therefore, 
that anyone wishing to purchase the Monarch brand of goods would not 
be deceived into purchasing the Tiger brand of the same class of goods. 
The evidence shows no instance of confusion in trade by the concurrent 
use of the two marks.” * 


Moore, A. C.: Held that applicant is entitled to register, 
as a trade-mark for candy, the notation “Perl-O-Mint,”’ notwith- 
standing the use by the opposer of the term ‘“Pep-O-Mint” on 
similar goods. 

The ground of the decision is that the opposer has no exclu- 
sive rights in the term ‘“Pep-O-Mint,” which has been held by the 
Court to indicate peppermint. 

In his decision, after referring to the case in which the above 
holding was made, L. P. Larson, Jr., Co., et al. v. Lamont, Corliss 
§& Co., Same v. Mint Products Co., 257 F. R. 270, 1919 C. D. 823 
[9 T.-M. Rep. 827], and stating that the fact the word “Pep-O- 
Mint” does not constitute a common-law trade-mark does not de- 


prive the opposer of the right to institute opposition proceedings, 
he said: 


“As above indicated, the opposer predicates damage on the confusion 
in trade clause of Section 5 of the Trade-Mark Act of February 20, 1905, 
the effect of the opposer’s contention being that by reason of the near 
resemblance of the words ‘Pep-O-Mint’ and ‘Perl-O-Mint, the public 
would be confused into purchasing the applicant’s goods believing them 
to be the goods of the opposer. Such contention is regarded as without 
force. The word ‘Pep-O-Mint’ on the opposer’s package would convey 
to the public mind no other thought than that the contents of the package 
have a peppermint flavor. No such thought could possibly be conveyed 
by the word ‘Perl-O-Mint.’ This word could never be interpreted as 
meaning peppermint.” 


* Reid, Murdoch & Co. v. The Best-Clymer Co., 156 M. D. 115, August 
5, 1929. 
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With reference to the question of abandonment of the mark 
“Perl-O-Mint” which was predicated on alleged conversations with 
the applicant and his attorney, he said: 


“This question was not raised in the notice of opposition and is not 
properly before the Office for consideration. The applicant states under 
oath that his trade-mark is used by him in commerce among the several 
states of the United States. Abandonment of the trade-mark may not 
be inferred from the conversations alleged to have taken place but must 
be proved by competent evidence.” ” 


Kinnan, F. A. C.: Held that applicant was entitled to reg- 
ister, under the Act of 1905, the term “Cadillac Flushlite Doors,” 
the word “Doors” being disclaimed, as a trade-mark for doors, 
and that its registration should not be cancelled, notwithstanding 
the prior use by the Morgan Sash & Door Company of the term 
“Flushwood,”’ as a trade-mark for the same goods, on the ground 
that the term “Flush” is descriptive and the marks not otherwise 
similar. 

In his decision, after noting that in a patent taken out by the 
petitioner for cancellation the terms “Flush” and “Flush Doors” 
were used in a descriptive sense and that the ordinary meaning of 
the term “flush” as given by the dictionary shows that this term is 
descriptive, the First Assistant Commissioner said: 


“It is clear, in consequence, that the word or term ‘flush’ is not open 
to exclusive appropriation by anyone when applied to wooden doors. The 
respondent is entitled to use this word if it does not use it in connection 
with other terms which would create confusion in trade in connection with 
the trade-mark which petitioner has previously adopted for this same 


class of goods,” 


and then, after citing a decision with reference to marks including 
a descriptive term, he said: 


“In the light of the foregoing, if there is conflict between the re- 
spondent’s and the petitioner’s marks, there must be some other similarity 
than that recited in the descriptive term ‘flush,’ which latter is public 
property in connection with the names of goods of this kind. There is 
no similarity between the suffixes ‘lite’ and ‘wood’ of the respective marks 
here under review. These suffixes have no similarity in appearance, sound, 
spelling or significance. . . . If there is any likelihood of confusion of 
origin of goods appearing under the two marks, it must be due to the 
presence in the marks of this common descriptive term, and the petitioner 
in adopting a mark of the character it did must be deemed to have recog- 


* Life Savers, Inc. v. André Beck, 156 M. D. 151, August 15, 1929. 
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nized that others might, with propriety, use this same descriptive term in 
different trade-marks.” ” 


Goods of Different Descriptive Properties 


Ropertson, C.: Held that applicant is entitled to register 
the notation ‘““Land O'Lakes,” as a trade-mark for coffee, tea, jelly 
powder, food flavoring extracts, spices and candy, notwithstanding 
the prior use by opposer of that term as a trade-mark for canned 
peas, on the ground that the goods are not of the same descriptive 
properties. 

After referring to the holding in a number of cases as to goods 
of the same descriptive properties, the Commissioner said: 


“The following statement made by the Assistant Commissioner in the 
latter case (John F. Jelke Company v. Good Luck Food Co., Inc., decided 
January 11, 1929, 151 M. D. 913 [19 T.-M. Rep. 178]), is believed to be 
clearly applicable to the present case: 

“The most that can be said is that both the opposer’s oleomargarin 
and the applicant’s fillings are food products, but it is evident that no 
one is entitled to such broad protection of his trade-mark as to give the 
right to its exclusive use for all food products,” 


and then, after referring to the fact that the mark in question had 
been registered for other goods by other parties, he said: 


“No reason is seen why there should be considered to be any more 
likelihood of confusion between the goods of the two parties here than 
between the goods of opposer and the registrants above referred to. It 
does not appear that any objection was ever made by the opposer to the 
use of this mark on butter, condensed milk, etc.” * 


No Trade-Mark Use 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for insurance 
policies, fidelity bonds and surety bonds, the slogan “See Rex 
Before Wrecks.” 

In his decision, after noting the argument that the notation is 
a trade-mark at common law and as such registrable, since its 


* Morgan Sash & Door Co. v. Cadillac Flushlite Door Co., 156 M. D. 
147, August 17, 1929. 

** Oconomowoc Canning Company v. William McMurray & Company, 
156 M. D. 153, August 26, 1929. 
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registration is not forbidden by the statute, the First Assistant 
Commissioner said: 


“The difficulty with this proposition is that printed blanks for insur- 
ance policies and bonds are not deemed articles of merchandise at common 
law. It is true the producer or manufacturer of these printed blanks may 
sell them in suitable bulk to the insurance company, but the latter com- 
pany cannot be regarded as selling these articles. So far as the insurance 
policy or the bond described upon one of these blanks is concerned, there 
is no sale of the printed paper when such a policy, contract, or bond is 
sold or purchased. In such a transaction the intrinsic value of the paper 
is not considered. The insurance company does not maintain these printed 
blank forms for separate sale as such but uses them, not as vendible 
articles possessing intrinsic value, but as mere articles upon which the 
contracts between the insurance company or the giver of the bonds and 
its clients, may be written.” ” 


No Use of Mark 


Moore, A. C.: Held that the applicant is not entitled to 
register a mark comprising the name “Splitdorf,’ written across 
a musical staff, as a trade-mark for phonographic reproducers. 

The ground of the decision is that the applicant admits he 
had never used the mark on the specific goods stated, which are 
classified in class 36. 

It was further held that the sustaining of the opposition of 
the Columbia Phonograph Company on this ground was without 
prejudice to the question raised in a copending proceeding as to 
the right of the applicant to register the mark for radio receiving 
sets and loud speakers, which are classified in class 21.*° 


Moore, A. C.: Held that the petition of The G. E. Prentice 
Manufacturing Company to cancel the registration, under the Act 
of 1905, obtained by the Hookless Fastener Company, of the word 
“Hookless,” as a trade-mark for fasteners, especially of the slider- 
controlled type, was properly dismissed, since the petitioner for 
cancellation had never used the mark. 

In his decision the Assistant Commissioner said: 

Ex parte Rex Agency, 156 M. D. 146, August 17, 1929. 


Columbia Phonograph Company, Inc. v. Splitdorf Radio Corpora- 
tion, 156 M. D. 132, August 12, 1929. 
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“I have examined the petition for cancellation but without finding 
any statement to the effect that the petitioner has used the word ‘Hook- 
less’ in its business. . . . 

“After a careful consideration of the question this Office has deter- 
mined to follow the practice outlined in Andrews Radio Company v. 
Timmons Radio Products Corporation (1926 C. D. 39), based upon the 
decisions therein noted, to the effect that the right of a petitioner to 
intervene is dependent upon a showing of interest in the subject matter 
from which damage might be inferred; that if he has not used the mark 
as a trade-mark upon goods of a like description he can suffer no damage 
by its registration by another; and that the petition must contain a state- 
ment of fact on this jurisdictional question sufficiently full to show that 
the petitioner has been injured by the registry of the mark he seeks to 
have cancelled.” ** 


Moore, A. C.: Held that the opposition to the registration 
of a trade-mark for separable fasteners, especially of the slider- 
controlled type, consisting of the word “Hookless” and the repre- 
sentation of a streak of lightning lying therebeneath, was properly 
dismissed where it appeared that the opposer had never used this 
mark. He further held that the composite mark was not so clearly 
unregistrable as to justify the Commissioner in refusing registra- 
tion. 

In stating that the question presented for decision was whether 
the use of a deceptive term by an opposer was essential to sustain 
such proceedings, he said: 

“This question is deemed to have been settled in Andrews Radio Co. 


v. Timmons Radio Products Corporation (345 A. G. 796, 1926 C. D. 39) 
and the decisions therein noted.” 


With reference to the question whether the facts presented 
are such as would justify the Commissioner in exercising the power 
vested in him by Section 7 of the Trade-Mark Act and refusing 
registration to the mark, he said: 


“The applicant’s mark does not consist of the word ‘Hookless’ alone, 
but is a composite mark, as above indicated. The representation of a 
streak of lightning is suggestive of the flash-like manner in which the 
fastener may be operated, and is regarded as a material part of the 
applicant’s mark. Without passing upon the question as to whether the 
word ‘Hookless,’ standing alone, is descriptive of the applicant’s fastener, 


*The G. E. Prentice Manufacturing Company v. Hookless Fastener 
Company, 156 M. D. 142, August 14, 1929. 
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it is held that said mark is not so clearly unregistrable as to justify action 
under said section.” * 


On What Goods 


Moore, A. C.: Jleld that applicant is not entitled to register, 
as a trade-mark for parrot, dog, bird and cat medicines, a mark 
consisting of two parallel red bands positioned at the top and 
bottom of a background of yellow. 

The ground of the decision is that the applicant’s use of this 
mark was subsequent to its use on the same goods by the opposer 
and that the prior use by the applicant of a similar mark for 
goods for birds, gravel and cuttlebone, did not entitle applicant to 
registration for the goods specified. 

With respect to applicant’s argument that, having used the 
mark on the latter goods above specified, it was entitled to extend 
that use to medicines and with respect to these goods being of the 
same descriptive properties, the Assistant Commissioner said: 


“It may be noted in connection with applicant’s contention that medi- 
cines (class 6) do not belong to the same class of goods as foods and 
ingredients of foods (class 46). While the natural expansion of one’s 
business may in particular cases include other goods of the same class, 
yet it may not include goods of other classes. 

“In all cases the trade-mark rights follow the expansion of the busi- 
ness; the business does not follow the trade-mark rights. There can be 
no trade-mark rights with respect to a particular class of goods, or with 
respect to particular goods of a class until a trade-mark shall have been 
adopted and applied to said goods, or to goods of a like character. 


. aa + - 

“The applicant’s contention that the Acting Examiner erred in not 
holding that medicated seed cake for birds is of the same descriptive 
properties as animal medicines, is without force. The one is primarily 
a food and the other a medicine.” 

With respect to the applicant’s evidence as to prior use of the 
mark on medicines, the Assistant Commissioner, after stating that 
he found in the record no corroborative testimony indicating prior 
adoption and use of the mark on medicines by the applicant, said: 


“The fact, according to the testimony of Robert R. Heger, that the 
applicant purchased from the opposer corporation dog remedies with 
the trade-mark of said corporation applied thereto; that these purchases 


* The G. E. Prentice Mfg. Co. v. Hookless Fastener Co., 156 M. D. 
141, August 14, 1929. 
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continued from as early as February 1, 1921, to probably two years there- 
after; that the applicant ‘had no trade-marks’ at that time (XQ. 171); 
and that, according to the testimony of William F. Heger, the applicant 
purchased from the opposer dog remedies with the trade-mark of the 
opposer applied thereto; that these goods (Sergeant’s) were sold off the 
applicant’s shelves ‘calling them Heger products’; that the applicant 
spoke about the similarity of the opposer’s packages to the applicant’s 
packages; and that the applicant during such period made no objection 
to the opposer’s use of said mark on the packages, is strong evidence in 
support of the above conclusion.” ** 


Rosertson, C.: Held that a label including only the notation 
“Tie-Ur-Own,” the first and last letters being larger than the 
others, with the word ‘“Neck-wear” therebeneath, the whole being 
surrounded by a rectangular outline, is not registrable under the 
Act of June 18, 1874. 

The ground of the decision is that the label is not artistic 
and furthermore there is substantially nothing on it except the 
notation above noted, which appears to have been intended to be 
used as a trade-mark. 

In his decision, after pointing out that the act in question 
provides for the registration of labels in the Patent Office under 
the regulations relating to the copyright of prints, except “that 
there shall be paid for recording the title of any print or label, 
not a trade-mark, six dollars,” he said: 


“Whether the notation, ‘Tie-Ur-Own,’ is registrable as a trade-mark 
or not is immaterial (citing Ex parte Mahn, 82 O. G. 1210 and Ex parte 
Wahrman, 204 O. G. 1345 [4 T.-M. Rep. 404]).”” 


** Polk Miller Products Corp. v. Heger Products Corp., 156 M. D. 
109, August 1, 1929. 
* Ex parte Vivian E. Jones, i156 M. D. 164, September 6, 1929. 
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Det Monte Speciat Foon Co. v. Cattrornra Pacxine Corp. 
United States Circuit Court of Appeals, Ninth Circuit 


September 16, 1929 


Trape-Marxs—Use or Marx on Drsstmitar Goons. 

The appropriation of another’s trade-mark will be enjoined, even 
when the goods of the two parties do not strictly enter into competi- 
tion, when the use thereof is such as to deceive purchasers. 

Trape-Marxs—“Det Monte” on OLEOMAGARINE. 

Appellee having adopted the name “Del Monte” as a trade-mark 
for a large variety of canned fruit and vegetables and spent vast 
sums in popularizing the name, the use thereof by appellant as a 
trade-mark for oleomargarine was rightly enjoined as unfair com- 
petition. 

Unram Competirion—Use or Corporate Name. 

Inasmuch as the adoption by appellant of the title “Del Monte 
Special Food Company” was for the purpose of engaging in unfair 
competition with appellee by the use of the latter’s trade-mark, an 
injunction against the further use of such name was entirely proper. 

In equity. Suit for unfair competition in the wrongful use of 
trade-mark and corporate name. From decree of the District 
Court for the Northern District of California granting an injunc- 


tion, defendant appeals. Affirmed. 


Chas. E. Townsend and Wm. A. Loftus, both of San Francisco, 
Calif., for appellant. 

Pillsbury, Madison & Sutro, of San Francisco, Calif. (Frank 
A. Madison, Marshall P. Madison and Archibald Coz, of 
New York City, of counsel), for appellee. 


Before Rupxin, Dietricn and Wi sur, Circuit Judges. 


Wivsur, C. J.: At the instance of the appellee the appellant 
was enjoined by the decree of the district court from using the 
words “Del Monte” in connection with the marketing of oleomar- 
garine or other food products. Beginning thirty-five years ago 
the appellee and its predecessors have organized and established a 
vast business in the production and sale of various food products 
all labeled “Del Monte Brand.” The words “Del Monte” in Old 
English type conspicuously displayed upon a shield coupled with 
the word “Brand” constitute the most prominent characteristics 
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of the goods produced by the appellee. The name of appellee is 
printed upon its labels, but in a type so inconspicuous that it would 
hardly be noted when the goods were displayed upon the shelves 
of the grocery store and might even escape closer inspection. In 
its advertising matter as well as in its method of labeling its prod- 
ucts the emphasis is placed entirely upon the “Del Monte Brand” 
and little or no emphasis upon the name of the producer. 

The business has grown until the annual sales of the appellee 
aggregate over $80,000,000 and it is estimated that the number of 
cans and packages labeled “Del Monte Brand” disposed of in a 
year exceed 100,000,000. The advertising expenditures of the 
appellee in making known its “Del Monte Brand” products has 
exceeded $2,000,000 in 1927 and the total expenditures for adver- 
‘tising these products has exceeded $11,800,000. The appellee’s 
business has been constantly expanding, not only in volume but 
in the diversity of products produced and labeled with its brand 
until at the present time it markets over 150 food products under 
the name “Del Monte Brand,” all being sold in grocery stores. 
The public has become familiar not only with the label of the 
appellee but with their course of business by which they have 
gradually extended their operations to other food products. 

From time to time the appellee has registered the “Del Monte 
Brand” with the shield, as a trade-mark for use in connection with 
various food products prepared and marketed by it. In 1926 
W. W. Benchley, who was engaged in the brokerage business, made 
arrangements with an oleomargarine factory in Nashville, Tenn., to 
manufacture and pack for him for distribution in California, oleo- 
margarine marked conspicuously with the words “Del Monte 
Brand” on a shield of entirely different design from that of the 
appellee. After operating in a small way in Oakland and vicinity, 
Benchley organized the appellant corporation and in the articles 
of incorporation stated that the purpose of the corporation was to 


deal in food products. No motive is suggested or discernible for 
the use of the words “Del Monte Brand” in connection with the 
sale of oleomargarine other than the desire and expectation of 
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securing some benefit from the extensive advertising campaign and 
vast business operations of the appellee. 

The appellant attacks the decree of the district court upon 
the theory that the action was brought by the appellee to enjoin 
the infringement of its trade-mark. The appellee, however, dis- 
avows such contention and maintains that the appellant is guilty 
of unfair competition and that the suit is to enjoin the continuance 
of such competition. It is manifest from the consideration of the 
facts that the conduct of the appellant in labeling its oleomargarine 
“Del Monte Brand” is equivalent to marking it “made by the Cali- 
fornia Packing Corporation.”’ Indeed, from the evidence, it would 
appear much less objectionable to make this direct statement than 
to label its goods ‘““‘Del Monte Brand” coupled with the name of 
the “Del Monte Special Food Company as the producer, for the 
reason that the public knows of the goods of the appellee by the 
brand rather than by its name. 

The contention of the appellant is that, inasmuch as the appel- 
lee has not produced, and does not now produce, oleomargarine or 
use its label thereon, it is not and cannot be damaged by the use 
of “Del Monte Brand’ upon the oleomargarine marketed by the 
appellant. The injury to the appellee by the use of the “Del Monte 
Brand” by the appellant does not result from preventing sale by 
appellee of oleomargarine of its own, but from a representation 
to the public that it produces a product which it does not in fact 
produce and over which it has no control. Its reputation for 
quality is, therefore, placed to:some extent in the hands of a cor- 
poration who owes it no allegiance and has no concern in main- 
taining the high reputation established by the appellee and who 
may utilize that reputation to sell the public an inferior produc- 
tion. 

Thus, every effort made by the appellee to increase the volume 
and variety of its products and maintain its high standard of quality 
by its systematic and expensive advertising campaign and by care 
in the preparation of its products redounds to the benefit of the 
appellant, which does not contribute in any manner to the expendi- 
tures involved in this vast undertaking and whose only motive for 
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the adoption of the same “brand”’ is to get the advantage of appel- 
lant’s name, reputation and good-will. The law of unfair com- 
petition has resulted from the application of a simple proposition 
to the extension and modern development of manufacturing and 
merchandising. That principle may be expressed in the language 
used by the various courts when dealing with the subject of unfair 
competition, as follows: “That nobody has any right to represent 
his goods as the goods of somebody else.’ (Elgin Natl. Watch Co. 
v. Illinois Watch Co., 179 U. S. 665, 676, 21 S. Ct. Rep. 270.) 
As thus developed the law has been well stated in a recent opinion 
of the Circuit Court of Appeals of the Second Circuit, by Judge 
Hand, in Yale Elec. Corp. v. Robertson, 26 Fed. (2d) 972, 974 
[18 T.-M. Rep. 321], as follows: 

“However, it has of recent years been recognized that a merchant 
may have a sufficient economic interest in the use of his mark outside 
the field of his own exploitation to justify interposition by a court. His 
mark is his authentic seal; by it he vouches for the goods which bear 
it; it carries his name for good or ill. If another uses it, he borrows 
the owner’s reputation, whose quality no longer lies within his own con- 
trol. This is an injury, even though the borrower does not tarnish it, 
or divert any sales by its use; for a reputation, like a face, is the symbol 
of its possessor and creator, and another can use it only as a mark, 
And so it has come to be recognized that, unless the borrower’s use 
is so foreign to the owner’s as to insure against any identification of 
the two, it is unlawful.” Aunt Jemima Mills Co. v. Rigney, 247 F. 407 
(C. C. A. 2) [8 T.-M. Rep. 163]; Akron-Overland v. Willys-Overland, 
273: F. 674 (C. C. A. 3) [11 T.-M. Rep. 281]; Vogue Co. v. Thompson- 
Hudson Co., 300 F. 509 (C. C. A. 6) [15 T.-M. Rep. 1]; Wall v. Rolls 
Royce, 4 F. (2d) (C. C. A. 3). 

The Circuit Court of Appeals of the Third Circuit, in an 
opinion by Judge Woolley, deals exhaustively with the subject now 
under discussion. (Rosenberg Bros. § Co. v. Elliott, 7 F. (2d) 
962.) In that case the district court had refused to enjoin the use 
of the trade-mark on hats and caps where the complainant had 
confined the use of its trade-mark to clothing. As pointed out by 
Judge Woolley, the trial court based its decision denying relief 
upon the theory that there was no infringement of a trade-mark, 
by its use upon so different an article as hats and caps, but the 
court of appeals reversed the decision, holding that such use of the 
complainants’ trade-mark constituted unfair competition. 
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It is there held that the appropriation of a competitor’s trade- 
name under such circumstances is trespass of the same nature as 
is one committed by one who applies another man’s name to his 
own goods. (p. 963.): 


“It is a wrong which equity will enjoin even when the goods of the 
two men do not strictly enter into competition. British American 
Tobacco Co. v. British-American Cigar Stores Co., 211 F. 933, 128 C. C. A. 
431, Ann. Cas. 1915 B, 363; Eastman Co. v. Kodak Cycle Co., 15 Reports 
Patent Cases, 105; Dunlop Pneumatic Tire Co. v. Dunlop Lubricant Co., 
16 Reports Patent Cases, 12; Valentine Meat Juice Co. v. Valentine Ex- 
tract Co., 17 Reports Patent Cases, 673; Dunlop Pneumatic Tire Co. v. 
Dunlop-Truffault Cycle & Tube Co., 12 Times Law Reports, 484; Premier 
Cycle Co. v. Premier Tube Co., 12 Times Law Reports, 481—all cited and 
reviewed in Aunt Jemima Mills Co. v. Rigney & Co., supra; Willys-Over- 
land Co. v. Akron-Overland Tire Co. (D. C.) 268 F. 151, 155 [11 T.-M. 
Rep. 5], and cases cited.” 

The evidence in the case at bar discloses that there was actual 
confusion in the minds of purchasers who purchased the appellant’s 
product in that they believed that the oleomargarine advertised 
as a “Del Monte product” was put out by the same people who 
were purchasing other “Del Monte products.” 

A witness, employed by the appellee to investigate the sales 
method of retailers of Del Monte brand oleomargarine, testified 
that at the twenty-five stores visited she was told in fifteen that 
the “Del Monte Brand” oleomargarine was made by the same con- 
cern that manufactured other “Del Monte” goods. In nine she 
was told it was not manufactured by the California Packing Cor- 
poration. The appellant’s product was also advertised by one 
retailer as “Del Monte Nut Margarine” in the same advertise- 
ment in which one of appellant’s products was advertised as “Del 
Monte Hot Sauce.” 

Mr. Williams of the Piggly Wiggly Pacific Company testified, 
“We have had many customers that asked for ‘Del Monte Mar- 
garine’ mention the fact that we handled the general line and won- 
dered why we did not handle the ‘Del Monte Margarine.’” One 
of the appellant’s employees engaged in the distribution of the Del 
Monte Oleomargarine to the retail trade gave instructions to his 
salesman to “notify the trade that it was not the California Pack- 
ing Corporation’s product.” 
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We will now proceed to a consideration of some of the specific 
points raised by the appellant, but will not undertake to cover 
each point because the general statement and principles herein- 
before enunciated dispose of most of the points raised by the 
appellants. 

The first point is as to the jurisdiction of the Federal court 
to entertain the appellee’s complaint. The appellee does not predi- 
cate the jurisdiction of the court upon the infringement of a regis- 
tered trade-mark, but upon the diversity of the citizenship of 
appellant and appellee. The diversity of citizenship is admitted, 
but it is claimed that the amount in litigation does not exceed the 
jurisdictional amount of $8,000. To this point appellant cites: 
Elgin v. Marshall, 106 U. S. 578, 1 S. Ct. Rep. 484; New England 
Mtg. Sec. Co. v. Gay, 145 U. S. 128, 12 S. Ct. Rep. 815; and 
Mutual Life Ins. Co. v. Wright, 276 U. S. 602. 

These cases have no application to the situation in the case 
at bar for they merely hold that where the amount involved in 
the litigation is less than $5,000 the fact that the incidental results 
of the litigation may be much more far reaching and thus involve 
larger amounts is no ground for entertaining jurisdiction. In the 
case at bar the appellee is undertaking to protect the good-will 
of its business by invoking aid of a court of equity to enjoin the 
practices of the appellant which threaten to injure or destroy that 
good-will and that business. 

The bill alleges that the value of the good-will involved is 
more than $2,000,000, and more than $11,000,000 has been spent 
in advertising. Under these circumstances there is no question 
but that the values litigated exceed the jurisdictional amount. (See 
Hilson Co. v. Foster, 80 Fed. 896, 897; Bitterman v. Louisville § 
Nashville R. R., 207 U. S. 205, 225, 28 S. Ct. Rep. 91; Lambert 
v. Yellowley, 4 F. (2d) 915; Packard v. Banton, 264 U. S. 140, 
142, 44 S. Ct. Rep. 257; and cases therein cited.) 

The appellant relies on the use of the name “Del Monte” by 
others upon products sold in grocery stores, such as “Del Monte 
flour,” ““‘Del Monte flake biscuits,’ one of a number of varieties of 
biscuits manufactured by Standard Biscuit Company of San Fran- 
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cisco, “Del Monte Creamery” dealing in milk, butter, eggs and 
cheese, and “Del Monte Coffee.” It is sufficient with reference to 
such use of the name “Del Monte” upon food products by others 
to say that whatever may be the respective rights of the appellee 
and these other users of the name “Del Monte, 


> 


such use does not 
justify the appellant in its more recent use of appellee’s well-known 
mark upon a new and different product recently produced by it; 
for, as has been stated, the question involved here is not the in- 
fringement of a trade-mark in which the prior use by others would 
be material but is that of the adoption by the appellant of unfair 
methods of competition. 

Such practice is unfair to the appellee notwithstanding the 
use of the brand by others, even if such use by others preceded the 
use by appellee. Natl. Pictures Theaters v. Foundation Film Corp., 
266 Fed. 211 (C. C. A. 2) [10 T.-M. Rep. 385]; Liebig, etc. v. 
Chemists, etc., 13 R. P. C. 635, 645; Croft v. Day, 7 Beav. 87; 
Juvenile v. Fed. Trade Comm., 289 Fed. 57 [13 T.-M. Rep. 300] ; 
Clark Thread Co. v. Armitage, 74 Fed. 986; Shaver v. Heller & 
Merz, 108 Fed. 821, 825; Barton v. Rex Oil Co., 29 F. (2d) 474, 
475 [18 T.-M. Rep. 267]. 

It is clear from the admitted facts and from the evidence that 
the appellant has been engaged in an effort to secure the advantages 
of the appellee’s good-will by means calculated to convey to the 
public the impression that appellant’s oleomargarine is a product 
of the appellee. Injunction against the use of the words “Del 
Monte Brand” upon appellant’s oleomargarine is a proper and 
necessary method of preventing such unfair competition. The 
appellant also complains of the scope of the injunction against it 
because it bars the use of its corporate name in disposing of food- 
stuffs. 

It is apparent from the record that the purpose of adopting 
this name was to engage in the methods of unfair competition, 
which have since been indulged in, and the injunction against the 
use of the name in that manner was entirely proper. Juvenile Shoe 
Co. v. Fed. Trade Comm., 289 Fed. 57 [13 T.-M. Rep. 300]; Aunt 
Jemima v. Rigney, 247 Fed. 407 (C. C. A. 2) [8 T.-M. Rep. 103]; 
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Vogue v. Thompson-Hudson Co., 300 Fed. 509 [18 T.-M. Rep. 

849]; Rosenberg Bros. v. Elliott, 7 P. (2d) 962 [15 T.-M. Rep. 

295]; Eastman Co. v. Kodak Cycle Co., 15 R. P. C. 105. 
Judgment affirmed. 


A. B. Humpurey Company v. Ben H. ArKELIAN ET AL. 
United States Circuit Court of Appeals, Ninth Circuit 
September 16, 1929 


INFRINGEMENT—NaME Pusuici Jurts—“Lapy Frncers,” ror Grape. 
The use by appellee of the name “Lady Fingers” to designate 
a particular grape grown and marketed by him, held not an infringe- 
ment of the rights of appellant, who first introduced the grape into 
California under such name. The name had long been used in Persia 
and elsewhere and the California statute required all grape growers 
to mark each crate with the name of the variety contained therein. 
In equity. Appeal from a decree of the District Court of the 
United States, Northern District of California, dismissing the com- 
plaint, in a suit for alleged infringement of a registered trade- 
mark. Affirmed. 


Charles E. Townsend and Wm. A. Loftus, both of San Fran- 
cisco, Calif., for appellant. 

W. M. Conley, Philip Conley and Matthew Conley, all of 
Fresno, Calif., for appellee. 

Before Rupxin, Dietricu and Wixsvur, Circuit Judges. 


Wixsvr, C. J.: A. B. Humphrey, in the winter of 1895 and 
spring of 1894, procured some grape cuttings from the Department 
of Agriculture at the State University in Berkeley from grapevines 
which had been imported by the United States Department of 
Agriculture from Persia. Beginning in September, 1895, A. B. 
Humphrey entered into the business of marketing the grapes grown 
by him from these cuttings under the name “Lady Finger.” In 
July, 1924, he registered the name “Lady Finger” as a trade-mark 
with the Commissioner of Patents. The grapes are long, slender, 
firm and white and Mr. Humphrey testified that as soon as he 
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saw the grapes he was impressed with their resemblance to ladies’ 
fingers and at once named the grapes “Lady Fingers.” The method 
of using the phrase “Lady Finger” was by rubber stamp impressed 
upon the lithographed label. It was also used in advertising matter 
as “Humphrey’s Lady Fingers.” 

Later, A. B. Humphrey assigned his business of growing and 
packing grapes to the appellant, who brought suit against the 
appellee for violation of its trade-mark “Lady Finger” in connec- 
tion with the packing and selling of this variety of grapes. The 
appellee also is engaged in growing, packing and selling grapes and 
uses the name “Enchantress” as its trade-name, but in the case of 
this particular variety of grapes only impressed upon its litho- 
graphed labels with a rubber stamp the words “Lady Finger.” 

Mr. Humphrey, from time to time, gave away cuttings from 
his grapevines but always, he claims, with the admonition to the 
donee that the grapes must not be marketed as “Lady Finger” 
grapes. It does not appear that he gave them any other name to 
use for the grapes, or that he knew the grapes by the name of 
Rish Baba, now claimed to be the Persian name for this variety 
of grapes. 

It appears that these grapes were grown in Dalmatia in Yugo- 
slavia and that they were known there at least as early as 1889 
(and in Turkey as early as 1895) as “Lady Finger” grapes, the 
phrase, of course, being in the language of the country. 

One of the witnesses for the defendant testified that as early 
as 1897 or 1898 he saw this variety of grape in the Eiseman vine- 
yard near Fresno and was then told that they were “Lady Fingers.” 
Another witness testified that between thirty-five and thirty-eight 
years ago he purchased this variety of grapes from the Marguerita 
vineyard and sold them as “Lady Fingers.” The defendant, Ben 
H. Arkelian, testified with relation to the name “Lady Finger” as 
follows: 


“A. The Government lists them on their market report. The county 
or the state inspection bureau writes certificates and calls them ‘Lady 
Fingers, Our county horticulturist at Modesto, as well as Bakersfield, 
insists that we sheuld put the word ‘Lady Finger’ on the boxes because 
they are a ‘Lady Finger’ grape.” 
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In 1927 the State of California passed an act with reference 
to the marketing, packing and selling of the fruit and therein pro- 
vided, among other things, that boxes containing grapes must be 
marked with the name of the variety, and designated one of the 
varieties to be thus named upon the box as “Lady Finger.” (Stat. 
1927, ch. 865, p. 1187.) 

In Section 12 of that act it is declared that, “It shall be un- 
lawful for any person, firm, company, organization, or corporation 
to pack or cause to be packed, import, sell, offer for sale, deliver 
for shipment, load, ship, or transport any fruits, nuts, or vegetables 
which do not conform with all requirements of this act.” 

It is provided in Section 22 as follows: “.. . . For the pur- 
pose of this act, grape varieties shall be classified as follows: 
‘* * * * Ladyfinger. . . .’ (Some 121 varieties are named in the 
list, including Rish Baba.) 

The section then provides for the marking of the packages 
of grapes with reference to their quality and variety. With refer- 
ence to the latter it is provided as follows: “In addition to the 
markings required above, and those required by Section 9 of this 
act, all containers of grapes shall bear upon them in plain sight 
and in plain letters on the outside thereof the following: Net 
weight and name of the variety, provided that the words ‘variety 
unknown, ‘mixed varieties, or the color of the grapes may be 
marked in lieu of the name of the variety.” 

By Section 37 of this act a violation of any of its provisions 
is declared to be a misdemeanor punishable by a fine of “not more 
than $500 and imprisonment for not more than six months.’”’ The 
appellees call attention to this state legislation for the purpose of 


enforcing their contention that the name “Lady Finger” is a recog- 
nized name for the variety of grapes produced by both the appel- 
lants and appellees. They do not rely upon the proposition that 
the appellant is seeking to enjoin the appellees from complying 


with a criminal law of the State. For that reason we do not base 
our decision upon that ground. In addition to the use of the name 
“Lady Finger” in the statute above mentioned, it is also used in 
Webster’s International Dictionary of 1920 as a name for a variety 
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of grape, and also in various California catalogues and price lists 
introduced in evidence. 

It is not contended that there is any effort on the part of the 
appellants to simulate appellant’s labels or to in any way indicate 
that the grapes were produced or packed or marketed by appel- 
lants, other than by the use of the name “Lady Finger” impressed 
in its labels by a rubber stamp indicating the variety of grape con- 
tained in the package. The sole question presented is the claim of 
infringement of appellant’s trade-mark “Lady Finger.” 

The chancellor who tried this case was justified from the 
evidence in arriving at the conclusion that the name “Lady Finger” 
was the name of a variety of grape produced in various parts of 
the world and that the appellees were entitled, if not required, to 
use that name in designating the variety of the grape packed and 
shipped by them and in denying the appellant’s relief by injunc- 
tion. The appellant attacks the credibility of some of appellees’ 
witnesses and emphasizes the weight of his own rebutting evidence 
but the witnesses appeared before the chancellor and testified in 
his presence, and there is nothing in the record to justify a rejec- 
tion of their testimony. 


Decree affirmed. 


THe GoverRNor AND CoMPANY OF ADVENTURERS OF ENGLAND 


TRADING INTO Hupson’s Bay v. Hupson Bay Fur Company 
(33 F. [2] 801) 


United States District Court, District of Minnesota 
August 30, 1928 


Unrarr Competition—Trape-NamMe—ExrTent or Prorection. 
The mere fact that plaintiff had no business establishment in a 

certain city where the company and its products were well known did 
not justify defendant in adopting the former’s name for use in a 
line of business with which the plaintiff is identified. The reputation 
and good will of a trading company is entitled to protection even 

in a place where it has no established place of business. 
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Unram Competirion—GeocraPHicaL Term—“Hunson Bay Company.” 
After plaintiff, by continued use over more than a century, of 
its name in an abbreviated form, had identified its business to the 
public under the name Hudson Bay Company, the use by defendant 
in a competing business of the title Hudson Bay Fur Company was 
enjoined as unfair competition. 
In equity. Suit to enjoin use of similar trade-name. Injunc- 


tion granted. 


Guy W. Kimball, of St. Paul, Minn., and H. S. MacKaye, 
of New York City, for plaintiff. 

Toivonen § Harri, of Duluth, Minn., and W. M. Steele, of 
Superior, Wis., for defendant. 


Cant, D. J.: The plaintiff corporation, dating back to the 
year 1670, has a distinct fame which probably goes farther back 
than that of any other well-known trading corporation on the North 
American continent. For more than two centuries, throughout the 
civilized world, it has borne a most enviable reputation for integrity 
and fair dealing, as one of the largest, if not the very largest and 
most successful, dealer in furs in existence. For a century or more 
last past it has been popularly known as the Hudson’s Bay Com- 
pany, or the Hudson Bay Company. Its trading operations, either 
directly or through others, have extended to every part of the world 
where furs have been the subject of trade among civilized men. 
Throughout the United States, since colonial days, and as that 
country has developed from time to time, and perhaps more espe- 
cially throughout the northerly part thereof, the good name and 
well-deserved fame of plaintiff company, and the reliable character 
of the merchandise which it has offered for sale to the public, have 
been practically everywhere known and recognized. This has been 
true as to any particular locality, whether plaintiff had an estab- 
lished place of business thereat, or whether at such place it offered 
its merchandise to the public through others, or whether at such 
place none of its merchandise was sold at all. Its position before 
the public has been altogether unique, and the name Hudson Bay, 
although territorial in its significance, has long been definitely 
identified in an unusually exclusive way with the plaintiff. The 
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plaintiff company has dealt most extensively in furs, but for a 
great many years last past it has dealt also in specially high-grade 
blankets on an extensive scale, and its product, known as the Hud- 
son Bay blanket, and bearing a special identifying device, is, and 
long has been, most favorably known throughout the world. In 
practically all the large cities of this country, and in many of the 
smaller cities thereof, plaintiff's products have been thoroughly 
well known and extensively bought and sold. By reason of the 
nature of such products, the dealing therein has been and is largely 
confined to cities of some considerable size, and usually does not 
extend to the smaller towns and villages of the country. Among 
the cities where the name of the plaintiff company has been recog- 
nized for a long time antedating the business career of defendant, 
and where during much of that time its products have been bought 
and sold and well known, is Duluth, in the State and district of 
Minnesota. By reason of its proximity to the Canadian border, 
many of its citizens from time to time visit points in Canada, where 
certain of the business establishments of plaintiff are located, and 
likewise various of the residents of Canada from time to time visit 
the city of Duluth. 

During the year 1922 the defendant corporation was organized 
under the laws of the State of Minnesota, and shortly thereafter 
it opened a place of business on the principal business street of 
the city of Duluth aforesaid, as a dealer in furs and blankets, and 
ever since said date it has continued such business at the same 
place under the name Hudson Bay Fur Company. Said name is 
effectively displayed on the store front of the place where such 
business is carried on, and defendant has, during all the time since 
it began business in Duluth, advertised extensively as a dealer in 
furs and blankets under such name. It is in no way connected 
with plaintiff, and plaintiff has never consented to the use of such 
name by defendant. 

There is an extensive literature in the law dealing with the 
question here involved. The general underlying principle is that 
“no man has a right to dress himself in colors or adopt and bear 
symbols to which he has no peculiar or exclusive right, and thereby 
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personate another person for the purpose of inducing the public 
to suppose either that he is that person, or that he is connected 
with, or selling the manufacture of such other person while he is 
really selling his own.” Croft and Day, 10 Jurist, New Series, 
550. 

Such acts manifestly involve questions somewhat similar to 
those involved in cases of unfair competition, and various of the 
general principles applying to such cases may properly be invoked 
here. Hanover Milling Co. v. Metcalf, 240 U. S. 403, 413, 36 
S. Ct. 857, 60 L. Ed. 713 [6 T.-M. Rep. 149]; United Drug Co. 
v. Rectanus Co., 248 U. S. 90, 97, 89 S. Ct. 48, 68 L. Ed. 141 
[9 T.-M. Rep. 1]. 

It is upon the aforementioned principle that plaintiff relies, 
and, aside from the cases hereinafter mentioned, it relies upon the 
case of Buckspan v. Hudson’s Bay Co. (C. C. A.) 22 F. (2d) 721 
[18 T.-M. Rep. 4], which, in the main, is persuasive here. 

Defendant claims that plaintiff had abandoned the Duluth 
territory, and that there was no actual competition whatever at that 
place when it began business, and, as applicable to the circum- 
stances here, it relies upon the cases of Hanover Milling Co. v. 
Metcalf, and United Drug Co. v. Rectanus Co., above cited. 

Upon the particular claim last above mentioned, the case of 
Panhard et Levassor v. Panhard Levassor Motor Company, Lim- 
ited, Law Reports, 2 Ch. 518 (1901), if followed, is a complete 
answer. The mere fact that in a particular place a plaintiff, which 
is a well and favorably known trading concern, does not actually 
have an established place of business, will not justify another in 
knowingly and in bad faith adopting the name of, and thereby hold- 
ing himself out as such plaintiff, or as connected therewith, and 
seek to profit by inducing the public to purchase his wares through 
the practice of such deception. A trading concern may have a 
well-earned and well-established reputation in a place where it 
has no established business location. 

The cases of Hanover Milling Co. v. Metcalf, and of United 
Drug Co. v. Rectanus Company, supra, are relied upon equally by 
plaintiff and defendant. In the opinion of the court, they support 
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the plaintiff's claims. These cases are easily distinguishable from 
the situation here. The rules there promulgated were a necessary 
development of the law in the application thereof to cases where, 
in entire good faith, each of two persons or trading concerns, in 
widely separated areas, adopt the same name or device in the con- 
duct of their respective business ventures, without either one know- 
ing of the other, or of what is being done by him; and where con- 
siderable sums of money have been spent in developing the business 
of each, and a substantial measure of success by each has been 
achieved before either knew of the existence or activities of the 
other. The outstanding feature of such cases is that the second 
person or trading concern to adopt the name or device was in 
entire ignorance that the same name or device had previously been 
adopted by another in the same business, and that the second acted 
innocently and in good faith. The two authorities last above re- 
ferred to thoroughly recognize the general underlying rule first 
above set forth, and then work out the necessary distinctions which 
must be made when the facts are such as were there before the 
courts. 

The case at bar is in an entirely different class. The court 
will not go out of its way to censure the defendant or its promoters 
for what has been done. It is possible that they did not fully 
appreciate either the moral or the legal limitations which bound 
them under the circumstances with which we are here concerned. 
They, of course, should have known and appreciated such matters 
and, of necessity, they are equally bound whether they did or not. 
Of necessity also, and as a matter of course, in the natural order 
of events, the use and display and wide advertising of the name 
Hudson Bay Fur Company by defendant and its promoters, by 
reason of its similarity to the popular name of plaintiff, would 
mislead and deceive the public. This was inevitable. No evidence 
whatever would be necessary in proof thereof. Such result would 
be matter of common knowledge. Practically everyone of general 
information would know that intuitively. It was certain under 
such circumstances that various patrons of defendant from time 
to time would be under the impression that they were dealing with 
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a branch of plaintiff and that they were buying its merchandise. 
The sale of plaintiff’s products was sure also to be injuriously 
affected, and its good name, wrongfully assumed by another, was 
sure to suffer. At least locally it would be in the keeping of the 
defendant and dependent on its conduct. This was usurpation. 
It was a move without right to step into the shoes of the plaintiff 
and to reap the benefit which was sure to come therefrom. The 
circumstances attending the selection of the name here were entirely 
different from those under which the selections were made in the 
Hanover Milling Co. and the United Drug Co. cases. Here, with 
full knowledge of plaintiff and its activities, the name was de- 
liberately adopted, because it was thought that it would be a great 
name under which to do business, if by any possibility its use should 
be allowed. To use an exceedingly mild expression, such action 
on the part of defendant was highly unethical, and should cease. 
A deliberate attempt to deceive, however, is not a necessary element 
of such cases. Federal Trade Commission v. Balme (C. C. A.) 23 
F. (2d) 615, 621. 

No one wishes to force the promoters of defendant out of 
business. Presumably they are able to succeed by the use of legiti- 
mate means. There are plenty of names from which to choose. 
Because of the manifest injustice, whether intended or not, in mak- 
ing use of the name which it has employed, such use by defendant 
should be discontinued, and this will be the effect of the decree 
to be entered herein. 

Plaintiff has waived its claim to damages and to an accounting, 
and the decree will therefore be limited to an injunction awarding 
proper relief of that character. 


——_<_— 
a —-E 
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CANADIAN CLuB Beverace Co. v. CANaDIAN CLUB CorRPORATION 
Supreme Judicial Court of Massachusetts 


October 5, 1929 


Goop-Wirt—Conveyance—Witn Sate or Bustness. 

Where a sale agreement omits to mention good-will in connection 
with the transfer of a going business, it is presumed that the good- 
will passes with the assets and business conveyed. 

Trape-Marxk—“Canavian Crius”—ConveYaANcE—MEANING oF CONTRACT. 

The words “together with all labels, used in connection with 
the bottling and tonic business conducted by said William Ireland, 
Inc.” (plaintiff's predecessor) and “together with the right to use the 
same ‘Canadian Club,’” in the contract of sale between the parties, 
were intended to give plaintiff the right to use the words “Canadian 
Club” in the business so conveyed, regardless of whether or not the 
word “same” was erroneously written for “name.” 

INFRINGEMENT—DeErFeENsSE oF “UNcitEAN Hanps.” 

That plaintiff pleaded title under a bill of sale that was shown 
to be spurious does not bar plaintiff from relief, since it was not 
shown to have had any knowledge of the spurious character of the 
instrument and repudiated it as soon as advised of the fact. 

Unrair Competrrion—Corporate Name—Lacues. 

Where plaintiff acquiesced for over three years in defendants’ 
use of the name “Canadian Club Corporation,” it was barred by 
laches from restraining such use. 

INFRINGEMENT—“CANADIAN CLUB.” 

Where title to the use of the words “Canadian Club” as a trade- 
mark for bottled ginger ale and tonics was duly conveyed to plaintiff 
by its predecessor in business, the use by defendant of the same 
words in the same business or the licensing others to so use it, is 
infringement. The decision dismissing plaintiff's bill was reversed. 


In equity. Appeal from the Supreme Judicial Court of Suf- 


folk County, in a suit for trade-mark infringement. From a decree 
dismissing the bill, plaintiff appeals. Reversed. 


T. Hunt, of Boston, Mass., and EF. S. Rogers, of Chicago, IIL., 
for appellant. 

F. L. Simpson, of Boston, Mass., and C. H. Stoddard, for 
appellee. 


Carro.u, J.: This suit is to restrain the defendant from 
using the name “Canadian Club” in the business of bottling and 
selling ginger ale and other carbonated beverages, from licensing 
others to use this name in the sale of ginger ale and other beverages, 
and from using the corporate name “Canadian Club Corporation.” 
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Both parties contend they received title to the trade-name through 
the corporation “William Ireland, Inc.” The decisive question 
is, did William Ireland, Inc., in February, 1922, sell to the plaintiff 
(then called the White Club Beverage Company, Inc.) its business 
of bottling and selling ginger ale and other carbonated drinks, the 
good-will of that business, and the trade-name “Canadian Club” as 
used in connection with it? The case was heard by a master. A 
decree was entered dismissing the bill; the plaintiff appealed. 

The William Ireland, Inc., a Massachusetts corporation, was 
organized in September, 1919. It manufactured and sold syrups 
and extracts, and also bottled and sold beverages made from such 
syrups. Most of the beverages were sold in the vicinity of Boston. 
The syrups and extracts were sold to dealers manufacturing bev- 
erages and had a wider territorial sale. The syrups and beverages 
manufactured by William Ireland, Inc., were sold by it under the 
name “Canadian Club” until February 7, 1922. On that date the 
plaintiff purchased from the Ireland company the bottling plant 
and equipment, and thereafter William Ireland, Inc., continued in 
the manufacture of syrups and extracts at No. 1169 Tremont Street, 
Boston, “confining itself exclusively to the said syrup and extract 
business.”” Its office was on the street floor and its laboratory in 
the basement. The plaintiff carried on the bottling business in the 
same location on the street floor of No. 1169 Tremont Street. Wil- 
liam Ireland, Inc., used the name “Canadian Club” in marketing 
its syrups “everywhere, except in Greater Boston,” while the plain- 
tiff sold its bottled beverages under the same trade-name. 

It appeared that prior to the sale of February 7, 1922, the 
William Ireland, Inc., desired to dispose “of the bottling plant and 
such equipment of the corporation as related to the bottling and 
sale of beverages as contrasted with the syrup and extract phase 
of the business,” and on January 3, 1921, contracted to sell its 
bottling plant and equipment by a conditional sale agreement to 
the firm of Lawrence and Weild. Prior to December, 1921, the 
William Ireland, Inc., repossessed itself of the property thus con- 
tracted to be sold. At a meeting of the stockholders held Decem- 
ber 20, 1921, it was voted “to dispose of the bottling plant and 
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equipment to the best advantage.” It did not appear that “the 
provisions of law and the by-laws, with respect to notice to stock- 
holders of proposed meetings, had been complied with.” Negotia- 
tions were held by the representatives of the plaintiff and of the 
William Ireland, Inc. On February 7, 1922, a majority of the 
directors of the latter company, at a meeting of which due notice 
was given, passed a vote authorizing the treasurer to sell the 
bottling plant and equipment for $8,000, part in cash and part in 
the promissory notes of the White Club Beverage Company. It is 
not questioned that the notes were paid. On this date an instru- 
ment was executed purporting to sell the property therein described 
“together with all labels used in connection with the bottling and 
tonic business conducted by said William Ireland, Incorporated, 
and together with the right to use the ‘same Canadian Club’ for 
all purposes except in connection with the manufacture of syrups. 
The said William Ireland, Incorporated, as a corporation and 
William Ireland as an individual hereby agree not to engage in 
or conduct either directly or indirectly in the bottling of tonic 
business in Greater Boston for the period of twenty-five (25) years 
from the date hereof. . . . The William Ireland, Incorporated, 
further agrees to redeem all tonic cases and bottles now out among 
their customers and sell same to said grantee at thirty cents per 
case.” 

In September, 1928, William Ireland, Inc., was adjudicated 
bankrupt. The trustee in bankruptcy duly sold to Amy Johnson all 
the assets of the corporation including its good-will, trade-marks 
and trade-names. Johnson sold these rights to the Canadian Ex- 
tract Company (a predecessor of the defendant), a corporation 
organized November, 1923, to engage “in the business of manu- 
facturing and selling extracts and syrups,” which syrups and ex- 
tracts were sold under the name “Canadian Club.” In December, 
1924, the name of the Canadian Extract Company was changed to 
Canadian Club Corporation. In May, 1926, the defendant notified 
a maker of seals or “crowns’’ not to sell crowns bearing the name 
“Canadian Club” to anyone except licensees of the defendant, and 
refused a license to the plaintiff to sell Canadian Club Dry Ginger 
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Ale in Boston. The Master found that “outside of this notice to 
the United Metal Seal Company and the refusal to grant such 
license for Canadian Club Dry Ginger Ale, no attempt was made 
on the part of the defendant to stop the plaintiff’s use of the trade- 
mark “Canadian Club.” 

One contention of the defendant is that the vote of the directors 
to sell the bottling plant and equipment did not give authority to 
the treasurer to convey the trade-name “Canadian Club” and to 
agree not to compete with the purchaser. The plaintiff contends 
that the vote authorized the treasurer to sell the bottling plant and 
equipment as a going concern; that in respect to the bottling and 
sale of ginger ale and carbonated beverages the treasurer could 
sell the right to the trade-name as a part of that business; and 
that, even if the trade-name were not mentioned in the bill of sale, 
the sale of the bottling business carried the trade-name. William 
Ireland, Inc., according to its agreement of association was formed 


to make and sell “syrups or extracts . . . . used in the preparation 
of drinks.’ In addition it bottled and sold beverages made from 
such syrups under the name “Canadian Club.” Its directors de- 


cided to dispose of the business of bottling and selling ginger ale 
and such products. As expressed by the Master, the corporation 
was in need of funds and it was thought best “to dispose of the 
bottling plant and such equipment of the corporation as related to 
the bottling and sale of beverages as contrasted with the syrup and 
extract phase of the business.” There is no contention by the 
plaintiff that the defendant sold any part of the extract or syrup 
business or the right to use the trade-name “Canadian Club” in the 
marketing of syrups and extracts. Its contentions are that it 
bought from the owner the assets of the bottling department as an 
established business, and that the trade-name “Canadian Club” in 
the manufacture, bottling and sale of ginger ale was one of the 
assets purchased. 

1. We are of opinion that this contention of the plaintiff is 
sound. The good-will of a business including its trade-name may 
be sold as an incident of the business. George G. Fox Co. v. Glynn, 
191 Mass. 344, 348, 78 N. E. 89,9 L. R. A. (N. S.) 1096, 114 
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Am. St. Rep. 619. Even where the sale agreement omits to men- 
tion good-will in the transfer of a business, it is presumed that the 
good-will passes with the other assets. Sohier v. Johnson, 111 
Mass. 238, 243; Howie v. Chaney, 148 Mass. 592, 10 N. E. 713, 
58 Am. Rep. 149; Morgan v. Rogers (C. C.) 19 F. 596, 597. See 
Russia Cement Co. v. Le Page, 147 Mass. 206, 17 N. E. 304, 9 Am. 
St. Rep. 685; Lothrop Publishing Co. v. Lothrop, Lee § Shepard 
Co., 191 Mass. 358, 77 N. E. 841, 5 L. R. A. (N. S.) 1077. As 
we construe the findings of the Master, the bottling department was 
a part of the business of the William Ireland company until sold 
to the predecessor of the plaintiff. It was then an established 
business and a going concern. It was contemplated that the Ireland 
corporation would cease to carry on this department, and that the 
plaintiff would continue it. Evidently the plaintiff purchased the 
equipment for the purpose of continuing the bottling business. 
The Ireland company sold the “labels,” and agreed to redeem the 
cases and bottles in the possession of its customers and to sell them 
to the plaintiff at the stipulated price. The sale of the labels, and 
the bottles and cases possessed by the customers, indicated that the 
bottling business was a going concern, that it was intended the 
plaintiff was to continue the bottling business. Sohier v. Johnson, 
supra; Hoxie v. Chaney, supra. The acts of the William Ireland, 
Inc., show that it intended that the right to use the trade-name 
passed by the sale to the plaintiff. The Ireland company ceased 
to do any bottling or selling of ginger ale or beverages. It limited 
its business to the manufacture and sale of syrups and extracts. 
While the plaintiff conducted the bottling business on the same 
premises where the Ireland company’s business of marketing and 
making syrups was carried on, it was not until 1926 that Stoddard, 
who in 1924 secured control of the defendant corporation, refused 
a license to the plaintiff for Canadian Club Dry Ginger Ale; and 
aside from this and the notice to the United Metal Seal Company 
no attempt was made by the defendant to prevent the use of the 
trade-name by the plaintiff. 

It seems improbable that the William Ireland, Inc., intended 
to reserve to itself the use of the name “Canadian Club” in the 
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bottling department, when it ceased to carry on this business and 
the plaintiff continued the business at the same place where the 
Ireland company continued its syrup and extract business, each 
corporation using the trade-name on its products. In construing 
written instruments, when the language is doubtful and the parties 
with diverse interests have from the beginning adopted and acted 
on a particular construction, such construction will be of great 
weight and will usually be adopted by the court. Ovans v. Castrucci 
(Mass.) 166 N. E. 922, and cases cited. 

It is also significant that the Ireland company was organized 
to make and sell syrups and extracts; when the Canadian Extract 
Company was formed in 1923 this company also was limited to 
the making and sale of syrups and extracts. During the time the 
conditional buyer under the agreement made in January, 1921, 
was in possession, he also bottled and sold beverages. The Ireland 
company was paid the purchase price. This company and its suc- 
cessors must have known the plaintiff was using the trade-name. 
It made no attempt to stop this use until 1926, when the defendant 
refused a license to the plaintiff. We find nothing in the Master’s 
report to justify the assumption that the use of the name “Canadian 
Club” by the plaintiff or its predecessor was permissive. The con- 
clusion is warranted that the name was used under a claim of right, 
and that the property in the trade-name was sold to the plaintiff 
in February, 1922. 

The records of the William Ireland, Inc., of February, 1922, 
were lost, but it was found that the vote authorizing the sale was 
passed by a majority of the directors, and that due notice of the 
meeting was given to all of the directors. They had authority to 
dispose of the bottling department. G. L. c. 156, §§ 4(c), 25. 
See Geddes v. Anaconda Copper Mining Co. (C. C. A.) 245 F. 
225, 288. We know of no reason why the William Ireland, Inc., 
could not sell a department of its business and give to the pur- 
chaser of that part the right to use in connection with the branch 
purchased the trade-name under which the products of the depart- 
ment were sold, especially if the business was not merely potential 
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but actually existing. See Coca-Cola Bottling Co. v. Coca-Cola Co. 
(D. C.) 269 F. 796, 806 [11 T.-M. Rep. 184]. 

The defendant has not itself sold any beverages since the sale 
of February, 1922, but it has licensed dealers throughout the 
United States and Canada to use the name “Canadian Club.” The 
result has been confusion among purchasers, and many have pur- 
chased the goods of licensees believing them to have been manu- 
factured by the plaintiff. These acts of the defendant are sufficient 
to give the plaintiff relief. The defendant by licensing others to 
use the trade-name in the sale of beverages put it in their power 
to deceive the public and unfairly compete with the plaintiff. New 
England Awl §& Needle Co. v. Marlborough Awl § Needle Co., 168 
Mass. 154, 46 N. E. 386, 60 Am. St. Rep. 377; Reading Stove 
Works, Orr, Painter & Co. v. S. M. Howes Co., 201 Mass. 487, 
87 N. E. 751, 21 L. R. A. (N. S.) 979. See W. B. Manuf. Co. v. 
Rubenstein, 2836 Mass. 215, 128 N. E. 21, 11 A. L. R. 1288 [11 
T.-M. Rep. 368]; Henry Perkins Co. v. Perkins, 246 Mass. 96, 140 
N. E. 461 [13 T.-M. Rep. 370]. The trade-name “Canadian Club” 
was registered by the Ireland company and a certificate issued by 
the Secretary of the Commonwealth February 12, 1921. In 1926 
the trade-mark “Canadian Club” was registered. ‘There is nothing 
in these facts to prevent the plaintiff from restraining the use of 
the trade-name by the defendant. See United Drug Co. v. Rec- 
tanus Co., 248 U. S. 90, 98, 39 S. Ct. 48, 63 L. Ed. 141 [9 T.-M. 
Rep. 1]. The Master found that no claim was made by the White 
Club Beverage Company “as of on or about February 7, 1922, that 
it had purchased the trade-name or trade-mark ‘Canadian Club.’ ” 
We must construe this finding in connection with the other findings 
showing the use of the trade-name, the acts of the parties, the 
language of the bill of sale and all the circumstances. We think 
this finding means that the plaintiff did not in words claim the 

right to use the name, because it used the name openly under a 
claim of right, and supposed it had bought this right and was not 
required expressly to announce that it had a right to what it pur- 
chased. Our conclusion on this branch of the case is that the vote 
of the directors was broad enough to include good-will; that the 
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trade-name “Canadian Club,” even if not mentioned in the bill of 
sale, passed with the sale; and that there is nothing to show that 
the plaintiff, when it acquired the trade-name, limited its efforts 
in the sale of beverages to any particular territory. In the written 
contract of February 7, 1922, these words appear: “together with 
all labels used in connection with the bottling and tonic business 
conducted by said William Ireland, Incorporated, and together with 
the right to use the same ‘Canadian Club.’” If the word “same” 
preceding the words “Canadian Club” is an error for the word 
“name, then the right to use the trade-name “Canadian Club” 
was expressly granted to the plaintiff and Ireland had authority 
under the vote of the directors to make this assignment. If there 
was no mistake in using the word “same,” the name would pass 
as an asset of the Ireland company and a part of its bottling equip- 
ment. 

2. The defendant also contends that relief should be denied 
the plaintiff because it does not come into court with clean hands. 
This contention is on the assumption that the plaintiff based its 
right to relief on a conditional sale agreement alleged to be dated 
February 7, 1922, by which William Ireland, Inc., purported to 
sell to the White Club Beverage Company, Inc., the right to use 
“certain trade-marks and the trade-name known as ‘Canadian Club,’ 
registered or pending registration,’ on condition that the buyer 
should pay the notes given under the “bill of sale of even date.” 
This conditional sale agreement was signed by the William Ireland, 
Inc., William Ireland, treasurer, and the White Club Beverage 
Company, Inc., N. A. Trent, president. In the plaintiff’s bill it 
was alleged that the trade-mark and trade-name as used in connec- 
tion with carbonated beverages passed to the plaintiff by the bill 
of sale of February 7, 1922, and further that the trade-name and 
trade-mark became its property under the conditional sale agree- 
ment. The Master found that the conditional sale agreement was 
not executed on February 7, 1922, and was not a genuine instru- 
ment but was fabricated; that the responsibility “for the creation 
of this instrument rests upon either” Ireland or Trent or both of 
them; that both Ireland and Trent were called by the plaintiff as 
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witnesses; that the plaintiff stated, after the facts concerning the 
conditional sale agreement appeared, that it did not rely on this 
document: ‘We don’t ask the Master to find that it conveys any- 
thing to the plaintiff, and so far as we are concerned, you may 
disregard it.”’ It did not appear on what date this writing was 
made, or that Trent was employed by the plaintiff or acting for 
it when the instrument was written; nor did it appear that Trent 
had any connection with the plaintiff when suit was brought. It 
was not shown that Trent was authorized by the plaintiff to act 
for it in the fabrication of the conditional sale instrument, or that 
the plaintiff knew that this agreement was not a genuine one when 
suit was brought. 

In our opinion the fraud of Ireland and Trent does not bar 
the plaintiff's recovery. It bought the trade-name ‘Canadian Club” 
under the sale duly authorized when it purchased the bottling 
plant and equipment with its machinery, labels and other assets. 
It is not to be deprived of its rights thus acquired by the un- 
authorized acts of Trent and Ireland in making a spurious docu- 
ment relating to a trade-name and trade-mark registered or about 
to be registered, especially when the plaintiff had no knowledge of 
the fabrication and repudiated the transaction as soon as it learned 
it was not genuine. The plaintiff by its statement before the Mas- 
ter and its refusal to rely on the false instrument did all that could 
be done to clear itself of misconduct; and, although the instrument 
was at one time relied on, when the plaintiff discovered the fraud 
it repudiated it. In such circumstances where a party has a meri- 
torious claim he should not be deprived of relief. Comstock v. 
Thompson, 286 Pa. 457, 188 A. 638; 21 C. J. 187. See Lawton 
v. Estes, 167 Mass. 181, 183, 45 N. E. 90, 57 Am. St. Rep. 450. 
As the plaintiff does not in any way rely on the fictitious instru- 
ment, it cannot be said to have such necessary connection with the 
relief asked for as to fall within the principle that one who comes 
into equity must come with clean hands. Beekman v. Marsters, 
195 Mass. 205, 214, 80 N. E. 817, 11 L. R. A. (N. S.) 201, 122 
Am. St. Rep. 232, 11 Ann. Cas. 3382; Lurie v. Pinanski, 215 Mass. 
229, 230, 102 N. E. 629; Howe v. Chmielinski, 237 Mass. 582, 
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535, 180 N. E. 56; Moore Drop Forging Co. v. McCarthy, 243 
Mass. 554, 564, 187 N. E. 919. It does not appear that this 
defense was set up in the answer. As the plaintiff was not a 
party to the fraud and repudiated it as soon as it was discovered, 
the conduct of Ireland and Trent does not affect the plaintiff so 
as to deprive it of its rights under the valid sale of the business. 

8. The plaintiff asked that the defendant be restrained from 
using the corporate name “Canadian Club Corporation.” G. L. 
c. 155, § 9. This statute provides that a corporation shall not 
assume the name of another corporation or assume a name so 
similar thereto as to be likely to be mistaken for it. The plaintiff’s 
name was changed to “Canadian Club Beverage Company” April 
5, 1922. On or about December 12, 1924, the defendant changed 
its name to “Canadian Club Corporation.” The plaintiff’s bill in 
equity was filed May 9, 1927. From 1924 the defendant con- 
tinued to operate under its corporate name in the manufacture and 
sale of syrups and extracts, and its business was carried on either 
in the same place where the plaintiff conducted its business or in 
the same locality. During these years no objection was made by 
the plaintiff and no attempt made to restrain the use of the cor- 
porate name in the sale of syrups. Under these circumstances we 
think the plaintiff was guilty of laches and cannot now restrain 
the use of this corporate name, and there is no finding that in sell- 
ing syrups under its corporate name the defendant deceived the 
public. See Creswill v. Grand Lodge Knights of Pythias of 
Georgia, 225 U. S. 246, 82 S. Ct. 822, 56 L. Ed. 1074. 

It follows that the decree is to be reversed and a decree en- 
tered restraining the defendant from using the name “Canadian 
Club” in the manufacture and sale of carbonated beverages, and 
from licensing others to use this name in connection with the manu- 
facture and sale of such beverages. 

Ordered accordingly. 
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Tue I. E. Parmer Company v. NasHua MANuFActurRING Co. 
United States Court of Customs and Patent Appeals 
October 4, 1929 


INFRINGEMENT—Goops oF DirrerENT Descriptive Properties. 

Textile goods for millinery purposes, namely, buckram, rice net 
and hat net, are of different descriptive properties from ladies’ skirts, 
ladies’ dresses, boys’ wash play suits, children’s dresses and bloomers, 
drawn work for chiffonier covers, men’s wash suits for tropical 
climates, napkins and doilies. The goods do not compete, the former 
being sold exclusively to manufacturers, the latter to the general 
public. 


Trapve-Marks—ReEcGistraTion—APreaAL—Non-ConFuictine Marks. 

A mark consisting of the representation of an Indian head, with 
full feathered head dress and the word “Arawana” held not to be 
deceptively similar to a mark consisting of a representation of the 
head and shoulders of an Indian with a three feathered head dress, a 
bow and arrow and the word “IndianHead,” particularly as the 
goods used in connection with the first mark had never been known 
as the “IndianHead” goods. 

Appeal from a decision of the Commissioner of Patents, sus- 


taining an opposition. Reversed. 


Irving U. Townsend, of Boston, Mass., for appellant. 

Lester A. Stanley, Harry E. Seidel and John K. Brachvogel, 
of Washington, D. C., and Sylvester J. Liddy, of New 
York City, for the appellee. 


Before Granam, P. J., and Brann, Hatrietp, Garrett and 
Lenroat, A. J. 


Hartrietp, J.: This is an appeal, in a trade-mark opposition 
proceeding, from the decision of the Commissioner of Patents 
affirming the decision of the Examiner of Interferences and sus- 
taining the opposition to the registration by appellant of a trade- 
mark for “textile goods for millinery purposes, namely, buckram, 
rice net and hat net.” The mark in question consists of a pic- 
torial representation, in profile, of the head and shoulders of an 
Indian, with a head-dress containing a “full set” of feathers. and 

Nore: This is the first reported decision in a case involving a trade- 


mark question, rendered by the Court of Customs and Patent Appeals. 
See 19 T.-M. Rep. 263. 
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above which, arranged in a fanciful manner, is the word “Ara- 
wana.” 








The appellee’s mark consists of a pictorial representation, in 
full face, of the head and shoulders of an Indian, with a head-dress 
having but three feathers, and a bow and arrow at the Indian's 
back; and / or the words “Indian Head.” Appellee and its prede- 
cessor in business have used the mark extensively in the United 
States and in foreign countries for more than seventy-five years 
on cotton textile fabrics, such as bleached and unbleached sheet- 
ings, flannels, and dress goods in the piece. Its merchandise is 
used for making “Ladies’ skirts, ladies’ dresses, boys’ wash play 
suits, children’s dresses, children’s bloomers, drawn work for chif- 
fonier covers, men’s wash suits for tropical climates, napkins, 
doilies.” Appellee’s product has been extensively advertised and 
is widely known as “Indian Head” goods. The ultimate con- 
sumers are manufacturers, and those of the general public, mostly 


women, doubtlessly, who purchase the piece goods from retail 
stores. 











The word ‘“Arawana” has been used by appellant, alone and 
in association with other words, for many years. The mark in 
question, however, has been used only since 1919 for millinery 
“buckram, rice net and hat net.” The goods upon which appellant’s 
mark is used is made specially for millinery purposes and is used 
solely by manufacturers of women’s hats in the manufacture of 
hat frames. In this connection the witness, Palmer, the treasurer 
of appellant company, said: 


“These goods are used in the manufacture of hat frames and the first 
step is the shaping of the crown and the brim. Buckram, rice net and 
hat net may be used for this purpose, the buckram being preferable 
for larger hats on account of its greater rigidity. The long rolls are 
usually cut crosswise into from three to five pieces, thus forming small 
rolls, usually from fourteen to sixteen inches wide. These small rolls 
are then unrolled and the strips cut into squares, which are moistened 
until they become somewhat limp and are then stamped on hot dies 
of forms into crowns or brims of the required shape. The crown and 
brim are then usually put together and the edges finished with wire, 
and usually some other material such as flexible hat net. Flexible hat 


net is often added to the frame in order to give it the required shape 
or style.” 


| 
: 
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It further appears that the millinery textiles of appellant 
reach the consuming public only as a basic part of women’s hats. 
The ultimate consumer, therefore, is the, hat manufacturer. 

Appellant also manufactures hammocks, couch hammocks, 
mosquito nettings, window screen cloth, crinoline and dress linings. 
The mark in question, however, is not used upon any of these 
articles. 

It appears from the record that appellant’s goods have never 
been known or sold under the name “Indian Head.” Its mflls are 
located on the Arawana River at Middletown, Conn., and have been 
known as “Arawana Mills” since 1864. The word “Arawana” 
was, at one time, the name either of an Indian chief or of an Indian 
tribe, and this accounts for the association of the name, in the 
trade-mark of appellant, with the pictorial representation of an 
Indian head. 

The millinery textiles “buckram, rice net and hat net” are 
described by the witness, Palmer, as follows: 


“Buckram, at least in the millinery trade, generally means a material 
composed of two or more plies of fabric and a proportionately large 
amount of sizing material. Rice net is a single fabric made of plied 
yarns in open mesh line weave. Hat net for the most part is somewhat 
closer weave fabric of plied yarns, although occasionally single coarse 
yarns are used. The chief characteristic of these goods is similar to 
buckram, that is to say, they contain a large amount of sizing material. 

“The two or more plies are combined together during the finishing 
process, that is to say, after the goods have been woven. 

“The fabrics have been treated with sizing material until in the 
finished goods the sizing materials make up forty per cent. or more of 
the total weight.” 


The merchandise is composed of cotton and sizing material; 
and the fabric is so woven as to make it possible to treat it with 
sizing material. It is not as closely woven as the goods of appellee. 
It is of “lower count” and the yarns are somewhat heavier. The 
sizing is used to give stiffness and rigidity. It is put into rolls and 
shipped in bales of fifteen rolls each. 

Each of the tribunals below held that the characteristics and 
uses of the goods of the contending parties were such as to make 
confusion between them unlikely. It was held, however, that the 
mark of appellant was so similar to that of appellee that the 
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“average purchaser” seeing the marks would be apt to believe 
that the goods were manufactured by the same concern. 
The First Assistant Commissioner said: 


“The applicant company has vigorously urged that these goods do 
not possess similar characteristics to the goods of the opposer. It is 
clear enough the specific purposes for which the goods of the applicant 
company and of the opposer company are used are different, but in a 
general way they are woven cotton fabrics, sold in the piece or roll, and 
while no one would be likely to confuse the applicant’s goods with those 
of the opposer, yet on using the same trade-mark on both, would be quite 
likely to think both classes of goods had the same origin. (Italics ours.)” 

The law prohibits the registration of trade-marks which are 
identical with a registered or known trade-mark owned and in use 
by another and appropriated to merchandise of the same descriptive 
properties, or which so nearly resemble a registered or known 
trade-mark owned and in use by another and appropriated to mer- 
chandise of the same descriptive properties as to be likely to cause 
confusion or mistake in the mind of the public or to deceive pur- 
chasers... .” 15 U.S.C. A. § 85. 

It is obvious that the trade-marks of the contending parties 
are not identical. Accordingly, we must turn to the second clause 
of the statute to determine whether the prohibitions therein con- 
tained are applicable to the case before us. We must first deter- 
mine, therefore, whether the trade-marks of the parties are appro- 
priated to merchandise of the same descriptive properties. If they 
are, we must then proceed to determine whether the trade-mark 
of appellant so nearly resembles the trade-mark of appellee “as 
to be likely to cause confusion or mistake in the mind of the public 
or to deceive purchasers.” 

Unfortunately the decisions are not in accord as to the mean- 
ing to be given to the language “merchandise of the same descrip- 
tive properties.” Some courts have gone so far as to hold that, 
if goods are dissimilar, they do not have “the same descriptive 
properties,” while other courts have taken into consideration the 
questions of confusion, mistake and deceit, and have held that if 
the use of an applicant’s trade-mark would tend to cause confu- 
sion or mistake in the trade, or to make deceit likely, the goods 
have “the same descriptive properties,” even though they may be 
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dissimilar. It would seem to be obvious that, if the so-called dis- 
similarity rule is followed, confusion, mistake and deceit must re- 
sult. 


In the case of California Packing Corp. v. Price-Booker Mfg. 
Co., 52 Appls. D. C. 259, 1928 C. D. 162, 285 Fed. 998 [13 T.-M. 
Rep. 62], the Court of Appeals of the District of Columbia, in an 
opinion by Smyth, Chief Justice, among other things said: 


“The paragraph implies that, if the mark would not distinguish the 
goods of its owner from other goods of the same class, it should be 
denied registration. No interpretation of the phrase ‘the same descrip- 
tive properties,’ which occurs in the same section, applicable to all cases 
alike, has ever been given, so far as we know. The courts have been 
content with deciding in each case as it arose either that the goods did 
or did not possess those qualities, without going further. We think 
the dominant purpose of the part of the section here involved is the pre- 
vention of confusion and deception. If the use of the later mark would 
be likely to produce either, the mark should be rejected. Whenever it 
appears that confusion might result, it is because the goods have the 
same descriptive properties. We reason from the effect to the cause. 
For instance, no one would be deceived into believing that a can of 
tobacco and a can of peas were put out by the same concern, simply 
because they bore similar trade-marks. 

“Turning now to the goods of the parties to this litigation, we find 
that they are sold in the same stores, are put out in small containers, 
are used in connection with each other, and are associated in the public 
mind. We think that a person seeing the mark in question on a con- 
tainer of pickles would be likely to assume that they were produced by 
the same concern as that which produced the canned fruits or vegetables 
bearing a similar mark. At least we are not clearly convinced that he 
would not be, and therefore, we hold against the newcomer.” 


While we do not mean to be understood as saying that the 
rule thus announced is sufficiently full and comprehensive to cover 
every possible situation, we are, nevertheless, of the opinion that 
it was the intention of the Congress to prevent, if possible, con- 
fusion, mistake and deceit in the use of trade-marks. Obviously 
merchandise of contending parties may be dissimilar, and yet the 
trade-marks thereon may so nearly resemble each other as to cause, 
when the merchandise is sold to the general public, confusion and 
mistake, and to make deceit an easy matter of accomplishment. 

The record clearly establishes that the merchandise of the 
contending parties is composed of woven cotton yarn. There the 
similarity ends. The merchandise of appellant has a different 
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weave than that of appellee; it is heavily sized to give it stiffness 
and rigidity, whereas that of appellee is soft and pliable. The two 
products are used for entirely different purposes and, according 
to the record, cannot be used for like purposes. That of appellant 
is used in the making of frames for women’s hats. The hats are 
covered with other material and are then trimmed before they 
are sold to the general public. 

On the other hand, the merchandise of appellee is sold, not 
only to manufacturers of “Ladies’ skirts, ladies’ dresses, boys’ 
wash play suits, children’s dresses, children’s bloomers,” etc., but 
also to retail stores, to be, in turn, disposed of to the ultimate 
consumers, the general public. So we find that the ultimate con- 
sumers of appellant’s merchandise are hat manufacturers, while 
the ultimate consumers of the merchandise of appellee are manu- 
facturers of articles other than hats, and the general public as 
well. The goods of the contending parties, while not entirely dis- 
similar, are so fabricated as to be dedicated to entirely different 
uses and are sold to entirely different trades. They are not com- 
petitive, nor are they so closely related as to be sold to the same 
purchasers. The ultimate consumers of appellant’s goods are 
intelligent and discriminating buyers. Obviously the sense of 
discrimination and discernment of trade purchasers is greater than 
that of the general public. 

It must be borne in mind that the marks are not identical. 
Furthermore, they resemble one another only in that each contains 
a pictorial representation of the head and shoulders of an Indian. 
These representations, however, are not only not identical, but 
quite dissimilar. Moreover, although we do not place great stress 
upon this testimony, none of the witnesses for appellee had ever 
known of any confusion in the trade resulting from appellant’s 
use of its trade-mark. Therefore, measured by the rule announced 
in the California Packing Corp., case, supra, we are of opinion 
that there is no likelihood whatever of resulting confusion, mistake 
or the practice of deceit, if the trade-mark of appellant is regis- 
tered. In reaching this conclusion we are not unmindful of the 
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general rule, recognized by most authorities, permitting appellee, 
in the natural extension of its business, to legitimately extend the 
use of its trade-mark. 

The decision is reversed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—E stoppel 


Moore, A. C.: Held that the San Antonio Drug Co. is 
estopped to prosecute an application for cancellation of the regis- 
tration issued, under the Act of 1905, to Coty, Inc., of the term 
“Olympic,” for lip rouge and lip sticks, registration No. 247,551, 
in view of a contract between the parties. 

In his decision, after noting that the petition for cancellation 
was based upon the prior adoption, use and registration of the 
mark “Olympian” (registration No. 126,204), for cold cream and 
other toilet articles, and referring to the contract in which the San 
Antonio Drug Co. conferred upon Coty, Inc., “the right and privi- 
lege of using the trade-mark ‘Olympic’ exclusively on lip rouges,” 
the Assistant Commissioner said: 


“The petitioner, therefore, by agreeing (quoting contract), clearly 
was of the opinion, when the agreement was executed, that the trade-mark 
‘Olympic’ does not so nearly resemble the trade-marks ‘Olympia’ and 
‘Olympian’ as to be likely to cause confusion or mistake in the mind of 
the public or to deceive purchasers, when concurrently appropriated to 
lip rouges. 

“In view of the above facts it must be held that the petitioner is 
estopped from denying the registrant’s right to the registration of its 
mark. To hold otherwise would be to accord to the registrant the right 
to use its mark ‘Olympic’ exclusively on lip rouge, but to deny to it the 
sight to protect itself against infringement of its mark by others.” * 


Conflicting Marks 


Moore, A. C.: Held that Parfumerie Roger & Gallet was not 
entitled to register the marks shown in its registration Nos. 208,662, 


*San Antonio Drug Co. v. Coty, Inc., 156 M. D. 175, October 8, 1929. 
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208,663 and 208,664, and that these registrations should be can- 
celled. 

The decision is based on the ground that the marks are mere 
variants of the mark involved in opposition No. 5,199, involving 
the same parties and the same goods, which opposition was sus- 
tained by the First Assistant Commissioner and no appeal taken 
from his decision. 

In the opposition, the First Assistant Commissioner had held 
that a mark consisting of the notation “Le Jade” placed in a space 
enclosed by a somewhat unusual representation of two parrots was 
not registrable over the mark of Geo. Borgfeldt & Co., petitioner, 
of New York, N. Y., consisting of the notation “Jade’Or.”’ 

The marks involved in the petition for cancellation above 
noted all include the notation “Le Jade’ and the representation of 
parrots, the specimens showing, as was the case in the opposition, 
the parrots in green on a gold background. 

In his decision, after stating that in the opposition it had 
been held that the word “Jade” is a prominent and outstanding 
feature of the mark of each of the parties and the goods would 
become known to the trade as the “Jade” goods, the Assistant Com- 
missioner said: 

“No appeal having been prosecuted from said decision, it became 
final and conclusive against the registrant, not only as to the specific 


marks litigated in said opposition proceeding, but also as to all mere 
variations thereof.” 


He then, after noting that the marks involved herein were 
specifically different from the marks involved in the opposition 
and noting that paragraph 9 of the answer showed that the regis- 
trant seemed to be of the opinion, that the word “Jade’’ constitutes 
the outstanding portion of the marks of both parties, as held by 
the First Assistant Commissioner, said: 


“It appears from the quoted statement of the registrant that it be- 
lieves it is justified in adopting and using the petitioner’s mark on goods 
of the same descriptive properties, provided the registrant associates its 
name with the mark. If the origin or ownership of the goods were 
known by the registrant’s name then the mark ‘Jade’ would have no 
function; and if every manufacturer or owner of the same class of goods 
were accorded the same right then the mark would become commonplace 
and would lose its value to the petitioner,” 
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and then, after stating that the registrant contended that the fact 
that no confusion had appeared between the goods of the respec- 
tive parties was conclusive proof of registrant’s right to its regis- 
trations, he said: 


“Such contention is not tenable. The absence of confusion may have 
been due to conditions other than resemblance between the marks, such 
as differences in the dress of the goods or of the containers, the presence 
of the name of the registrant, or to other conditions not present in the 
marks. Furthermore, while confusion may not exist today, it may occur 
tomorrow. The question is not one of actual confusion, but of likelihood 


of confusion.” 

In cancellation proceeding No. 1,809 (consolidated with two 
other cancellation proceedings), involving the same parties, a simi- 
lar ruling was made with reference to the registrations of Par- 
fumerie Roger & Gallet, Nos. 197,288, 206,081 and 206,082.* 


Kinnan, F. A. C.: Held that Harry D. Liebschutz was not 
entitled to register, under the Act of 1905, as a trade-mark for 
ladies’, men’s and children’s hosiery, and knitted underwear, the 
term “Primfit’”’ and that the registration which he had obtained 
(now owned by his assignee, The Primfit Textile Co., Inc.) should 
be cancelled, in view of the prior adoption and use by Kramer 
Brothers of the term “Trimfit,’ accompanied by the pictorial rep- 
resentation of a ballet dancer, as a trade-mark for hosiery. 

The ground of the decision is that the goods are of the same 
descriptive properties and the two notations so similar that con- 
fusion in trade would be likely. 

With respect to the marks, he said: 

“The notations ‘Primfit?’ and ‘Trimfit’ are so nearly the same in 
appearance, spelling, sound, and significance, that there would seem to be 
no other conclusion possible than that there would be confusion of goods 
and origin if the goods of both parties appeared in the same market 
bearing these respective notations. The goods of both parties would, 
certainly enough, be called for by the notation and the presence of the 
representation of a shield in the one case and the representation of a 
ballet dancer in the other would either not be noted or would not affect 
the name by which the goods would be called for. These additional 


features, the representation of the shield and of the ballet dancer, are 
not deemed material or sufficient to prevent confusion in trade.” 


*Geo. Borgfeldt & Co. v. Parfumerie Roger & Gallet, 156 M. D. 169, 
October 1, 1929. 
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Then, after analyzing the testimony offered on behalf of peti- 
tioner for cancellation and noting that, having taken no testimony, 
the registrant is restricted to the date when his application was 
filed, namely, December 17, 1926, he said: 


“It must be deemed substantially established that the petitioner be- 
gan the use of this trade-mark in 1923 or 1924, certainly long prior to 
any date which the respondent has established for its date of first adop- 
tion and use of its mark.” 

With respect to the argument on behalf of the registrant that 
the word “Trimfit’”’ appearing in the mark of petitioner is de- 
scriptive, he said: 

“Not only is the respondent estopped from raising that question here 
since it is quite apparent that, if this notation in the petitioner’s mark 
is descriptive, then the respondent’s notation as registered is likewise 
descriptive but also this would not be sufficient ground, if conceded to 
be true, to deny the petition for cancellation. The notation used by the 
respondent, even if the petitioner’s notation ‘Trimfit’ be regarded as 
descriptive, is so similar to petitioner’s notation as to render damage 


to petitioner by respondent’s registration not only probable but fairly 
certain.” * 


Kinnan, F. A. C.: Held that the Caron Corporation as 
assignee of applicant is not entitled to register, as a trade-mark 
for pastes and powders for beautifying and preserving the teeth, 
skin and hair, and for perfumery, the notation “Chez Moi,’ in 
view of the prior registration by opposer of the notation “Chez 
Lui,” as a trade-mark for face powders, face creams, tooth pow- 
ders, etc. 

The ground of the decision is that the marks are so similar 
that their use upon the goods of the respective parties would be 
likely to cause confusion. 


In his decision, after noting that neither party took testi- 
mony and therefore applicant is restricted to the date of filing of 
its application, November 14, 1927, and that the opposer’s registra- 
tion issued on September 11, 1928, and discussing the arguments 
as to the meanings of the two terms and noting that in certain 
French dictionaries “chez” is defined as “at the house of” and 


*Kramer Bros. v. Harry D. Liebschutz, 156 M. D., 172, October 4, 
1929. 





DECISIONS OF THE COMMISSIONER OF PATENTS 479 


when used with a personal pronoun as meaning “at home,” the 
First Assistant Commissioner said: 


“To the part of the public wholly unfamiliar with the French language, 
these notations would be purely fanciful. Appearing upon the same class 
of goods in the same market, it is quite evident that to those unfamiliar 
with the French language the marks would be confusingly similar. The 
first word of each mark being identical and being the longer and more 
prominent word would be quite likely to be better remembered than the 
second, smaller, less distinguishing word. To those familiar with the 
French language, it is also deemed, if the marks appeared upon the 
respective goods in the same market, that confusion would be likely by 
reason of the identity of the first, longer, and more prominent word 
of the two marks. Under these conditions registration should be denied 
the applicant.” 


And then after noting the applicant’s argument that the word 
“chez” is but the equivalent in the English language of at, to, 
among, or with, and such word is publici juris and not subject to 
exclusive appropriation and noting that none of the registrations 
of certain marks in which the word “chez” appears is prior to the 
date of registration of opposer’s mark, he said: 


“The fact that one of the cited registrations alleges an earlier date 
of adoption and use is not persuasive. The earliest date that could 
be given such registration is the date the application was filed. Without 
deciding whether the word ‘Chez’ when used alone is capable of exclusive 
appropriation, it will be sufficient to here note that it is believed the 
two words constituting opposer’s trade-mark, when the latter is con- 


sidered in its entirety, are capable of exclusive appropriation and owner- 
ship.” * 


Non-descriptive Terms 


Moorg, A. C.: Held that applicant is entitled to register, as 
a trade-mark for revolvers, the words “Detective Special,’ the 
exclusive use of the word “Special” being disclaimed, on the ground 
that this term, as applied to these goods, is not descriptive but 
merely suggestive. 


In his decision the Assistant Commissioner said: 


“It is not clear from the record that there is any type of revolvers 
which from their structural characteristics are more specially adapted 
to be carried by a detective than by any other person; and it is thought 
that the mark consisting of the words ‘Detective Special’ would not be 
regarded by the public as descriptive of the characteristics of the revolver, 


*V. Vivaudou, Inc. v. E. Daltroff & Co., 156 M. D. 189, October 25, 
1929. 
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but merely as suggestive of individuals of a class by whom the revolver 
might be carried. The mark is in the nature of a recommendation of 
the revolvers to detectives, and would function, not descriptively as to 
the characteristics of the revolvers, but suggestively as to their use.” 

And then, after noting that the term “Bankers’ Special” had 
been registered to this applicant, as a trade-mark for revolvers, 
he said: 


“I fail to see any distinction as to registrability between the two 
marks and feel that either both should have been registered or else both 
should have been refused registration. The instant mark is regarded as 
not so clearly descriptive of the applicant’s goods as to justify the Office 
in refusing its registration.” ° 


Name of Individual 


Kinnan, F. A. C.: Held that applicant is entitled to regis- 
ter, as a trade-mark for photographic films, the notation “Printon,” 
on the ground that this word is not the mere name of an individual. 

In his decision, after noting that the Examiner based his 
refusal to register on the fact that the name appeared in three 
city directories, twice in a directory for 1914, once in a directory 
for 1922, and twice in a directory for 1928, and applicant’s state- 
ment that a search of eighty city directories, representing seventy- 
nine different cities, failed to reveal this notation as a surname, 
the First Assistant Commissioner said: 


“There is nothing in the record to show that in any city directories 
of recent date the notation appears at all. It must be held, in consequence, 
that there is not sufficient basis to support a decision that the notation is at 
present in use, at least to any considerable extent, as a surname. The 
notation may be deemed somewhat suggestive that the films are to be 
used in printing upon something else, but it is not regarded as merely 
descriptive and it is thought the mark should be registered.” * 


Non-conflicting Marks 


Moore, A. C.: Held that applicant is entitled to register his 
facsimile signature, “E. W. Williams,’ as a trade-mark for after- 
shaving cream, notwithstanding the prior use and registration, 

* Ex parte Colt’s Patent Fire Arms Manufacturing Co., 156 M. D. 177, 
October 8, 1929. 


*Ex parte I. G. Farbenindustrie Aktiengesellschaft, 156 M. D. 179, 
October 10, 1929. 
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under the ten-year clause of the 1905 Act, by opposer of the name 
“Williams,” as a trade-mark for shaving soap and like toilet articles. 
The ground of the decision is that it had not been shown that 
applicant had abandoned his mark and that his facsimile signature 
was not confusingly similar to the opposer’s mark. 
In his decision, after quoting from Section 5 of the Trade- 
Mark Act and also quoting from certain decisions as to the regis- 


trability of a facsimile signature as a trade-mark, the Assistant 
Commissioner said: 


“As to whether the applicant’s facsimile signature is deceptively 
similar to opposer’s mark ‘Williams,’ as written, the answer must be in 
the negative. The facsimile signature possesses such distinctiveness as 
not to be confused with marks otherwise portrayed, but only with marks 
consisting of signatures of like appearance. The opposer’s mark ‘Williams’ 
as written, bears no resemblance to the applicant’s facsimile signature.” 


With reference to the question of abandonment, he said: 


“The opposer recognizes the general principle that a trader has the 
right to the legitimate use of his name in his business, but contends that 
the applicant has abandoned the trade-mark forming the subject matter 
of his application. I have carefully reviewed the record but without 
finding any evidence of intention on the part of the applicant to abandon 
his mark.” * 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
under the Act of 1905, as a trade-mark for shipping containers 
made principally from corrugated fiber board, a mark comprising 
the word “Polarbox” and the representation of a polar bear appear- 
ing upon a colored disk, notwithstanding the prior registration of 
a mark consisting of the representation of a bear’s head surround- 
ing by two concentric lines, with the name of the company and the 
word “Paper” therebetween, as a trade-mark for cartons and 
containers constructed wholly or partly from paper. 

The ground of the decision is that, in view of the repeated 
registration for paper articles, including paper bags, of marks 
which include the representations of a bear or a bear’s head, the 
marks here involved are not so similar that their contemporaneous 
use on the goods specified would be likely to cause confusion in 
trade. 


*The J. B. Williams Co. v. Ernest W. Williams, 156 M. D. 180, 
October 10, 1929. 
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In his decision, after noting that the marks involved in cer- 
tain decisions cited by the Examiner were respectively more similar 


than the marks involved here, the First Assistant Commissioner 
said: 


“In the instant case the notation ‘Polarbox’ has nothing to do with 
the word bear or the representation of a bear, since many things and 
many animals besides bears are found in polar regions. The representa- 
tion of the bear is of a bear in its entirety rather than merely a bear 
head and such representation is wholly dissimilar from that disclosed in 
the registered mark and has only in common the broad suggestion of a 
bear. To the average purchaser, the picture of the bear in the registra- 
tion would not suggest a polar bear or the head of such a bear. 


It is doubted if any portion of the public would refer to the goods of 
either as bear boxes.” 


And then, after noting the prior registration of marks includ- 
ing representations of a bear or a bear’s head upon paper and 
paper articles, he said: 

“Under these circumstances, it is believed the pictorial representation 
of a bear has become so common that no one should be barred from 


registration of a mark which discloses broadly the representation of a 


bear but adds additional, distinctive and prominent features thereto (citing 
decisions ).” * 


*Ex parte Iowa Fiber Box Co., 156 M. D. 185, October 25, 1929. 
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Feperat Trape Commission v. KLESNER 
(50 S. Ct. Rep. 1) 


United States Supreme Court 


: 
; 
| 
| 


October 14, 1929 


Unram Competition—Feperat Trape Commission Act—Score. 

Section 5 of the Federal Trade Commission Act does not provide 
private persons with an administrative remedy for righting private 
wrongs. It permits the filing of a complaint only if an abuse is 
involved of substantial public interest, and the relief afforded thereby 
to individuals is merely incidental. 

Feperat Trape Commission—Jvupiciat Review or Acts. 

The Commission’s action in authorizing the filing of a complaint, 
like its action in making an order thereon, is subject to judicial 
review, since the record filed may show that, as a matter of law, the 
proceeding authorized is not in the public interest. 

Unram Competirion—“SHape SHop”—Privatre ConTroversy. 

Respondent had taken orders for window shades to be filled by 
one Sammons, and had sublet to the latter, part of its store, which 
was occupied by Sammons, under the name “The Shade Shop,” for 
the sale of window shades. In consequence of the latter’s removal 
of his business elsewhere, respondent set up a rival business under 
the name “Shade Shop, Hooper & Klesner.” Sammons filed a petition 
for relief with the Federal Trade Commission, which made an order to 
“cease and desist.” The Court of Appeals of the District of Columbia 
dismissed the petition on the merits. The Supreme Court affirmed 
the decision of the lower court, dismissing the petition, but on the 
ground that it involved no matter of public interest, the controversy 
being wholly of a private nature. 


ae 


On certiorari from judgment of the Court of Appeals, D. C., 
dismissing a petition by the Federal Trade Commission. (58 App. 
D. C. 100, 25 F (2d) 524). Affirmed. For decision below, see 
18 T. M. Rep. 280. 


patie 


The Attorney General and Adrien F. Busick, of Washington, 
D. C., for petitioner. 


Clarence R. Ahalt, of Washington, D. C., for respondent. 
For decision below, see 18 T. M. Rep., 230. 


Mr. Justice Branpegis delivered the opinion of the Court. 


This case is here on certiorari, for the second time. It was 
brought in the Court of Appeals of the District of Columbia by the 
Federal Trade Commission under section 5 of the Act of Septem- 


a sem 
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ber 26, 1914, c. 311, 88 Stat. 717, 719 (15 USCA § 45), to enforce 
an order entered by it. The order directs Klesner, an interior deco- 
rator, who does business in Washington under the name of Hooper 
& Klesner, to “cease and desist from using the words ‘Shade Shop’ 
standing alone or in conjuction with other words as an identifica- 
tion of the business conducted by him, in any manner of advertise- 
ment, signs, stationery, telephone, or business directories, trade 
lists or otherwise.” That court dismissed the suit on the ground 
that, unlike the United States Circuit Courts of Appeals, it lacked 
jurisdiction to enforce orders of the Federal Trade Commission. 
6 F. (2d) 701, 56 App. D. C. 3. On the first certiorari, we re- 
versed the decree and directed that the cause be remanded for fur- 
ther proceedings. Federal Trade Commission v. Klesner, 274 U. 
S. 145, 47 S. Ct. 557, 71 L. Ed. 972. Then the case was reargued 
before the Court of Appeals, on the pleadings and a transcript of 
the record before the Commission, and was dismissed on the merits, 
with costs. 25 F. (2d) 524, 58 App. D. C. 100 (18 T.-M. Rep., 
230). This second writ of certiorari was thereupon granted. 278 
U. S. 591, 49 S. Ct. 30, 73 L. Ed. We are of opinion that 
the decree of the Court of Appeals should be affirmed—not on the 
merits, but upon the ground that the filing of the complaint before 
the Commission was not in the public interest. 

The conduct which the Commission held to be an unfair method 





of competition practiced within the District had been persisted in 
by Klesner ever since December, 1915. The complaint before the 
Commission was filed on December 18, 1920. The order sought 
to be enforced was entered June 23, 1922. This suit was begun 
on May 13, 1924. The evidence before the Commission, which 
occupies 394 pages of the printed record in this court, is conflict- 
ing only to a small extent. The findings of the Commission are in 
substance as follows: 

Sammons has for many years done business in Washington 
as maker and seller of window shades, under the name of “The 
Shade Shop.” Prior to 1914, that name had, by long use, come to 
signify to the buying public of the District the business of Sam- 
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mons. The concern known as Hooper & Klesner has also been in 
business in Washington for many years. Prior to 1915, its trade 
had consisted mainly of painting and of selling and hanging wall 
paper. It had dealt also, to some extent, in window shades, taking 
orders which it had executed either by Sammons or some other 
maker of window shades. In 1914, Hooper & Klesner leased a 
new store pursuant to an arrangement with Sammons, and sublet 
to him a part of it. There Sammons continued his business of 
making and selling window shades as an independent concern un- 
der the name of “The Shade Shop.” His gross sales there were 
at the rate of $60,000 a year. On a Sunday in November, 1915, 
he removed all his effects from those premises and established his 
business in another building four doors away. 

Sammons’ removal was in confessed violation of his agreement 
with Hooper & Klesner. An acrimonious controversy ensued. 
Threats of personal violence led to Sammons having Klesner ar- 
rested, and this to bitter animosity. Out of spite to Sammons, and 
with the purpose and intent of injuring him and getting his trade, 
Hooper & Klesner decided to conduct on its own account, in the 
premises which Sammons had vacated, the business of making and 
selling window shades. It placed upon its show windows, and 
also upon its letterheads and billheads, the words “Shade Shop,” 
and listed its business in the local telephone directory as “Shade 
Shop, Hooper & Klesner” and as “Shade Shop.” A like sign was 
placed on its delivery trucks. This use by Hooper & Klesner of 
the term “Shade Shop” has caused, and is causing, “confusion to 
the window-shade purchasing public throughout the District,” and, 
on certain occasions, customers who entered Hooper & Klesner’s 
shop were deceived by employees, being led to believe that it was 
Sammons’. Meanwhile, Klesner had become the sole owner of the 
business. 

Such were the findings of the Commission. The Court of Ap- 
peals concluded that there was no showing either that Klesner was 
attempting to dispose of his goods under the pretense that they were 
the goods of Sammons, or that he was attempting to deceive or entice 
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any of Sammons’ customers; that the evidence introduced to show 
deception went no further than that some of the public may have 
purchased from Klesner under a mistaken belief that they were deal- 
ing with Sammons; that the words “Shade Shop” were being used by 
Klesner always in connection with the words Hooper & Klesner; and 
that the term “Shade Shop,” as used by Klesner, merely indicated 
that his store was a place where window shades were made and 
seld. The Court of Appeals ruled that these words, being descrip- 
tive of a trade or business, were incapable of exclusive appropria- 
tion as a legal trade-mark or trade-name, and that there was noth- 
ing in the facts to justify the charge of unfair competition. It, 
therefore, dismissed the suit on the merits, the ground of decision 
being that there was a lack of those facts which, in a court of law 
or of equity, are essential to the granting of relief for alleged acts 
of unfair competition. 

We need not decide whether the Court of Appeals was justified 
in all of its assumptions of fact or in its conclusions on matters of 
law. For we are of opinion that the decree should be affirmed on a 
preliminary ground which made it unnecessary for that court to 
enquire into the merits. Section 5 of the Federal Trade Commis- 
sion Act does not provide private persons with an administrative 
remedy for private wrongs. The formal complaint is brought in 
the Commission’s name; the prosecution is wholly that of the gov- 
ernment; and it bears the entire expense of the prosecution. A 
person who deems himself aggrieved by the use of an unfair method 
of competition is not given the right to institute before the Com- 
mission a complaint against the alleged wrongdoer. Nor may the 
Commission authorize him to do so. He may of course bring the 
matter to the Commission’s attention and request it to file a com- 
plaint.1. But a denial of his request is final. And if the request 

*The rules of practice adopted by the Commission require that the 
application be in writing and “contain a short and simple statement of 
the facts constituting the alleged violation of law and the name and 
address of the applicant and of the party complained of.” Rules of 
Practice, No. II. See Annual Report of the Federal Trade Commission 
for 1928, pp. 17, 18, 41, 42; and Exhibit 5, p. 132. As to changes made in 


the procedure and policy March 17, 1925, and September 17, 1928, see Id., 
Exhibit 1, pp. 117-119. 
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is granted and a proceeding is instituted, he does not become a party 
to it or have any control over it.” 

The provisions in the Federal Trade Commission Act (15 
USCA §§ 41-51) concerning unfair competition are often compared 
with those of the Interstate Commerce Act (49 USCA § 1 et seq.) 
dealing with unjust discrimination. But in their bearing upon pri- 
vate rights, they are wholly dissimilar. The latter act imposes upon 
the carrier many duties; and it creates in the individual corre- 
sponding rights. For the violation of the private right it affords 
a private administrative remedy. It empowers any interested per- 
son deeming himself aggrieved to file, as of right, a complaint be- 
fore the Interstate Commerce Commission; and it requires the car- 
rier to make answer. Moreover, the complainant there, as in civil 
judicial proceedings, bears the expense of prosecuting his claim.* 
The Federal Trade Commission Act contains no such features. 

While the Federal Trade Commission exercises under section 
5 the functions of both prosecutor and judge, the scope of its au- 
thority is strictly limited. A complaint may be filed only “if it shall 


? The sole privilege conferred upon private persons is contained in the 
following provision of section 5: “Any person, partnership, or corporation 
may make application, and upon good cause shown may be allowed by 
the Commission, to intervene and appear in said proceeding by counsel or 
in person.” 38 Stat. 719. 

’Prior to the Act of June 18, 1910, c. 309, § 11, 36 Stat. 539, 550 
(49 U. S. C. A. § 18) which in terms conferred upon the Interstate Com- 
merce Commission power to issue orders in proceedings initiated by it, 
orders were, with a few exceptions, entered only on complaints filed by 
shippers or others. Even after the Act of June 29, 1906, c. 3591, 34 Stat. 
584, it was asserted that the Commission was without power to enter orders 
in proceedings initiated by it. Report of the House Committee on Inter- 
state and Foreign Commerce, April 1, 1910, 61st Cong. 2d Sess. No. 923, 
pp. 3, 10; 45 Cong. Rec. Appendix, p. 88. Compare In the Matter of 
Allowances for Transfer of Sugar, 14 I. C. C. 619, 627. It had been 
stated earlier (Interstate Commerce Com. v. Detroit, etc. Ry. [C. C.] 
57 F. 1005, 1008) that the power existed, and its existence was assumed 
in Interstate Commerce Com. v. Northern Pacific Ry. Co., 216 U. S. 
538, 542, 30 S. Ct. 417, 54 L. Ed. 608. 

Both the United States Shipping Board Act of September 7, 1916, 
c. 451, § 22, 39 Stat. 728, 736 (46 U. S. C. A. § 821), and the Packers and 
Stockyards Act of August 15, 1921, c. 64, §§ 308, 309, 42 Stat. 159, 165 
(7 U. S.C. A. §§ 209, 210), confer upon private individuals the right to 
institute proceedings and upon the administrative tribunal the power to 
award reparations. 
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appear to the Commission that a proceeding by it in respect thereof 
would be to the interest of the public.” This requirement is not 
satisfied by proof that there has been misapprehension and con- 
fusion on the part of purchasers, or even that they have been de- 
ceived—the evidence commonly adduced by the plaintiff in “passing 
off” cases in order to establish the alleged private wrong. It is 
true that in suits by private traders to enjoin unfair competition 
by “passing off,” proof that the public is deceived is an essential 
element of the cause of action. This proof is necessary only be- 
cause otherwise the plaintiff has not suffered an injury. There, 
protection of the public is an incident of the enforcement of a pri- 
vate right.* But to justify the Commission in filing a complaint 
under section 5, the purpose must be protection of the public.° The 
protection thereby afforded to private persons is the incident. Pub- 
lic interest may exist although the practice deemed unfair does not 
violate any private right. In Federal Trade Commission v. Beech- 
Nut Packing Co., 257 441, 42 S. Ct. 150, 66 L. Ed. 807, 19 
A. L. R. 882 [12 T.-M. Rep. 39] a practice was suppressed as 
being against public policy, although no private right either of a 
trader or of a purchaser appears to have been invaded. In Federal 
Trade Commission v. Winsted Hosiery Co., 258 U. S. 488, 42 S. 
Ct. 384, 66 L. Ed. 729 [11 T.-M. Rep. 277] an unfair practice was 
suppressed because it affected injuriously a substantial part of the 
purchasing public, although the method employed did not involve 
invasion of the private right of any trader competed against. 

In determining whether a proposed proceeding will be in the 
public interest the Commission exercises a broad discretion. But 
the mere fact that it is to the interest of the community that private 


*See American Washboard Co. v. Saginaw Mfg. Co. (C. C. A.) 103 
F. 281, 284, 285, 50 L. R. A. 609; Borden Ice Cream Co. v. Borden’s Con- 
densed Milk Co. (C. C. A.) 201 F. 510, 513 [3 T.-M. Rep. 80]; Rosenberg 
Bros. & Co. v. Elliott (C. C. A.) 7 F. (2d) 962, 965 [15 T.-M. Rep. 479]; 
Nims, Unfair Competition (3d Ed.), pp. 27-36. 

*See Royal Baking Powder Co. v. Federal Trade Commission 
(C. C. A.) 281 F. 744, 752 [12 T.-M. Rep. 140]; Federal Trade Com- 
mission v. Balme (C. C. A.) 23 F. (2d) 615, 620; Indiana Quartered Oak 
Co. v. Federal Trade Commission (C. C. A.) 26 F. (2d) 340, 342 [18 
T.-M. Rep. 423]. 
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rights shall be respected is not enough to support a finding of public 
interest. To justify filing a complaint the public interest must 
be specific and substantial. Often it is so, because the unfair 
method employed threatens the existence of present or potential 
competition. Sometimes, because the unfair method is being em- 
ployed under circumstances which involve flagrant oppression of 
the weak by the strong. Sometimes, because, although the aggre- 
gate of the loss entailed may be so serious and widespread as 
to make the matter one of public consequence, no private suit would 
be brought to stop the unfair conduct, since the loss to each of the 
individuals affected is too small to warrant it.® 

The alleged unfair competition here complained of arose out 
of a controversy essentially private in its nature. The practice was 
persisted in largely out of hatred and malice engendered by Sam- 
mons’ act. It is not claimed that the article supplied by Klesner 
was inferior to that of Sammons, or that the public suffered other- 
wise financially by Klesner’s use of the words “Shade Shop.” It 
is significant that the complaint before the Commission was not filed 
until after the dismissal, in 1920, of a suit which had been brought 
by Sammons in 1915, in the Supreme Court of the District, to en- 
join Klesner’s use of the words “Shade Shop.”* When the Com- 
mission directed the filing of the complaint Hooper & Klesner had 
been using those words in its business for five years. They had 


* Compare Federal Trade Commission v. Beech-Nut Co., 257 U. S. 441, 
42 S. Ct. 150, 66 L. Ed. 307, 19 A. L. R. 882 [12 T.-M. Rep. 39]; Federal 
Trade Commission v. Pacific Paper Assn., 273 U. S. 52, 47 S. Ct. 255, 
71 L. Ed. 534; Wholesale Grocers’ Ass’n v. Federal Trade Commission 
(C. C. A.) 277 F. 657; Southern Hardware Jobbers’ Ass’n v. Federal 
Trade Commission (C. C. A.) 290 F. 773; Oppenheim, Oberndorf & Co., 
Inc. v. Federal Trade Commission (C. C. A.) 5 F. (2d) 574; Toledo 
Pipe-Threading Mach. Co. v. Federal Trade Commission (C. C. A.) 11 F. 
(2d) $337; Cream of Wheat Co. v. Federal Trade Commission (C. C. A.) 
14 F. (2d) 40; Arkansas Wholesale Grocers’ Ass’n v. Federal Trade Com- 
mission (C. C. A.) 18 F. (2d) 866; Kobi Co. v. Federal Trade Commission 
(C. C. A.) 23 F. (2d) 41. 

7 The original rule to show cause issued in the action was dismissed 
by the Supreme Court of the District on the 23rd day of December, 1915, 
“upon consideration of the bill of complaint, the exhibits thereto, and the 
rule to show cause issued thereon, and the answer and exhibits to said rule, 
as well as the arguments of counsel thereon.” No further proceedings 
were had in the action until its final dismissal on May 24, 1920. 
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been used for nearly seven years before the order here in question 
was made; and for nearly nine years before this suit to enforce it 
was begun. Whatever confusion had originally resulted from 
Klesner’s use of the words must have been largely dissipated be- 
fore the Commission first took action. If members of the public 
were in 1920, or later, seriously interested in the matter, it must 
have been because they had become partisans in the private con- 
troversy between Sammons and Klesner. 

The order here sought to be enforced was entered upon a 
complaint which had in terms been authorized by a resolution of 
the Commission. The resolution declared, in an appropriate form, 
both that the Commission had reason to believe that Klesner was 
violating section 5 and that it appeared to the Commission that 
a proceeding by it in respect thereof would be to the interest of 
the public. Thus, the resolution was sufficient to confer upon the 
Commission jurisdiction of the complaint. Section 5 makes the 
Commission’s finding of facts conclusive, if supported by evidence. 
Its preliminary determination that institution of a proceeding will 
be in the public interest, while not strictly within the scope of 
that provision, will ordinarily be accepted by the courts. But 
the Commission’s action in authorizing the filing of a complaint, 
like its action in making an order thereon, is subject to judicial 
review. The specific facts established may show, as a matter of 
law, that the proceeding which it authorized is not in the public 
interest, within the meaning of the act. If this appears at any 
time during the course of the proceeding before it, the Commis- 
sion should dismiss the complaint. If, instead, the Commission 
enters an order, and later brings suit to enforce it, the court 
should, without enquiry into the merits, dismiss the suit. 

The undisputed facts, established before the Commission, at 
the hearings on the complaint, showed affirmatively the private 
character of the controversy. It then became clear (if it was not 
so earlier) that the proceeding was not one in the interest of the 
public; and that the resolution authorizing the complaint had been 


improvidently entered. Compare Gerard C. Henderson, The Fed- 
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eral Trade Commission, pp. 52-54, 174, 228, 229, 387. It is on 
this ground that the judgment dismissing the suit is 
Affirmed. 


Cueney Brotuers v. Doris Sirk CorPOoRATION 
United States Circuit Court of Appeals, Second Circuit 


October 31, 1929 


Unratr Competirion—Coryinc OrNAMENTAL Features or Goons. 

In the absence of some right recognized at common law or under 
the statutes, a man’s property is limited to the chattels which embody 
his invention. It does not extend to the design or pattern embodied in 
the goods. 

Unrar Competition—Copyine Parrerns ror Piece Goons. 

Where defendant copied certain original and novel patterns and 
designs used by plaintiff on its silk piece goods, which designs were 
of seasonal value only and were not protected by design patent, the 
order denying a preliminary injunction was affirmed. 


pe eee 


Harry D. Nims, (Minturn de S. Verdi and Wallace H. Mar- 
tin on the brief), all of New York City, for appellant. 
Arthur J. Brothers, of New York City, for appellee. 





In equity. Action for unfair competition. Appeal by the 
plaintiff from an order of the United States District Court, 
Southern District of New York, denying an injuction pendente 
lite. Affirmed. 









Before Manton, L. Hanp and Swan, Circuit Judges. 





L. Hanp, C. J.: The plaintiff, a corporation, is a manufac- 





turer of silks, which puts out each season many new patterns, de- 





signed to attract purchasers by their novelty and beauty. Most 





of these fail in that purpose, so that not much more than a fifth 





catch the public fancy. Moreover, they have only a short life, 





for the most part no more than a single season of eight or nine 





months. It is in practice impossible, and it would be very onerous 





if it were not, to secure design patents upon all of these; it would 
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also be impossible to know in advance which would sell well and 
patent only those. Besides, it is probable that for the most part 
they have no such originality as would support a design patent. 
Again, it is impossible to copyright them under the Copyright 
Act, or at least so the authorities of the copyright office hold. So 
it is easy for anyone to copy such as prove successful, and the 
plaintiff, which is put to much ingenuity and expense in fabricat- 
ing them, finds itself without protection of any sort for its pains. 

Taking advantage of this situation the defendant copied one 
of the popular designs in the season beginning in October, 1928, 
and undercut the plaintiff's price. This is the injury of which 
it complains. The defendant, though it duplicated the design in 
question, denies that it knew it to be the plaintiff’s, and there thus 
arises an issue which might be an answer to the motion. How- 
ever, the parties wish a decision upon the equity of the bill, and 
since it is within our power to dismiss it we shall accept its allega- 
tion, and charge the defendant with knowledge. 

The plaintiff asks for protection only during the season, and 
needs no more, for the designs are all ephemeral. It seeks in this 
way to disguise the extent of the proposed innovation and to per- 
suade us that if we interfere only a little the solecism, if there be 
one, may be pardonable. But the reasoning which would justify 
any interposition at all demands that it cover the whole extent 
of the injury. A man whose designs come to harvest in two years 
or in five has prima facie as good right to protection as one who 
deals only in annuals. Nor could we consistently stop at designs; 
processes, machines and secrets have an equal claim. The upshot 
must be that whenever anyone has contrived any of these others 
may be forbidden to copy it. That is not the law. In the absence 
of some recognized right at common law or under the statutes— 


and the plaintiff claims neither—a man’s property is limited to 
the chattels which embody his invention. Others may imitate 
these at their pleasure (Flagg Mfg. Co. v. Holway, 178 Mass. 88 
[59 N. E. Rep., 667]; Keystone Co. v. Portland Pub. Co., 186 
Fed. Rep., 690, C. C. A. 1 [1 T.-M. Rep. 106]; Heide v. Wal- 
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lace, 185 Fed. Rep., 846, C. C. A., s; Upjohn Co. v. Merrell Co., 
269 Fed. Rep., 209, C. C. A., 6 [11 T.-M. Rep., 87]; Hudson Co. 
v. Apco Co., 288 Fed. Rep., 871; Crescent Tool Co. v. Kilbourn 
§ Bishop Co., 247 Fed. Rep., 299, C. C. A., 2 [8 T.-M. Rep., 
177]; Hamilton Co. v. Tubbs, 216 Fed. Rep., 401; Montagut 
v. Hickson, 178 App. Div., 94 [7 T.-M. Rep. 389 (164 N. Y. Supp. 
858) ]. This is confirmed by the doctrine of “non-functional” fea- 
tures, under which it is held that to imitate these is to impute to the 
copy the same authorship as the original (Enterprise Co. v. Land- 
ers, 181 Fed. Rep., 240, C. C. A., 2; Yale & Towne Co. v. Adler, 
154 Fed. Rep., 87 C. C. A., 2; Rushmore v. Manhattan Co., 163 
Fed. Rep., 989, C. C. A., 2; Rushmore v. Badger Co., 198 Fed. 
Rep., 379, C. C. A., 2 [2 T.M. Rep. 489]; Fox v. Glynn, 191 Mass., 
844 [78 N. E. Rep., 89]). These decisions imply that except as to 
these elements, anyone may copy the original at will. Unless there- 
fore there has been some controlling authority to the contrary, the 
bill at bar stands upon no legal right and must fail. 

Of the cases on which the plaintiff relies the chief is Inter- 
national News Service v. Associated Press (248 U. S., 215 [9 T.-M. 
Rep., 15]). Although that concerned another subject matter— 
printed news dispatches—we agree that if it meant to lay down 
a general doctrine, it would cover this case; at least the language 
of the majority opinion goes so far. We do not believe that it did. 
While it is of course true that law ordinarily speaks in general 
terms, there are cases where the occasion is at once the justification 
for and the limit of what is decided. This appears to us such an 
instance; we think that no more was covered than situations sub- 
stantially similar to those then at bar. The difficulties of under- 
standing it otherwise are insuperable. We are to suppose that the 
court meant to create a sort of common-law patent or copyright 
for reasons of justice. Either would flagrantly conflict with the 
scheme which Congress has for more than a century devised to 
cover the subject matter. Qua patent, we should at least have to 
decide, as tabula rasa, whether the design or machine was new and 
required invention; further, we must ignore the Patent Office, 
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whose action has always been a condition upon the creation of this 
kind of property. Qua copyright, although it would be simpler 
to decide upon the merits, we should equally be obliged to dispense 
with the conditions imposed upon the creation of the right. Nor, 
if we went so far, should be know whether the property so recog- 
nized should be limited to the periods prescribed in the statutes, 
or should extend as long as the author’s grievance. It appears to 
us incredible that the Supreme Court should have had in mind any 
such consequences. To exclude others from the enjoyment of a 
chattel is one thing; to prevent any imitation of it, to set up a 
monopoly in the plan of its structure, gives the author a power 
over his fellows vastly greater, a power which the constitution al- 
lows only Congress to create. 

The other cases are easily distinguishable. Board of Trade 
v. Christie (198 U. S., 286 [25 S. Ct. Rep., 687] went upon the 
fact that the defendants had procured their information through a 
breach of contract between the plaintiff and its subscribers, or some 
surreptitious and dishonest conduct. Hunt v. N. Y. Cotton Ez- 
change (205 U. S., 822 [27 S. Ct. Rep., 529]) was another in- 
stance of the same kind. There is indeed language in Int. Tel. 
News Co. v. West. Un. Tel. Co. (119 Fed. Rep., 294, C. C. A., 7) 
which goes further, but we take it that the authoritative statement 
of the doctrine must be found in Board of Trade v. Christie (Board 
of Trade v. Tucker, 221 Fed. Rep., 305, C. C. A., 2). Though the 
limitations there imposed have indeed been extended in International 
News Service v. Associated Press, supra, they still comprise no 
more than cases involving news and perhaps market quotations. 
Prest-O-Lite v. Bogen (209 Fed. Rep., 915) and Prest-O-Lite v. 
Davis (209 Fed. Rep., 917 [4 T.-M. Rep. 419]) were cases of 
passing off. In Kiernan v. Manhattan Co. (50 How. Pr., 194), 
Dodge v. Const. Co. (188 Mass., 68 [66 N. E. Rep., 410]), Ez- 
change Co. v. Gregory (L. R., 1896, 1 Q. B., 147, C. A.) and Ez- 
change Co. v. Central News (L. R., 1897, 2 Ch., 48), again, either 
there was a breach of contract between the plaintiff and its sub- 
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scriber, or the defendant had dishonestly procured the information. 
They are like Board of Trade v. Christie. 

True, it would seem as though the plaintiff had suffered a 
grievance for which there should be a remedy, perhaps by an 
amendment of the copyright law, assuming that this does not al- 
ready cover the case, which is not urged here. It seems a lame an- 
swer in such a case to turn the injured party out of court, but there 
are larger issues at stake than his redress. Judges have only a 
limited power to amend the law. When the subject has been con- 
fided to a legislature they must stand aside, even though there be 
a hiatus in completed justice. An omission in such cases must be 
taken to have been as deliberate as though it were express, certainly 
after long-standing action on the subject matter. Indeed we are 
not in any position to pass upon the questions involved, as Brandeis, 
J., observed in International News Service v. Associated Press, 
supra. We must judge upon records prepared by litigants, which 
do not contain all that may be relevant to the issues, for they can- 
not disclose the conditions of this industry or of the others which 
may be involved. Congress might see its way to create some sort 
of temporary right, or it might not. Its decision would certainly 
be preceded by some examination of the result upon the other in- 
terests affected. Whether these would prove paramount we have 
no means of saying; it is not for us to decide. Our vision is in- 
evitably contracted, and the whole horizon may contain much which 
will compose a very different picture. 

The order is affirmed, and as the bill cannot in any event suc- 
ceed it may be dismissed if the defendant so desires. 

All concur. 

[Nore: That the United States Supreme Court did not intend in the 


International News Case to lay down a doctrine of broader application 
than the facts before it, is suggested by the language of the court’s opinion: 


“The news of current events may be regarded as common property. 
What we are concerned with is the business of making it known to the 
world.” (P. 235.) 


In that case the method of appropriation used by the defendant struck 
at the essence of the plaintiffs business, the gathering and dissemination 
of news. The case dealt with a business that was unique and bore but 
slight resemblance to the business of manufacturing and selling silk goods, 
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although placed before the public in patterns or designs that are original 
with the manufacturer. In the instant case, the subject of protection is, 
the trade in the merchandise in which the patterns are embodied. In cases 
of the latter class, the courts have not yet departed from the principle 
that unless the plaintiff’s trade is interfered with and diverted, he suffers 
no actionable wrong. 

Authorities are not lacking which would have justified the protection 
of plaintiff’s patterns, after they had been in use long enough, so that 
the goods manufactured in these patterns had come to be identified by 
the patterns themselves as the goods of the plaintiff. Two unreported cases 
in which patterns were protected under such circumstances are Renfrew 
Mfg. Co. v. Gambrill and Renfrew Mfg. Co. v. Burgess, wherein the plain- 
tiff, makers of figured table damasks, sought to enjoin the defendants, 
manufacturer and distributor of the like goods, from reproducing the 
identical design. The plaintiff showed that it had used certain designs 
unchanged for many years, that they had come to identify the goods, so 
that the consumer thereby recognized the tablecloths as those that he or 
she had been used to purchase. Thus the defendants, by employing the 
same design, were enabled to pass off their inferior goods as those of 
the plaintiff. In each of these cases a consent decree was entered in 
plaintiff's favor, after the hearing of a motion for a preliminary injunction, 
but on the authority of the cases involving “passing off” there can be no 
question that relief was properly given the plaintiff, to protect its designs 
in that instance. (Bulletin of the United States Trade-Mark Association, 
1907, p. 239). Further from that, the courts have not yet gone. Eb.] 


Tue Wisconsin Exectric Co. v. THe DumMore Company 
United States Circuit Court of Appeals, Sixth Circuit 
November 8, 1929 


Trapve-Marxs—“Dumore” ror Execrric AppLiances—Descriprive Term. 

The registration of the word “Dumore” as a trade-mark for 
electrically-driven appliances held invalid, being a mere misspelling of 
“do more” and therefore descriptive of the goods. 

Unram Competition—Use or Trave-Marx 1x Corporate Name—“Seconp- 
ary Meanino”—InJvunNcrTION. 
The adoption by defendants of the word “Dumore” as part of 
the corporate name of their business of manufacturing electrically- 
driven washers, after plaintiff had used the word for fifteen years as 
a trade-mark on a variety of electrically-driven products, was 
restrained as unfair competition. 
Unraimr Competrrion—Actrion—Form or Decree. 

In the case at issue, defendants were restrained from using the 
name “Dumore” on their products except in connection with their 
new corporate name, Dayton Washer Company. 

Unram Competit1ion—Svurirs—J vRIspIcTIon. 

In a suit to restrain unfair competition and to recover damages 

therefor, the amount in controversy necessary to sustain the juris- 
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diction depends, not upon the extent of damage resulting from the 
acts complained of, but upon the value of the rights plaintiff seeks to 
protect. Where the jurisdictorial amount was pleaded and defendant 
made no plea to the jurisdiction and failed to prove that the amount 
was not involved, the jurisdiction of the court is properly sustained. 

In equity. Suit for trade-mark infringement and unfair com- 
petition. From a judgment of the United States District Court, 
Southern District of Ohio, holding non-infringement but enjoining 
use of plaintiff’s mark in defendant's corporate name, plaintiff ap- 
peals. Affirmed as to non-infringement, injunction as to the un- 


fair competition, modified and affirmed. 


George B. Jones, of Chicago, Ill., Greer Marechal, of Dayton, 
Ohio, and Walter F. Murray, of Cincinnati, Ohio, for 
appellant. 

Edward L. Reed, of Dayton, Ohio, for appellee. 


Before Moorman, Hicks and Knappen, Circuit Judges. 


Hicks, C. J.: The plaintiff, Wisconsin Electric Company of 
Racine, Wis., claiming to be the owner of registered trade-marks 
No. 96,766 and No. 119,596, sought an injunction against defend- 
ant’s alleged infringement thereof and in the alternative against 
defendant’s alleged acts of unfair competition. |The bill also 
sought an accounting. 

Jurisdiction depends as to the first claim upon the trade-mark 
laws and as to the second upon diverse citizenship and the amount 
in controversy. The defendant, The Dumore Company of Dayton, 
Ohio, denied (1) the jurisdiction of the court upon the claim for 
unfair competition; (2) the validity of the trade-marks; and (8) 
any infringement. The court sustained the trade-marks as valid 
and held that they were not infringed but found that the word “Du- 
more,” plaintiff's alleged trade-mark, had acquired a secondary 
meaning and as incidental to its jurisdiction under the trade-mark 
laws enjoined defendant from using it in connection with its cor- 
porate name, The Dumore Company. In compliance defendant 
changed its name to “Dayton Washer Company” and did not ap- 


peal. Plaintiff appealed. 
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The trade-mark 119,596, over which is the chief controversy, 
adopted by plaintiff in 1913 and registered November 27, 1917, 
consisted of the word “Dumore”’ and had been used on its products, 
to wit, electric sewing machine motors, electric polishers and buf- 
fers, portable electric grinders, portable electric grills, electric cloth 
cutters, electric hair driers, electric shoe driers and electric drink 
mixers. It was made up from the words “Do” (misspelled) and 
“more.” The defendant company was organized in August, 1926, 
for manufacturing electric washing machines. It went into pro- 
duction in January, 1927, and over notice and protest from plain- 
tiff adopted the same word in the same form for its trade-mark. 

The primary question upon plaintiff's claim of unfair competi- 
tion is of course that of jurisdiction. The court declined jurisdic- 
tion upon this feature upon the idea that “the right in controversy 
is the right to use the trade-mark ‘Dumore’ upon washing ma- 
chines, or, conversely stated, perhaps, the value in controversy may 
be said to be the damage to the complainant from such alleged 
wrongful use.” The court held that this alleged right of defendant 
was not shown to be in excess of $8,000 in value and indeed not 
shown to be valuable at all because defendant had just started in 
business and that because there was no competition between plain- 
tiff and defendant in the same class of merchandise, plaintiff had 
not suffered damages in any substantial amount. We think juris- 
diction depends not alone upon the pecuniary damage resulting 
from the acts complained of, but also upon the value of the rights 
which plaintiff seeks to have protected. Hunt v. New York Cotton 
Exchange, 205 U. S. 382, 385, 821 (27 S. Ct. Rep., 529); Bitter- 
man v. L. &§& N. R. R. Co., 207 U. S. 205, 225 (28 S. Ct. Rep., 91); 
Glenwood Light § Water Co. v. Mutual Light, Heat § Power Co., 
239 U.S. 121, 125 (86 S. Ct. Rep., 830); W. § A. R. R. Co. v. Rail- 
road Comm’n, 261 U. S. 264, 267 (43 S. Ct. Rep., 252). 

The plaintiff alleged the requisite jurisdictional amount—the 
defendant denied it in its answer only. There was no formal plea 
to the jurisdiction and it was not therefore incumbent upon the 
plaintiff to offer proof in support of it. Bitterman v. L. § N. R. R. 
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Co., supra, at page 224. Nevertheless, plaintiff's proof tended to 
show value in the word as applicable to its business and even upon 
the assumption that the denial in the answer presented an issue, 
the burden fell upon defendant to establish, by a preponderance 
of the evidence, that the jurisdictional amount was not involved. 
Hunt v. N. Y. Cotton Exchg., supra, at page 888. We find no merit 
in the attack upon the court’s jurisdiction. 

As to the validity of the word “Dumore” as a trade-mark: The 
District Court inclined to the belief, and our judgment is, that this 
“made up” word was descriptive of the characteristics of the elec- 
tric tools and appliances manufactured and sold by plaintiff. It 
rather clearly signified to any prospective purchaser that these 
tools had superior capabilities. See Del. §& H. Canal Co. v. Clark, 
80 U. S. 811, 828; Standard Paint Co. v. Trinidad Asph. Mfg. Co., 
220 U. S. 451, 454 (81 S. Ct. Rep., 456 [1 T.-M. Rep. 70]); Bar- 
ton et al. v. Rex Oil Co., Inc., 2 Fed. (2) 408, 404 [18 T.-M. Rep., 
267]; Ungles-Hoggette Co. v. Farmers Hog & Cattle Powder Co., 
232 Fed. 116, 118 (C. C. A. 8 [6 T.-M. Rep., 300]); Lawrence 
Mfg. Co. v. Tenn. Mfg. Co., 188 U. S. 587, 547 (11 S. Ct. Rep., 
896); Jell-Well Dessert Co. v. Jell-X-Cell Co., 22 Fed. (2) 522, 
582 [18 T.-M. Rep., 110]; Computing Scale Co. v. Standard Com- 
puting Scale Co., 118 Fed. 965, 967 (C. C. A. 6); A. J. Krank Mfg. 
Co. v. Pabst, 277 Fed. 15, 18 (C. C. A. 6 [12 T.-M. Rep. 80]). 

It falls in the class with such terms as “Computing” as applied 
to scales (Computing Scales Co. v. Standard Computing Scales Co., 
supra); “Happy” as applied to horse feed (Alfocorn Milling Co. v. 
Edgar Morgan Co., 282 Fed. 894 (C. C. A. 8 [12 T.-M. Rep. 
401]); “Keep Clean” as applied to tooth brushes (Florence Mfg. 
Co. v. Dowd & Co., 178 Fed. 78 (C. C. A. 2); “Stabrite” as ap- 
plied to polish (In re Chas. R. Long, Jr., Co., 280 Fed. 795 [12 
T.-M. Rep., 176]) “Dyanshine” as applied to leather dressing 
(Barton v. Rex Oil Co., supra); “Instantaneous” as applied to 
tapioca (Bennett v. McKinley, 65 Fed. 505); “Dry Dip” as ap- 
plied to vermin powder (Ungles-Hoggette Mfg. Co. v. Farmers Hog 
& Cattle Powder Co., supra) ; and “Infallible” as applied to smoke- 
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less powder (Hercules Powder Co. v. Newton, 266 Fed. 169, 
C. C. A. 2 [10 T.-M. Rep., 198]). Any other manufacturer of elec- 
trically driven tools might employ the word with equal right. Plain- 
tiff’s trade-mark being held invalid, this feature of its suit must fail. 
This leaves for consideration plaintiff's claim of unfair com- 
petition. There was never any competition between the parties 
in their manufactured products. The plaintiff never made or sold 
washing machines and the defendant never made or sold anything 
else. But this equitable doctrine is not confined to cases of actual 
market competition between similar products of the parties. It 
extends to all cases in which one party fraudulently seeks to sell 
his goods as those of another. Vogue Co. v. Thompson-Hudson 
Co., 800 Fed. 509, 512 (C. C. A. 6 [15 T.-M. Rep., 1)]; Kellogg 
Toasted Corn Flake Co. v. Quaker Oats Co., 285 Fed. 657, 664 
(C. C. A. 6 [6 T.-M. Rep., 587]); Peninsular Chemical Co. v. 
Levinson, 247 Fed. 658, 661 (C. C. A. 6 [8 T.-M. Rep., 171)]; 
Akron-Overland Tire Co. v. Willys-Overland Tire Co., 278 Fed. 
674, 676 (C. C. A. 8 [11 T.-M. Rep., 281]); Wall v. Rolls-Royce 
of America, 4 Fed. (2) 388, 834 (C. C. A. 8 [15 T.-M. Rep., 289]). 
Prima facie there is no fraud or misrepresentation in using as 
a mark upon his goods any word one chooses even though another 
dealer in the same line has already adopted it. This is so because, 
ordinarily, all have equal rights in the use of language but if through 
its long use as applicable to a particular product or business a word 
has come to have a “secondary meaning” he who has thus adopted 
it is entitled to protection. It is unnecessary to dwell on the 
phrase “secondary meaning.” It has been accurately defined in 
Merriam v. Saalfield, 198 Fed. 369, 878 (C. C. A. 6 [2 T.-M. Rep., 
443]); see also Upjohn Co. v. Wm. S. Merrill Chem. Co., 269 Fed. 
209 (C. C. A. 6 [11 T.-M. Rep. 87]); Kellogg Toasted Corn Flake 
Co. v. Quaker Oats Co., supra; Standard Paint Co. v. Rubberoid 
Roofing Co., 224 Fed. 195 (C. C. A. 7 [5 T.-M. Rep., 207]). 
Controlled by these cases, we conclude that although invalid 
as a technical trade-mark the word “Dumore” is abundantly shown 


to have acquired a secondary meaning as applicable to plaintiff’s 
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business. Plaintiff has used it as a trade-mark since its organiza- 
tion in 1913. It has placed it on all its products except on such 
of its small motors as it sold to other manufacturers. Plaintiff’s 
gross business for the fourteen years of its existence has been more 
than five million dollars. During the year 1926 it amounted to 
$1,182,000. About 65 per cent of this represented products to 
which the word “Dumore” was applied. These products had ac- 
quired an enviable reputation for superior excellence and quality. 
The name of its home office building is the Dumore building. It 
frequently receives letters addressed to the Dumore Company. It 
advertises extensively in magazines and trade journals. For this 
advertising it has expended in the last few years more than $35,000 
annually. The word “Dumore” is always displayed in bold type 
in these advertisements. Their products are generally known in 
the trade as “Dumore” products and are advertised and called for 
as such by the retail trade. Their representatives are frequently 
referred to as “the Dumore men.” 

While there can be no recovery in an action for unfair com- 
petition except upon proof of fraud or wrongful intent in fact 
(Sampson Cordage Works v. Puritan Cordage Mills, 211 Fed. 603, 
608, C. C. A. 6 [2 T.-M. Rep. 412]; Kellogg Toasted Corn Flake 
Co. v. Quaker Oats Co., supra), yet that intent may be established 
by circumstances. M. C. Peters Mill Co. v. Internat. Sugar Feed 
No. 2 Co., 262 Fed. 836, 340 [10 T.-M. Rep., 207]; N. O. & W. 
Thum Co. v. Dickinson, 245 Fed. 610, 621 (C. C. A. 6 [8 T.-M. 
Rep., 11]). Judge Warrington, delivering the opinion in the latter 
case, said: 

“Scarcely anything of an evidential nature, for example, could more 
certainly characterize intent than repeated imitation of material parts 
of another person’s trade tokens. The imitations themselves reveal the 
object.” 

See also Wall v. Rolls-Royce of America, supra; S. S. Kresge 
Co. v. Champion Spark Plug Co., 8 Fed. (2) 415, 419 (C. C. A. 6 
[15 T.-M. Rep., 276)]. 

Defendant was incorporated in August, 1926. Out of all the 
corporate names it might have chosen, it styled itself “The Dumore 
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Company.” Out of the entire field of trade names it chose the same 
word “Dumore” which plaintiff had used for sixteen years. It 
made up this word from the words “Do” and “more” just as plain- 
tiff had done. It used capital letters as in the drawing in plaintiff's 
application for the mark. Before it went into production it was 
given notice of the strong probability of confusion in the trade due 
to its adoption of the word. After production began it was again 
notified but persisted in its use. It designed and used a label for 
its products in which the word “Dumore” is given prominence. On 
the label is printed the words “The Dumore Company, Dayton, 
Ohio, U. S. A.,” but this name and address inconspicuous as com- 
pared with the word “Dumore.” Its product was electrically driven 
by small motors with lamp socket attachment just as were plain- 
tiff’s products. It was of course for domestic use just as were 
many of plaintiff’s appliances. Products similar to those of plain- 
tiff are often found in the same stores with electric washing ma- 
chines. Defendant sold about 400 of its machines up to November, 
1927. It is true that the vice-president of defendant testifies that 
he had never heard of the name “Dumore”’ as a trade-mark before 
he adopted it but the record sheds no light as to what any other 
officer or agent of the company knew. If he had never heard of it, 
it is a strange coincidence not only that he selected plaintiff’s word 
but that he made it up from the same words in the same form and 
misspelled in the same way. It was not essential that plaintiff 
prove any particular injury or that any purchaser was misled. Bick- 
more Gall Cure Co. v. Karns, 184 Fed. 888, 885 (C. C. A. 8). It 
is sufficient if there was manifest liability to deceive (Ralston 
Purina Co. v. Western Grain Co., 28 Fed. (2) 258, 255, C. C. A. 
5 [18 T.-M. Rep., 68]) or if there was reasonable probability of 
injury (Peninsula Chem. Co. v. Levinson, supra). That there was 
such reasonable probability is obvious. Illustrations may be found 
in Vogue Co. v. Thompson-Hudson Co., supra; Chemical Co. v. 


Levinson, supra, and Wall v. Rolls-Royce, supra. That plaintiff 
is entitled to relief is clear. The relief granted by the District 
Court was incidental to the jurisdiction it assumed in determining 
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the validity of the word “Dumore” as a technical trade-mark. We 
conclude that it should be based upon the theory herein set forth. 
The District Court enjoined the defendant from the further use 
of the name Dumore as a trade-mark on its washing machines in 
connection with the corporate name The Dumore Company or any 
other corporate name or business title which includes the word 
Dumore. The effect is to allow defendant to use the word Dumore 
alone. But the word, in substantially the same form, has been so 
long associated in the trade with plaintiff’s goods, that there is a 
likelihood shading almost into certainty that any electrically driven 
device labeled Dumore only would be regarded as plaintiff's prod- 
uct. To obviate such manifest probability, the defendant may use 
the word Dumore only when accompanied with its present corporate 
name, Dayton Washer Company. It may not use it otherwise. Thus 
modified, the decree is affirmed. 















LigutHovuse Rue Co. v. Feperat Trape ComMMIssION 
(35 Fed. 2nd, 169) 







United States Circuit Court of Appeals, Seventh Circuit 






October 25, 1929 










Unram Competirion—‘LicuTHovuse”—Seconpary MEANING. 
The word “Lighthouse,” long associated in the popular mind with 
institutions where the blind are taught rug weaving and other trades, 
held to have acquired a “secondary meaning” when used as a trade- 
mark on rugs, as indicating the product of such institutions. 
FeperaL Trape Commission Act—Deceptive Use or Trape-Name. 
Petitioner at first bought for resale, rugs made by the blind of the 
Chicago “Lighthouse” and subsequently employed in its own factory 
several blind weavers from said institution. Nevertheless, its use 
of the name “Lighthouse” as a trade-mark on all its rugs, most of 
which were woven by sighted workmen, is held to be unfair competi- 
tion as against the several “Lighthouses” for the blind engaged in 
weaving and selling similar rugs. A decree was rendered, in accord- 
ance with the order of the Federal Trade Commission, to cease and 
desist from the use of such name. 
















In equity. Petition to review an order of Federal Trade Com- 
mission, to cease and desist. Decree in accordance with the Com- 





mission’s order. 
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Company.” Out of the entire field of trade names it chose the same 
word “Dumore” which plaintiff had used for sixteen years. It 
made up this word from the words “Do” and “more” just as plain- 
tiff had done. It used capital letters as in the drawing in plaintiff's 
application for the mark. Before it went into production it was 
given notice of the strong probability of confusion in the trade due 
to its adoption of the word. After production began it was again 
notified but persisted in its use. It designed and used a label for 
its products in which the word “Dumore” is given prominence. On 
the label is printed the words “The Dumore Company, Dayton, 
Ohio, U. S. A.,” but this name and address inconspicuous as com- 
pared with the word “Dumore.” Its product was electrically driven 
by small motors with lamp socket attachment just as were plain- 
tiff’s products. It was of course for domestic use just as were 
many of plaintiff's appliances. Products similar to those of plain- 
tiff are often found in the same stores with electric washing ma- 
chines. Defendant sold about 400 of its machines up to November, 
1927. It is true that the vice-president of defendant testifies that 
he had never heard of the name “Dumore” as a trade-mark before 
he adopted it but the record sheds no light as to what any other 
officer or agent of the company knew. If he had never heard of it, 
it is a strange coincidence not only that he selected plaintiff’s word 
but that he made it up from the same words in the same form and 
misspelled in the same way. It was not essential that plaintiff 
prove any particular injury or that any purchaser was misled. Bick- 
more Gall Cure Co. v. Karns, 184 Fed. 888, 885 (C. C. A. 8). It 
is sufficient if there was manifest liability to deceive (Ralston 
Purina Co. v. Western Grain Co., 28 Fed. (2) 258, 255, C. C. A. 
5 [18 T.-M. Rep., 68]) or if there was reasonable probability of 
injury (Peninsula Chem. Co. v. Levinson, supra). That there was 
such reasonable probability is obvious. Illustrations may be found 
in Vogue Co. v. Thompson-Hudson Co., supra; Chemical Co. v. 
Levinson, supra, and Wall v. Rolls-Royce, supra. That plaintiff 
is entitled to relief is clear. The relief granted by the District 
Court was incidental to the jurisdiction it assumed in determining 
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the validity of the word “Dumore” as a technical trade-mark. We 
conclude that it should be based upon the theory herein set forth. 
The District Court enjoined the defendant from the further use 
of the name Dumore as a trade-mark on its washing machines in 
connection with the corporate name The Dumore Company or any 
other corporate name or business title which includes the word 
Dumore. The effect is to allow defendant to use the word Dumore 
alone. But the word, in substantially the same form, has been so 
long associated in the trade with plaintiff's goods, that there is a 
likelihood shading almost into certainty that any electrically driven 
device labeled Dumore only would be regarded as plaintiff's prod- 
uct. To obviate such manifest probability, the defendant may use 
the word Dumore only when accompanied with its present corporate 
name, Dayton Washer Company. It may not use it otherwise. Thus 
modified, the decree is affirmed. 


LigutHovuse Rue Co. v. Feperat Trape ComMMISsION 
(35 Fed. 2nd, 169) 


United States Circuit Court of Appeals, Seventh Circuit 
October 25, 1929 


Unram Competirion—“LicurHovse”—Seconpary MEANING. 

The word “Lighthouse,” long associated in the popular mind with 
institutions where the blind are taught rug weaving and other trades, 
held to have acquired a “secondary meaning” when used as a trade- 
mark on rugs, as indicating the product of such institutions. 

Feperat Trape Commission Acr—Deceptive Use or Trape-Name. 

Petitioner at first bought for resale, rugs made by the blind of the 
Chicago “Lighthouse” and subsequently employed in its own factory 
several blind weavers from said institution. Nevertheless, its use 
of the name “Lighthouse” as a trade-mark on all its rugs, most of 
which were woven by sighted workmen, is held to be unfair competi- 
tion as against the several “Lighthouses” for the blind engaged in 
weaving and selling similar rugs. A decree was rendered, in accord- 
ance with the order of the Federal Trade Commission, to cease and 
desist from the use of such name. 


In equity. Petition to review an order of Federal Trade Com- 
mission, to cease and desist. Decree in accordance with the Com- 
mission’s order. 
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Samuel T. Lawton, of Chicago, Ill., for petitioner. 
W. A. Sweet, of Washington, D. C., for respondent. 


Before Evans and Page, Circuit Judges, and Linney, Dis- 
trict Judge. 


Linptey, D. J.: The petitioner seeks to review an order en- 
tered by the Federal Trade Commission on July 24, 1928, ordering 
it to cease and desist from: 


“(1) Using or authorizing the use by others in interstate commerce 
of the word “Lighthouse” or the words “Light House” either independently 
or in conjunction or combination with any other word or words, letter, or 
letters, as a corporate or trade-name or as a trade-brand or designation 
in advertising or on labels, circulars, or other advertising matter in con- 
nection with the sale or distribution in interstate commerce of its products. 

“(2) Using or authorizing the use by others in interstate commerce in 
advertising matter, circulars, or otherwise of the words ‘Sole Distributors 
of the Chicago Lighthouse, an Institution for the Blind, so as to confuse 
or mislead the purchasing public as to the origin of its products, or so 
as to import or imply that it is the sole distributor of the products made 
at the Chicago Lighthouse when such is not the fact. 

“(3) Using or authorizing the use by others in interstate commerce 
in advertising or upon business stationery or on labels, or otherwise, a 
pictorial representation of a lighthouse which simulates the emblem or 
symbol adopted and used by the Chicago Lighthouse to designate its 

roduct. 
. “(4) Using or authorizing the use by others in connection with the sale 
or distribution of its products in interstate commerce any designation, 
representation, or description on labels or in advertising matter, or other- 


wise so as to import or imply that its products are made by blind people 
when such is not the fact.” 


The complaint in pursuance of which this order was entered 
alleged that petitioner, a corporation located at Chicago, incor- 
porated October 19, 1928, engaged in the manufacture, sale and 
distribution, in interstate commerce, of rugs, is using unfair meth- 
ods of competition in such commerce; that the Improvement Asso- 
ciation for Blind People, incorporated in 1910 as a corporation not 
for pecuniary profit, maintains in Chicago a trade school for train- 
ing blind people, designated as “The Chicago Lighthouse”; that 
from 1922 to 1926, with blind people as weavers, it had produced 
rugs at the rate of approximately 250 a week; that similarly desig- 
nated training schools for blind people are being operated in other 
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cities, including Duluth, Minneapolis, New Orleans, Syracuse, New 
York, and Seattle, in which rugs made by blind people are pro- 
duced; and that “the word ‘Lighthouse’ when used in connection 
with rugs or other articles is understood by a substantial portion 
of the public to indicate that they were produced by the work of 
blind people.” 

It was further alleged that petitioner had purchased and re- 
sold the rugs of the Chicago Lighthouse until October 19, 1926, 
when the latter’s superintendent and the 16 blind people employed 
in the Lighthouse in making rugs were employed by petitioner in 
its factory for similar work; that petitioner manufactures upon 
power looms, operated by people who are not blind, other rugs 
similar in every way to those manufactured by the blind people; 
that petitioner labels all of said rugs “Light House Rugs,” with 
the depiction of a lighthouse, and issues advertising matter contain- 
ing the words, “Sole Distributors of The Chicago Lighthouse, an 
Institution for the Blind,” a cut of a lighthouse, illustrations of 
rugs and photographs of scenes showing blind persons weaving 
rugs; that said labels and advertising matter falsely imply that 
all of said rugs are produced by the labor of blind people, deceive 
a substantial portion of the purchasing public into the erroneous 
belief that all the rugs manufactured by the petitioner are pro- 
duced by the labor of blind people, induce purchasers thereof to 
purchase the same in that belief and divert trade from the pur- 
chasers of truthfully marked rugs. 

After petitioner had filed in this court its petition to review 
the order above set forth, the respondent commission filed an an- 
swer in the nature of a cross-bill, asking for an order of com- 
pliance, to which the petitioner filed an answer admitting that it 
had not complied with the order. 

The petitioner admits that it may not use the words forbidden 
in paragraph 2 of the order, “Sole Distributors of The Chicago 
Lighthouse, an Institution for the Blind,” and that it may not in 
any way imply that its products are made by blind people when 
such is not the fact, as forbidden in paragraph 4; but it contends 
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that it may lawfully use the word “Light House” and the symbol 
thereof. 

Whether the use of the word “Light House,” alone or in com- 
bination as a corporate trade-name, and the picture of the light- 
house, as forbidden by paragraphs 1 and 8, is legally wrongful de- 
pends primarily upon whether or not the finding of the respondent, 
to the effect, in substance, that the word “Light House,” as a term 
applied to rugs, has acquired among a substantial portion of the 
trade a secondary meaning, i.e., rugs made by the blind in charitable 
or quasi charitable institutions for the blind, called “Lighthouses,” 
has the substantial support by evidence required by the law. Philip 
Carey Mfg. Co. v. Federal Trade Commission (C. C. A.) 29 F. 
(2d) 49; Chamber of Commerce of Minneapolis v. Federal Trade 
Commission (C. C. A.) 280 F. 45 [12 T.-M. Rep. 842]; and 
Arkansas Wholesale Grocers’ Ass’n v. Federal Trade Commission 
(C. C. A.) 18 F. (2d) 866. 

Such findings of facts, if substantially supported by the evi- 
dence, are, under section 5 of the Federal Trade Commission Act 
(15 USCA § 45), conclusive. The Supreme Court in Federal Trade 
Commission v. Curtis Publishing Co., 260 U. S. 568, 43 S. Ct. 210, 
218, 214, 67 L. Ed. 408 [13 T.-M. Rep. 25], says: 

“Manifestly, the court must inquire whether the Commission’s findings 
of fact are supported by evidence. If so supported, they are con- 
clusive. . . . I think it of high importance that we should scrupulously 
comply with the evident intention of Congress that the Federal Commis- 
sion be made the fact-finding body and that the court should in its rulings 
preserve the Board’s character as such, and not interject its views of the 
facts where there is any conflict in the evidence.” 

An examination of the record discloses that in 1910 the New 
York Institute for the Blind named and designated its building “The 
Lighthouse.” Its founder later established the Paris “Lighthouse” 
for men blinded in the World War. Similar associations, known 
and designated as “Lighthouses,” have been established in many 
cities of the United States and have come to be known by the public 
as workshops in which blind people are instructed in useful occu- 
pations, particularly rug weaving, as that work has been found 
to be the most practical and suitable for such persons. The New 
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York Institute, in connection with the word “Lighthouse,” since 
1910 has used the picture of a lighthouse as a symbol to designate 
its workshops, its summer place in Cornwall, and its camp in New 
Jersey, all maintained for blind people. It has used the word 
“Lighthouse” and the symbol upon its advertising, literature, labels, 
stationery, folders, and rugs, which have reached apparently thou- 
sands of people. 

The workshop conducted by the St. Louis County Association 
for the Blind, in Duluth, Minn., since 1919, and similar workshops 
for blind people operated in Seattle, Wash., Buffalo, and Syracuse, 
have used and are using the word “Lighthouse” upon labels, tags, 
and stationery. All of them make rugs by the work of blind 
people and so indicate on the tags used. These institutions have 
for a long time caused the word “Lighthouse” to be associated in 
the public mind with work for or in the interest of blind people 
and their products. The Improvement Association for Blind Peo- 
ple has conducted the “Chicago Lighthouse” since 1915. It adopted, 
as a symbol, a picture of a lighthouse, which it placed upon its 
stationery, labels and literature. Its rugs, woven by blind people, 
bore tags upon which were the words, “Woven by the Blind of the 
Chicago Lighthouse’; and until 1922 these rugs were sold through 
the Artists’ Guild and similar outlets. Between 1922 and 1926 the 
rugs were sold to Morris Kline, who resold them as rugs produced 
by the blind at “The Chicago Lighthouse.” 

There was evidence that the word “Lighthouse,” in the under- 
standing of the public, has become firmly associated with blind 
people and the rugs made by them. Witnesses for respondent testi- 
fied that they had been familiar, since 1915, with the use of the 
word “Lighthouse” to describe products of the blind; that “the 
term used in connection with the manufacture of rugs is quite 
generally the word ‘Lighthouse’”; and that “the general public is 
quite generally associating the word ‘Lighthouse’ with works that 
are products of the blind.” There was extensive evidence of other 
facts in addition to those recited, material to be considered in con- 
nection therewith. 
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In this situation it is obvious that the finding of the Commission 
as to the secondary meaning of the word “Lighthouse,” has sub- 
stantial support in the evidence before the Commission, and under 
the statute and the Supreme Court’s interpretation is conclusive 
upon this court. 

There was substantial evidence to the contrary offered by peti- 
tioner, and, if the finding of the Commission had been to the con- 
trary, such finding likewise would have been conclusive upon this 
court. 

There remains the further inquiry as to whether the finding 
of the Commission as to unfair competition has substantial support 
in the evidence. The rugs produced by blind people as heretofore 
mentioned come in competition with petitioner’s product. The 
record discloses that agents of petitioner and of its dealers, solicit- 
ing purchases of rugs in various districts likewise supplied by 
institutions for the blind, repeatedly misrepresented that the rugs 
made by petitioner were made by the blind at Duluth Lighthouse 
for the Blind, or at the “Lighthouse” for the blind at Milwaukee, or 
by the blind at Chicago, or by the blind at Minneapolis, and made 
other similar representations; that in New York, Duluth, Mil- 
waukee, Minneapolis, and elsewhere, purchasers of rugs were re- 
peatedly confused as to “Lighthouse” rugs sold by petitioner, in that 
they purchased rugs upon such representations as created the im- 
pressions and beliefs that they were buying the product of the blind 
made at “Lighthouses” for the blind maintained at various places. 
These latter institutions, in attempting to sell their rugs, frequently 
lost their sales because people solicited had previously purchased 
petitioner's rugs upon the belief that they were the products of the 
charitable “Lighthouses” of Duluth, Milwaukee, New York, Chi- 


cago, or elsewhere. After giving orders to petitioner some pur- 
chasers, discovering that petitioner's rugs were factory made at 
Chicago, refused to accept same. Petitioner's agents frequently 
did not know whether their samples were machine made or made 
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by the blind, but represented them as made by the blind or finished 
by the blind. 

There was other and substantial evidence of confusion, decep- 
tion, and unfair competition, to such an extent that the finding of 
the Commission is amply supported thereby and is therefore con- 
clusive upon this court. 

With conclusive findings of the Commission to the effect that 
the word “Lighthouse,” when used in connection with the sale of 
rugs, has acquired a secondary meaning, i.e., rugs made by blind 
people in institutions for the blind, and that unfair competition is 
being conducted by the petitioner with respect thereto, it is apparent 
that the order of the Commission is justified under the law, unless 
it be that such order is broader than is proper. Baglin v. Cusenier 
Co., 221 U. S. 580, 31 S. Ct. 669, 55 L. Ed. 868 [1 T.-M. Rep. 
147]; Computing Scale Co. v. Standard Computing Scale Co., 
(C. C. A.) 118 F. 965; Buzby v. Davis, (C. C. A.) 150 F. 275, 
10 Ann. Cas. 68; Trappey v. McIlhenny Co., (C. C. A.) 281 F. 28 
[12 T.-M. Rep. 179]; Photoplay Pub. Co. v. La Verne Pub. Co., 
(C. C, A.) 269 F. 730 [10 T.-M. Rep. 1075]; British-American 
Tobacco Co. v. British-American Cigar Stores Co., (C. C. A.) 211 
F. 988, Ann. Cas. 1915B, 363 [4 T.-M. Rep. 293]; Rosenberg v. 
Elliott, (C. C. A.) 7 F. (2d) 962; Florence Mfg. Co. v. Dowd & Co., 
(C. C. A.) 178 F. 78 [1 T.-M. Rep. 289]. 

Petitioner contends that it should not be enjoined from using 
the word “Lighthouse” in conjunction with its corporate name in 
advertising its articles for distribution in interstate commerce. In 
British-American Tobacco Co. v. British-American Cigar Stores Co., 
supra, the Court of Appeals for the Second Circuit held that the 
defendant should be enjoined from the use of the word “British- 
American” in its corporate name, saying: 


“If there were any valid reason for adopting the name, or if the 
business were other than tobacco, there might be some reason for the 
defendant’s action, but no honest reason can be suggested for appropriat- 
ing the name of the old and long established company. In the absence 
of any plausible explanation we have a right to assume that the reason 
was to secure the advantages which would result from a supposed connec- 
tion with the well-known company.” 
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In Juvenile Shoe Co. v. Federal Trade Commission, 289 F. 57, 
58 [18 T.-M. Rep. 800], the Court of Appeals for the Ninth Circuit 
approved an order of the Commission enjoining the Juvenile Shoe 
Company from using the word “Juvenile,” in view of the prior use 
of the same by the Juvenile Shoe Corporation. The court said: 


“The petitioner went into the business of manufacturing and selling 
children’s shoes and took a name so similar to a senior corporation that 
was engaged in precisely the same business and in the same field that 
confusion of the two corporations in the public mind was inevitable. The 
names ‘Juvenile Shoe Corporation’ and ‘Juvenile Shoe Company, Inc.,’ are 
practically identical. The reported cases in which injunction has been 
sustained against the use of a corporate name afford few instances of 
names so similar and so likely to create confusion as those which these 
two corporations used. In assuming its name, a corporation acts at its 
peril.” — 

Of similar purport is Computing Scale Co. v. Standard Com- 
puting Scale Co. (C. C. A.) 118 F. 965. 

Here the petitioner, incorporated under the name of “The 
Light House Rug Company,” engaged in manufacturing rugs for 
profit, and adopted a facsimile of the symbol of the Chicago Light- 
house for the blind. This symbol it placed upon all its literature 
and labels. It knew that prior to such incorporation the Chicago 
Lighthouse had adopted said symbol; that other institutions for the 
blind had likewise adopted the name “Lighthouse” and a similar 
symbol. Of the secondary meaning, as found to exist by the Com- 
mission, it was bound to have notice. It made rugs both by sighted 
people and by blind people. It went into competition with insti- 
tutions for the blind. Its rugs made by blind people admittedly 
cost more to produce than those made by looms. It produced twice 
as many rugs by looms operated by sighted people as it did by the 
work of blind people. It is obvious that, inasmuch as it was not 
an eleemosynary institution, the employment of blind people, the 
deceptive name “Lighthouse,” and the use of the facsimile picture 
of the lighthouse of the institution for the blind, were intended to 
and did tend to promote its competition with institutions for the 
blind by inducing in the minds of purchasers the belief that the 
product was made by the blind in an institution for the blind known 
as a “Lighthouse.” The reasoning of the two cases cited applies 
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directly to the situation in the instant case; and the order to desist 
from the use of such corporate name is authorized and proper. 

The petitioner contends that it has ceased the practice men- 
tioned in paragraph 8 of the order, and that therefore the Commis- 
sion should not have included that paragraph. Under the facts 
shown the Commission was justified in its action in that respect. 
Sears, Roebuck § Co. v. Federal Trade Commission (C. C. A.) 
258 F. 307, 6 A. L. R. 358 [9 T.-M. Rep. 399]. 

There will be a decree in accordance with the Commis- 
sion’s order and providing for compliance therewith as prayed by 
respondent. 


Ausany Packine Co., Inc. v. Dominick Crispo AND 
Frank D1 Murtio 


New York Supreme Court, Appellate Division, Third Department 
November 20, 1929 


Trave-Marxs—Unram Comprtrrion—Seconpary MEANING. 

The use by one party of descriptive words or phrases under 
which goods are sold by another, and which use is calculated to result 
in unfair competition may be enjoined on the ground that such words 
or phrases have acquired in trade a secondary meaning, as identifying 
the first user or his goods. 

Unram Competirion—Ricut or Pusiic tro DistincuisHine Means. 

He who has sold his goods under a widely advertised trade-mark 
is entitled to the reputation they have acquired; moreover, the public 
is entitled to the means of distinguishing between them and competing 

oods. 
Seunaia CoMPETITION—ACTION—THREATENED, Nor Actruat DamaGe Svur- 

FICIENT GRouND. 

The originator of a trade-mark or trade-name is not required to 
wait until wrongful use by another has continued long enough to cause 
pecuniary loss; and courts will intervene when plaintiff's business is 
threatened, though no person is shown to have been deceived. 

Unram Competrrion—Wronorvut Use or Trapve-Name—“Fimst Prize” on 

Meat Propucts—INsuncrion. 

Where, after plaintiff had adopted and made known by long and 
expensive advertising the words “First Prize” as the designation of its 
business and meat products, the use of the same words by defendant 
in a similar business was enjoined as unfair competition. 


In equity. Action to restrain use of trade-name. Appeal by 
the plaintiff from a judgment in favor of defendants. Reversed. 
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In Juvenile Shoe Co. v. Federal Trade Commission, 289 F. 57, 
58 [18 T.-M. Rep. 800], the Court of Appeals for the Ninth Circuit 
approved an order of the Commission enjoining the Juvenile Shoe 
Company from using the word “Juvenile,” in view of the prior use 
of the same by the Juvenile Shoe Corporation. The court said: 


“The petitioner went into the business of manufacturing and selling 
children’s shoes and took a name so similar to a senior corporation that 
was engaged in precisely the same business and in the same field that 
confusion of the two corporations in the public mind was inevitable. The 
names ‘Juvenile Shoe Corporation’ and ‘Juvenile Shoe Company, Inc.,’ are 
practically identical. The reported cases in which injunction has been 
sustained against the use of a corporate name afford few instances of 
names so similar and so likely to create confusion as those which these 
two corporations used. In assuming its name, a corporation acts at its 
peril.” 

Of similar purport is Computing Scale Co. v. Standard Com- 
puting Scale Co. (C. C. A.) 118 F. 965. 

Here the petitioner, incorporated under the name of “The 
Light House Rug Company,” engaged in manufacturing rugs for 
profit, and adopted a facsimile of the symbol of the Chicago Light- 
house for the blind. This symbol it placed upon all its literature 
and labels. It knew that prior to such incorporation the Chicago 
Lighthouse had adopted said symbol; that other institutions for the 
blind had likewise adopted the name “Lighthouse” and a similar 
symbol. Of the secondary meaning, as found to exist by the Com- 
mission, it was bound to have notice. It made rugs both by sighted 
people and by blind people. It went into competition with insti- 
tutions for the blind. Its rugs made by blind people admittedly 
cost more to produce than those made by looms. It produced twice 
as many rugs by looms operated by sighted people as it did by the 
work of blind people. It is obvious that, inasmuch as it was not 
an eleemosynary institution, the employment of blind people, the 
deceptive name “Lighthouse,” and the use of the facsimile picture 
of the lighthouse of the institution for the blind, were intended to 
and did tend to promote its competition with institutions for the 
blind by inducing in the minds of purchasers the belief that the 
product was made by the blind in an institution for the blind known 


as a “Lighthouse.” The reasoning of the two cases cited applies 
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directly to the situation in the instant case; and the order to desist 
from the use of such corporate name is authorized and proper. 

The petitioner contends that it has ceased the practice men- 
tioned in paragraph 8 of the order, and that therefore the Commis- 
sion should not have included that paragraph. Under the facts 
shown the Commission was justified in its action in that respect. 
Sears, Roebuck § Co. v. Federal Trade Commission (C. C. A.) 
258 F. 307, 6 A. L. R. 358 [9 T.-M. Rep. 399]. 

There will be a decree in accordance with the Commis- 
sion’s order and providing for compliance therewith as prayed by 
respondent. 


Aupany Packine Co., Inc. v. Dominick Crispo anpD 
Frank D1 Murto 


New York Supreme Court, Appellate Division, Third Department 
November 20, 1929 


Trave-Marxs—Unrair Competrrion—Seconpary MEANING. 

The use by one party of descriptive words or phrases under 
which goods are sold by another, and which use is calculated to result 
in unfair competition may be enjoined on the ground that such words 
or phrases have acquired in trade a secondary meaning, as identifying 
the first user or his goods. 

Unram Competirion—Ricut or Pusiic to DistincuisHine Means. 

He who has sold his goods under a widely advertised trade-mark 
is entitled to the reputation they have acquired; moreover, the public 
is entitled ‘to the means of distinguishing between them and competing 

oods. 
ons CoMPETITION—ACTION—THREATENED, Nor Actruat DamaGe Svur- 

FICIENT GRouND. 

The originator of a trade-mark or trade-name is not required to 
wait until wrongful use by another has continued long enough to cause 
pecuniary loss; and courts will intervene when plaintiff's business is 
threatened, though no person is shown to have been deceived. 

Unram Competirion—Wroneorvut Use or Trapve-Name—“Finst Prize” on 

Meat Propucts—InsuNCTION. 

Where, after plaintiff had adopted and made known by long and 
expensive advertising the words “First Prize” as the designation of its 
business and meat products, the use of the same words by defendant 
in a similar business was enjoined as unfair competition. 


In equity. Action to restrain use of trade-name. Appeal by 
the plaintiff from a judgment in favor of defendants. Reversed. 
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Duell, Dunn & Anderson (David A. Woodcock, of counsel), 
all of New York City, for appellant. 
John J. McManus, of Albany, N. Y., for respondents. 


Before Van Kirk, P. J., Hinman, Davis, Hitt, Hasprovucn, 
A. JJ. 


Hitt, J.: Plaintiff is a packer and wholesaler of meats, most 
of its sales being made in Albany and vicinity. Defendants con- 
duct a retail meat market in that city. 

Since December, 1924, plaintiff has used the words “First 
Prize” as a trade-mark for its merchandise. Early in 1925, de- 
fendants conducted a retail meat market in Albany and purchased 
goods bearing that brand from the plaintiff. Later in that year, 
they removed to Nutley, N. J., and there, for the first time, used 
the words “First Prize” as a name for their market. They returned 
to Albany in September, 1926, and since have designated their 
business as “First Prize Meat Market.” These words appear 
prominently on the awning in front of the store, and upon their 
delivery truck. This action is for an injunction to restrain their 
use of these words. 

The trial court has found that between 90 and 95 per cent of 
plaintiff's sales are of the “First Prize” brand, and the words are 
stamped or printed on 60 per cent of the articles. Plaintiff sold 
nearly fifteen million pounds of meat products in 1925, nearly 
twenty-six and a half million in 1927 and about eighteen and a half 
million in the first nine months of 1928. The selling price in 1925 
was three and a half million dollars, and in 1927 over five and a 
half million. During the four years commencing with 1925, 
plaintiff featured the words “First Prize’’ upon approximately two 
million advertising posters and seven million tags, and in advertise- 
ments appearing in nearly fifty million copies of newspapers. The 
name is printed prominently upon thirty-one trucks and thirty-five 
salesmen’s cars used in its business. 

The use by a party of fanciful or descriptive phrases or words 
under which goods are advertised or sold by another, or have become 
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known in the trade, and which use is calculated to result in unfair 
competition, may be enjoined because such fanciful or descriptive 
phrases or words have acquired in the trade a secondary meaning 
as identifying the business or goods of the party first using them. 
(Fishel & Sons, Inc. v. Distinctive Jewelry Co., Inc., 196 A. D. 
779 [11 T.-M. Rep. 360; 188 N. Y. Supp. 633]). 

One who has sold particular goods under a widely advertised 
brand or name, is entitled to the reputation they have acquired, and 
the public is entitled to the means of distinguishing between those 
and other goods. Protection of such use is given by the courts, 
whether there is a technical trade-mark or not. The wrong consists 
in the sale of the goods of one vendor for those of another. 
(Elgin National Watch Co. v. Illinois Watch Co., 179 U. S. 665, 
21 S. Ct. Rep. 270.) The use will be protected even though the 
second user acted innocently if it tends to create confusion and 
enable him to obtain business because of the reputation and adver- 
tisements. (Higgins Co. v. Higgins Soap Co., 144 N. Y. 462.) 
If injury to the plaintiff's business is threatened or imminent, 
though no person is shown to have been deceived, a court is author- 
ized to intervene to prevent its probable occurrence. The originator 
of a brand or trade-name is not required to wait until the wrongful 
use has been continued for such a time as to cause substantial 
pecuniary loss. (Vulcan v. Myers, 189 N. Y. 364; Manufacturing 
Co. v. Trainor, 101 U. S. 551.) In Eastern Construction Co. v. 
Eastern Engineering Co., 246 N. Y. 451, plaintiff was denied in- 
junctive relief because, as the opinion stated (p. 465) “reasonable 
probability of loss of business by the plaintiff which constitutes 
the ground for the intervention of a court of equity is wanting.” 

Plaintiff has expended money for advertisements to create a 
demand for its merchandise under the name “First Prize.” The 
Trial Justice found “plaintiff's “First Prize’ meat products have 
a high reputation in the Albany retail trade.” The defendants do 
no advertising. They receive benefit from the plaintiff’s advertis- 
ing, and could sell products inferior to plaintiff's by the use of 
this name. This would detract from the effect of the advertise- 
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ments, and offset the benefits which plaintiff would otherwise enjoy. 
“It is sufficient if injury to the plaintiff’s business is threatened 
or imminent.” (Vulcan v. Myers, supra.) 

One hundred retail dealers in the City of Albany sell plaintiff’s 
“First Prize’ products. The use of the name by the defendants 
is unfair competition, because one of the items of overhead enter- 
ing into the price paid plaintiff is the expense of advertising. It 
is common sense that one retailer will refuse to purchase plaintiff's 
products and pay for the name if others like the defendant may have 
the benefit without contribution. 

Some distributors and wholesalers maintain and operate chain 
retail stores. A finding was made by the Trial Justice “that retail 
meat dealers object to retail selling by wholesale meat dealers and 
refuse to patronize wholesalers who thus compete with them.” The 
dealers might readily believe, because of this infringement, that 
defendants are under the same management as plaintiff. Plaintiff 
is entitled to the relief sought. 

Judgment reversed on the law and facts, and judgment directed 
in favor of the plaintiff for an injunction as demanded in the com- 
plaint, and for costs. 


RosENBERG Bros. & Co. v. Rosert G. Horowitz 
United States Court of Customs and Patent Appeals 


December 2, 1929 


Trave-Marxs—Opprosition—“FasHion Park” anp “WasHINGTON Park” 

For CLOTHING—NON-CONFLICTING Marks. 

A mark consisting of the words “Washington Park” and an out- 
line of the head of George Washington held not to be confusingly 
similar to a mark consisting of the words “Fashion Park” and the 
representation of two men on horseback, both marks being used on 
clothing. 


In equity. Appeal from a decision of the Commissioner of 
Patents dismissing an opposition. Affirmed. For Commissioner's 
decision, see 17 T.-M. Rep. 497. 
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Clarence G. Campbell, of New York City, for appellant. 
George L. Hesselman and W. B. Morton, both of New York 
City, and Richard K. Stevens, for appellee. 


Lenroot, J.: This is an appeal from the decision of the 
Commissioner of Patents dismissing the opposition in a trade-mark 
case. 

The opposition was filed by appellant against the trade-mark 
application of appellee. The trade-mark sought to be registered 
consists of the words “Washington Park,” arranged in a some- 
what rectangular border, with what is presumed to be an outline 


of the head of George Washington arranged at the lower part of 
the border. 


The marks of appellant upon which the opposition is based 
consist of the words “Fashion Park,’ “Fashion Park Clothes,” and 
“Tailored at Fashion Park’’; all of the registrations, in addition 
to the words used, have a figure of two men on horseback. The 
goods of both parties to which the marks are applied are the same, 
namely, men’s outer clothing. 

The only question in the case is whether applicant’s mark so 
resembles that of opposer that confusion in trade is likely from 
their use. None of the testimony of opposer tended to show such 
confusion, and the matter must be determined from a consideration 
of the marks themselves. 

The only common feature of appellant’s and appellee’s marks 
is the word “Park.” Appellant has not acquired the exclusive use 
of the word “park” in a trade-mark, and therefore the question is, 
do the words “Washington Park’ so nearly resemble the words 
“Fashion Park” as to cause confusion or mistake in the mind of the 
public, or to deceive purchasers. 

We agree with the Commissioner that the words “Fashion” 
and “Washington” have nothing in common in appearance, sound or 
significance, and we do not believe that use of the words “Wash- 
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ington Park” would be confused by purchasers of men’s outer 
clothing with the words ‘Fashion Park.” 
The decision of the Commissioner is affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Moore, A. C.: Held that applicant is not entitled to register 
as a trade-mark for ladies’ and misses’ dresses, the term “Size- 
Plus,” in view of the prior use and registration by opposer of the 
term “Plus” as a trade-mark for goods of the same descriptive 
properties. 

With respect to the so-called “counter claim or cross-bill’”’ 
attacking the registrability of opposer’s mark, the Assistant Com- 
missioner stated that this counter claim had no standing in the 
opposition proceedings and said: 


“The trade-mark law makes distinct provisions for opposition and 
cancellation proceedings, and neither may be converted into the other. 
Furthermore, the right of the opposer to its registration (No. 189,383) 
is not conclusive of the applicant’s right to register its mark. Nor does 
the opposer’s right to oppose the registration of the applicant’s mark 
depend upon opposer’s registration.” 


And, after stating that it had not been seriously urged that 
the goods are not of the same descriptive properties, he said: 


“The only remaining question bearing on the applicant’s right to 
registration is whether the two marks ‘Plus’ and ‘Size Plus’ are confusingly 
similar to each other. It is believed that the dominant feature of the 
applicant’s mark, the feature that would be most likely to attract the 
attention of the public, is the word ‘Plus’ and that when the two marks 
are concurrently appropriated to goods of the same descriptive proper- 
ties, the origin or ownership of the goods would be ‘cullieeh in the mind 
of the public. Moreover, a newcomer in the field has no right to incorpo- 
rate as an essential feature of its mark the mark of another.” 


With respect to the contention that there was error in grant- 
ing judgment on the record, the Assistant Commissioner, after 
noting the statement of the Examiner of Interferences that it was 
not seen how any testimony could affect the determination of the 
question of likelihood of confusion and it was not seriously urged 
that it would and that he was unable to gather from the record 
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that the applicant desired to take any testimony, the Assistant 
Commissioner said: 

“In view of these circumstances to have continued the proceeding 
before the Examiner would have been useless. Judgment on the record 
is proper where the question in issue is so clear from the record that 


testimony would be of no material value (Kahn Brothers & Company 
v. Carson, Pirie, Scott & Co., 1913 C. D. 151 [3 T.-M. Rep. 306]).”? 


Moors, A. C.: A case involving the registration of the same 
mark, “Size-Plus,” considered in the preceding decision of The 
Kux-Bleiweiss Company v. Bijou Dress Co., the opposer alleging 
prior use of the notation “Style-Plus.” The Examiner of Inter- 
ferences held that the marks of the two parties are not deceptively 
similar, but held that the applicant is not entitled to registration 
in view of the registration of the word “Plus” referred to in the 
other decision. 


With reference to the marks, the Assistant Commissioner, in 
holding that the dismissal of the opposition by the Examiner of 
Interferences was in error, said: 


“The applicant’s mark consists of the notation ‘Size-Plus,’ and the 
opposer’s mark consists of the notation ‘Style-Plus.’ The last syllable of 
the two marks is the same. The first syllable of each begins with ‘s’ 
and ends with ‘e,’ and the letter ‘i in the one and the letter ‘y’ in the 
other, have the same sound. While on comparison a distinction between 
the two marks would be noticeable, yet the average member of the pur- 
chasing public has not both before him for comparison, but must rely 
upon his memory. It is believed that the two marks are not such as to 
leave distinct impressions upon the public mind.” 


With respect to the Examiner’s holding that the mark “Size- 
Plus” is not registrable over the previous registration, as a trade- 
mark for the same goods, of the notation “Plus,” he said: 


“It is believed that the word ‘Plus’ is the dominating characteristic 
of the applicant’s mark, the characteristic that would impress itself upon 
the public mind, and that the concurrent use of the two marks on goods 
of the same descriptive properties would produce confusion in the mind 
of the public as to the origin and ownership of the goods.” ? 


1 Kux-Bleiweiss Co. v. Bijou Dress Co., 156 M. D. 191, November 2, 
1929. 

*The Henry Sonneborn Co. v. Bijou Dress Co. 156 M. D. 193, 
November 2, 1929. 
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Kinnan, F. A. C.: Held that applicant (doing business as 
Lime and Lemon Frost Co.), is not entitled to register, under 
the Act of 1905, the notation “Lemon Frost,” as a trade-mark for 
soft drinks. 

The decision is based on the ground that the registration of 
the term “Orange Frost” by this applicant was refused in view 
of the prior registration of the term “Jack Frost,” as applied to 
extracts and syrups (Registration No. 246,983), that the decision 
in that opposition was allowed to become final, and that the nota- 
tion “Lemon Frost” is as similar to “Jack Frost” as is “Orange 
Frost.” 


In his decision the First Assistant Commissioner said: 


“The decision in that previous opposition is deemed controlling in 
the instant proceeding. The notation ‘Lemon Frost’ is as similar to the 
opposer’s mark as is the notation ‘Orange Frost,’ and the applicant is held 
to have been rightly refused registration of this notation ‘Lemon Frost.’” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the notation “Coal-O-Matic” as a trade-mark for auto- 
matic devices for feeding solid fuel to furnaces, in view of the 
prior use and registration by the opposer of the notation “Oil-O- 
Matic” as a trade-mark upon liquid fuel burning devices for heat- 
ing, etc. 

In his decision, after noting that, while the devices of one 
party relate to coal-burning, and the other to oil-burning furnaces, 
each of these devices has a blower, and a motor which operates 
the blower and the fuel feeding device and therefore, in a generic 
sense, the goods of the parties are somewhat similar in function, the 
First Assistant Commissioner said: 

“It appears from the record that the opposer was the first to adopt 
this mark ending in the syllables ‘O-Matic’ upon heating or fuel-feeding 
goods of this class. Clearly enough, the opposer’s mark is, like that of 
the applicant, derived from or built upon the word ‘automatic’ and intended 


to suggest that the apparatus is automatic in its operation. It is thought 
both marks contain this suggestion.” 


* Ex parte Coca-Cola Bottling Company of Los Angeles, 156 M. D. 
194, November 4, 1929. 
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Then, after noting that it is well settled that a word in com- 
mon use adopted as a trade-mark is not entitled to as broad pro- 
tection as a purely fanciful word, he said: 


“In cases like the present where there is some suggestion in connec- 
tion with each of the marks alleged t6 be in conflict and that suggestion 
rests upon a portion of the marks which is common and borrowed from 
a word in wide use in the English language, the difficulty of determining 
the extent of the protection to which the first adopter is entitled is 
increased. The marks should, however, be viewed in their entirety and 
thus compared.” 


And after noting that opposer had been long in the field, had 
spent large amounts of money in advertising and had built up a 
large business, and stating that consequently doubts must be re- 
solved against the newcomer, he said: 


“The fact must not: be overlooked that where, as in the instant case, 
a trade-mark has come to indicate the goods of a particular company or 
corporation to a large part of the purchasing public, the registration or 
the adoption and use by others of trade-marks approximating somewhat 
a trade-mark in such wide commercial use tends to take from the latter 
mark its distinctiveness and its corresponding value.” 


Again, after noting that opposer had successfully opposed the 
registration of somewhat different marks, including the syllables 


“Matic” as applied to goods not identical with opposer’s goods, 
he said: 


“As has been noted the constructions are so far different that it is 
believed no one would contend that a prospective purchaser of. an oil- 
burning heater would ever be misled into purchasing a coal stoker. Not- 
withstanding the generic similarity as to some of the elements of the 
respective devices, there is deemed to be no possibility of confusion of 
goods. If there is any probability of confusion, it must be as to the 
origin of the goods.” 


And then, after noting that, due to the character of the goods 
and the cost of the installation, prospective purchasers would make 
reasonable investigation and that the devices were not purchased, 
as in the case of a carton of crackers or a can of vegetables, quickly, 
with almost no thought or reflection, he said: 

“However all this may be, and having in view the fact that, consider- 
ing the trade-marks in their entirety, the word ‘Coal,’ or the notation 
‘Coal-O-Matic,’ is not applicable in any suggestive manner to opposer’s 


oil-burning heater or oil-feeding mechanism, and further noting that the 
word ‘Coal’ serves to sharply distinguish from opposer’s goods and its 
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trade-mark, yet the applicant has not only adopted the opposer’s 
terminology, but has adopted its precise form ‘-O-Matic’—the hyphens 
separating the ‘O’ and giving this peculiar character to the mark. Ap- 
plicant must have done this with a clear knowledge that he was appro- 
priating at least one feature that is distinctive of opposer’s mark. It 
is believed he should not have done this.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for medicated chewing gum, a mark 
consisting of the words “Gilberts Soda Mint Gum” appearing upon 
a black background with a contrasting border, the name “Gilberts” 
being written in script and the other words being disclaimed, in 
view of the prior adoption and use by opposer of the name “Gil- 
berts” written in script, as a trade-mark for chocolates and candy, 
and the registration of this name under the ten-year clause of the 
Act of 1905. 

The ground of the decision is that the mark, being registered 
under that clause, must be treated as a valid trade-mark, that the 
goods are of substantially the same description and the two marks 
confusingly similar. 

In his decision, after referring to the decision of Davids Man- 
ufacturing Company, 202 O. G. 952; 233 U. S. 461, and quoting 
from that decision, the First Assistant Commissioner said: 


“The court, after finding that the complainant was entitled to register 
its mark, stated: 

“*Having the right to register its mark, the complainant was entitled 
to its protection as a valid trade-mark under the statute.’ 

“It is apparent, therefore, that in the instant proceeding the opposer 
must be deemed to be in possession of a proper, registered trade-mark, 
and its protection cannot be made any less extensive because it comprises 
a common surname.” 


And ‘then, after further quoting from the court’s decision, and 
stating the argument as to the derivation of applicant’s mark, he 
said: 


“The script is substantially the same save as to the initial letter and the 
variation there is so small that the average purchaser of goods of the 
character here under consideration would not note it. The applicant is 
deemed to have copied not only the opposer’s trade-mark in its entirety 
but to have used practically the same lettering. While the other features 


* Williams Oil-O-Matic Heating Corp. v. Roy Cross, 156 M. D. 196, 
November 6, 1929. 
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present in the applicant’s composite mark have not been overlooked yet 
they are deemed subsidiary and less likely to attract the notice of pur- 
chasers. The name ‘Gilberts’ is the prominent feature of the applicant’s 
mark and the goods of both parties would very likely be known and 
called for by the name ‘Gilberts.’ It well settled that to incorporate in 
its entirety another’s trade-mark and merely add to it additional features 
is not permissible.” 

With reference to the goods, after noting the decision in Wel- 
liamson Candy Co. v. Ucanco Candy Co., U. S. District Court, 
Delaware, 3 F. (2d) 156 [14 T. M. Rep. 290] in which it was 
held that popcorn and chewing gum are so related to candy that 
trade-marks for one are pertinent in considering trade-marks for 
the other, noting applicant’s argument that the medicament in the 
chewing gum serves to differentiate the goods and also noting that 
applicant uses the words “Soda Mint,” which would seem to bring 
the goods more nearly into the class of candies, he said: 


“Without pursuing the comparison of the goods further but noting 
that the goods of both parties are sold in the same stores to the same 
class of customers for rather small sums, and that no very great thought 
would be exercised by customers in making purchases, it is believed there 
is at least some probability of confusion. Of course, no one would con- 
fuse chewing gum with chocolate candy, but being familiar with the goods 
of the opposer and having a favorable opinion of the quality of the goods, 
such a person, on seeing the applicant’s trade-mark on its goods, would 
be quite likely to think they were put out or manufactured by the same 
company.” ® 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for certain speci- 
fied fruits and vegetables, a mark consisting of the representation 
of a crown and the word “Crown,” the representation being made 
up of some of the vegetables and fruits, in view of the prior regis- 
trations of “Red Crown” for certain fruits and canned pork and 
beans (No. 132,602), the registration of “Red Crown Brand” and 
the picture of a crown for potatoes (No. 138,772), and the regis- 
tration of the words “Red Crown’ for peaches and other specified 
fruits (No. 139,748), and of the same words for fresh grapes 
(No. 157,060). 


*John O. Gilbert Chocolate Co. v. The Gilbert Co., 156 M. D. 208, 
November 12, 1929. 
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The ground of the decision is that the use by the applicant of 
its mark upon the goods specified would be likely, in view of these 
prior registrations, to cause confusion. 

In his decision the First Assistant Commissioner said: 


“It is thought the views expressed in the adjudicated cases relied 
upon by the Examiner are persuasive that registration should be denied 
applicant. The goods would be likely to be called for by the purchasing 
public by the name ‘Crown’ or would be likely to be known as ‘Crown 
goods.’ Since the specific articles to which the applicant applies its mark 
overlap with those to which the registered marks are applied, it is deemed 
the applicant is not entitled to registration.” ° 


Estoppel 


Moore, A. C.: Held that neither Etablissements René Bez- 
iers, Société Anonyme, nor Reid, Murdoch & Co., is entitled to 
register the notation “Yacht Club,” as a trade-mark for canned 
sardines, etc. 

The ground of the decision is, first, that at the time each of 
these parties claims to have commenced using the goods in the 
United States the mark had been registered by one Reiset and that, 
if Reiset was not the agent of Etablissements René Beziers, 
Société Anonyme, then both parties were trespassers and neither 
can claim priority over the other, and, second, that, in view of the 
admitted continued use of the mark by each for over thirty-five 
years without objection from the other, the status quo of the par- 
ties should remain unchanged. 

He further held that if Reiset, in obtaining registration, was 
acting as the agent of Etablissements René Beziers, Société 
Anonyme, then the latter is entitled to priority of adoption and 
use over Reid, Murdoch & Co. 

In discussing the testimony, the Assistant Commissioner held 
that the testimony on behalf of Reid, Murdoch & Co. was too 
indefinite to establish any certain date of use of the mark and 
certainly no date earlier than 1887, at which date an advertise- 
ment of Reiset had appeared in a grocers’ magazine. 

With reference to the use and registration by Reiset, the As- 
sistant Commissioner, after noting that a certificate of registration 


* Ex parte Fruit Supply Company, 156 M. D. 211, November 21, 1929. 
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was issued to him of the mark in question on June 25, 1889, being 
No. 16,746, said: 


“The alleged agency of Reiset from Etablissements René Beziers, 
Société Anonyme, and if it existed, when it began, are facts not established 
with certainty. The said trade-mark registration to Reiset has every 
indication of having been owned by Reiset in the United States. He 
states in the registration that at the time of applying for registration he 
had the right to the use of said trade-mark, that no other person, firm 
or corporation had the right to such use either in the identical form or 
in any such near resemblance thereto as might be calculated to deceive. 
And, so far as appears of record, no objection was made by either of the 
parties to this interference to the right of Reiset under said registration 
to the exclusive use of the mark ‘Yacht Club’ in the United States on 
sardines. In view of the circumstances it must be held that Reiset had 
the right to register said trade-mark in his own name as indicative of 
ownership of the imported sardines which he distributed in the United 
States (Scandinavia Belting Company v. Asbestos and Rubber Works of 
America, Inc., 257 F. R. 937 [9 T.-M. Rep. 136]). And this holding is 
made notwithstanding the character of the advertisement of Reiset which 
appeared in The Retail Grocers’ Advocate under date of May 14, 1887, 
in which young mackerel in oil, put up by R. Beziers, was offered by 
Reiset for sale, Reiset styling himself as ‘Sole Agent for the United 
States.’”* 


Interference—Evidence of Use 


Moore, A. C.: Held that Sears, Roebuck and Co. is entitled 
to register, under the Act of 1905, the notation “Sta-Klean,” as 
a trade-mark for ammunition and that Montgomery Ward & Co. 
is not entitled to register the notation “Staclean,” as a trade-mark 
for goods of the same descriptive properties. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks substantially the same and 
that Sears, Roebuck and Co. has established priority of adoption 
and use. 

In his decision, after stating that, while Sears, Roebuck and 
Co. in its application for registration alleged use since June 28, 
1927, it had attempted to prove use as early as March 2, 1927, 
and that Montgomery Ward & Co. had established a use as early 
as May 11, 1927, and noting the argument on behalf of the latter 
that the testimony is insufficient to establish an earlier use by Sears, 
Roebuck and Co. and that, if a sale alleged to have been made to 


* Etablissement René Beziers, S. A. v. Reid, Murdoch & Co., 156 
M. D. 214, November 25, 1929. 
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one, Strauss, is held to be established, such sale was a mere pro 
forma matter in an attempt to make evidence as to use and estab- 
lished no common law right, the Assistant Commissioner said: 


“To hold that Sears, Roebuck and Co.’s evidence is insufficient to 
establish the alleged sale . . . . would be to hold in effect . . . . that 
the documentary evidence relied upon by Sears, Roebuck and Co. as estab- 
lishing said sale was manufactured after the institution of this proceeding 
to meet the exigencies of the situation and that the testimony of Strauss 
and Engelhard was false. 

“There is nothing in the record of a controlling nature to cast sus- 
picion upon Sears, Roebuck and Co.’s evidence. 


7 * * a * 


“But assuming that the alleged discrepancies or inconsistencies 
referred to in connection with Sears, Roebuck and Co.’s evidence are of 
such a nature as to arouse suspicion as to the truth of the testimony, still 
this Office would not be justified in casting aside the testimony of these 
witnesses on mere suspicion.” 

With reference to the argument that the alleged sale estab- 
lished no trade-mark use under the doctrine announced in Phillips 
v. Hudnut et al., 273 O. G. 629; 49 App. D. C. 247 [10 T. M. 
Rep. 243], 263 F. R. 643, he said: 


“The distinction between the Phillips v. Hudnut et al. case and the 
instant case is clear. In that case the goods were not ordered, but were 
distributed to dealers in the goods, and the price paid for the goods was 
nominal. In the instant case the goods were ordered by the purchaser who 
paid the full price of the goods.” * 


Non-conflicting Marks 


Moorg, A. C.: Held that H. W. Clark Biscuit Company was 
entitled to register, under the Act of 1905, as a trade-mark for 
biscuits and crackers, a mark consisting of the notation “Dane-T- 
Bits” and a pictorial representation of a waitress carrying a tray 
of confections, notwithstanding the prior adoption and use by 
Walter Baker & Company, Ltd., as a trade-mark for cocoa and 
chocolate preparations, of a mark consisting of the full length rep- 
resentation of a woman in the costume of a waitress, said mark 
being described as taken from the picture known as “La Belle 
Chocolatiere.” 


*Montgomery Ward & Co., Inc. v. Sears, Roebuck and Co., Inc., 156 
M. D. 203, November 12, 1929. 
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The ground of the decision is that the differences in the 
marks, when considered in connection with the differences in the 
specific characteristics of the goods, are such that no confusion in 
trade is likely. 

In his decision, after referring to the decision of the Court 
of Appeals of the District of Columbia in Nestle and Anglo-Swiss 
Condensed Milk Company v. Walter Baker §& Company, Limited, 
167 O. G. 765; 87 App. D. C. 148 [6 T.-M. Rep. 483], in which 
it was held that Walter Baker & Company, not being the originator 
of this mark, had no right to exclude everyone else from using 
the representation of a woman as a trade-mark upon similar goods, 
the Assistant Commissioner said: 


“A comparison of the two marks shows that they are dissimilar in 
many particulars, as to pose, dress and the character of the food product 
being served. There is no likelihood that the two marks would ever be 
confused, and particularly in view of the fact that the figure of a woman 
in various costumes had previously been registered many times for food 
products. 


“As to the goods, biscuits and crackers evidently are not of the same 
descriptive properties as cocoa, chocolate, broma, and cocoa preparations. 
The registrant’s goods may or may not contain the petitioner’s goods. But 
evidently a trade-mark for an element may not exclude the use by others 
of the same mark for various articles in which the element may be 
included (citing decisions).” ° 

Moorg, A. C.: Held that the applicant is entitled to register, 
as a trade-mark for pie crust flour and waffle flour, a mark con- 
sisting of the words ““Modern Maid” and a half length representa- 
tion of a maid in modern costume holding a baked pie, notwith- 
standing the prior adoption and use by opposer of a trade-mark 
for mincemeat and lemon pie filling, consisting of a half length rep- 
resentation of a woman in simple house dress, holding in one 
hand an unbaked pie, the other hand being engaged in trimming the 
edge thereof. 

The ground of the decision is that, in view of the differences 
in goods and marks, confusion in trade is unlikely. 

With respect to the marks, the Assistant Commissioner said: 

“Both the words and the picture of the applicant’s mark are descrip- 
tive of a maid of the present generation, and the applicant’s flour no 


* Walter Baker & Co., Ltd. v. H. W. Clark Biscuit Co., 156 M. D. 217, 
November 26, 1929. 
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doubt will be known as the ‘modern maiden flour. No such thought is 
suggested by the opposer’s mark. Certainly the opposer has no right to 
exclude every one else from using the representation of a woman as a 
trade-mark for the same or similar goods.” 


With respect to the goods, he said: 


“ 


. . . It is evident that flour does not possess the same descriptive 
properties as mincemeat or lemon pie filling; and this Office has repeatedly 
held that no one is entitled to such broad protection of his trade-mark 
as to give to him the exclusive right to its use for all food products, or 
for all ingredients which enter into the making of food products (citing 
decisions).” * 


Moors, A. C.: Held that the applicant is entitled to register, 
as a trade-mark for a cleaner for automobile bodies, painted, var- 


nished and other surfaces, the term “Permanize,” notwithstanding 


the prior adoption and use by opposer of the term “Simoniz,”’ as 
a trade-mark for a compound for cleaning and polishing automobile 
bodies, furniture, etc., on the ground that, while the goods are of 
the same descriptive properties, the marks are not so similar that 
confusion in trade would be likely from their contemporaneous use. 

With respect to the goods, the Assistant Commissioner said: 


“As to the goods, while the applicant’s and the opposer’s goods may 
possess specific differences, yet they are both cleaning compounds for 
automobile bodies, etc., and belong to the same class.” 


With respect to the marks he said: 


“As to the marks, a comparison shows that they neither look alike, 
sound alike, nor convey the same thought. They are alike only as to the 
common suffix ‘ize’ used to form verbs denoting to make, give, practice, 
change or cause to resemble (New Standard Dictionary). And, as pointed 
out by the applicant, this verb-forming suffix appears in many registered 
trade-marks, some of which are appropriated to goods similar to those of 
the applicant and of the opposer. 


* * * * * 


“As to the derivation and suggestion of the two marks in question, 
‘Simoniz’ is derived from the proper name of Simon, and suggests the 
thought that Simon’s reputation is back of the goods; whereas ‘Permanize’ 
is derived from permanent, and suggests permanency. 

“As to sound, the two marks are wholly dissimilar except as to the 
—_ eo which has the sound of ‘ize’ common in many marks as above 
indicated.” 


With respect to the argument that the testimony shows ac- 
tual confusion, he said, after stating that no reasonable basis for 
such a conclusion was found: 


* Merrill-Soule Company, Inc. v. Modern Maids Food Co., 156 M. D. 
218, November 26, 1929. 
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“The testimony clearly shows that the witnesses distinguished the 
marks from each other, and knew that the goods sold under the ap- 
plicant’s trade-mark were different from those sold under the opposer’s 
trade-mark. The testimony does not show that the witnesses purchased 
the applicant’s goods believing them to be the goods of the opposer. They 
seemed to be making inquiry as to the party who was putting out the 
permanizing composition and where it could be found.” ™ 


Non-descriptive Terms 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
under the Act of 1905, as a trade-mark for paper record strips, pads 
composed thereof and sales books having such strips, a mark con- 


sisting of the word “Rediform,” the “o” thereof being made to 
simulate the eye of a key, with the shank and web thereof extending 
therebelow. 

After noting that the mark had been refused on the holding 
that it is descriptive, being but an equivalent of the words “ready 
form” and blank leaves interleaved with carbon sheets are included 
in the goods to which the mark is applied which sheets are in ready 
form for use, the First Assistant Commissioner said: 


“Almost anything may be described by the words ‘ready form’ but 
such terms are not commonly applied to record sheets, strips, rolls, etc., 
or even to salesbooks. Manifolding sets may be referred to as being in 
a ready form yet even here the application of these terms is not common 
since purchasers unfamiliar with the applicant’s trade-mark would be 
more likely to refer to the goods as ready for use. It is also considered 
that average purchasers would be as likely to consider the notation as 
referring to the color of the goods as to the fact that they were in a 
form ready to be used. The representation of the key also adds some 
distinction to the notation. To make it merely descriptive and its regis- 
tration therefore prohibited by statute, the first portion ‘Redi’ would 
have to be changed to ‘Ready’ and the key shank eliminated from the 
second portion of the notation. It would seem these changes would not 
be readily made in the mind of purchasers or that the notation would be 
at once recognized as descriptive of the goods.” * 


On What Goods 


Moore, A. C.: Held that applicant is entitled to register, 
under the Act of 1905, a mark consisting essentially of the repre- 


“The Simoniz Company v. Permanizing Stations of America, Inc., 
156 M. D. 220, November 30, 1929. 

Ex parte American Sales Book Co., Ltd., 156 M. D. 195, November 
4, 1929, 
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sentation of an eagle, a shield and the letters “ACA,” as a trade- 
mark for books entitled ‘““Merchants’ Direct Collector,” each book 
consisting of a series of four detachable letters upon each sheet 
for use by the purchaser in directly collecting accounts. 

The ground of the decision is that, while the books are used 
in the service which the applicant renders, the books themselves 
are actually sold and therefore constitute vendible coommodities. 

In his decision, after stating that registration had been re- 
fused on the ground that these books, being merely incidental to 
applicant’s rendition of service, no trade-mark use on merchandise 
had been shown, and referring to applicant’s affidavit that the books 
were regularly sold in the course of business and sold to others 
than those who contract with the applicant to collect their accounts, 
the Assistant Commissioner said: 


“As the applicant’s books are on sale; as they are purchased and 
paid for by the purchaser; as the title to the books passes from the appli- 
cant to the purchaser; and as the purchaser may or may not ad libitum 
use the books so purchased, or may or may not use said books in the 
intended manner, it is believed that the transaction has all of the elements 
of a legal contract of sale, and that said books constitute vendible com- 
modities or articles of trade.” 

And then, after citing from several decisions as to a mark not 
being registrable where the thing which is sold is not the goods upon 


which the mark appears, he said: 


“The applicant in the instant case is selling both ‘service’ and ‘physical 
wares. It is not seeking to register its mark for ‘service’ but for its 
‘physical wares,’ and in the light of the authorities cited by the Examiner 
and by the applicant, no good reason is apparent why its trade-mark 
should not be registered.” * 


Opposition—Who May Oppose 


Moorg, A. C.: Held that the opposition of Lafayette Bean 
to the registration by Leon L. Bean of the term “Bean,” as a 
trade-mark for boots and shoes, was properly dismissed where it 
was stipulated that the opposer had never used the mark and had 
not suffered any injury by the applicant’s use of that mark. 

In his decision, after referring to the stipulation that the 
opposer had not been engaged in business under his own name 
* Ex parte John W. Barnett, 156 M. D. 157, September 5, 1929. 
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since 1916, had never used that name as part of a trade-mark and 
had not been injured by the use of the mark by the other party 
and noting applicant’s argument that the mark, as applied to shoes, 
is fanciful and is identified solely with the applicant, the Assistant 
Commissioner said: 

“As the opposer admits that he has not been damaged by the appli- 
cant’s use of the word ‘Bean’ as a trade-mark and as the facts estab- 
lished by the record show no likelihood that the opposer would be damaged 
by the registration of the applicant’s mark, it is believed that the Exam- 


iner of trade-marks committed no error in dismissing the opposition, and 
his decision is accordingly affirmed.” “* 


Publici Juris 


Moore, A. C.: Held that Grey Eagle Malt Syrup Company 
was entitled to register, as a trade-mark for malt syrup, the words 
“Grey Eagle” and that the registration which it obtained ought 
not to be cancelled, notwithstanding the prior registration by 
Emanuel D. Rosenstein of a trade-mark for the same goods which 
included the word “Eagle” and the pictorial representation of an 
eagle. 

The ground of the decision is that, in obtaining registration 
of his mark, the petitioner for cancellation had disclaimed the word 
“Eagle” except in connection with the other features of the draw- 
ing and that, moreover, the word and picture had been so com- 
monly used in trade-marks for this class of goods that the regis- 
trant was not entitled to the exclusive use of the word “Eagle.” 

In his decision, after noting that attention had been called to 
thirty-seven registrations of trade-marks for the same general class 
of goods in which an eagle or the word “Eagle” appeared and 
noting the petitioner's statement that the disclaimer was made under 
protest, the Assistant Commissioner said: 


“By reason of the common use of the word ‘eagle’ in trade-marks for 
this class of goods at the time the disclaimer was entered, it is believed 
that the disclaimer was proper. It was an admission against interest 
and effective as a disclaimer. However, the common use of the word 
‘eagle’ in trade-marks for this class of goods when the petitioner entered 
the field, as shown by the listed registrations, is proof that the petitioner 
is not entitled to the exclusive use of said word.” * 


* Lafayette Bean v. Leon L. Bean, 156 M. D. 125, August 7, 1929. 


* Rosenstein v. Grey Eagle Malt Syrup Co., 156 M. D. 94, July 11, 
1929. 
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Res Adjudicata 


Moore, A. C.: Held that the opposition to the registration by 
Earl H. Rollinson, of the term “Mohawk,” as a trade-mark for 
certain electrical apparatus, was properly dismissed on the ground 
that the questions sought to be raised therein are res adjudicatae in 
view of the decision in an interference involving the application 
of Rollinson and the application of one with whom the present 
opposer is in privity. 

In his decision the Assistant Commissioner, after stating that, 
in view of the relation of the parties, any question which was res 
adjudicata with reference to the applicant involved in the inter- 
ference is res adjudicata with reference to the opposer, and noting 
that the questions which it is sought to raise in the opposition pro- 
ceedings, are, that the opposer was the successor in business of 
another company which had used the trade-mark, that the term 
itself is geographical and unregistrable and is the corporate name 
of the company in question, said: 


“It is well settled that questions which were raised and decided, or 
which could have been raised in an interference, may not thereafter be 
raised in an opposition brought by the losing party in the interference 
against the successful party.” 


He then referred to the decisions in the Herbst cases (141 
O. G. 287 and 286; 32 App. D. C. 269 and 565) and stated that 
therein the Court of Appeals pointed out the difference between 
the statute relating to patent interferences and the one relating to 
trade-mark interferences and had held in those decisions that, while 
priority was the only question involved in a patent interference, 
in a trade-mark interference, under the express language of Sec. 
7 of the Trade-Mark Act, the question the Commissioner is called 
upon to determine “is not merely one of priority, as in a patent 
proceeding, but involves any question that might have been raised 
in an ex parte case.” 

He then said: 


“Some of the questions which it is now sought to raise, as, for ex- 
ample, that the term ‘Mohawk’ is geographical and unregistrable, could 
have been raised in the interference. In the first place, it could have been 
raised by a motion for dissolution, and, in the second place, it presumably 
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could have been brought up at final hearing if the examiner of trade- 
marks had decided it was not geographical. Similarly, the question whether 
the mark sought to be registered was the corporate name of an existing 
corporation could have been raised.” * 


Kinnan, F. A. C.: Held that the opposition brought by The 
Coca-Cola Company to the registration by the Celery Cola Corpo- 
ration of America, as the assignee of the Mayfield Cola Company, 
of the term “Dope,” as a trade-mark for carbonated, maltless 
beverages and syrups was properly dismissed on motion. 

In his decision, after stating that the opposition was based on 
the use of the trade-mark “Coca-Cola” and that in a prior equity 
proceeding involving the parties herein (Sec. 254 U. S. 143) the 
Supreme Court of the United States had held that an injunction, 
restraining the defendant from using the word “Dope” as a trade- 
mark for soft drinks, was improperly granted, and quoting from 
the decision of the Supreme Court, in which it was said: 


“ 


We see no ground on which the plaintiff can claim a personal 
right to exclude the defendant from using it,” 


the First Assistant Commissioner said: 


“Comparing the pleadings of the opposer and the pleadings and deci- 
sion in the adjudicated case, there seems to be no possible question but 
that the latter decision renders res adjudicata the question of damage to 
the opposer on the grounds alleged in the notice of opposition. Whether the 
applicant is entitled to registration must be determined on other grounds 
than probable damage to opposer. It having been determined that the 
notation ‘Dope’ does not suggest similarity to ‘Coca-Cola,’ is not descrip- 
tive of the applicant’s goods, that the opposer does not use this notation 
‘Dope’ and objects to its use in connection with its goods, there is nothing 
left in opposer’s pleadings upon which probable damage can be predi- 
cated.” ” 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for canned fish, the notation “Breast O’ Chicken,” 
notwithstanding the prior use and registration by the opposer of 
the notation “Chicken of the Sea,” as a trade-mark for tuna fish. 

In his decision, after referring to a suit in the Federal courts, 
in which these marks were held not confusingly similar (Van Camp 

** All-American Mohawk Corp. v. Earl H. Rollinson, 156 M. D. 51, 
May 28, 1929. 


The Coca-Cola Company v. Mayfield Cola Co. (Celery Corporation 
of America, Assignee), 156 M. D. 200, November 7, 1929. 
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Sea Food Co., Inc. v. Westgate Sea Products Co., 28 F. [2d] 957 
[9 T.-M. Rep. 189]), and noting the argument of the opposer that 
the decision in that suit should not be followed because it was 
rendered on a motion to dismiss and the court was misled into be- 
lieving that the defendant’s mark was registered, the First Assistant 
Commissioner said: 


“As noted by the Examiner of Interferences and as is clearly apparent 
by a perusal of the decision of the court, it is quite evident that the findings 
of that court were in no way dependent upon or even influenced by these 
matters. The court made it plain that if the word ‘chicken’ common 
to the two trade-marks were a purely fanciful term and made equally 
prominent in both marks, it might have found a sufficient doubt as to 
confusion to warrant a hearing of evidence.” 


And then, after stating that the court had found that the word 
“chicken”’ was measurably descriptive and that the plaintiff, opposer 
here, was not entitled to any exclusive use of that term, he said: 


“This decision of the court is deemed determinative of the issue raised 
in the instant proceeding.” * 


** Van Camp Sea Food Co., Inc. v. Westgate Sea Products Co., 156 
M. D. 212, November 21, 1929. 
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DIGEST 


I. TRADE-MARKS GENERALLY. 
I, 1. Nature or Trape-Mark Rieurts. 


I, 1,§ 3. Who May Have. 
e. Partnership. 

The use of a trade-mark by appellant and appellee in a joint business, 
the title remaining with the former’s mother, did not constitute abandon- 
ment by its owner and its registration by appellee soon after the cessation 
of such joint use, held unlawful. 288 


I,1,§ 4 On What Goods. 

The use by appellants on their hub caps for automobiles, sold as 
replacement parts, of appellee’s registered trade-marks, “Buick,” “Oak- 
land,” “Chevrolet” and “Pontiac,” tends to make the public believe that 
such parts are the product of the appellee. The decision of the District 
Court granting an injunction was affirmed. 329 


Plaintiff having acquired by purchase the trade-marks “Gem,” “Ever 
Ready” and “Star” for razors and blades, together with the business and 
good-will, has a property right in such marks, which is infringed by 
defendants’ use thereof on blades of their own manufacture. 398 


In a suit brought to enjoin the use of the name “Finchley” and its 
accompanying crest, where plaintiff sold thereunder men’s clothing and 
some women’s coats, while defendant’s trade was limited to women’s coats 
and dresses, held that plaintiff was entitled to enjoin the use of said name 
by defendant on the theory that the property right in the trade-mark 


covered a normal extension of his business to new lines of goods and new 
territory. 407 


I, 1, § 5. License to Use. 
In a suit to enjoin use of a trade-name, after the license granting 
such use was revoked, where it appeared that the license was continued 
in an agreement between the parties, whereby the business and good-will 


with the trade-marks were conveyed to defendant, the bill was dis- 
missed. 348 
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DIGEST 
I, 2. Wat May Be a Trape-Mark. 


I, 2, § 1. Color. 

No one can acquire an exclusive right to use the primary colors as 
such. When, however, a business has been established and a good-will 
built up by the use of a color scheme on taxicabs equity will protect the 
rights of the proprietor in the application of the doctrine of “secondary 
meaning” attaching to a device not originally distinctive in character. 12 


I, 2, § 3. Descriptive and Generic Terms. 
(See also post, p. xxxii.) 
The following marks are held to be descriptive: 


“P-A-X,” for automatic telephone exchanges................... 45 
“Palais Royal,” for ready-to-wear clothing stores .............. 229 
“Ashless Ash Stands,” for smokers’ stands .................... 335 


No one can appropriate a word or expression properly descriptive 
of the article, its qualities, ingredients and characteristics. A distinction 
is, however, made between words which are descriptive and those that 
are merely suggestive. “Hyglo” is in the latter class. 48 


In a suit to restrain an alleged infringement of the registered trade- 
mark “Chicken of the Sea” by the words “Breast of Chicken,” both used 
on tuna fish sold in tins, held that, inasmuch as the word “Chicken” had 
come to denote the young of certain animals and fishes and conveyed 
the idea of tender quality, the word was descriptive and hence there was 
no infringement. 189 


The word “cullet” for broken glass, long and extensively used in the 
trade as the generic name of the commodity, cannot be exclusively appro- 
priated as a trade-mark by the plaintiff. 366 


I, 2, § 4. Marks Publici Juris. 

A trade-mark may be suggestive of a characteristic of the product 
and yet be valid, but in such a case the field is open to other traders to 
employ equally suggestive marks, provided only that they be not decep- 
tively similar. 324 


The use by appellee of the name “Lady Fingers” to designate a 
particular grape grown and marketed by him, held not an infringement 
of the rights of appellant, who first introduced the grape into California 
under such name. The name had long been used in Persia and elsewhere 
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and the California statute required all grape growers to mark each crate 
with the name of the variety contained therein. 450 


I, 3. Tirrte to a Trape-Marx. 


I, 3, § 2. Assignment and Devolution. 
An assignment of a trade-mark, not associated with the good-will of 
the business, is invalid and conveys no title. 288 


An assignment of a registered trade-mark to be valid must be made 
in writing and convey the good-will of the business; and it is void as 
against a subsequent purchaser without notice, unless recorded in the 
patent office within three months from the date thereof. An oral assign- 
ment of a trade-mark, made to appellant by his mother as owner thereof, 
was therefore ineffective to convey title as against such purchaser. 288 


a. By Sale of Business. 
Where a sale agreement omits to mention good-will in connection with 
the transfer of a going business, it is presumed that the good-will passes 
with the assets and business conveyed. 459 


The words “together with all labels, used in connection with the 
bottling and tonic business conducted by said William Ireland, Inc.” 
(plaintiff's predecessor) and “together with the right to use the same ‘Cana- 
dian Club,’” in the contract of sale between the parties, were intended to 
give plaintiff the right to use the words “Canadian Club” in the business 
so conveyed, regardless of whether or not the word “same” was erroneously 
written for “name.” 459 


I, 3, § 4. Under Trading With Enemy Act. 

The right to the use of the name “Bosch” being a corporate asset 
passed to plaintiff as part of the good-will of the business sold by the 
Alien Property Custodian. Defendant was, therefore, enjoined from using 
its corporate name or any other corporate title of which the name “Bosch” 
formed a part. 299 


I, 4. InrrRINnGEMENT. 


I, 4, § 1. Elements. 
While the right of the buyer of trade-marked goods in bulk to resell 
them in smaller packages under the original trade-mark is well settled, 
provided the origin of the goods so sold is made clear, the mere fact that 
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genuine goods are used as an ingredient gives the seller no right to use 
the trade-mark of the ingredient as the mark of the new article. The 
name of the ingredient, if used, must be used collaterally and in such a 
way as not to lead the public to believe that the new product and the 
ingredient have the same source. 1 


In a suit for infringement of a trade-mark, the offending mark must 
be used on goods of the same class as those of the owner of the mark, but 
not necessarily on the same species of goods. 7 


The test of infringement is liability to confusion by one who has 
no definite or clear recollection of the real mark. 48 


In the case at issue, note should be taken of how well known plain- 
tiff’s goods are. Where its trade-mark has been burnt into the conscious- 
ness of people generally, one calling for “Coca-Cola” and furnished a 
bottle of defendant’s article would at once recognize the difference. 127 


Although experienced purchasers and dealers might not be confused 
in the case at issue, the wide use of gasoline by all classes of individuals 
must be considered in deciding the question of confusion. The owner of 
the mark is entitled to protection against that which will confuse the 
average consumer. 161 


Where the infringing goods were packed in the United States but 
sold only abroad, held that infringement began when the defendants’ labels 
were affixed to the goods in the United States. 192 


It is impossible to lay down a definite line of division between infring- 
ing and non-infringing marks, the question of similarity being of necessity 
a matter of impression. 311 


It is sufficient to constitute infringement, if one adopts a trade-name 
or a trade-mark so like another in form, spelling or sound that one is 
likely to become confused or misled, who has no very definite or clear 
recollection as to the real mark. 324 


I, 4, § 2. Conflicting Marks. 
(See also post, p. xxxiv.) 


The following marks are held to conflict: 
“Rain Drops” and “Rain Water Crystals”...................... 324 
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The following marks are held not to conflict: 


i sg PE EOE TELLS PETE Eee TEPEE LLC TS 48 
“The Office Economist” and “Dry Goods Economist” ........... 98 
sa OO ee GN a Sac e eveberthacstevewsen aes 127 
“Tastykake” amd “Tasty” .....cccccccsccscssvesccccocccescess 195 
“Community Brand” and “Community Stores Coffee” ........... 202 
“Piy-Mite” Gnd “POPE MG” .n iwc cccccccccctscccccccccesccess 311 


The use by defendant of the words “Nujol-treated Figs” as a trade- 
mark for figs containing a small percentage of “Nujol” infringes the 
latter trade-mark for a mineral oil, particularly as defendant’s carton 
was of substantially the same size and shape as plaintiff’s and the word 
“Nujol” printed similarly thereon. 1 


The use by defendants of the word “Rex-All” and a russet brown 
color for their tents, tarpaulins and wagon covers, after appellee had used 
the word “Dux-Bak” and the russet brown color on similar goods, held 
rightly enjoined. 97 


In a suit for infringement of trade-mark, where the first parts of 
the two-word trade-marks involved differ in appearance, sound and mean- 
ing, there is no infringement, even though there may be similarity amount- 
ing to identity in the last parts. 127 


A mark consisting of two concentric circles, between which are the 
words “Red Hat” Gasoline, with a fanciful representation of an “Uncle 
Sam” hat within the inner circle, held confusingly similar to a mark con- 
sisting of two concentric circles displaying the words “Red Crown Gaso- 
line,” with a representation of a royal crown appearing in the inner 
circle, particularly as the red color predominating in both marks tends 
strongly to induce confusion. 161 


For over thirty-two years plaintiff had used the trade-mark “H-O” 
on its cereal products, often in combination with the word “food.” The 
words “H-O Food” held infringed by the defendant’s use of the word 
“Hofood” as a trade-mark for cereal products, the fact that the latter 
applied the mark solely to packages sold in bulk, and not to those sold 
retailers not being material to the case. 192 


The preparation put out by plaintiff for over fifty years not being 
the product manufactured under the original patent, plaintiffs trade-mark 
“Castoria” used thereon held valid, and its use by defendant on a similar 
preparation enjoined. 294 
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A mark consisting essentially of the representation of a rural land- 
scape and falling rain, with the section of a cottage showing a water 
spout pouring water into a rain barrel infringes a mark consisting of 
the picture of a water barrel with water gushing into the barrel from a 
spout shown against a corner of a building. It also infringes another 
mark, consisting of a picture of a child sitting under an umbrella, with 
the rain pouring over it and down a spout overflowing a barrel. 324 


A mark consisting of a mere monogram held not to infringe a mark 
consisting of a circle with a monogram therein, and the heads of a goat 
and a sheep above, the letters of the two monograms being different. 356 


Where two wrappers used on cheese were each of tin foil, triangular 
in shape and bore similar descriptive wording, but the names of the 
respective makers shown thereon as well as the trade-marks and the 
ornamental features were distinctly different, there was no infringement 
of the plaintiff's copyrighted label. 356 


I, 4, § 3. Goods of Different Descriptive Properties. 
(See also post, p. xxxvii.) 

Figs treated with a laxative mineral oil belong to the same general 
class of goods as the oil itself, both being sold by druggists as specifics 
for the same ailment. The misuse on the former of the trade-mark for 
the latter is infringement. 1 


The damage done plaintiff by defendant’s associating toilet paper 
with the former’s fabrics through use of the same mark thereon is one 
against which there is no remedy in law. Plaintiff, having adopted as a 
mark a French word whose root suggested qualities of other goods than 
its own, cannot complain of its application thereto. 220 


In a suit brought by the owner of the trade-mark “Soiesette,” used 
on cotton fabric, to restrain the use of “Soisette” as a trade-mark for 
toilet paper, held that as the respective goods were sold by different dealers, 
and had wholly different uses, there was no conflict and no infringe- 
ment. 220 


I, 5. Surrs ror INFRINGEMENT. 


I, 5, § 2. Parties and Liability. 

Defendant who receives figs from another party and processes, packs 
and ships them on the latter’s orders is liable for the infringement attend- 
ant on their sale. 1 
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I, 5, § 4. Evidence. 
Although evidence that an ordinary purchaser was deceived is not 


essential in a clear case of infringement, in a doubtful case it is of decided 
importance. 127 


Where, in the attempt to secure evidence of confusion between the 
respective goods, plaintiff's agents were given defendant’s product without 
comment when calling for plaintiff's, held that said agents were not 
ordinary purchasers and, moreover, were not deceived in the goods. 127 


a. Res Adjudicata. 

Decisions of the Patent Office and of the Court of Appeals of the 
District of Columbia in an opposition brought against the registration of 
a trade-mark, held not res adjudicata in a suit for infringement, as these 
tribunals had no jurisdiction to decide the issue here presented. 98 


I, 5, § 5. Defenses. 
a. Misrepresentation. 
The fact that plaintiff's name does not always appear in its advertis- 
ing does not prevent a finding of infringement. A person whose mark 


is imitated is injured in his trade whether or not his name is known. The 
mark sells his goods. 1 


The defense of “unclean hands,” to prevail, must usually be based 
upon conditions existing at the time when equitable relief was sought. 
Misrepresentations discontinued before the suit was brought are not avail- 
able as a defense. 311 


The dismissal of plaintiff's bill by the lower court on the ground that 
plaintiff worked a fraud on the public by selling several blades at varying 
prices, in competition, representing each to be the best, held not justified 
by the evidence, since the record showed that the three blades were made 
by plaintiff's subsidiary companies and at different costs. The decision 
dismissing the bill was reversed. 398 


b. Estoppel. 

In a suit for alleged infringement of trade-mark, an agreement be- 
tween the parties whereby plaintiff asserted it had abandoned use of the 
word “Stormtite” as a trade-mark and consented to its use by defendant 
held valid and a bar to plaintiff, seeking relief in an action against 
defendant. 198 
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That plaintiff pleaded title under a bill of sale that was shown to be 
spurious does not bar plaintiff from relief, since it was not shown to have 
had any knowledge of the spurious character of the instrument and 
repudiated it as soon as advised of the fact. 458 


c. Laches. 

In order to establish laches as a defense in a case of unfair competi- 
tion, there must exist more than the mere lapse of time; there must appear 
elements of an estoppel, whereby defendant is damaged through delay 
in suing. 361 


A delay of over ten vears by plaintiff before bringing action, with 
full knowledge of defendant’s use of the mark, held to bar any relief. 366 


Where plaintiff notified defendant of its claim to the word “Certified” 
as a trade-mark for bread shortly after defendant’s first use thereof, but 
waited, before bringing suit, to ascertain whether defendant’s use there 
would affect its business, this was only a reasonable delay, and laches 
cannot be set up as a defense. 371 


Where plaintiff acquiesced for over three years in defendants’ use of 
the name “Canadian Club Corporation,” it was barred by laches from 
restraining such use. 458 


I, 5, § 6. Relief. 
a. Injunction. 
An injunction will issue against the use of words that have acquired 
a secondary meaning, when such words are used as the name of a product, 
as distinguished from their use in describing it. 159 


Where the simulation of a trade-mark is accomplished in bad faith, 
the first user thereof is entitled to an injunction covering territory to 
which the sale of his products under the mark may reasonably be extended. 
Injunction extended to two counties. 371 


II. REGISTRATION OF TRADE-MARKS. 
II, 2. Jurispicrion or THE COMMISSIONER OF PATENTS. 


Where a paper was filed entitled “Protest against grant of certificate 
of registration,” which the Commissioner refused to accept as a notice 
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of opposition, held that it was the Commissioner’s duty and within his 
jurisdiction to determine primarily whether the requirements of the trade- 
mark statute had been complied with and, if he erred in his decision, an 
appeal lay to the court of appeals. 164 


II, 4. Errecr or ReoisTration. 


II, 4, § 2. Act of 1905. 
The Act of 1905 held not to confer common-law rights within a state 
where the mark has not been used. 187 


In a suit for alleged infringement of the words “Home Brand,” regis- 
tered as a trade-mark for grocery products under the Act of 1905, by 
the use of the word “Home” on similar goods, but where no infringing 
use was shown except within limits of certain states, held that said act 
afforded no remedy for infringing a trade-mark registered thereunder 
when used upon goods sold only within a state, and not in interstate 
commerce. 187 


Regardless of whether respondent’s registration of the words “Kay 
Radium” for a product resembling radium is valid, the registration of a 
trade-mark in the Patent Office is no protection against proceedings 


under Section 5 of the Federal Trade Commission Act, where such mark 
is used falsely and as a part of an unfair method of competition. 400 


a. Ten-year Clause. 

Registration under the ten-year proviso of the Act of 1905 is merely 
prima facie evidence of ownership and may be contradicted by evidence 
showing that plaintiff did not have an exclusive use of the mark during 
the ten-year period. 366 


II, 5. Tue Appuricarion. 


II, 5, § 1. Applicant. 
Applicant, having exclusive license to manufacture and sell goods 
in the United States, held entitled to register the mark used thereon. 61 


II, 5, § 10. Disclaimer. 
An applicant for the registration of a trade-mark may disclaim 
unregistrable portions thereof and still will not be deprived of the benefits 
of registration of his mark as a whole. 407 
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II, 8. Reorstrasre Marks. 


II, 8, § 1. Color. 
Registration refused of picture of lawn-mower handle colored red, 
as the painting of handle would not be regarded as a trade-mark. 19 


A trade-mark for stoves and ranges, consisting of a door handle 
colored green, contrasting with color of enamel on door, refused regis- 
tration. 20 


Representation of stove having its controlling handle colored red 
refused registration, as such color of handle is not a trade-mark. 20 


A trade-mark for coal, consisting of a combustible orange-colored 
dise with the words “Orange Disc,” held unregistrable. 166 


Registration refused of a trade-mark consisting of a green color on 
the tips of the free ends of kitchen utensils. 207 


A mark for rubber type, consisting of a type body having a printed 
surface colored red, held unregistrable. 305 


II, 8, § 3. Descriptive and Generic Terms. 
(See also ante, p. xxiii.) 
The following marks are held to be descriptive: 
“Stylease,” for leather, cloth and rubber boots, shoes and slippers 22 
“Youthfulform,” for corsets, brassieres and girdles............ 26 


“Surgeon’s,” for supports for arches ............cccccccccccees 27 
“Tennis-Golf,”’ for knitted sport and outing dresses, shirts, 

TM Ce PGi sacs cae neared bene vadedawnwdsinnedecake 28 
a ID iia 05 ie 0 6s 6 in Sees Ss thn as Seeeh queen 53 
“Cinegraph,” for motion picture films ....................00005 56 
“Steel Bound,” for loading platforms .....................000. 57 
“Tank-Koat,” for protective composition for metal and other 

CTO: 66.0 a Wh his tii treet wel ce 118 
“Compressed,” for concrete paving ............ccccceccccceses 119 
“Gabelouvre,” for built-in ventilators, transoms, doors, windows 

OE GN: ies 0 ctdins Git aniie He dds Disde cites Eiwad ada 173 
“Grid Head,” for garment and laundry pressing machines...... 173 
“Take Tt Yourdell," for ells and greenee). oi iiss ths salir 174 
“Sure-Guard,” for automatic car stopS ..............eeeeeeeees 179 
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“Choispakt,” for smoked and salt fish, canned fish, fruit and 

PTT TTT TTT PT CT ET 
“Masque,” for skin salve preparations ................0-eeeee: 
“Crowtox,” for preparation for protecting seed against birds 

RE ee a rer © ee | eee Serer ay ee 
“Load” and name of bird, for loaded shot shells 
“Silver Finish,’ for sheets of iron and steel ................... 
“Copy Rite,” for sensitized photographic paper ............... 


“Squarecel,” “Squarebilt,” and “Solid Pack,” for electric appa- 
ratus 


eee eee ee eee eeee 


ee 


The following marks are held not to be descriptive: 
“Bubblestone,” for cement and plastic building material 
“Conducto Unitube,” for anesthetizing preparations 
“Riparian.” Ber: BORG, «4 055i ng 6 < dsdeic copnwvievectuense seacess 
“Detective Special,” for revolvers ......6sccscccccsvesscccccees 
“Rediform,” for paper record strips, pads and sales books com- 

posed thereof 


eee ee eee eee 


ee 


II, 8, § 4. Marks Publici Juris. 

The following words are held publici juris - 

ET MEE EE IED © 6 hv cing ae des scd eek ess caeseees gue 
“Eagle,” and representation of same ..............cceesseeeees 
II, 8, § 5. Geographical Terms. 

The following terms are held to be used in a geographical sense: 
“Plymouth,” on automobiles 
“Solvay,” on coke 
SEN os cirtin see coc ogre SURE Ss Hs SOIR I ee OURO 
“Montevallo,” on coal 


ee 


The following term is held not to be used in a geographical sense: 
“The New Yorker,” on men’s and boys’ shirts 


II, 8, § 6. Proper Names. 


188 


125 
260 
350 
479 


527 


120 
177 
378 
433 


34 


Applicant’s name written in well-known style of type, with paraph 


underneath, held not to be presented in a distinctive manner. 


41 


The following are held to be merely proper names, not distinctively 


displayed, and hence unregistrable: 
“Puiianan,” fe CUGOTy WRG 6 iw icc ccc cite sce w eee e cdi csees 
“Sinclair,” within the smaller of two concentric elliptical lines. .. 
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The following names are held not to be merely surnames and hence 
registrable: 
“Doctor B. F. Davis,” arranged with the word “Doctor” above 
the surname, the larger letters in the center, and the other 


Sulbee Qapeeing te cna ond 20... civitiise edd avin 217 
“Penn-Allen,” for cement, being composed of two proper names 351 
SRE ea vic csvweiaivcssecncduds op UGUENEN Uren dees dee teene 480 


II, 8, § 8. Ornamental Features of Goods. 

A mark consisting of the picture of a wrench, described as consist- 
ing of a rough, dull nickel finish on the wrench bar and a buffed and 
polished nickel finish on the lateral faces, held merely ornamental and 
hence unregistrable. 68 


II, 8, § 10. Corporate Names. 
“Duratex” held unregistrable, in view of the prior incorporation of 
The Duratex Company. 38 


A trade-mark consisting of the representation of a bear standing on 
a cake of ice, and the representation of a bear in an upright position 
holding a stick of candy, held to conflict. 170 


“Rotary” held unregistrable as being the name of a club incorporated 
prior to the filing of the application. 175 


II, 8, § 20. Conflicting Marks. 
The following word-marks are held to conflict: 


ey Bg ee eee, a eee eT 21 
“CU Gi * ROO . o.6iss cceseciacenssision 21 
“Surface Insurance Policy Products” and “Property Life Insur- 
GN acide wind ddiccecaids ndiea cies SEREMOSTS Cees OEE 23 
PR Ne I ohio. oe BB's SHOT da ees uc ceeeaea eee 24 
TT doce ccsrevecsccsccvcccccsectaueeasees 24 
“Geange, Feast” amt “Sadks Freee oi ccc iecsses ccdtses Masses 51 
“Se: eee a TR 6 te CE rk HRA 53 
“Sigte Pace? ahh “Pasties Fae oi isisaas canes ccciavaciews 54 
“Parco Powder” and “Parco Petroleum Products” ............ 117 
“Clee: eee ae “Ce 4 eis dew eis He. hocks RA eel 167 
“See TE «GU TE nice vk winivin ns cdtGet acsbee  aeeaeens 168 
“er Ge EN ine Hi cai hesiiing RRR GS 168 
“Fas GOO" abe “Fake OO. ..66 5 Cae TE 169 
Te GN EE on ok see Sis IHRE 170 
Jae SE OS «66 cc ctcvedlide ete Cade eed. eee 171 
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“Pi-Lo-Jell” and “Jell-O” 
“Soponite” and “Sapolio” 
“Rocklath” and “Locklath” 
OE, Tw cai cewa bw Cease 2 O84 6 RECESS Saves 
“Retardox” and “Resistox” 


Coe eee eee eeeeeeesreeeeereeesreesesesses 


ee a 


| 
Ce 


re 


“Waltex” and “Wal-Tex” 
Pe | NE FR ns Kan ad Kade olds i BOCs bi 00 Seka id desevs. 
“Super Hygrade” and “Super-Gas” 
Ne I PR IE ® kien srie ss heen edie Sees 086 
“Lucky Lindy Cigarettes” and “Lucky Strike” 
TE Me CRE ALS WE dhs oon dccencdoneiens cos ¥rriaree. 
“Sunrise Brand” and “Sunset Brand” 
“Lucky Girl’ and “Lucky” 
“Airway” and “Airline” 
Bo ge ne rE rc en fear arset oF 
“Rest-O-Arch” and “Arch Rest” 
“Tru-Wite” and “Nuwite” 
“Le Jade” and “Jade Or” 
PP Te 5 5 SCE: 6. IS SI iw 
“Chez Moi” and “Chez Lui” 
rd icc Sede ee pucur saw sabe vc Uuwentuctacdees 
ON EN 5 ceca tek eevede boss elcsapegueve'’ 
“Lemon Frost” and “Orange Frost” 
“Coal-O-Matic” and “Oll-O-Matie” ........ ccc cccccccceccees 
“Gilbert’s Soda Mint Gum” and “Gilbert’s” 
“Crown” and “Red Crown” 


re 


es 


er 


| 


The following word-marks are held not to conflict: 


IS noon cc ccesccincenint sscacacctbeetes 
“Plan Tobac,”’ “Stoc Tobac” and “Fume Tobac,” and “Dip 

NS Na 66 aks ircineGe Baten a ve ekg Pade. eee i 
Reta Ear a: SI sei oS k bowel eae Ree ts HOE ES 
“Star Boys” and “Big Boy” 
“Roto-Verso” and “Rotarex” 
“Hen” ck TI iain bik bi ok oc cc a nisin vole a nec vine WRT Oe deieie's s 
“Blue End” and “Red End” 
RE I iio cs nsn'c ss EW SeRRS i owes s RET Aeece 
PE aii o's ne ee 6's he aE HERES CHATS bE RSS 
“Rye-Krax” and “Ry-Krisp” 
Pia” tel PINE Siiekk cin ck cae cea ok RREe DS ee wSa bia 
“Eclipse Frigid Pickle” and “Freeze-Em Pickle” ............... 
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124 
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SS le Te EN rei eh ee 181 
Se OEE beers Ne ivicnscctesscalessteestuet 183 
“eee, Gk “Peat FI ois. 5 iiss ke PR 189 
eg TET TET OR EP ETE TT 190 
OU GO TU cn casei ca eeiler et hcs tise BITRE 257 
SPO GR NE eesti la HRA 258 
i ge TTT OPE PERET TOT re 258 
ee GPS aber enieieeiis ici cdc winks 259 
Sey Dee GU ii ki ei SRA 308 
Se SE oo aA is ene i 309 
“Venezia’s Beauty” and “American Beauty” ................... 381 
SR CN Ta 65 ob ik 56 oe TR AEs ice ad 382 
CR GE PRE eves cen ssc esecdssctelivie fee lVieeee 435 


ge i MPPUTT ITT TITAS TITLE eter tir cy 436 


“Coding Paaskiite” an TPRMNWOOR” 5. ion od eR 437 
oR. Wes Sree. Ge I Ss et ees 480 
Se a SaaS aR a 481 
“Dane-T-Bits” and “La Belle Chocolatiere” ................... 524 
“Pr Ge ON i i i ORAS eS 526 


II, 8, § 20. Conflicting Marks. 
(See also ante, p. xxv.) 


a. Marks in Prior Use. 
A mark comprising the representation of a human hand holding a 
lighted torch on a red background having white lines radiating therefrom 
held to conflict with a mark consisting of the word “Torchlight.” 380 


A mark consisting of the word “Hookless” and the representation of 
a streak of lightning therebeneath for separable fasteners held not to be 
so clearly unregistrable as to justify action under Section 7 of the Trade- 
Mark Act. 440 


A mark consisting of the representation of an Indian head, with full 
feathered head dress and the word “Arawana” held not to be deceptively 
similar to a mark consisting of a representation of the head and shoulders 
of an Indian with a three-feathered head dress, a bow and arrow and the 
words “IndianHead,” particularly as the goods used in connection with 
the first mark had never been known as the “IndianHead” goods. 469 


II, 8, § 21. Goods of Same Descriptive Properties. 
The following goods are held to be of the same descriptive properties: 
Electrically operated washing and ironing machines and electric 
CTE GREE: o.oo pv ceseteiiscceccrseseem gine ew 31 
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Men’s underwear and nightwear, and textile fabrics and clothing 





PTT TPIT OR a Tht Pe eee 33 
Canned crab and canned salmon .............0ccceeeeeeeeeceees 53 
Cakes and cake mixtures and candy ...............0seeeeeeeees 55 
Deodorant powder and sanitary napkins ..................005- 168 
Sheets and pillow cases and hosiery ...............ceseeeeeeeees 179 
Compound used in the treatment of hosiery and soaps for use on 

DEG ie Fes Siw ern, uo wis snag kine aces OREN Oe Ow ERT Sle 179 
Cotton duck in the piece and ginghams in the piece ........... 210 
Furniture polish and shoe polish ...............0ceceeeeeeecees 211 
Malt syrup G7 DOC oo. eccccccccsccccccessccessesesevecsvcees 250 
A general tonic and internal secretions for supplying deficient 

RNS COUITIIND ons nc ciice nc sicdic eens edhe eePe es aU ses TENE Ss 306 
Per errr ee eT LS Eee 307 
Leggings, and women’s and children’s waists, underwaists, union 

eults and sleeping garments «oo... ce ccc cc cecscccccces secs 351 
Maple syrup, cane syrup, candy, sugared ginger, candied fruit 

ON, CPE MINE co wiedecceclc bn edw tiveaids odBiG ec ciw cece coteue 353 
Medicated chewing gum and chocolates and candy ............. 520 

The following goods are held to be of different descriptive properties: | 

Self-rising flour, and baking powder ...............eeeeeeeeee 29 : 
Collar buttons and collars, shirts and men’s wear ............... 30 
Dress and negligee shirts, blouses and pajamas, and men’s coats 

EY TET Peer ie oie TL Le TEE PETE 55 . 
Ice cream cones, and crackers and biscuits .................... 57 : 
Women’s dresses and women’s hats...............-00seeeeeeeees 58 
Metal bearings and motors, switches, engines and pneumatic 

OGUIIS TIE oo cc cst recnndscecowensscnieesenegaesesse 64 
Toilet seats and covers and motors and switches and engines.... 66 
Glace fruits and canned fruits and vegetables .................. 120 
Pie fillings and puddings, and oleomargarine ................... 121 
Vaginal syringes and sanitary napkins .................e0e00: 178 
Coffee and tea and certain food products and concentrated ex- 

tracts for making non-alcoholic beverages ................. 216 
Belts for men’s and women’s wear and shirts, collars, cuffs and 

IE sh Rin sia s 5.6 < enpngdomceue Comes tesh weneeeees 253 
ee IN 6 Foc deecdc ce cccndecevacedeenst Bs 377 
Flour and flavoring extracts, coffee, honey and prunes ......... 424 
Hard fat shortening and lubricating oils and greases ........... 425 
Gravel and cuttlebone for birds, and medicine for birds, dogs 

Eg eee erreur errr ee rer ene oe ye La 441 
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Textile goods for millinery and ladies’ skirts and dresses and 


boys’ play suits, children’s dresses and bloomers ........... 469 
Pie crust flour and waffle flour and mincemeat and lemon pie 
NF ahs hes wntws oe ibab 8c 38ST IMO IT 525 


II, 8, § 22. Functional Feature of Goods. 
A trade-mark for hosiery, consisting of a ridge of same color as the 
goods woven in the upper portion thereof, held unregistrable as being a 
functional part of the goods. 176 


II, 9. For Wuat Goons. 


The name “Chrysler” held registrable as a trade-mark for overalls, 
if actually used on these goods. Its registration for automobiles does 
not bar its registration for overalls. 41 


A mark used on jewelry catalogs, issued periodically, held regis- 
trable, as the catalogs are in fact books and their cost considered in the 
sale of the goods listed therein. 261 


A mark consisting essentially of the words “Silvite” and “Rust Re- 
sistant Finish,” used on electroplates and metallic finishes applied to 
weighing scales, held unregistrable, as applicant sold no separate goods 
used as a finish, but only the articles to which the finish was applied. 384 


Printed blanks for insurance policies and bonds held not to be articles 
of merchandise at common law, hence a mark used thereon is unregis- 
trable. 438 


A mark used on books, each book consisting of a series of four 
detachable letters on each sheet, to be used by purchaser in collecting 
accounts, held registrable, as the books were actually sold. 527 


II, 12. INvTeRFerEN ces. 


II, 12, § 2. Evidence. 
In an interference proceeding, where it appeared that the mark had 
been used with priority by a third party, neither party was entitled to 
register. 522 


Opposer having impugned applicant’s evidence of priority of use as 
having been manufactured, the Office was not justified in rejecting the 
testimony of witnesses on mere suspicion. 524 
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II, 13. Ovpposrrions. 


II, 13, § 1. The Opponent. 
Where three corporations were joined as opposer, election as to which 
should prosecute should not be required, as the corporations were allied, 
one being owner of the other two. 385 


Where opposer admitted that he had never used the mark and had 
suffered no injury by applicant’s use, the opposition was dismissed. 528 


II, 18, § 10. Evidence. 
a. Res Adjudicata. 
Held that any question which was res adjudicata as to the applicant 
in an interference is res adjudicata as to the opposer. 530 


A decision of the United States Supreme Court holding that an 
injunction restraining the use of ‘the word “Dope” as a trade-mark on 
carbonated beverages was improperly granted was res adjudicata in an 
opposition proceeding brought by the owners of the mark “Coca-Cola” 
to the registration of the former mark. 531 


The decision of a federal court holding that the words “Breast O’ 
Chicken” were not confusingly similar to the mark “Chicken of the Sea” 
was held determinative of the question at issue. 531 


II, 13, § 16. Duplication of Registration. 
Applicant who had already registered a mark under the Act of 1920 
held not entitled to register the same mark under the Act of 1905. 28 


II, 17. CAaNncELLaTIon. 

II, 17, § 2. Who May Apply. 

Where it was shown that the petitioner for cancellation of a mark 
registered under the Act of 1920 had not used substantially the same 
mark during the year prior to such registration, held there was no ground 
for cancellation. 18 


Use by another during the period of one year prior to registration 
under the Act of 1920, held to justify cancellation, even though such use 
was fraudulent and deceptive. 249 


The fact that petitioner for cancellation had been sued by the regis- 
trant for infringement of trade-mark held to show interest sufficient to 
warrant him in suing for cancellation. 248 
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The fact that no actual confusion between the goods bearing the 
respective marks was shown is not conclusive; the question being not 
whether there is actual confusion, but whether there is likelihood 
thereof. 417 









Transitory and spasmodic use of a trade-mark prior to first use by 
registrant held insufficient grounds for cancellation. 434 







Applicant for cancellation of the word “Olympic” for lipstick and 
rouge, held estopped to sue because of a contract with registrant, owner 
of trade-mark “Olympian” for cold cream and toilet articles, whereby 
petitioner gave the latter the right to use the word “Olympic” exclu- 
sively on lip rouges. 75 

















II, 17, § 5. Evidence. 

Where the evidence was convincing that the foreign registrant of 
a trade-mark under the ten-year clause of the Act of 1905 had not used 
the mark in the United States during the required period, the company 
named as the importer of the goods not being in existence prior to 1907, 
held the mark should be cancelled. 68 













a. Res Adjudicata. 

It having been held in an earlier case between the parties involving 
the same marks that there was no registrable distinction between regis- 
trant’s mark “Le Jade” and petitioner’s mark “Jade d’Or,” that issue was 
res adjudicata. 476 


SiS ak de REMI at celtaanie ia 


The question as to applicant’s right to cancel, having been settled in 
a prior opposition proceeding, was res adjudicata. 262 


II, 18. Renewat or Reoistration. 


| th AN SDAA OA A Oa i Lie Rt SR oe 


An application for renewal filed after the expiration of the twenty- 
year period was rejected. 185 


II, 21. Print anp Lanext Recistrations. 
A label which did not identify the goods and which displayed a rep- 
resentation of the United States flag, held unregistrable. 35 


ites: 


A label consisting of a diamond-shaped outline, with the words “Did 
you ever have your ties cleaned? They come back with all their original 
respectability,” used with a tie-cleaning service, held unregistrable. 39 
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A print consisting only of the words “Polish Grocer” held unregis- 
trable. 40 


A label including merely the word “Tie-Ur-Own,” with the word 
“Neckwear” beneath, held unregistrable. 442 


II, 22. Notice oF REGIsTRaTIon. 


Opposer held to have lost his rights to the exclusive use of a mark 
by stating falsely on his labels that the mark was registered. 256 


The notation “Rec. U. S. Par. Orr.” appearing on applicant’s labels, 
although the mark had not been registered, held to bar him from registra- 


tion. 380-383 


Ill. UNFAIR COMPETITION. 
III, 1. Nature anp Basis or Wrone. 


III, 1, § 1. Definition. 
The doctrine of unfair competition as now applied by the courts is 
broad enough to reach any device whereby a manufacturer can sell goods 
of his manufacture as goods of a different origin. 7 


III, 1, § 3. Competition Necessary. 

In a suit to restrain the use of the word “Tasty” as a trade-mark for 
baker’s products sold by defendant in northern New Jersey, on the 
ground that complainant was the first to make use of the word “Tasty- 
kake” on similar products in other parts of New Jersey, held that inas- 
much as complainant’s earlier sales in the state were sporadic there was 
no unfair competition. 195 


III, 1, § 6. Deception. 
A false name, or one that has a tendency to deceive the ordinary pur- 
chaser, will be enjoined. 387 


The appropriation of another’s trade-mark will be enjoined, even 
when the goods of the two parties do not strictly enter into competition, 
when the use thereof is such as to deceive purchasers. 443 
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III, 2. Unrarmwness 1x Comperition. 


III, 2, § 1. Imitating Appearance of Article. 
a. Imitating Color. 

No one can acquire an exclusive right to use the primary colors as 
such. When, however, a business has been established and a good-will 
built up by the use of a color scheme on taxicabs equity will protect the 
rights of the proprietor in the application of the doctrine of “secondary 
meaning” attaching to a device not originally distinctive in character. 12 


After plaintiff had educated the public to identify its taxicabs by 
the use of yellow color on the bodies, together with other characteristic 
features of coloring, the adoption by the defendant of a yellow color for 
his competing cabs is unfair competition and should be enjoined. 13 


The use of a particular color as a means of identification in the 
manufacture and sale of goods is governed by the same rule as the use 
of geographical names in the same connection. In either case where a 
secondary meaning has been acquired, the use of the name or color will 


be protected as against its use by others in such a way as to deceive the 
public. 102 


The use by defendant on his taxicabs of a yellow color similar to that 
already in use on plaintiff’s cabs, held likely to confuse customers and to 


justify a preliminary injunction, in spite of certain differences between 
the respective cabs. 113 


The use by defendant, dealer in gasoline and motor oil, of the words 
“Standard Service Stations” in his business and of a color scheme for 
his stations similar to that used by plaintiff held unfair competition. 361 


Defendant’s use of cartons, folders and circulars which in color scheme 
and general appearance closely imitated those of plaintiff held unfair 
competition and was enjoined. 416 


III, 2, § 3. Imitating Packages and Containers of Goods. 

A manufacturer of flour had been accustomed to furnish to bakers 
using its flour bread wrappers bearing a checkered marking and the 
words “Purina Whole Wheat Bread,” such wrappers being intended for 
application to bread made from the plaintiffs flour. When wrappers so 
used have come to indicate to the public bread made from the plaintiff’s 
flour, the use of similar wrappers on bread not made from plaintiff's 
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flour is unfair competition, since thereby the good-will of the plaintiff's 
flour may be impaired or destroyed. 7 


Where the coffee packages of appellee were marked in such a manner 
as plainly to distinguish them from those of appellant, and to advise the 
public as to the source of the product, there was no unfair competition. 43 


In spite of certain similarities in the script lettering and form of 
containers used by the parties, the differences between the respective 
packages are not sufficient to mislead and deceive the ordinary purchaser. 
No evidence of confusion was offered. 48 


The preparation and use by defendants of labels and cartons closely 
imitating plaintiff's genuine “Castoria” containers and affixing same to.a 
similar remedy sold as “Castoria” enjoined as unfair competition. 294 


Where plaintiff’s intestate began the use of the word “Certified” as 
a trade-mark for bread made and sold by him in Ontario, N. Y., the sub- 
sequent adoption and use by defendant of the same word for bread in 
the same territory, in a wrapper similar to that used by plaintiff, held 
unfair competition. 371 


III, 2, § 6. Names. 
a. Personal Names. 

The use by appellant of the name “Minas Furniture Co.” held to be 
unfair competition, as against the previously acquired rights of Edward 
C. Minas Co., also dealers in furniture, much confusion of the public being 
shown, with consequent delay and loss of business. 232 


b. Corporate Names. 

It is a well-established rule, that a corporation must not by any 
artifice deceive the public, so that its goods may be sold for those of a 
corporation having a similar trade-name, and no name may be chosen in 
naming a corporation that will cause it to be passed off as another cor- 
poration already in existence, or that will enable it to dispose of its goods 
as those of some other company. 232 


The use by defendant of the name “Cobbs Haberdasher, Inc.,” when 
no one by the name of Cobbs was connected with the business, held an 
act of unfair competition against the plaintiff, and the further use of the 
name “Cobbs” in whatever form was enjoined. 298 


xlii 


ey 
age « wihasiead 





Defendant, organized later than plaintiff, Rogers Silverware Re- 
demption Bureau, was restrained!from using name “Rogers” in its cor- 
porate title, in advertising or selling, but permitted to use same in cor- 
porate matters and to use the designation, J. Rogers, if the letter “J” was 
made prominent. 374 


The mere fact that plaintiff had no business establishment in a certain 
city where the company and its products were well known did not justify 
defendant in adopting the former’s name for use in a line of business 
with which the plaintiff is identified. The reputation and good-will of a 
trading company is entitled to protection even in a place where it has 
no established place of business. 453 


ce. Trade-Names. 
The first user of the name “Palais Royal” in Hot Springs, Ark., was 
properly given an injunction against the use of the name by plaintiff in 
that city, except in the combination “Jack Fine’s Palais Royal.” 229 


f. Non-commercial Organizations and Institu- 
tions. 
Whether the rules relating to the use of trade-marks and trade-names 
are applicable to controversies between fraternal orders, query. 278 


g. Use of Trade-Mark in Name. 

Inasmuch as the adoption by appellant of the title “Del Monte Special 
Food Company” was for the purpose of engaging in unfair competition 
with appellee by the use of the latter’s trade-mark, an injunction against 
the further use of such name was entirely proper. 443 


III, 2, § 7. Descriptive Terms. 

In the absence of proof of “passing off,” or intent to deceive on the 
part of the defendant, its use of the letters “P-A-X” to describe its pri- 
vate automatic exchanges held not unfair competition with the plain- 
tiff. 46 


The name “Palais Royal” does not interfere with the plaintiff’s rights 
in the name “Jack Fine’s Palais Royal,” in white letters on a blue ground, 
with a royal crown above the words. 229 


The word “Standard,” because of long and exclusive use thereof by 
plaintiff on gasoline, motor oils and filling stations serving same, held 
to have acquired a secondary meaning, as identifying exclusively de- 
fendant’s goods and service. 361 
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III, 2, § 8. Geographical Terms. 

Appellant’s use of the geographical term “Santa Fe,” as a trade-mark 

for coffee since the year 1915, has not given to the words a secondary 
meaning, as distinguishing its goods, particularly inasmuch as appellee has 
used the same words extensively on coffee since the year 1908. 43 


Although the name “Finchley” may be a geographical term, it has 
acquired a secondary meaning, so that the first user may secure the exclu- 
sive right to such name as a trade-mark against anyone not doing business 
in the same territory and even against him, if the name be used fraudu- 
lently. 406 


III, 2, § 9. Mark of Patented Article. 

Plaintiff, manufacturer of chucks sold under the name “Magic” and 
made according to an expired patent, having been the only user of the 
name on this product for seven years after the patent expired, is entitled 
to restrain the defendant from adopting the word as a trade-mark for 
the same article. 414 


III, 2, § 12. Federal Statutes. 
a. Trade Commission Act. 

The use by respondent of the name “English Tub Soap” on soap made 
by him in the United States, held to justify an order to cease and desist 
from further use of the word “English” in such name, under Section 5 
of the Federal Trade Commission Act. 219 


The use by petitioners of the word “Duraleather” on products that 
contained no leather, but closely resembled it, furnished their customers 
with the means to misrepresent that the goods made therefrom were made 
of genuine leather, especially as the phrase “The Durable Leather Sub- 
stitute” sometimes used with the name appeared in inconspicuous lettering. 
Moreover, the goods were afterward made into various articles, with no 
mark appearing thereon, and thus sold to consumers. 387 
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The use by respondent of the word “Radium” as a name of a sub- 
stance manufactured and sold by him as a curative agent for the treat- 
ment of diseases generally treated by radium, but which substance, it was 
shown by scientific test, contained no radium, held to be an unfair method 
of competition. Order of the Federal Trade Commission to cease and 
desist from its use modified and affirmed. 400 






xliv 


it, 2g NNN Sah hs it ca GI al ie ea A be BOE A 





Se ie I it Bowes 7S, in og 





i 
2 
LA 
3 
a 
a 
‘ 
a 


lO AG NLT EN wrt 

































DIGEST 


III, 2, § 18. Misuse of Another's Trade-Mark. 
ce. On Unlike Goods. 
Appellee having adopted the name “Del Monte” as a trade-mark for 
a large variety of canned fruit and vegetables and spent vast sums in 
popularizing the name, the use thereof by appellant as a trade-mark for 
oleomargarine was rightly enjoined as unfair competition. 443 


III, 2, § 19. Other Instances. 

The imitation of certain seasonal designs used in the manufacture 
of dress fabrics, held not enjoinable by the court as unfair competition. 
Such designs may be protected under the Design Patent Act. The fact 
that such act affords no real protection, as the design goes out of use 
while the application is pending and before the protection is granted, is 
remediable by Congress rather than by the courts. 225 


The mailing of false statements to the customers of an established 
firm, for the purpose of injuring it in its business and deceiving its cus- 
tomers and the public, is a form of unfair competition. 244 


The use of the words “White Cross” and the device of a white cross 
being open to both parties, the adoption by appellee of said words and 
device as a trade-mark, without imitating appellant’s manner of use or 
other features of its container, held not to constitute unfair competi- 
tion. 292 


Defendants, who, while infringing plaintiff's patent, sought to divert 
its trade by representing that their product “Ply-Rite,” although made of 
cheaper material, was equal to plaintiff's article, were guilty of unfair 
competition. 311 


III, 3. Surrs ror Unrair Competition. 


III, 3, § 1. Jurisdiction. 

Where both parties are citizens of the same state, the federal court 
has no jurisdiction in a suit for unfair competition, regardless of the 
fact that other issues wherein it had jurisdiction were joined there- 
with. 356 


In a suit for infringement of a registered trade-mark and for unfair 
competition, where defendant makes no interstate use of the mark, but 
there is interstate use by plaintiff, it seems that the court has jurisdic- 
tion to grant an injunction. 406 
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III, 2, § 8. Geographical Terms. 

Appellant’s use of the geographical term “Santa Fe,” as a trade-mark 
for coffee since the year 1915, has not given to the words a secondary 
meaning, as distinguishing its goods, particularly inasmuch as appellee has 
used the same words extensively on coffee since the year 1908. 43 


Although the name “Finchley” may be a geographical term, it has 
acquired a secondary meaning, so that the first user may secure the exclu- 
sive right to such name as a trade-mark against anyone not doing business 
in the same territory and even against him, if the name be used fraudu- 
lently. 406 


III, 2, § 9. Mark of Patented Article. 

Plaintiff, manufacturer of chucks sold under the name “Magic” and 
made according to an expired patent, having been the only user of the 
name on this product for seven years after the patent expired, is entitled 
to restrain the defendant from adopting the word as a trade-mark for 
the same article. 414 


III, 2, § 12. Federal Statutes. 
a. Trade Commission Act. 

The use by respondent of the name “English Tub Soap” on soap made 
by him in the United States, held to justify an order to cease and desist 
from further use of the word “English” in such name, under Section 5 
of the Federal Trade Commission Act. 219 


The use by petitioners of the word “Duraleather” on products that 
contained no leather, but closely resembled it, furnished their customers 
with the means to misrepresent that the goods made therefrom were made 
of genuine leather, especially as the phrase “The Durable Leather Sub- 
stitute” sometimes used with the name appeared in inconspicuous lettering. 
Moreover, the goods were afterward made into various articles, with no 
mark appearing thereon, and thus sold to consumers. 387 













The use by respondent of the word “Radium” as a name of a sub- 
stance manufactured and sold by him as a curative agent for the treat- 
ment of diseases generally treated by radium, but which substance, it was 
shown by scientific test, contained no radium, held to be an unfair method 
of competition. Order of the Federal Trade Commission to cease and 
desist from its use modified and affirmed. 400 
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III, 2, § 18. Misuse of Another's Trade-Mark. 
e. On Unlike Goods. 
Appellee having adopted the name “Del Monte” as a trade-mark for 
a large variety of canned fruit and vegetables and spent vast sums in 
popularizing the name, the use thereof by appellant as a trade-mark for 
oleomargarine was rightly enjoined as unfair competition. 443 


III, 2, § 19. Other Instances. 

The imitation of certain seasonal designs used in the manufacture 
of dress fabrics, held not enjoinable by the court as unfair competition. 
Such designs may be protected under the Design Patent Act. The fact 
that such act affords no real protection, as the design goes out of use 
while the application is pending and before the protection is granted, is 
remediable by Congress rather than by the courts. 225 


The mailing of false statements to the customers of an established 
firm, for the purpose of injuring it in its business and deceiving its cus- 
tomers and the public, is a form of unfair competition. 244 


The use of the words “White Cross” and the device of a white cross 
being open to both parties, the adoption by appellee of said words and 
device as a trade-mark, without imitating appellant’s manner of use or 
other features of its container, held not to constitute unfair competi- 
tion. 292 


Defendants, who, while infringing plaintiff's patent, sought to divert 
its trade by representing that their product “Ply-Rite,” although made of 
cheaper material, was equal to plaintiffs article, were guilty of unfair 
competition. 311 


III, 3. Swurrs ror Unrair Competition. 


III, 3, § 1. Jurisdiction. 

Where both parties are citizens of the same state, the federal court ' 
has no jurisdiction in a suit for unfair competition, regardless of the ) 
fact that other issues wherein it had jurisdiction were joined there- 
with. 356 


In a suit for infringement of a registered trade-mark and for unfair 
competition, where defendant makes no interstate use of the mark, but 
there is interstate use by plaintiff, it seems that the court has jurisdic- 
tion to grant an injunction. 406 
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III, 3, § 3. Pleading and Practice. F 

In a suit to enjoin sale by appellant of music rolls for player pianos 
made from matrices alleged to have been illegally acquired from appellee, 
and alleged to mislead the public, as to their origin, held on demurrer 
that the bill did not state a cause of action, since there was nothing in 
the facts alleged to deceive the public as to the origin of the goods. 343 


III, 3, § 4. Evidence. 
Plaintiff may make out a cause of action for unfair competition with- 
out proof of active deception by the defendant, where the court is con- 
vinced that the imitation was deliberately planned to deceive. 12 


The fact that the defendant in imitating the appearance of plaintiff's 
cabs placed upon his own a telephone number resembling that of plaintiff 
and with the same exchange, although it was a number through which the 
defendant could get no business, is evidence of a deliberate intent to prac- 
tice deception in the dressing of his cabs. 13 


Where, after plaintiff had adopted and used in his business of retail- 
ing men’s clothing and women’s coats, his name “Finchley” shown in Old 
English, defendant began the use of the word “Finchley” in similar letter- 
ing as a trade-mark for women’s coats and dresses, held that defendant’s 
intent to defraud was shown by the testimony of its president,'as well 
as by the simulation of plaintiff's mark on defendant’s labels, boxes and 
correspondence. 407 


Ill, 3, § 5. Defenses. 
a. Plaintiff's Misconduct. 

The charge that plaintiff came into court with unclean hands because 
of failure to comply with certain provisions of the Maryland statute, held 
not to be proven nor to bar it from its right to resort to the federal courts; 
nor could defendant urge as a defense certain alleged misrepresentations 
on the part of plaintiff discontinued several years before the bringing of 
the suit. 407 


b. Laches. 
Delay since 1911 in asserting rights arising out of confusion between 
the stores of the parties held to be fatal to the recovery of damages, but 
not to bar an injunction. 932 


In a suit brought by the white Masonic order of “Nobles of the Mystic 
Shrine” to restrain the use by a negro order of a similar title, both orders 
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being duly incorporated, but plaintiff having been organized prior to 
defendant, the acquiescence by plaintiff for more than thirty years in 
defendant’s conduct held to bar it from relief. 278 


In order to establish laches as a defense in a case of unfair competi- 
tion, there must exist more than the mere lapse of time; there must appear 
elements of an estoppel, whereby defendant is damaged through delay in 
suing. 361 


III, 3, § 6. Relief. 
b. Injunction. 

On appeal from a decision granting a temporary injunction against 
the use of a specific color, where such use had only just begun by appel- 
lants, and there was no evidence that they would materially be injured, 
held that there was no abuse of discretion by the lower court, on the facts 
shown. 102 


An order granting or refusing a temporary injunction is not deter- 
minative of the rights of the parties and may be granted by the court 
where it appears that the rights of all the parties can be best protected 
by issuing an injunction upon the giving of a proper bond. 316 


Where plaintiff conveyed to defendant all right, title and interest in 
the trade-mark “Piggly-Wiggly,” together with all other marks, copy- 
rights and patents used by him in connection with the operation of certain 
self-service stores, held that he was properly restrained from the use of 
the said mark and certain methods and instrumentalities covered by the 
contract, but was permitted the use of his name and methods of self- 
service then in common use. 316 


ec. Accounting of Profits. 
Where it is manifestly impossible to get at anything tangible in the 
way of a calculation of profits derived from the unfair competition, an 
accounting will not be ordered. 13 


d. Damages. 

In a suit to restrain wrongful use of trade-name, held that, where there 
was a dissolution of the preliminary injunction in a substantial particular, 
defendant was entitled to a reference to compute the amount of its 
damages. 333 
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III, 3, § 8. Compliance With Decree. 
a. Contempt. 

Defendant appeals from an order holding him in contempt for violat- 
ing an injunction against the use on his cab of the same yellow color long 
used by appellee without “making it distinguishable therefrom by the 
ordinary user.” Held the use on his cabs of the words “City Cab Com- 
pany” without other change, was not a full compliance with the decree, 
as the color arrangement, not the name, had been the distinguishing 
feature of appellee’s cabs. 111 
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